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SANTA FE NATURAL TOBACCO
COMPANY, INC.,
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Case No. 8:16-cv-1110-JVS(JCGX)
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Plaintiff,
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THE SPIRIT D/B/A“NATURAL THE
SPIRIT”, EUN LEE, individually and
d/b/a “NATURAL THE SPIRIT”, AND
CHRIS KIM, individually and d/b/a
“NATURAL THE SPIRIT”,
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Defendants.
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FINAL JUDGMENT AND PERMANENT INJUNCTION ON CONSENT
Santa Fe Natural Tobacco Company,. IISFNTC”) andDefendants (i) Eun

Lee, individually and d/b/&NATURAL THE SPIRIT,” (i) Chris Kim, individually
and d/b/a “NATURAL THE ®IRIT,” and (iii) The Spit d/b/a “NATURAL THE
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SPIRIT” (collectively, “Defendants”), hee reached a confehtial agreement in

settlement of the dispute between them ane ltansented to the entry of this Fing

Al

Judgment and Permanent Injunction on @omg‘Consent Judgment”), based on the

following stipulated findings of facts amnclusions of law, wikh the Court hereb)
adopts for purposes of the entry of this Consent Judgment.
FINDINGS OF FACT AND CONCLUSIONS OF LAW

1. SFNTC is a corporation organizeddaexisting under the laws of Ng

Mexico with its principal place dbusiness in Santa Fe, New Mexico.

2. SFNTC is engaged in the business of manufacturing, distributing,
marketing, advertising,ftering for sale, and sellingarious types of tobacco
products throughout the United States. SEN3 the owner of distinctive trademar
including, but not limited to trademarks consisting of the words “NATURAL
AMERICAN SPIRIT,” alone ad in conjunction with other words and designs,
including depictions of a Native Amean chief (the “Chief Logo”).

3.  SFNTC, through its predecessors-in-iett and affiliates, has used th
NATURAL AMERICAN SPIRIT trademarks continuously since as early as
September 8, 1992 in connextiwith tobacco products,dtuding, but not limited to
cigarettes. (For comnience, and unless the contiexticates otherwise, the term
“Santa Fe” will be used taefer collectively to SFNTC'gredecessors-in-interest
and/or to SENTC'’s corporate affiliateio use the trademarks owned by SFNTC
under authority from SFNTC.)

4, SFNTC has registered various vers of its NATURAL AMERICAN
SPIRIT marks on the Principal Registeltlodé United States Patent and Trademar

Office (“USPTQO”) under,inter alia, U.S. Trademark Registration Nos. 2,581,724,

2,581,727; 2,581,723, 2,661%3,620,468; 2,620,462,620,466; 2,620,465;
2,578,127, 2,692,958, 4,194&,81,194,786; 4,194,788,194,784; 4,194,783; and

4,198,629. (For convenience, the matksven in these registrations and their
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common-law counterparts arelleatively referred to hereafter as the “NATURAL
AMERICAN SPIRIT Marks”).

5.  Santa Fe has used depictions dfative American Chief in advertising
and on its packaging to promote its tobapoaducts (the “Chief Logo Artwork™).
SFNTC is the sole and exclusive owneabfright, title, and interest in and to the
copyrights in the Chief Logo Artwork.

6. SFNTC owns by assignment a copyrigbgistration for the Chief Logd
bearing Registration Number VA000036348ith the United States Copyright
Office. The effective date of registratifor the copyright covering the Chief Logo
July 19, 1989.

7.  As aresult of many years of doruous use and promotion of the
NATURAL AMERICAN SPIRIT Marks,SFNTC’'s NATURAL AMERICAN
SPIRIT Marks have aqpiired a high degree of regaition throughout the United
States as symbols of the highest qualityoblacco products. The public is unique
aware of the NATURAL AMERICAN SPIRIMarks, and identifies those marks
with SFNTC. The NATURAL AMERICANSPIRIT Marks are famous trademark
that are widely recognized by the gengrablic as a designation of the source of
SFNTC'’s goods.

8. Defendant Eun Lee (“Defendant Legtpgether with Defendant Chris
Kim (“Defendant Kim”) direct, control partipate in, engage in, perform, authoriz
approve, ratify, actively and knowingly caus@d are active and conscious forces
behind the business activities of Defentd@he Spirit /b/a “NATURAL THE
SPIRIT.”

9. Defendants operatnd control the website located at
THESPIRITUSA.COM (“Defendants’ Wisite”), through which Defendants
advertise, offer for saJand sell natural tobac@voducts called “E-Liquid,”
“EJuice,” or “Vape Juice” (collectively refieed to hereinafter d&-Liquid”), and

other products associated with electronic cigarettes.
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10. Defendants advertised, sold, and distributed products bearing the
NATURAL AMERICAN SPIRIT Marks, or marks confusingly similar to the
NATURAL AMERICAN SPIRIT Maks, and have reproduced the copyrighted G
Logo.

11. OnJune 15, 2016, SFNTC commentieel above-captioned action (th
“Action”) by filing a complaint (the “©@mplaint”) against Defendants. The
Complaint alleged claims for trademanfringement, unfair competition and false
designation of origin, and trademark dianiarising under sections 32 and 43 of t
Federal Trademark Act of 1946 (tHeanham Act”), 15 U.S.C. 8§ 1114, 1125;
copyright infringement unde¢he U.S. Copyright Act 01976, 17 U.S.C. 88 411(c),
501, et seq.; unfair business practices arising un@al. Bus. & Pr& Code 88 17200
et seg.; and trademark infringement and umflausiness practices arising under the
common law of the State of California.

12. The parties have agreed to resohartdispute by the entry of this Fin
Judgment and Permanent Injunction an€ent, as well as by payment from
Defendants to SFNTC of afidential amount of money.

13. Pursuant to Section 39 of thanham Act, 15 U.S.C. § 1121, and
pursuant to 28 U.S.C. 88 1331, 1332, andB133s Court has subject matter
jurisdiction over Santa Fe’s claims agaibefendants, and supplemental jurisdict
pursuant to 28 U.S.C. § 1367.

14. This Court has personal juristion over Defendants because
Defendants have purposefullyailed themselves of the privilege of doing busine
in this district. Defendants own and operate the website located at
THESPIRITUSA.COM, which is an interacéwebsite that is accessible by Interr
users in this district and offers goodsésidents of California. The infringing
products that Defendants offer undez thATURAL AMERICAN SPIRIT Marks, of
colorable imitations thereof, and made available through Defendants’ Website

purchasers in the United Statase capable of being orddteand have been ordere
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by purchasers in California, and are capableenfig shipped, and have been shipj
to purchasers in California.

15. Venue is proper in this district pursuant to 28 U.S.C. § 1391(b), in t
on information and belief, a substial part of the events or omissions giving rise
the claim occurred in th judicial district.

PERMANENT INJUNCTION AND ORDER

Based on the parties’ stipulation and agreement hereto, it is hereby

ORDERED, ADJUDGED, andDECREED as follows:

1. Defendants and their agents, repraatives, employees, attorneys,

successors and assigns, and all otheagtive concert or participation with
Defendants or any dhem, are herebyERMANENTLY ENJOINED AND
RESTRAINED from:
a) using, advertising, promoting, displaying, or making any use
whatsoever, in connection with the advertisement, promotion

sale of tobacco, tobacco-reldteroducts, vapor products or

vapor-related products, electronic aigies or products related t

electronic cigarettes, liquid nicotipeoducts, or flavored nicotin
products, of (i) the degnation “NATURAL AMERICAN
SPIRIT,” or any colorablemitation of the NATURAL
AMERICAN SPIRIT Marks (including but not limited to
NATURAL THE SPIRIT and THE SPIRI) (ii) visual or graphig
depictions of a Native American chief; and (iii) the following
SFNTC trademarks or any colorable imitations thereof:
RESPECT FOR THE EARTH; R&E.. SIMPLE. DIFFERENT;
and IT'S ONLY NATURAL;

b)  engaging in any other activity constituting an infringement of
SENTC'’s trademarks; and
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C) using any false designation ofgin or false representations
which are likely to lead the tragdthe public, or individuals to
believe erroneously th&iefendants, or any one of them, are in
any way sponsored, approved,tarized, or controlled by Santa
Fe.

2. Defendants shall pay to SFNTGethonfidential amount of money
agreed upon by the parties.

3.  SFNTC and Defendants acknowledbat they have knowingly and

r——4

voluntarily entered into this Consent Judgment after reviewing the same with their

counsel or having had ample opportunitgtmsult with counsel of their choice.
SFNTC and Defendants understand the undegak obligations and terms of this
Consent Judgment.

4, Except as to Defendants’ obligatiosest forth in this Consent Judgme
SENTC'’s claims against Defendantghims Action are hetey dismissed with
prejudice. No appeals shall be takemfrithis Consent Judgment, and Defendant
hereby waive all right to appebm this Consent Judgment.

5.  This Court shall retain jurisdiction ovehis matter to enforce a violatic
of this Judgment’s terms. If any sugblation occurs, the Court may award, (a)
without regard to proof of actual damagas,amount the Court deems adequate t{

compensate SFNTC for such breach; alt ag(b) injunctive relief enjoining any

0]

CASE NO. 8:16-CV-1110-JVS(JCGX)



© 00 N O O B~ W DN P

N DN NN DNNNDNDNRRRRRRR R R R
W N O O BN W NP O © 0 N O 0O M W N P O

further breach of this Order, or such nfartions to the present Order as the Cou

deems appropriate; (c) attorneys’ fees, €asid disbursements, as determined by

Court; and (d) such other relief e Court deems just and proper.

It is SO ORDERED, this the T'&lay of September, 2016.
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1 UnitedState/sDistrictJudge
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