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THE UNITED STATES DISTRICT COURT

FOR THE CENTRAL DISTRCT OF CALIFORNIA

SOUTHERN DIVISION

VANS, INC.; VF OUTDOOR, LLC, ) Case No.: 8:18-cv-2258
)
Plaintiffs, )
)
VS. ) COMPLAINT
) AND DEMAND FOR JURY TRIAL
TARGET CORPORATION ; )
FARYLROBIN, LLC, )
)
Defendants. )
)
)
COMPLAINT

Plaintiff Vans, Inc., and VF OutdoolLLC (collectively, “Vans”) by and
through their counsel, brings this actiagainst defendants Target Corporation
(“Target”) and Farylrobin LLC (“Farylrolm”) (collectively, “Defendants”). As
grounds for this complaint/ans alleges the following:

NATURE OF THE ACTION

1. This is an action for trademark infringement and unfair competitipn
arising under the trademark laws of the United States, 15 U.S.C. §%1884.

and under the common law and deceptive anfdir trademark practices laws of

the State of California, California Busseand Professionso@e 817200, related
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to Defendants’ sale of the “Camellaace-Up Sneaker” (“lfninging Product”),
which intentionally and willfully copies thprotectable trade dress and trademar
of Vans’ iconic Old Skool shoe (“Old Skool Shoe”) and is likely to cau
confusion in the marketplacdndeed, consumers on Tatg own website refer to
the Infringing Product, depicted below, as “fake Vans,” clearly indicating
express association witmaa likelihood of confusiowith, Vans’ products.

Vans’ Old Skool Shoe Defendants’ Infringing Product

2. Moreover, upon information and bdlieDefendants’ ifringement was
motivated not only by the extreme popularity of Vans’ Old Skool Shoe — whicl
a top-selling lifestyle shoe among Defendamarget customers of millennial and
Gen-Z women — but also by a desire osappropriate Vans' reputation anc
cachet to lend unwarranted and instamdrility to Target's Wild Fable product
line upon its launch.

3. Vans has a long history of, and sterling reputation for, being authe
and connected to pop-culture, street cultarel youth culture, which are the state
goals for Target's Wild Fable line. Asich, Defendants should not be permitted
associate themselves with Vans’ higt@nd reputation by selling shoes that af
likely to cause confusion with the tradeess and trademarks of Vans’ Old Skod

Shoe.
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JURISDICTION AND VENUE

4.  This Court has jurisdiction over thalgect matter of this action pursuan
to Section 39 of the Lanham Act5 U.S.C. § 1121, and 28 U.S.C. 8§ 133!
1332(a), and 1338, and has supplemental jurisdiction pursuant to 28 U.S.
1367(a).

5.  This Court has personal jurisdicti@mver defendant Target because it i
engaged in substantial amelgular business in the State of California and in ti
Central District of California, including by selling its goods through retail stof
located in the Central Distti of California. Additiondy, defendant Target's acts
have caused injury to plaintiff Vans withthe State of Caldrnia and the Central
District of California.

6.  This Court has personal jurisdictioner defendant Farydbin because it
Is engaged in substantiatciregular business in the State of California and in t
Central District of California. Additioally, defendant Farylrobin’s acts have
caused injury to plaintiff Vans within this District by supplying its infringing
goods to defendant Targetrfeale in the State of California and in the Centr
District of California.

7.  Venue is properly founded in this judAtidistrict pursuant to 28 U.S.C. §
1391(b) and (c) because Defendants are subject to personal jurisdiction withir
district and/or because a substantial parthef events giving se to these claims
occurred within this judicial district.

THE PARTIES
8. Vans, Inc. is a corporation organizadd existing under the laws of the
State of Delaware, having its principglace of business at 1588 South Coa
Drive, Costa Mesa, California 92626.
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9.  VF Outdoor, LLC is a limited liabilitycompany organized and existing
under the laws of Delaware, having itsnprpal place of business at 2701 Harbg
Bay Parkway, Alameda, California 94502.

10. Upon information and belief, defendant Target is a corporation organi

and existing under the laws of Minnesdtaying its principal place of business at

1000 Nicollet Mall, Minneapolis, MN, 588. Upon informaon and belief,
Target regularly transacts business in the United States and in the Sta
California.

11. Upon information and beliedefendant Farylrobins a limited liability
company organized and existing under ldngs of New York, having a principal
place of business at 2011 Park Avellaith, Suite 1408, New York, NY, 100034

1523. Upon information and lef, Farylrobin regularly transacts business in the

United States and in the State of California.

FACTS
Vans and Vans’ Business

12. Founded in 1966 in Anaheim, Califoa, by Van Doren brothers Paul
and Jim, along with partners Gordbee and Serge Delid/ans has grown from
humble beginnings to become one o tmost well-known and groundbreaking
footwear, apparel, and accegsoompanies in the world.

13. Vans' products are widely recognized and extremely popular. T
company has achieved recognition as nmagkimong the world’s greatest and mos
recognizable brands. Vans’ iconic trademaaks distinctive trade dress related t
its classic shoe designsveabeen consistently usddr decades and are known
throughout the world to indicate thewsce of Vans’ high quality products. Over
the past 40 years, tens of millions péirs of shoes with Vans’ distinctive
trademarks and trade dress haeen sold in the United States.
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14. Vans’ products have aassed significant goodwill and are continuing t
grow in popularity. Indeed, “Vans ihe No. 3 ‘top trend’ cited among teens’
(Piper JaffrayTaking Stock With Teens Surveyrall 2018). The brand is alsg
recognized as the top-ranked footwdmand for upper-incom females in the
United States (Piper Jaffrayaking Stock With Teens Surveffall 2018).

15. Much of Vans’ success is owed its enduring reputation for creating
lasting and durable footwegroducts without sacrificing comfort or style, and
perhaps just as important, its longstandang consistent use of its trademarks ar

its trade dress. This consistent useduodtinctive trademarks and trade dress

combined with Vans’ peerless reputatiom filestyle and active shoes, has bee
instrumental in Vans’ lasting popularity.

Vans’ Old Skool Shoe

16. One of Vans’ most popular shoe dgs, and indeed one of the mos

iconic shoe designs in history, is thengaDld Skool Shoe, depicted below, whicl

was introduced in 1977. Few®es have remained as cotesly popular or are as
instantly recognizable @ke Old Skool Shoe.

Vans Old Skool Shoe
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17. The OId Skool Shoe design features the iconic “Side Stripe” trademix
highlighted below. Originally known aseh‘jazz stripe,” this highly distinctive
design element has become the unmistakadilenark of the Vandrand and is the
subject of three United States trademanisteations (see Paragraphs 27-29) (th
“Side Stripe Trademark”). The Sideripe Trademark’s prominent placement an
often-contrasted color make Vans’' sedmmediately recognizable to consumer
even at far-off distances.

Vans Side Stripe Trademark

18. Since 1977, The OIld Skool Shoe has continuously featured
combination of distinctive source-idenfilig elements, including: (1) the Vans
Side Stripe Trademark, in contrasting color to the shoe upper; (2) a W
rubberized midsole; (3) a contrast lin@and the top edge of the midsole; (4)
textured toe box outer around the frasft the white midsole; and (5) visible
stitching, in contrasting color, incluty where the lace bracing meets the vam
which combined form strong enforceable trade dress (the “Old Skool Tr
Dress”).

19. Since its release in 1977, tens of roitls of pairs of the Old Skool Shoes

have been sold in the United State3he Old Skool Shoe originally gained
notoriety as the shoe of choice for skatand other active sports enthusiasts, a
in more recent years, the shoe’s poptyanas exploded witlthe general public,

including high-profile fashion designers, sitians, and celebrities. On account g
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its pop culture popularity, the Old Skooh@& has been the subject of numerous
examples of unsolicited media coveragwl deatured in publications aimed at &
broad selection of the pli including, among otherg;ransworld Skateboarding,
Esquire Complex Business Insider GQ, The Wall Street Journabnd W
Magazine

20. The OIld Skool Trade Dress is nanttional and distinctive, and the
public recognizes and understands that @d Skool Trade Dress distinguishe

U)

and identifies genuin€ans brand products.

21. As a result of Vans’ extensive usetbe Old Skool Trade Dress, Vang
has built up and now owns extremeljuable goodwill that the Old Skool Trade)
Dress embodies.

22. The purchasing public has conte immediately and unmistakably
associate the Old Skodrade Dress with Vans.

23. The enormous popularity of the Ofkool Shoe has resulted in high
profile collaborations with notable desigaeand fashion houses in the realm qof
haute couture and street fashion, inahgdbrands such as Marc Jacobs, Stissy,
Pendleton, and Supreme, further broadgnhe appeal of the classic designs.

24. The Old Skool Shoe has also had aipalarly rich history in the music
industry, as it is revered by band mensbear the rock and roll and punk musid
scenes, in particular for its style angbuation. The Old Skool Shoe’s cult statu

U

amongst musicians in turn led to thevelepment of Vans’ band shoe program,
which was responsible for creating O8kool designs dedicated to legendary
music groups like Slayer, Descendents] 8ad Religion, as well as Iron Maiden
Slayer, Bad Brains, and Social Distortion.

25. Vans also has a rich tradition afsaciating the Old Skool Shoe and it

UJ

other products with its signature chedioard design. Consumers encountering
such a checkerboard design, especialliflten associated with footwear of

accessories sold alongsidmtwear, are even more likelo associate the products
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with Vans. Examples of Van's procks featuring the checkerboard desig
include:

i
l.l"

nn
.
.
u » 7Y

The Famous Side Stripe Trademark

26. Since at least as early as the 19%0ms has used the Vans Side Stripe

Trademark as a distinctive design element on its footwéans has expended
substantial time, moneynd other resources in thew#oping, advertising, and
otherwise promoting the Side Stripe Teathrk. As a result of these efforts
consumers readily identify merchandise bearing the Side Stripe Trademar
being high quality merchargk emanating from, sponsor by, or approved by
Vans. The Side Stripe TrademarksHaecome well-known among consumers ar
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accordingly should be afforded tremendstrength. Examples of Vans’ footweal
bearing the Side Stripe Trademark are depicted below.

- [.
-
- |

/ \

e -__/lJ ——

Examples of Vans’ Side Stripe TrademankFootwear

27. Vans is the owner of the Siderige Trademark and corresponding
United States Trademark Registration Nd.7Z,772, issued on August 4, 1998, for
the placement of the Side Stripe Teathrk on the Old Skool Shoe design, ds
depicted below, for “footwear.”
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U.S. Registration No. 2,177,772

An Affidavit has been filed pursuant &ections 15 of the Lanham Act, 15 U.S.QG.
8 1065, and this registranois incontestable. A copy of the Certificate of

Registration for this registratas attached as Exhibit A.

28. Vans owns United States Tradekdtegistration No. 2,172,482, issueq
on July 14, 1998, for the below-depicted shoe design incorporating the Side S
Trademark, for “footwear.”
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U.S. Registration No. 2,172,482

An affidavit has been filed pursuant$ection 15 of the Lanham Act, 15 U.S.C. §
1065, and this registration is incortedde. A copy of the Certificate of
Registration for this registratas attached as Exhibit B.
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29. Vans also owns United Statesaflemark Registration No. 2,170,961
issued July 7, 1998, for the below-depittshoe design incorporating the Sid
Stripe Trademark, for “footwear.”

,

g, B
""!I 1 i

e !‘f;_"x__:.-;_il'f. e

U.S. Trademark Registration No. 2,170,961

An affidavit has been filed pursuant$ection 15 of the Lanham Act, 15 U.S.C. §
1065, and this registration is incortedde. A copy of the Certificate of
Registration for this registratias attached as Exhibit C.

30. Vans has further strengthenethe Side Stripe Trademark by
incorporating the mark in many desigasross its entire product range. Notably
Vans prominently features the Vans Side Stripe Trademark in connection
apparel products. Vans hagpended substantial time,amey, and other resources
in developing, advertising@nd otherwise promoting the Side Stripe Trademark. 4
a result of these efforts, consumers reaatigntify merchandise bearing the Sidg
Stripe Trademark as being of high qualigd emanating from, sponsored by, G
approved by Vans. Examples of Vans’ apparel prodbetging the Side Stripe
Trademark are depicted below.
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Examples of Vans’ Side Stripeademark on Apparel Products

31. Vans is the owner of the Sideripe Trademark and corresponding
United States Trademark Rsgation No. 4,442,122issued on December 13,
2013 for “clothing, namely, T-shirts, stsr sweatshirts, pants, shorts, denim
sweater, jackets, belts, boxers, socks, scarves, underweswiamgear; headgear,
namely, hats, caps and beanies.”

o N

U.S. Registration No. 4,442,122

A copy of the Certificate of Registration for this registration is attached
Exhibit D.

32. As a result of Vans’ extensive use thke Side Stripe Trademark, Vans

has built up and now owns extremeljuable goodwill embodied in the mark.
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33. The Side Stripe Trademark is arostg source identifier that has is

uniquely associated with Vanacggenuine Vans brand products.
Defendants’ Infringing Product

34. Upon information and beliefn August 2018, in aeffort to “really amp
up” its style credentials with young feleaconsumers, Target launched its Wilg
Fable line as a “way to bmore authentic and connect with” its target audience
millennials and Gen-Z shoppers. Farylrobupplied Target with products for the
Wild Fable line, including the Infringing Product:

Vans’ Old Skool Shoe Defendants’ Infringing Product

35. Upon information and beliethe Infringing Producis a calculated and
intentional infringement of Vans’ footwearoducts bearing the Vans Trademark
and Trade Dress and has been designedonfuse the puhasing public as to
source by deliberately incorporating ethdistinctive elements of the Vans
Trademarks and Trade Dress.

36. In addition to copying the Vans Tracharks and Trade Dress, Defendan
also copy additional features of thedObkool Shoe, whicliurther shows their

intent to copy Vans’ products and tragle Vans’ reputation, including the classic

white-on-black color scheme and the olleshape and silhouette. Copying thes
features in addition to the Vans Trademarks and Trade Dress also further incr

the likelihood that consumers will be caséd and will improperly associate the
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Infringing Product with Vans and il&rademarks and Trade Dress.

37. Defendants’ further increase the dllhood that consumers will be
confused by promoting and selling the Infringing Product alongside goods bes
a checkerboard pattern, which is a sigme design element on many authent
VANS products and which is strongly associated with Vans and the Old Sk
Shoe. For example, in the followinggpnotional photograph for the Wild Fable
line, the model is holding a checkerboard bbaxt to the Infringing Product.

38. Upon information and beliegearch results for the term “women’s Van
shoes” on the Target website iadé the Infringing Product.

39. Target features the Infringing Produymominently on its website and in
its marketing of the Wild Fable line, witimany of the photogpdns of Wild Fable
apparel showing models wearing thé&riimging Product. For example:

16
COMPLAINT

660263.doc

1ring
o
Kool




© 00 N o o b~ w N P

N N RN N DN DN N NDN R P RBP B R R R R R R
0o N o o A ON PP O ©O 00O N o oA WDN -, O

) Q« @

l-l
|
e

40. Upon information and belie Target associates the Infringing Produg

~+

with skateboarding to further associate itself and its products with Vans and frade

on Vans’ history and its repation for authenticity inskateboarding and street
culture. Target’s YouTube Channel indes videos promoting the Wild Fable
line, examples of which can be found vatvw.youtube.com/user/Target/The

videos have a skateboarding theme, and include models wearing the Infrin
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Product. At least one model in the video is depicted wearing the Infring
Product while on a skateboard. Indequhrticularly in the context of the
promotional video, consumers are likely believe that the model is wearing
authentic Vans shoes.

41. Consumers readily associate thdrihging Product with Vans. For
example, Target's own customers refethte Infringing Product as “fake Vans” on
the Target website in the RatingsdaReviews section. For example:

My feet and my wallet are happy!

(would recommend)
frir @ nanersammich—1 month ago

Cool fake vans at a fraction of the price without compromising quality! For cheap shoes, | was surprised that
| didn't even have to break them in for them to be comfortable. see more

Do you find this helpful?
yes (0) / no (o { report

verified purchaser

| love my fake Vans! | read some reviews that said to go a 1/2 a size down but for me that wasn't a good fit.
Getting my size was well, perfect!

Do you find this helpful?
ves (0) / no (0) / report
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(emphasis added).
42. Furthermore, consumers will likelynitially think that the Infringing
Product is an authentic Old Skool Shé@r example, in a video available at

https://youtu.be/EOGVvaWhF ,Qa fashion blogger not only notes that the
Infringing Product looks like an authentitans product and is a “Vans ‘knock-
off[s],” but also indicates that she wasgtially attracted to the shoes because thay
looked like Vans (“I looked and | was &k oh hey babe, knocKs, and then | was
like $15, you're coming home with me.”)Therefore, the Infringing Product is
also likely to cause initial interest confusion.

43. Defendant Target has a long and prominent history of collaborating with
independent fashion labels thetve cachet with Target's customers. For example,
within the past ten years Target hadlafmrated with a range of high-end and
popular labels including Missoni, Jasdviu, Toms, Lilly Pulitzer, and Hunter.
Because Target has established a egmrt with consurars for developing
collaborations with popular &dnds that include shoeagcessories, and clothing,
consumers will likely make the mistakassumption that the Infringing Product is
in fact the result of a collabdran between Target and Vans.

44. The Infringing Product is also likelp cause confusion under post-sal

D

conditions, as potential consumers olisg Target customers wearing the
Infringing Product will likely mistakenly bive the Infringing Product is sold by
or associated with Vans. Indeed, asTheget promotional discussed in Paragrapgh
40 demonstrates, the Infringing Product is indistinguishable for authentic Vans
Old Skool Shoes in typical post-sale conditions.

L4

45. Defendants are well aware of the extrdinary fame and strength of the
Vans Trademarks and Trade Dress @adincalculable goodwill embodied therein
and Defendants, upon infoation and belief, werdamiliar with the Vans
Trademarks and Trade Dress whenfddeants created, ported, and began

advertising and selling ¢hinfringing Product.
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46. Upon information and belie Defendants’ infringment is intended to
trade on and misappropriate Vans' webktablished reputation and extensiv
goodwill with Defendants’ target audieneemillennial and Gen-Z shoppers.

47. Upon information and belie Defendants’ copied the Vans Trademark
and Trade Dress not only because of the Old Skool Shoe’s extreme popu
among Defendants’ target consumers, bl#o to misappropriate Vans’ iconic
reputation and cachet in pop-culture asiteet culture to lend unwarranted an
instant credibility to its Wild Fable line of apphesd accessories upon itsitech.

48. Defendants knowingly, willfully, andntentionally adopted and used §
substantially indistinguishable and cosingly similar imitation of the Vans
Trademarks and Trade Dress.

49. Upon information and belief, Dafdants intentionally designed ang
manufactured the Infringing Product toislead and deceive consumers int
believing it was manufactured, so&jthorized, or licensed by Vans.

50. Upon information and beliethe Infringing Produicis made of cheaper
and inferior quality materialdhan genuine Vans products.

51. Because the Infringing Product & confusingly similar imitation of
Vans' footwear products and delibergtehakes use of and mimics the Van
Trademarks and Trade Dress, and becaossumers readily associate the Van
Trademarks and Trade Dress with Vabsth prospective and current consumel
encountering the Infringing Product are likely to be confused as to its soJ
including at point of sale or undereprand post-sale circumstances, and w

believe that the Infringing Product is dgsed, licensed, or authorized by Vans.

This likelihood of confusion and damag® Vans’' reputation as a result of the
Infringing Product’s inferiolquality and cheaper consttian is another source of
damage.

52. Upon information and belie Defendants intend tgontinue to design,

manufacture, advertise, promote, sell, affer for sale the Infringing Product
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unless otherwise restrained.

FIRST CLAIM FOR RELIEF
(Federal Trade Dress Infringement)

53. Vans repeats and incorporates by rafeeethe allegations of each of the

preceding paragraphs.

54. Vans has used the Old Skool Tea®ress long prior to Defendants’
marketing, distribution, offer for saknd sale of the Infringing Product.

55. Defendants’ use of confusingly similemitations of the Old Skool Trade
Dress is likely to cause confusion, dette, and mistake by creating the false an
misleading impression that Defendanggiod is manufactured or distributed by
Vans, or is associated or connectgdth Vans, or has the sponsorship
endorsement, or approval of Vans.

56. Defendants have used marks confgbirsimilar to the Old Skool Trade
Dress in violation of 15 U.S.C. § 1125(&efendants’ activities have caused ang
unless enjoined by this court, will contim to cause a likelihood of confusion ang
deception among members of the trade andhasing public and injury to Vans’
goodwill and reputation as symbolized the OIld Skool Trade Dress, for which
Vans has no adequatemedy at law.

57. Defendants’ actions demonstrate iatentional, willful, and malicious
intent to trade on the goodwill associated with the Old Skool Trade Dress T
Dress to Vans’ great and irreparable harm.

58. Defendants have caused and are yikiel continue causing substantia
injury to the public and to Vans, and Mais entitled to injunctive relief and to
recover Defendants’ profits, actual damages, enhanced profits and damages,
and reasonably attorneys’ feasder 15 U.S.C. 88 1116, and 1117.
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SECOND CLAIM FOR RELIEF
(Federal Trademark Infringement)

59. Vans repeats and incorporates by refeecthe allegations of each of the

preceding paragraphs.

60. Vans has used and registered thdeSbtripe Trademark long prior to
Defendants’ marketing, distribution, offdor sale and salef the Infringing
Product.

61. Defendants’ use of confusingly similamitations of the Side Stripe
Trademark is likely to cause confusiatieception, and mistake by creating th
false and misleading impression thd&efendants’ Infringing Product is
manufactured or distributed by Vans, orassociated or connected with Vans, ¢
has the sponsorship, endorsement, or approval of Vans.

62. Defendants have used rka confusingly similarto the Side Stripe
Trademark in violation of 15 U.S.@8 1114 and 1125(a). Bendants’ activities
have caused and, unless engairby this court, will cotmue to cause a likelihood
of confusion and deception among memlwérhe trade and purchasing public an
injury to Vans’ goodwill and reputatioms symbolized by the Side Strip€
Trademark, for which Vans Bano adequate remedy at law.

63. Defendants’ actions demonstrate iatentional, willful, and malicious
intent to trade on the goodwill associateithvthe Side Stripe Trademark to Vans
great and irreparable harm.

64. Defendants have caused and are yiki®l continue causing substantia
injury to the public and to Vans, and Mais entitled to injunctive relief and to
recover Defendants’ profits, actual damages, enhanced profits and damages,
and reasonably attorneys’ faesder 15 U.S.C. 88 1114, 1116, and 1117.
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THIRD CLAIM FOR RELIEF
(Federal Unfair Competition)

65. Vans repeats and incorporates by refeecthe allegations of each of the

preceding paragraphs.

66. Defendants’ use of confusinglysimilar imitations of the Vans
Trademarks and Trade Dress has cauard is likely to cause confusion,
deception, and mistake by creating thésdaand misleading impression tha
Defendants’ Infringing Product manufactd or distributed by Vans, or is
affiliated, connected, or associatedith Vans, or has the sponsorship
endorsement, or approval of Vans.

67. Defendants have made false repredanis, false descriptions, and false

designations of its goods wiolation of 15 U.S.C. § 1128). Defendants’ activities
have caused and, unless engairby this Court, will cotnue to cause a likelihood
of confusion and deception of memberstioé trade and purchasing public an
injury to Vans’ goodwill ad reputation as symbolizday the Vans Trademarks
and Trade Dress, for which Vahas no adequate remedy at law.

68. Defendants’ actions demonstrate iatentional, willful, and malicious
intent to trade on the goodwill associated with the Vans Trademarks and T
Dress to Vans’ great and irreparable harm.

69. Defendants’ conduct hasaused, and is likely to continue causing
substantial injury to the public and to Ma Vans is entitled to injunctive relief ang
to recover Defendants’ profits, actualnsgges, enhanced giits and damages,

costs, and reasonable attorneys’ feeder 15 U.S.C. 88 1125(a), 1116, and 1117|

FOURTH CLAIM FOR RELIEF
(California Unfair and Deceptive Trade Practices)

70. Vans repeats and incorporates by refeecthe allegations of each of the

preceding paragraphs.
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71. Defendants are intentionally andhbad faith passing off their Infringing
Product as a product of Vans, causing a likelihood of confusion

or

misunderstanding as to the source, sponsorship, or approval of Defendants’

Infringing Product, causing akklihood of confusion as tbefendants’ affiliation,
connection, or association with Vans, and otherwise damaging the public.
72. Defendants’ conduct constitutes unfair and deceptive acts or practice
the course of a business, trade, cmmmerce in violation of the unfair and
deceptive trade practicesasite of California Business and Professions Co
817200.
73. Defendants’ deceptive trade practicesdhaaused and are likely to caus

substantial injury to the public and to Ma Vans is therefore entitled to injunctive

relief and to recover damagend, if appropriate, puive damages, costs, and
reasonable attorneys’ fees.

FIFTH CLAIM FOR RELIEF
(Common Law Trademark Infringe ment and Unfair Competition)

74. Vans repeats and incorporates by rafeecthe allegations of each of thg
preceding paragraphs.

75. Due to its over forty years of continuous use, Vans owns valid &
enforceable common law rights in thengalrademarks and Trade Dress.

76. Defendants’ acts constitute comméaw trademark infringement and
unfair competition, and have created anl @ontinue to create, unless restraine
by this Court, a likelihood of confusion to the irreparable injury of Vans. Vans
no adequate remedy at law for this injury.

77. Upon information and belie Defendants acted ithh full knowledge of
Vans’ use of, and common law rights the Vans Trademarks and Trade Dres
and without regard to the likelihood afonfusion of the public created by

Defendants’ activities.
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78. Defendants’ actions demonstrate iatentional, willful, and malicious
intent to trade on the goodwill associated with the Vans Trademarks and T
Dress to the great and irreparable injury of Vans.

79. As aresult of Defendants’ acts, Vamss been damaged in an amount n
yet determined or ascertainable. Atmanimum, however, Vans is entitled to

injunctive relief, and to an accountingf Vans' profits, damages, and costs.

Further, in light of the deliberately frdulent and malicious use of confusingly
similar imitations of Vans Trademarksich Trade Dress, and the need to det
Defendants from engaging similar conduct in the fute, Vans is entitled to
punitive damages.

PRAYER FOR RELIEF

WHEREFORE, Vans prays that:

1. Defendants and all of their agentdficers, employees, representatives
successors, assigns, attorneys, and all gieson acting for, withby, through, or
under authority from Defendantsr in concert or partipation with Defendants,
and each of them, be enjoined bptkliminarily and permanently from:

a. using the Vans Trademarksnch Trade Dress or any copy,
reproduction, colorable imitation, or simulation of the Van
Trademarks and Trade Dress onimrconnection with Defendants’
goods;

b. using any trademark, name, logosigm, or source designation of any
kind or in connection with Defend&s’ goods or services that is 3
copy, reproduction, colorable itation, or simulation of, or
confusingly similar to any of Vanstademarks, trade dress, names, (
logs, including, but not limited tathe Vans Trademarks and Tradyg
Dress;

c. using any trademark, name, logosidgm, or source designation of any
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kind on or in conneabin with Defendants’ goodkat is likely to cause
confusion, mistake, deception, public misunderstanding that such
goods or services are produced or provided by Vans, or are spons

or authorized by Vans, or are inyaway connected or related to Vans|,

d. passing off, palming off, or asfiisy in passing off or palming off
Defendants’ Infringing Product ashat of Vans, or otherwise
continuing any and all acts of unfasompetition as alleged in this
Complaint; and

e. manufacturing, distributing, impwong, advertising, promoting,
offering for sale, or selling thénfringing Product or other similar
goods.

2. Defendants be ordered to cease afigrior sale, marketing, promoting,
and selling, to remove from their retaibsts, and to recallllgproducts under or
bearing a confusingly similar imitation ¢ie Vans Trademarks and Trade Dres
including, but not limited to, the Infringg Product, which is in Defendants’
possession or has been shipped by Defasdar under their authority, to any
customer, including, but not limited t@ny wholesaler, distributor, retailer,
consignor, or marketer, and also to deliteeach customer a copy of this Court’s
order as it relates to said umctive relief against Defendants;

3. Defendants be ordered to deliver up for impoundment and for destrug
all footwear, apparel, bags, boxes, labels, tags, signs, packages, recept
advertising, sample books,gmnotional materials, stationg or other materials in
the possession, custody or under the cowtr@®efendants that are found to adop
or infringe any of Vans trademarks or trade dress, including, but not limited to,
Vans Trademarks and Trade Dress, @t ththerwise unfairly compete with Vans
and its products;

4, Defendants be compelled to accouatVans for any and all profits

derived by Defendants from the sale distribution of Infringing Product as
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described in this Complaint;

5. Vans be awarded all dages caused by the acts fongp the basis of this
Complaint;

6. Based on Defendants’ knowing danintentional use of the Vans
Trademarks and Trade Dress and comifgigi similar imitations of the Vans
Trademarks and Trade Dress, the damasgearded be trebled and the award ¢
Defendants’ profits be enhanced asyided for by 15 U.S.C. § 1117(a) and (b).

7. Defendants be required to pay dans the costs and reasonabl
attorneys’ fees incurred Byans in this action pursuata 15 U.S.C. § 117(a) and
California Business and Professions Code §17200;

8. Vans be awarded prejudgmennda post-judgment interest on all
monetary awards; and

9.  Vans have such other and furthdrateas this Court may deem just.

DATED: December 20, 2018 VANS, INC. and VF OUTDOOR, LLC

By their Attorneys

By: /s/Greg Nylen
GregNylen
Kevin Abbott
LOBB& PLEWE,LLP
4160TemescalCanyonRd., Suite202
CoronaCA 92883

James Donoian (pro hac vicgorthcoming)
Aya Cieslak-Tochigi gro hac vice
forthcoming)

McCarter & English, LLP

825 Eighth Avenue, 31Floor

New York, NY 10019
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Keith Toms pro hac vicdorthcoming)
Quincy Kayton pro hac vicgorthcoming)
McCarter & English, LLP

265 Franklin St.

Boston, MA 02140

Aaron Y. Silverstein
Saunder& SilversteinLLP
14CedarStreet,Suite224
AmesburyMA 01913
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DEMAND FOR JURY TRIAL

Pursuant to Federal Rule 38(b), Vdreseby demands a jury trial on al

issues so triable that ar@sed by this Complaint.

DATED: December 20, 2018

By:

VANS, INC. and VF OUTDOOR, LLC
By their Attorneys

/s Greg Nylen

GregNylen

Kevin Abbott

LOBB& PLEWE,LLP
4160TemescalCanyonRd., Suite202
CoronaCA 92883

James Donoian (pro hac vice pending

Aya Cieslak-Tochigi gro hac vice
forthcoming)

McCarter & English, LLP

825 Eighth Avenue, 31Floor

New York, NY 10019

Keith Toms pro hac vice pending
Quincy Kayton pro hac vicgpending
McCarter & English, LLP

265 Franklin St.

Boston, MA 02140

Aaron Y. Silverstein (pro hac vicepending
Saunderg& SilversteinLLP
14CedarStreet,Suite224

AmesburyMA 01913
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Int. Cl.: 25

Prior U.S. Cls.: 22 and 39 Reg. No. 2,177,772
United States Patent and Trademark Office Registered Aug. 4, 1998

TRADEMARK
PRINCIPAL REGISTER

VANS, INC. (DELAWARE CORPORATION) THE MATTER SHOWN BY THE DOTTED
LINES IS NOT PART OF THE MARK AND

2095 BATAVIA STREET
ORANGE, CA 926653101 SERVES ONLY TO SHOW THE POSITION OF

THE MARK.
FOR: FOOTWEAR, IN CLASS 25 (U.S. CLS. 22 SEC. 2(F).
AND 39). SER. NO. 75-091,541, FILED 4-19-1996.
FIRST USE 0-0-1971; IN COMMERCE
0-0-1971. KIM SAITO, EXAMINING ATTORNEY
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Int. ClL: 25
Prior U.S. Cls.: 22 and 39

United States Patent and Trademark Office

Reg. No. 2,172,482

TRADEMARK
PRINCIPAL REGISTER

VANS, INC. (DELAWARE CORPORATION)
2095 BATAVIA
ORANGE, CA 92865

FOR: FOOTWEAR, IN CLASS 25 (U.S. CLS. 22
AND 39).

FIRST USE 0-0-1971;
0-0-1971.

THE LINING IS FOR SHADING PURPOSES
ONLY AND DOES NOT INDICATE COLOR.

IN COMMERCE

THE MARK CONSISTS OF THE DESIGN ON
THE SIDE OF THE SHOE. THE MATTER
SHOWN BY THE DOTTED LINE IS NOT PART
OF THE MARK AND SERVES ONLY TO SHOW
THE POSITION OF THE MARK.

SEC. 2(F).

SER. NO. 75-229,184, FILED 1-22-1997.

KIM SAITO, EXAMINING ATTORNEY
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Int. Cl.: 25
Prior U.S. Cls.: 22 and 39

United States Patent and Trademark Office

Reg. No. 2,170,961
Registered July 7, 1998

TRADEMARK
PRINCIPAL REGISTER

VANS, INC. (DELAWARE CORPORATION)
2095 BATAVIA
ORANGE, CA 92865

FOR: FOOTWEAR, IN CLASS 25 (U.S. CLS. 22
AND 39).

FIRST USE 0-0-1971;
0-0-1971.

THE STIPPLING IS FOR SHADING PUR-
POSES ONLY AND DOES NOT INDICATE
COLOR.

IN COMMERCE

THE MATTER SHOWN BY THE DOTTED
LINE IS NOT PART OF THE MARK AND
SERVES ONLY TO SHOW THE POSITION OF
THE MARK.

SEC. 2(F).

SER. NO. 75-229,182, FILED 1-22-1997.

KIM SAITO, EXAMINING ATTORNEY
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Enited States of Ampy,,

Anited States Patent and Trademark Office (?

- N

Reg. No. 4,442,1 22 VANS, INC. (DELAWARE CORPORATION)
. 6550 KATELLA AVE

Registered Dec. 3, 2013 cYPRESS, CA 90630

Int. Cl.: 25 FOR: CLOTHING, NAMELY, T-SHIRTS, SHIRTS, SWEATSHIRTS, PANTS, SHORTS, DENIMS,
SWEATER, JACKETS, BELTS, BOXERS, SOCKS, SCARVES, UNDERWEAR AND SWIM-
WEAR; HEADGEAR, NAMELY, HATS, CAPS AND BEANIES , IN CLASS 25 (U.S. CLS. 22

TRADEMARK AND 39).

PRINCIPAL REGISTER FIRST USE 0-0-1971; IN COMMERCE 0-0-1971.
OWNER OF U.S. REG. NOS. 2,170,961, 2,172,482, AND 3,906,529.
THE MARK CONSISTS OF A WAVE LINE.
SER. NO. 85-361,562, FILED 7-1-2011.

KATHRYN COWARD, EXAMINING ATTORNEY

Dbt of Ot

Commissioner for Trademarks of the
United States Patent and Trademark Office
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REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*
What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
5th and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date. *

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

The United States Patent and Trademark Office (USPTO) will NOT send you any future notice or
reminder of these filing requirements.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the USPTO. The time periods for filing are
based on the U.S. registration date (not the international registration date). The deadlines and grace periods
for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally issued registrations.
See 15U.8.C. §§1058, 1141k. However, owners of international registrations do not file renewal applications
at the USPTO. Instead, the holder must file a renewal of the underlying international registration at the
International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocol,
before the expiration of each ten-year term of protection, calculated from the date of the international
registration. See 15 U.S.C. §1141j. For more information and renewal forms for the international registration,
see http://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online
at http://www.uspto.gov.

Page: 2 /RN # 4,442,122
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