IconFind, Inc. v. Google, Inc. Doc. 43 Att. 2

EXHIBIT 2

Dockets.Justia.com


http://dockets.justia.com/docket/california/caedce/2:2011cv00319/219505/
http://docs.justia.com/cases/federal/district-courts/california/caedce/2:2011cv00319/219505/43/2.html
http://dockets.justia.com/

wm AW N

Ko - R T ~)Y

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

Case 2:09-cv-00109-WBS-JFM Document 20 Filed 03/05/09 Page 1 of 8

QUINN, EMANUEL, URQUHART, OLIVER & HEDGES, LLP
Charles K. Verhoeven (SBN 170151)

Jennifer A. Kash (SBN 203679) — Counsel for Service

Richard H. Doss (SBN 204078)

Paul A. Kozina (SBN 260339)

50 California Street, 22™ Floor

San Francisco, CA 94111

Phone: (415) 875-6600

Fax: (415) 875-6700

Attorneys for Defendant, Yahoo! Inc.

UNITED STATES DISTRICT COURT

EASTERN DISTRICT OF CALIFORNIA

ICONFIND INC,,

Plaintiffs, CIVIL ACTION NO. 2:09-CV-00109-
(WBS)-(JFM)

v.
DEFENDANT YAHOO! INC.'S
YAHOO! INC., ANSWER AND COUNTERCLAIMS
TO PLAINTIFF ICONFIND INC.'S
Defendants. COMPLAINT FOR PATENT
INFRINGEMENT

JURY TRIAL DEMANDED

Defendant and Counterclaimant Yahoo! Inc. ("Yahoo!") by and through the undersigned
counsel answer the Complaint for Patent Infringement ("Complaint") of Plaintiff IconFind Inc.
("Plaintiff") and counterclaim as follows:

L ANSWER
PARTIES

1. Yahoo! admits that the Complaint purports to initiate a patent infringement action.
Yahoo! admits that this Court has exclusive subject matter jurisdiction over patent infringement
cases under 28 U.S.C. § 1338(a).

2. Yahoo! admits that IconFind purports to be a California corporation that has a

principal place of business at 1660 Drew Circle #27, Davis, California 95616.
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3. Yahoo! lacks knowledge or information sufficient to form a belief as to the truth or
falsity of Plaintiff's allegations regarding ownership of United States Patent No. 7,181,459 ("the
'459 Patent"), and therefore denies them. Yahoo! admits that the '459 Patent was issued on
February 20, 2007. Yahoo! lacks knowledge or information sufficient to form a belief as to the
truth or falsity of the remaining allegations of paragraph 3, and therefore denies them.

4, Yahoo! admits the allegations in paragraph 4 of the Complaint.

5. Yahoo! admits that IconFind purports to allege that the Court has personal
jurisdiction over Yahoo!. Yahoo! denies the remaining allegations in paragraph 5 of the
Complaint.

6. Yahoo! denies each and every allegation set forth in paragraph 6 of the Complaint.

7. Yahoo! admits that IconFind purports to allege that venue is proper in this district
under 28 U.S.C. §§ 1391 and 1400(b).

8. Yahoo! lacks knowledge or information sufficient to form a belief as to the truth or
falsity of Plaintiff's allegation regarding compliance with 35 U.S.C. § 287, and therefore denies it.

9. Yahoo! denies each and every allegation set forth in paragraph 9 of the Complaint.

Praver for Relief

10.  Yahoo! denies each and every allegation set forth in paragraphs (a) - (¢) of the
Complaint.

IL AFFIRMATIVE DEFENSES

For its Affirmative Defenses to the Complaint, Yahoo! alleges as follows:

FIRST AFFIRMATIVE DEFENSE - FAILURE TO STATE A CLAIM FOR RELIEF

The Complaint fails to state a claim upon which relief can be granted.

SECOND AFFIRMATIVE DEFENSE - NON-INFRINGEMENT OF THE '459 PATENT

Yahoo! does not make, use, sell, offer for sale, or import into the United States, and has
not made, used, sold, offered for sale or imported into the United States any products or methods
that infringe any valid claim of the '459 Patent, either directly, indirectly, contributorily, through

the doctrine of equivalents, or otherwise, and has not induced others to infringe the '459 patent.
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THIRD AFFIRMATIVE DEFENSE - INVALIDITY OF THE '459 PATENT

The claims of the '459 Patent are invalid for failure to satisfy the Conditions for
Patentability set forth in Title 35 of the United States Code, including, but not limited to, 35
U.S.C. §§ 101, 102, 103, and 112, and the requirements of the Code of Federal Regulations.

FOURTH AFFIRMATIVE DEFENSE — PROSECUTION LACHES

Plaintiff's claims against Yahoo! are barred, in whole or in part, by the doctrine of
prosecution laches.

FIFTH AFFIRMATIVE DEFENSE - PROSECUTION HISTORY ESTOPPEL

Plaintiff is estopped from asserting its infringement claims under the doctrines of
prosecution disclaimer and/or prosecution history estoppel.

SIXTH AFFIRMATIVE DEFENSE - LACHES

The '459 Patent is unenforceable, in whole or in part, agaisnt Yahoo! under the doctrine of

laches.
SEVENTH AFFIRMATIVE DEFENSE — ESTOPPEL

The '459 Patent is unenforceable, in whole or in part, agaisnt Yahoo! under the doctrine of

estoppel.
EIGHTH AFFIRMATIVE DEFENSE - WAIVER
Plaintiff was waived any rights it may have had for relief from this court.
NINTH AFFIRMATIVE DEFENSE — UNCLEAN HANDS
Plaintiff is barred from enforcing the '459 Patent on the basis of unclean hands.
TENTH AFFIRMATIVE DEFENSE — PATENT MISUSE
Plaintiff is barred from enforcing the '459 Patent on the basis of patent misuse.
ELEVENTH AFFIRMATIVE DEFENSE - LIMITATION ON DAMAGES AND COSTS

Plaintiff's claim for relief and prayer for damages are limited by 35 U.S.C. § 285. Plaintiff

is barred by 35 U.S.C. § 288 from recovering costs associated with its action.
TWELFTH AFFIRMATIVE DEFENSE - ADEQUATE REMEDY AT LAW
Plaintiff is not entitled to injunctive relief because any alleged injury to Plaintiff is not

immediate or irreparable and Plaintiff has an adequate remedy at law.

51492/2810855.1 -3-
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ADDITIONAL DEFENSES RESERVED

Yahoo! reserves all defenses under Rule 8 of the Federal Rules of Civil Procedure, the
patent laws of the United States, and any other defenses at law or in equity that may exist now or
that may be available in the future.

III. COUNTERCLAIMS

For its Counterclaims against Plaintiff, Yahoo! alleges as follows:

1. Yahoo! counterclaims against Plaintiff pursuant to the patent laws of the United
States in Title 35 of the United States Code, with a specific remedy sought based upon the laws
authorizing actions for declaratory judgment in the courts of the United States in 28 U.S.C. §§

2201 and 2202, and Federal Rule of Civil Procedure 13.

THE PARTIES

2. Yahoo! is a Delaware corporation with its principal place of business in Sunnyvale,
California.

3. Upon information and belief, Plaintiff is a California corporation with its principal
place of business in Davis, California.

JURISDICTION AND VENUE

4. This Court has jurisdiction over these counterclaims pursuant to 28 U.S.C. §§ 1331,
1338(a), 2201(a), and 2202.

5. This Court has personal jurisdiction over Plaintiff by virtue, inter alia, of Plaintiff

filing a complaint in this Court.
6. Venue is proper in this District pursuant to 28 U.S.C. §§ 1391 and 1400.
GENERAL ALLEGATIONS
7. On January 13, 2009, Plaintiff filed suit against Yahoo!, claiming infringement of
the '459 Patent.
8. By virtue of the allegations of Plaintiff's Complaint in this action and Yahoo!'s
Answer thereto, an actual controversy exists between Plaintiff and Yahoo! as to whether each of

the claims of the '459 Patent are infringed, valid, and/or enforceable.

51492/2810855.1 -4-
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FIRST COUNT
DECLARATION OF NON-INFRINGEMENT OF THE '459 PATENT

9. Yahoo! realleges and incorporates by reference its Affirmative Defenses and
paragraphs 1 through 8 of its Counterclaims, inclusive, as if fully set forth herein.

10.  Plaintiff purports to be the owner of all legal rights and interest in the '459 Patent.

11.  Plaintiff has filed suit against Yahoo! and has alleged infringement of the '459
Patent by Yahoo!.

12. Yahoo! is not directly or indirectly infringing, and has not directly or indirectly
infringed, any claim of the '459 Patent; and Plaintiff is not entitled to any relief from Yahoo! for
any claim of infringement of the '459 Patent.

13.  Yahoo! is entitled to a declaration that it does not and has not infringed the '459
Patent.

SECOND COUNT
DECLARATION OF INVALIDITY OF THE '459 PATENT

14.  Yahoo! realleges and incorporates by reference its Affirmative Defenses and
paragraphs 1 through 13 of its Counterclaims, inclusive, as if fully set forth herein.

15.  Plaintiff claims to be the owner of all legal rights and interest in the '459 Patent.

16.  Plaintiff alleges infringement of the '459 Patent by Yahoo!.

17.  All claims of the '459 Patent are invalid for failure to meet the Conditions for
Patentability set forth in Title 35 of the United States Code, including, but not limited to, 35
U.S.C. §§ 101, 102, 103, and 112, and the requirements of the Code of Federal Regulations; and
Plaintiff is entitled to no relief for any claim of infringement of the '459 Patent.

18.  Yahoo! is entitled to a declaration that each claim of the '459 Patent is invalid.

THIRD COUNT
DECLARATION OF UNENFORCEABILITY OF THE '459 PATENT

19.  Yahoo! realleges and incorporates by reference its Affirmative Defenses and
paragraphs 1 through 13 of its Counterclaims, inclusive, as if fully set forth herein.
20.  The '459 patent is rendered unenforceable on the basis of unclean hands and patent

misuse.

51492/2810855.1 -5-
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JURY DEMAND
21.  Yahoo! hereby demands a jury trial on all issues and claims so triable.
PRAYER FOR RELIEF

WHEREFORE, Yahoo! prays for judgment with respect to Plaintiff's Complaint and
Yahoo!'s Affirmative Defenses and Counterclaims as follows:

a. This Court enter Judgment against Plaintiff and in favor of Yahoo! on each of the
claims set forth in the Complaint filed by Plaintiff and that each such claim be dismissed with
prejudice;

b. This Court find and declare that Yahoo! has not directly or indirectly infringed any
claim of the '459 Patent;

c. This Court find and declare that each of the claims of the '459 Patent are invalid;

d. This Court find that this is an exceptional case and award Yahoo! its attorneys' fees

pursuant to 35 U.S.C. § 285 or otherwise;

€. This Court award Yahoo! its costs; and
f. This Court grant Yahoo! such other and further relief as the Court shall deem just
and proper.

51492/2810855.1 -6-




o 0 N1 AN

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

Case 2:09-cv-00109-WBS-JFM Document 20 Filed 03/05/09 Page 7 of 8

Dated: March 5, 2009

51492/2810855.1

Respectfully submitted,

By: _/s/ Jennifer A. Kash

Jennifer A. Kash

QUINN EMANUEL URQUHART OLIVER &
HEDGES, LLP

CHARLES K. VERHOEVEN
LEAD COUNSEL

Cal. Bar No. 170151
charlesverhoeven@gquinnemanuel.com
JENNIFER A. KASH

Cal. Bar No. 203679
Jjenniferkash@gquinnemanuel.com
RICHARD H.DOSS

Cal. Bar No. 204078
richarddoss@quinnemanuel.com
PAUL A. KOZINA

Cal. Bar No. 260339
paulkozina@quinnemanuel.com
50 California St., 22nd Floor

San Francisco, CA 94111
Telephone: 415.875.6600
Facsimile: (415) 875.6700

Attorneys for Defendant
Yahoo!, Inc.
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CERTIFICATE OF SERVICE
I am employed in the County of San Francisco, State of California. I am over the age of 18
years aﬁd not a party to this action. My business address is 50 California Street, 22" Floor, San
Francisco CA 94111. I hereby certify that all counsel of record who are deemed to have consented
to electronic service are being served with a copy of Defendant Yahoo! Inc.'s Answer and
Counterclaims to Plaintiff IconFind Inc.'s Complaint for Patent Infringement via the Court's
CM/ECF system per Local Rule 5-135(a) on March 5, 2009. Any other counsel of record will be

served by First Class U.S. mail on this same date.

By: _ /s/ Paul A. Kozina
Paul A. Kozina
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