Advanced Steel Recovery, LLC v. X-Body Equipment, Inc. et al Doc

© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF CALIFORNIA

ADVANCED STEEL RECOVERY, LLC, No. 2:16-cv-00148-KIM-JDP
Plaintiff,
V. ORDER

X-BODY EQUIPMENT, INC.; JEWELL
ATTACHMENTS, LLC,

Defendant.

Plaintiff Advanced Steel Recovef&ASR) moves for summarnydgment (ECF No
104), and defendants X-Body Equipnt (X-Body) and Jewell Attachents’ (Jewell) move for
reconsideration of the courttaim construction (ECF No. 10@hd reconsideration of the
court’s denial of their priomotion for summaryudgment (ECF No. 105). On January 20, 20!
the court heard argument on thetioons. Mark Nielsen and C. ¥k Pak appeared for plaintiff
Robert Harkins appeared for defendants. Hagvornsidered the arguments of the parties, the
moving papers, and the record beforéhig court rules as detailed below.

l. BACKGROUND

On August 23, 2016, ASR filed itsr&i Amended Complaint, alleging the
defendants’ “Acculoader” produstfringes U.S. Patent No,®6,731 (“the ‘731 Patent”). Firsi
Am. Compl. (FAC) 1 18, ECF No. 44.

. 132

S

\"24

Dockets.Justia

.com


https://dockets.justia.com/docket/california/caedce/2:2016cv00148/290107/
https://docs.justia.com/cases/federal/district-courts/california/caedce/2:2016cv00148/290107/132/
https://dockets.justia.com/

© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

Gregory Haub and Chrizartel filed the ‘731 Patentitled “Container Packer
System and Method” on Novemld&®, 2011. FAC, Ex. 1 (“731 Patent”), ECF No. 44-1. It w
assigned to ASRId. The face of the patent describes ‘@&l Patent as a continuation-in-part
(CIP) application following U.S. Rant No. 8,061,950 (“the ‘950 Patentld. The ‘950 Patent
was filed on June 29, 2010 and was a continuatidh 8f Patent No. 7,744,330 (the ‘330 Pate
ECF No. 28-1, Ex. 1The ‘950 Patent, based on a contimuatpplication, claned the effective
filing date of the ‘330 Patent, which was Jurg 2008. A CIP application, such as the ‘731
Patent, “receives the benefit of thieng date of an earéir application so longs the disclosure ir
the earlier application eets the requirements of 35 U.S§CL12, | 1 [sic], including the written
description requirement, witlespect to that claim.Tech. Licensing Corp. v. Videotek, lne45
F.3d 1316, 1326 (Fed. Cir. 2008). Foclaim in a later CIP apphtion to satisfithe written
description requirement, the pat@pplication must descriltiee later-claimed invention “in
sufficient detail that one skilleid the art can clearly concludeat the inventor invented the
claimed invention as dhe filing date sought.’PowerOasis, Inc. v. T-Mobile USA, In622 F.3d
1299, 1306 (Fed. Cir. 2008) (quotihgckwood v. Am. Airlines, Incl07 F.3d 1565, 1572 (Fed

Cir. 1997)). Here, ASR expregsdlleges “claims 1, 4, 5, and 7 of the ‘731 Patent, and all the

limitations contained in each ofdim, are entitled to an effiaee filing date of June 13, 2008,
which is the filing date of the appétion for the ‘330 Rant.” FAC  22.

The parties agree a manual camtag specifications for the accused Acculoade
product was published betweamé 13, 2008 and November 22, 20BeeFAC Ex. 2
(“Acculoader Manual”) at 44, ECF No. 44-1;.'BIMem. P. & A. at 1, ECF No. 104-1. ASR
claims the Acculoader manual ctinges proof of infringementf claims 1, 4, 5 and 7 of the
‘731 Patent. Pl. MenP. & Aat 1.

On September 9, 2016, defendants filed the motion for summary judgment
underlying their pending motion foeconsideration; in the alternag, they sought dismissal of
the complaint with a requestrfeanctions. ECF No. 54. their motion, defendants argued
claims 1, 4, 5 and 7 of the ‘731 Patent disclosed matter not present in the ‘950 Patent. De

Mem. P. & A. in Supp. Mot. Summ. J., ECF NIy at 11-14. Specifically, they argued the
2
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specification for “structural rails” and associatetlers was neither literally nor implicitly
present in either the ‘330 or ‘950 Pateld. Therefore, they said, the claims disclosing this
material would not be able toadin the effective filing date dhe earlier patents and should be
assigned the November 22, 201linfy date of the applicatiofor the ‘731 Patentld. at 7-8. As
a result, they contend the Acculoader mamoalstitutes evidence of prior art, proving their
noninfringement of the ‘731 Patent, and invalidatinddt.at 15-16, Defs.” Mem. P. & A. in
Supp. Reconsideration of Summ. J. at 14-15.

The court denied defendants’ motion,diog) there remainedraaterial dispute of
fact about whether a person of oraliy skill in the artvould find the term “strctural rails” in the
‘731 Patent were disclosed in diffatderms as either “tracks” or “guide rails” in the ‘330 Pate
Order Den. Summ. J., ECF No. 73 at 11-12e Gbwurt also found ghmotion for summary
judgment was not ripe absenkiarkmart hearing to interpret the meaning of the term “struct
rails.” Id. at 12—13.

The parties briefed the claim constran issue extensively. On February 1, 20
the court held Markmanhearing. MarkmanHr'g Min., ECF No. 99. On July 19, 2019, the
court issued its order on claioonstruction. Claim Constructidgdrder, ECF No. 101. The cou

held another court had construee terms “distal end with aspening,” “interior,” “compacting

said bulk material in said transport containerd aretracted position” in an earlier litigation ove

the ‘950 Patent and that thosenstructions were entitled twllateral estoppel. Claim
Construction Order at 13-17.

The court also adopted defendantsggmsed constructions of the term “pair of
structural rails each mounted on a respective comtpamker sidewall interior face,” and “pair
rollers each engaging a respectivatainer packer structural rahd configured for guiding saic
push blade.”ld. at 25—-26. In doing so, the court consetbarguments from botparties relating
to whether “structural rails,” a new term in ti81 Patent, was co-extensive with or subsume

by earlier references to “tragkd9” and “tracks 149present in the ‘330 and ‘950 Patenid. at

! Markman v. Westview Instruments, |r&17 U.S. 370, 384 (1996).
3
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23-24. The court evaluated these argumentglm &f the ‘731 Pateist plain language, the
prosecution history of the Pateand extrinsic evidence in therm of expert testimony from
both sides.ld. at23-26.

In particular, the court considertte Declaration of Wilam Jon Maul (“Maul
Decl.”), ECF No. 50, who stated he had workedthe named inventor of the ‘731 Patent,
Gregory Haub, in the period before the ‘731 Pateast issued. Haub Decl. 3. He claims he
was tasked by Haub with investigating thecAloader device at the beginning of 201d..1 4.
Maul stated he took many photographs of structural rails aretggtesent on the Acculoader,|a
feature not present on ASR’s competBIgECO Scrapper device at that timd. 7 5-7. After
Maul furnished the photographs of the Acader to Haub, the STECO Scrapper design was
revised in June 2011 to includeHeels at the top of the packdade that worked in conjunction
with horizontal structural rails that extendetbithe interior of the container packeid. { 7.

The court ultimately concluded “[b]ecause the claim language and patent
specification distinguishes ‘structural rails’ frasther ‘tracks’ that guide, and because extrins|c

evidence further supports this digtion, the court adopts defendsimroposed constructions fc

-

structural rails and rollers.Claim Construction Order at 26Although the court observed that
determining the priority date “is purelycuestion of law if théacts underlying that
determination are undismd,” the court found the briefing dhe issue insufficient to support
resolution in its orderld. (quotingBradford Co. v. Conteyor N. Am., In603 F.3d 1262, 1268
(Fed. Cir. 2010)).

The motions currently before the coaddress the priority date. ASR moves for
summary judgment that tregfective filing date for claims 1, %, and 7 of the ‘731 Patent is that
of the parent ‘330 application, June 13, 2008:sRot. Summ. J. at 1. Defendants move for
reconsideration of the courttsder on their September 9, 20h6tion for summary judgment of
to dismiss, and for sanctions in light of the now—complelaith construction, contending the
priority date for the731 Patent is the November 22, 201hflidate. Defs.” Mot. Recons. Order
Summ. J., ECF No. 105. They also move fooresideration of the cotis determination that

collateral estoppel applied to theurt’s construction of the terms “distal end with an opening}”
4
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“interior,” “compacting said bulk ntarial in said transport container” and “retracted position.
Defs.” Mot. Recons. Claim @struction Order, ECF No. 106.
Il. MOTIONS FOR RECONSIDERATION

A. Legal Standard

A party moving for reconsideration of arder must do so under Federal Rule ¢
Civil Procedure 60(b) if the matn is filed more than [twenty-git] days after the entry of the
order from which rief is sought. Am. Ironworks & Erectors, Inc. v. N. Am. Const. CpR4.8
F.3d 892, 898-99 (9th Cir. 2001) (discussing disitimcbetween motionfor reconsideration

under Rules 59 and 6®)A district court may reconsidan order for the following reasons:

(1) mistake, inadvertence, suige, or excusable neglect;

(2) newly discovered evidence that, widasonable diligence, could not have been
discovered in time to move for a new trial under Rule 59(b);

(3) fraud (whether previously called intrinsic or extrinsic), misrepresentation, or
misconduct by an opposing party;

(4) the judgment is void,;

(5) the judgment has been satisfied, releagedischarged; it is based on an earlier
judgment that has been reversed or vacated; or applying it prospectively is no
longer equitable; or

(6) any other reason that justifies relief.

Fed. R. Civ. P. 60(b).
In addition, an interlocutory ordercuas the denial of a motion for summary

judgment that does not finally ghigse of all claims “mape revised at anyme before the entry

of a judgment adjudicating all tldaims and all the parties’ righésd liabilities.” Fed. R. Civ. RB.

Rule 54(b). “As long as a drgtt court has jurisdiction ovehe case, then it possesses the
inherent structural power to m@asider, rescind, or modify ant@rlocutory order for cause seen
by it to be sufficient.” City of Los Angeles, Harbor Div. v. Santa Monica Baykeetist F.3d
882, 885 (9th Cir. 2001) (citation omitted).

1

1

2 The Federal Rules of Civil Procedure have tem@ended to extent thiene for bringing a Rule
59(e) motion to alter or amend a judgment frt@m to twenty-eight days; motions to alter a
judgment after this timare appropriately brought under Rél@ Fed. R. Civ. P. 59 advisory
committee’s notes to 2009 amendment.
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B. Motion for Reconsideration of Orden Summary Judgment or Dismissal

Defendants request reconsideratiothef denial of their motion for summary
judgment or in the alteative dismissal, and sanctions. Tdwrt's order denied all requested
action on two grounds relevant hef@rst, the court held thatehexpert declarations submitted
by both ASR and defendants about the meaningeotfethm “structural rails” in the ‘731 Patent
and the allegedly related terms “tracks” and “guide rails” @830 Patent made for a genuine

dispute of material fadhat precluded summary judgme@rder Den. Summ. J. at 12. Secon

the court held that the claim term “structural raligid not been construedthe time of the order

precluded summary judgment. at 13.

Defendants argue the court’'s mageant order on claim coingction renders the
issue now ripe for reconsideration. Furtherepdiney argue the cdig construction of the
“structural rails” term is dispositive. They afaithe court’s constructioof the term “structural
rails” as not subsumed or co-emsive with the “tracks” and “gde rails” terms in the ‘330 Pate
means that, as a matter of laie effective filing date of thesclaims is the November 22, 201
date on the face of the ‘731 Patent. Defs.M®. & A. Recons. Summ. J., ECF No. 105-1 af
12.

nt

=

The court’s prior statement thatMarkmanhearing must be held before a motipn

for summary judgment is ripesupports reconsideration ofetlorder. The court held the
Markmanhearing; the motion deniedrftack of ripeness is now ripeASR concedes, “[I]f . . .
the Court’s previous denial siimmary judgment was not becausea ¢dct dispute, but primarily
because of the absence of claim constructiam teconsideration may be warranted.” Pl.’s
Opp’n to Mot. Recons. Summ. J. at 1, ER&. 113. The court willeconsider summary
judgment accordingly. “If so, ASR views Deferds’ application foreconsideration as a
renewed motion for summary judgntem adjudication on #npriority date issue . . . Defendant
renewed motion on the prior is esselhia cross motion to ASR’s motion.ld. Because the
plaintiff's motion for summaryydgment and defendants’ preusly-denied motion for summar
judgment address the idergtigssue of the priority date, tlteurt considers them together as

discussed in detail below. As ASR suggests ciburt treats them asoss-motions for summary
6
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judgment. As discussed inetlsummary judgment section belaWe court DENIES defendants
motion for summary judgment.

As to reconsideration of the motiondismiss, the case is wast the stage of
mounting new attacks on the pleadidgBefendants’ central contéon is that ASR cannot pled
a plausible case of infringementasnatter of law, given the stistof the effective filing date.
ASR pled entitlement to the effective filingtdaof the ‘330 Patent expressly in the First
Amended Complaint. FAC | 22. Insofar agedédants’ earlier motion vgaa motion to dismiss
resting on determining the issuaghe litigation as a matter &dw, the court reconsiders its
earlier order but does not chartge result. As discussed mdudly below, the question of the
effective filing date is a question fzct and cannot be dismissed as dtenaf law at tis stage.

C. Motion for Reconsideration ddrder on Claim Construction

Defendants also request reconsideratiatime court’s determination that collater

estoppel controls the constructionfolir disputed terms in th&@31 Patent. Defs.” Mot. Recons.

Claim Construction; Mem. P. & A. Reconsa@h Construction, ECF NA.06-1. They argue thg

d

al

W

court applied the ingoect standard for collaterestoppel. They also argue had the court applied

the correct standard, it would have engagedsiown construction of the terms “distal end wit
an opening,” “interior,” “compactingaid bulk material in said traport container” and “retracte
position,” rather than applying the constructioeaahed by the other district judge in the prior
litigation.

Specifically, defendants argue the couitread the law of collateral estoppel in
applying the following test: “(1) the issue necetgalecided at the previous proceeding is
identical to the one which is sougbtbe relitigated; (2) therBt proceeding ended with a final
judgment on the meritaind (3) the part againshom collateral estopped asserted was a party
or in privity with a partyin the first proceeding.’SeeClaim Construction Order at 12—13 (citin
Neev v. Alcon Labs., IndNo. SACV 15-00336 JVS(JCGXx), 2016 WL 9051170, at *12 (C.D.

Cal. Dec. 22, 2016)). They claimeticourt failed to consider thdhe determination of an issue

3 The court is issuing a separateler on a pending motion tosdiiss, ECF No. 85, concurrently
with this order.

7

)

d




© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

in the prior litigation must havieeen a critical andatessary part of tHedgment in the earlier
action.” Clark v. Bear Stearns & Co. In966 F.2d 1318, 1320-21 (9th Cir. 1992) (citing
Greenblatt v. Drexel Burnham Lambert, In€63 F.2d 1352, 1360 (11th Cir. 1985)).

The briefing is unclear as to whet defendants considts “critical and
necessary part” rule a separatement of the test or apaf one of the elementsSeeMem. P.
& A. Recons. Claim Construction at 5. Defendantenistuse in the legal standard for collate

estoppel in several Ninth Circuit cases. Mem&RA. Recons. Claim QGuostruction at 4-6 (citing

inter alia, McQuillion v. Schwarzenegge369 F.3d 1091, 1096 (9th C#004) (“determination of

the issue in the prior litigation mulsave been a critical and neceggaart of the judgment in the

earlier action.” (internal quotatn marks and citation omittedptydranautics v. Filmtec Corp.
204 F.3d 880, 885 (9th Cir. 2000),evino v. Gates99 F.3d 911, 923 (9th Cir. 1996)). Had th
court properly considered the€cessary part of the judgmenmtile, defendants argue, it would
have reached a different result.

“A motion for reconsideration shalihot be granted, absent highly unusual
circumstances, unless the district court is @nésd with newly discoved evidence, committed
clear error, or if thex is an intervening chge in controlling law.”Marlyn Neutraceuticals, Inc.
V. Mucos Pharma GmbH & Cdb71 F.3d 873, 880 (9th Cir. 2009) (internal quotation marks
citations omitted). Once a digtricourt determines lie collateral estoppéhr is available, the
actual decision to apply the doctrine is kefthe district ourt’s discretion.” United States v.
Geophysical Corp. of Alask@32 F.2d 693, 697 (9th Cir. 1984). Motions for reconsideratior
may not be used “to raise arguments . . . foffitsetime when they could reasonably have bes
raised earlier ithe litigation.” Carroll v. Nakatani 342 F.3d 934, 945 (9th Cir. 2003) (citing
Kona Enters., Inc. v. Estate of Bish@29 F.3d 877, 890 (9th Cir. 2000)). A district court has
discretion to decline toomsider an issue raised for the fligte in a motion for reconsideration
Novato Fire Protection Dist. v. U.S181 F.3d 1135, 1141 n.6 (9th Cir. 1999). “To succeed if
motion to reconsider, a party mwt forth facts or law of arsingly convincing nature to induc
the court to reversigs prior decision.’Ketchum v. City of VallejdNo. 05-1098, 2007 WL

4356137, at *1 (E.D. Cal. Dec. 11, 20@Cixations omitted).
8
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Defendants’ motion asserts ttwurt committed clear error in citifdgeey 2016
WL 9051170, at *12, for the collaterastoppel rule. They fauNeevfor failing to articulate the
“necessary to the judgment” rule they say istaalling, despite its express statement that the
issue must be “necessarily decided at the previous proceedchgTe court finds defendants
did not timely raise this argumeaéspite being able to do so. In fact, to the extent reliance gn
Neewis in error, defendants invitetd In their own brief on clam construction, defendants argyed
against the application of collateral estoppel, udlegvas their statement of the rule. Defs.’
Claim Construction Br., EENo. 90 at 10 (citingNeev 2016 WL 9051170, at *32 [sic]).

In that brief, defendants argued thattfiere was no identityf issues as betweer

the construction of the ‘330 and50 patents in the prior litigath and the construction of claim

L)

in the ‘731 patent, because the ‘731 patent diedmew material; and (2) the prior litigation did
not end in a final judgment ondmerits of the claim constructions because defendants’ cross-
appeal of claim construction wdeemed moot by the appellate court when that court affirmed
non-infringement.ld. While defendants were free tasathe issue of whether the prior

litigation’s claim constructions were “necessaryhe judgment” in that case, they opted not tc

A\ —4

do so. As the case law makes clear, recongidars not an opportunity to make new argumegnts
when they could have been gsin the first instance.

Absent a showing of manifest injustitiee court will not disturb its prior ruling in
the interest of fairness. Even if the prior demsieflected legal error, the nature of any error

does not require reconsideration heee McDowell v. Calderod97 F.3d 1253, 1255 n.4 (9th

Cir. 1999) (“[W]e disapprove any ggestion in these cases that a refusal to reconsider is an|abust

of discretion merely becauseethinderlying order is erroneous, mthhan clearly erroneous.”);
see also Mahon v. Crown Equip. Cqrio. 03-1763, 2008 WL 2025157, at *4 (E.D. Cal. May 9,
2008) (district court concededrer in finding safety measure théeen available at time of
manufacture in products liabiligction but denied motion foeconsideration because allowing
decision to stand did not causanifest injustice).

Defendantsmotionfor reconsideratiof the application o€ollateral estoppel is

DENIED.
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1. CROSS-MOTIONS FOR SUMMARY JUDGMENT OR DISMISSAL

A. Legal Standard For Motion For Summary Judgment

A court will grant summarjudgment “if . . . there is no genuine dispute as to g
material fact and the movant is entitled to jondont as a matter of law.Fed R. Civ. P. 56(a).
The “threshold inquiry” is whether “there areyagenuine factual issudlsat properly can be
resolved only by a finder of fact because thegy reasonably be resolvadfavor of either
party.” Anderson v. Liberty Lobby, Inet77 U.S. 242, 250 (1986).

The moving party bearsedhnitial burden of showing éhdistrict court “that there
is an absence of evidence tgport the nonmoving party’s caseCelotex Corp. v. Catretd77

U.S. 317, 325 (1986). The burden then shifth&énonmoving party, which “must establish th

there is a genuine issuerfterial fact . . . ."Matsushita Elec. Indus. Co. v. Zenith Radio Corp.

475 U.S. 574, 585 (1986). In carrgitheir burdens, both parties mtisit[e] to particular parts

of materials in the record . .ar show [] that the materialsted do not establish the absence of

presence of a genuine disputethat an adverse party canpobduce admissible evidence to

support the fact.” Fed. R. Civ. P. 56(c)(1); see Matsushita475 U.S. at 586 (“[the

nonmoving party] must do more thamply show that there is somaetaphysical doubt as to the

material facts”). Moreover, “the requirement is ttkegre be no genuine issof material fact. . .|.

Only disputes over facts thatight affect the outcome ofetsuit under the governing law will
properly preclude the entry of summary judgmemriderson477 U.S. at 247-48 (emphasis ir
original).

In deciding a motion for summary judgnt, the court draws all inferences and
views all evidence in the light moftvorable to the nonmoving partiatsushita 475 U.S. at

587-88;Whitman v. Mineta541 F.3d 929, 931 (9th Cir. 2008). “Where the record taken as

whole could not lead a rational trief fact to find for the nomoving party, there is no ‘genuing

issue for trial.” Matsushita475 U.S. at 587 (quotirgrst Nat’| Bank of Arizona v. Cities Sery|
Co, 391 U.S. 253, 289 (1968)).
A court may consider evidencelasg as it is “admissible at trial.Fraser v.

Goodale 342 F.3d 1032, 1036 (9th Cir. 2003). “Admissibility at trial” depends not on the
10

iny

at

a




© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

evidence’s form, but on its conterBlock v. City of L.A 253 F.3d 410, 418-19 (9th Cir. 2001)
(citing Celotex Corp.477 U.S. at 324). The party seeking admission of evidence “bears th
burden of proof of admissibility.’Pfingston v. Ronan Eng’g G&284 F.3d 999, 1004 (9th Cir.
2002). If the opposing party objedb the proposed evidenceg gharty seeking admission mus
direct the district court to “authenticating docemis, deposition testimorearing on attribution
hearsay exceptions and exemptions, or otheeati@ry principles under which the evidence ir
guestion could be deemadmissible . . . .”In re Oracle Corp. Sec. Litig627 F.3d 376, 385-86
(9th Cir. 2010). However, courts are sometirffraach more lenient” with the affidavits and
documents of the party opposing summary judgm8charf v. U.S. Atty. Gerb97 F.2d 1240,
1243 (9th Cir. 1979).

The Supreme Court has taken care te tiwat district courts should act “with

caution in granting summary judgnigrand have authority to “dgy summary judgmd in a case

where there is reason to believe the betterseowould be to procedd a full trial.” Anderson
477 U.S. at 255. A trial may begessary “if the judge has doubttaghe wisdom of terminatin
the case before trial.Gen. Signal Corp. v. MCI Telecommunications Cosp.F.3d 1500, 1507

(9th Cir. 1995) (quotinglack v. J.l. Case Cp22 F.3d 568, 572 (5th Cir. 1994)). This may be

the case “even in the absence of a factual dispiRB€umatology Diagnostics Lab., Inc v. Aet
Inc., No. 12-05847, 2015 WL 3826713, at *4 (N.D. Cal. June 19, 2015) (quBitiel, 22 F.3d
at 572);accord Lind v. United Parcel Serv., In@54 F.3d 1281, 1285 (11th Cir. 2001).

B. Claim Construction

The distinction in the nature of theegtion to be resolved in claim construction
and the determination of the eftee filing date from thevritten description under 35 U.S.C.
8 112 is important to the dispben of the motions. Claimanstruction is a question of law
resolved by the court in the first instanddarkman v. Westview Instruments, |rgl7 U.S. 370,

384 (1996). The judge “is engagednuch the same task a®tjudge would be in construing

D

L=}

14

other written instruments, suchdeseds, contracts, or tariffsTeva Pharms. USA, Inc. v. Sandoz,

Inc., 574 U.S. 318, 325 (2015) (citiddarkman 517 U.S. at 384—-389). “Construction of writtg

instruments often presents a ‘question solely wf & least when the words in those instrume
11
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are ‘used in their ordinary meaningld. at 326 (citingGreat Northern R. Co. v. Merchants
Elevator Co, 259 U.S. 285, 291 (1922). Although the digsof meaning o& technical term
whose meaning is not plain sneequire the testimony of exgie subject to credibility

determinations, the subsidiary factual questions “will be subsumed within the necessarily

sophisticated analysis tife whole document[.]'Markman 517 U.S. at 389. The determinatign

of subsidiary factual questionscessary to the interpretative taslseparately reviewable unde
a “clearly erroneous” standardeva Pharms574 U.S. at 318.

“It is a bedrock principle of patenwethat the claims of a patent define the
invention to which the patenteeastitled to the right to exclude fhnova/Pure Water, Inc. v.
Safari Water Filtration Sys., Inc381 F.3d 1111, 1115 (Fed. Cir. 2004) (citation omitted). TF
claims “define the metes and bounds of the patentee’s invenfitroiner v. Sony Computer
Enter. Am. LLC669 F.3d 1362, 1367 (Fed. Cir. 2012).

Therefore, the court’s earlier clasonstruction resolved questions of law.
Although it involved the consideratimf evidence, these were the “subsidiary factual questig
subsumed in the analysis. As discussed below, this is not dispositive of the effective date
‘731 Patent.

C. Effective Date of the ‘731 Patent

Determining whether a later-filed pateneittitled to the filing date of an earlier
one from the written description is a questiodaaft. If construing p&nt claims can be
analogized to determining the tas and bounds of real propecinveyed by a deed, determini
the date from which the property right maydsserted, based oretivritten description
requirement in 35 U.S.C. § 112 |o®sely analogous to analyzingetbhain of title. A later-filed
patent application that is a doruation of an earlier patent magceive the benefit of the earlier
filed patent’s effective filing date if the disclosun the earlier-filed patent satisfies statutory
requirements governing the spézation, including the written deription requirement of the
patent code.Tech. Licensing Corg45 F.3d at 1326.

1
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Specifically,thewritten descripton requirement in 812(a) provides:

The specification shall contain a writtdascription of the invention, and of
the manner and process of making andgid, in such full, clear, concise
and exact terms as to enable any persitledkn the art to which it pertains,

or with which it is most nearly coeoted, to make and use the same, and
shall set forth the bestade contemplated by the inver or joint inventor

of carrying out the invention.

35 U.S.C. §112(a). “To satisfyelwritten description requiremethe disclosure of the prior
application must ‘convey with reasavie clarity to those skilled in the art that, as of the date
filing sought, [the inverdr] was in possession tfe inventiorn” PowerOasis522 F.3d at 1306

(quotingVas—Cath Inc. v. Mahurka®35 F.2d 1555, 1563—-64 (Fed Cir. 1991) (emphasis in

original)). The exact words of the disclosured@ot be identical between the earlier and late

claims. Purdue Pharma LP v. Faulding In@30 F.3d 1320, 1323 (Fed. Cir. 2000)ljaec
verbd support not required for satistam of written description guirement). However, “the
prior application itself must desbe [the later invention] and ds in sufficient detail that one
skilled in the art can clearly cdnde that the inventor inventeke claimed invention as of the
filing date sought.”Lockwood v. Am. Airlines, Incl07 F.3d 1565, 1572 (Fed. Cir. 1997). Th
is “not a question of whher one skilled in the amhightbe able to construct the patentee’s [lat
filed] device from the teachings the disclosure... Rather,i# a question of whether the
application necessarily disclasthat particular device.Martin v. Mayer 823 F.2d 500, 505
(Fed. Cir. 1987) (quotingepson v. Colemai314 F.2d 533, 536 (CCPA 1963) (emphasis in
original)). The written descrifpn requirement is not satisfied if the later claims are merely
obvious over what is disclosedtime earlier application; the later claims must themselves be
disclosed in the earlier specificatiom re Huston 308 F.3d 1267, 1277 (Fed. Cir. 2002) (citin
Lockwood 107 F.3d at 1571-72).

The purpose of the written descripti@yuirement is to make the production of
the invention understandable to dlskl artisan and to show thtte inventor actually invented

the invention claimedAriad Pharms., Inc. v. Eli Lilly & C9.598 F.3d 1336, 1351 (Fed. Cir.

“ “In these same words; verbat” In haec verba, Black’s LaWictionary (11th ed. 2019).
13
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2010). The written description ragement is distinct in purpodeom that for articulation of
claims, which serve to put the public on noti¢¢he outer bounds afie property right from
which the patentee may excludel. at 1347 (“Claims defineral circumscribe, the written
description requirement discloses and teachess$)a result, the question of whether one skill
in the art would recognize thatetlnventor was in possession oé tlater-filed invention as of th
earlier date is a question faict, reviewed under a subatial evidence standardid. at 1355
(citing PIN/NIP, Inc. v. Platte Chem. Co304 F.3d 1235, 1243 (Fed. Cir. 2002gg also Cisco
Systems, Inc. v. Cirrex Systems, |.B66 F.3d 997, 1005 (Fed. Cir. 2017).

Taking into account all of the abovedathe content of theourt’s earlier order or
claim construction, that order doest resolve the matter of the priority date. Both ASR and
defendants assert the court’siclaconstruction resolves the issue of the priority date, each ir
their favor. The court did agredth defendants that the terntfisctural rails” was not subsume
in the references to “tracks” af\guide rails” in the ‘330 Patem its claim construction order.
Claim Construction Order at 26. Howeveiistletermination anssvs a distinct legajuestion of
claim construction, not the factual question of vaeeta person skilled ithe art would read the
‘330 Patent to disclose “structl rails” in its references twacks and guide rails.

In construing the claims, the cowelied to some dgee on the defendants’

extrinsic evidence, specificallyghdeclarations of Dr. Paul Wrigheh.D., and William Jon Maul.

Id. at 25 (citing Wright Decl., ECRo. 51, and Maul Decl., ECF No. p0OInsofar as the court h
made these subsidiary factual determinationschasdhe parties’ evidenctose determination
regarding the weight and credibility of that estite may not be revisited.hese determinations
are relevant, but not dispositive, in addressing defendants’ position regarding the priority o
By contrast, ASR'’s assertion that the court’s claim construsupports the ‘731 Patent’s
entitlement to the earlier date is soipported by the court’s prior order.

The court’s crediting of extrinsic elence for the purpose ofaim construction

does not resolve the distinct question of whethperson of ordinarskill in the art would

understand the invention describedha ‘731 Patent to have beewveénted as of the earlier filing

date. The court cannot simply ctaté its judgment and legal cdasions in the interpretation o
14
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written instruments with the technical training possessed by one skilled in the art reviewing the

‘330 Patent. As discussed abpukaim construction and the itten descripton requirement
invoke different standards with distinct purposekaving noted its partiakliance on the Wright
and Maul declarations in construing the clamhsssue, the court noaddresses the parties’
arguments regarding the written descriptioquieement as relevata priority date.

D. Burdens of Proof

Issued patents are subject to a prgsion of validity. 35 U.S.C. § 282. When
the USPTO makes a determination that a CIP agpbic is entitled to the priority date of an
earlier application, the presyntion of validity extendso that priority date.PowerOasis522
F.3d at 1304 (citingralston Purina Co. v. Far-Mar-Co., In86 F. Supp. 1176, 1189).
However, in the absence of an express detettmon by the patent examiner that the CIP
application is entitled to the di@r priority date, the presumpn of validity does not extend to
the earlier dateld. at 1305.

ASR alleges the USPTO implicitly det@ined the priority di in issuing a non-
statutory double patenting refem during the prosecution of th&31 Patent, which was cured
a terminal disclaimer. Pl.%8lem. P. & A. Summ. J., ECF No. 104-1, at 67, 16. Non-statutd
double patenting rejection is a “judicially-creatdmttrine grounded in publigolicy. . . primarily
intended to prevent prolongatiof monopoly by prohibiting clans in a second patent not
patentably distinguishing frolaims of a first patent.’Application of Thorington57 C.C.P.A.
759, 766 (1969). The doctrine bars the successivatpageof claims thaire merely an obvious
variation of an inventioelaimed by the same inventior an earlier patentln re Dembiczack
175 F. 3d 994 (Fed. Cir. 199@brogated on other grounds by In re Gartsidé3 F. 3d 1305
(Fed. Cir. 2000). Here, the patent examineeeined the claims of the ‘731 Patent were
obvious over those of the ‘950 Patent, which was itself subject to a non-statutory double p
rejection cured by a terminal disclaimer following the ‘330 PatPhts Statemendf Undisputed
Facts (“SUF”) 1 24, ECF No. 104-3; PIReq. Jud. Not. at 8-9, ECF No. 104s2g alsdefs.’
Resp. to SUF { 24 (pointing oujeetion was for obviousness).

i
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At the same time, “[e]ntitlement tdfilng date does not extend to subject matte

which is not disclosed, but would be obvious oveatnk expressly disclosed. It extends only

1

to

that which is disclosed.Lockwood 107 F. 3d at 1571-72. Thus, non-statutory double patenting

rejection notwithstanding, the USPTO made no implicit or explicit determination of the prio
date of the ‘731 Patent.

In any event, the extension or nortezsion of the § 282 presumption of validity
to the earlier priority date does not alter #lecation of burdens between the parties. The
burden of proof to demonstrateat defendants have infringéte ‘731 Patent is on ASR; the
burden of proof to show the ‘731 Paté&htnvalid is on the defendant3.ech. Licensing Corp.
545 F. 3d at 1327 (“Neither [plaintiff]'s burden to prove infringement nor [defendant]'s burg
prove invalidity, both ultimate bueshs of persuasion, ever shiftsthe other party—the risk of
decisional uncertainty stays orethroponent of the proposition.”).

Defendants contend in their briefs aticessed at hearing that the relief they
request is only a judgmeof non-infringement as to ASR’s claimSee, e.gDefs.” Reply in
Support Mot. Recons. Summ J. at 4, ECF N&. 1Accordingly, they argue, the burden of
persuasion is on ASR to prove infringemeltt. ASR contests this, asserting defendants’
argument that ASR is not entitléol the earlier filing date amouwsto a claim of invalidity.See
Pl.’s Opp’n to Mot. Recons. Summ. J. at 2, 5.RA&Ssserts defendants seek invalidity of the ‘1
Patent, and as such, the burden ishem by clear and convincing evidendd. at 2. The court
is not persuaded by ASR'’s positidhat the references to invaligin defendants’ briefing can
somehow override their expresslatetd position of seeking ongyjudgment ohoninfringement.

Defendants cit&chering Corp. v. Geneva Pharnfs. the proposition that the
court may decide noninfringemenithout the need to engagetime burden-shifting framework
of invalidity. Reply in Support Mo Recons. Summ. J. at 4 (citiSghering 339 F.3d 1373,
1379 (Fed. Cir. 2003))Scheringrepeats the principféhat a prior art refeence which expressly
or inherently contains each and every limdatof the claimed subjematter anticipates and
invalidates.” Schering 339 F.3d at 1379 (citingMI Group N. Am., Inc. v. Cypress

Semiconductor Corp268 F.3d 1342, 1350 (Fed. Cir. 2001))isIpossible that the Acculoader
16

rity

en to

31




© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

predates the filing date of the ‘731 Patenthwiit practicing each and ey limitation of the
contested claims. If this wese, it would not infringe the patenor would it invalidate it.
Therefore, defendants are not asserting a de t@aitm of invalidity byseeking a judgment of
non-infringement. As noted, the burden of proving infringement is on ARfR.Medtronic, Inc.
v. Mirowski Family Ventures, LLG71 U.S. 191, 198 (2014).

E. Genuine Dispute of Material Fact

As a preliminary matter, the court coresield the Wright and M#a declarations in
construing the claims, and the ctsidecision to include these declarations in the record is th
law of the caseSee San Francisco Herring #i8 v. Dept. of Interior946 F.3d 564, 575 (9th
Cir. 2019) (citation omitted) (lawf case doctrine applies whassue in question was decided
explicitly or by necessary implitan in previous disposition).

Both ASR and defendants’ motiongjae the same point from their respective
positions, whether the ‘731 Patent is entitled toetfiective filing date othe ‘330 Patent. Both
parties attach expert declamats in support of thecontentions. For example, the Wright
Declaration identifies the appragie test for satisfaction ofeéhwritten description requirement
(ECF No. 51 1 15), opines that tracks 48 ant the same agsttural rails 153id. 1 26), that the
tracks and structural rails germ different functionsid. 1 28), and finally opines that one of
ordinary skill in the art would understand the stouak rails disclosed in the ‘731 Patent to be
different than the tracks disclosed earlidr { 29).

By contrast, the various declarations of Fred Smahghaintiffs file opine the
opposite, that a person of ordinary skill in #rewould understand thatllers would engage C-
channel style tracks shown in Figure 8 of the0'Patent disclosuresr(fth Decl. IV, ECF No.
104-6 11 19-21), and that the person of ordis&tyin the art would likewise understand that
the function of those tracks is inherergtyuctural (Smith Decl. IV 1 27, 34, 36).

Defendants mount a litany of boilerplatiejections to the Smith declarations,
including relevance, cumulative and wast&imie, improper expert apion, lack of foundation
and authentication, speculatiomdamproper legal conclusions. $e & Obj. to Statement of

Undisputed Facts, ECF No. 111-2. In additioeytbbject that Mr. Smith fails to explain how
17
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his experience provides a basis for the caiohs and opinions he offers, and how that
experience is applicabte the facts hereld. at 25, 34. These objectiolak merit and the cour

need not address them individually in overruling thdvir. Smith is qualified as an expert in th

t

e

mechanical engineering matterswhich he opines. The Smith Decl. IV and its forbears explain

in detail the process by which Mr. Smith arrivachis conclusions. The Smith Declaration is
admissible, just as the Wright Elaration that contradicts it is.

In sum, all of the parties’ numerousndlicts all raise questits about the weight
and import of the evidence, nitd existence or nonexistendes discussed above, whether the
‘731 Patent is entitled to the earligffective filing date of the330 Patent is an issue of fact.
Weighing the conflicting evidence ¢his point is fundamentally assue for a jury. Where the
is a genuine dispute of materfatt, as here, the court cannoaigr summary judgment to either
party.

IV.  CONCLUSION

For the foregoing reasons, pldifg motion for summary judgment and
defendants’ motion for reconsi@eion of claim construction @DENIED. Defendants’ motion
for reconsideration of snmary judgment is GRANTED as egmhed above. On reconsideratiq
the court DENIES summary judgment to the defnts as well. This order resolves ECF No.
104, 105 and 106.

On February 1, 2018, the court advisezlfharties that furthhescheduling would b
set after motion and claim consttion issues were resolvesteECF No. 99. The court now
ORDERS the patrties to file a joistatus report within fourteen (1days of this order addressin
the subjects outlined in EasteDistrict Local Rule 240.

IT IS SO ORDERED.

DATED: October 13, 2020.

Nt ls /

CHIEFJE@E?EI'J STATES DISTRICT JUDGE
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