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Doc. 20

UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF CALIFORNIA

DEALERX, a New Jersey Corporation, No. 2:17-cv-1444-MCE-AC
Plaintiff,
V. FINDINGS AND RECOMMENDATIONS

GURRI KAHLON,

Defendant.

This matter is before the court on pldifgimotion for default judgment. ECF No. 13.
The motion was referred to the undersigned purdodatD. Cal. R. 302(c)(19). This motion w
set for hearing on November 1, 2017 at 1@&00. ECF No. 18. Plaintiff appeared
telephonically, and defendant did not appddr. For the reasons set forth below, the
recommends plaintiff's motion be GRANTED, and thatgment be entered favor of plaintiff.

l. Relevant Background

Plaintiff, DealerX, brought its complainnh July 12, 2017 raising afiations of trademar}
infringement (15 U.S.C. § 1114(1)), false advertising (15 U.S.C. § 1125(a)), common law
trademark infringement, and cyberpiracy. B¢ 1 at 2. Plaintiff alleges that it owns
registered trademark “ROIQ.”_Id. Plaitfitieveloped a customer relations management
(“CRM") business around the brd ROIQ and, after observingaththe “static and undeveloped

website” to which “roig.com” resolved had nmten changed or updated over an extended ps
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of time, a DealerX representative contactes“tioig.com” owner, defendant Kahlon._Id.
Plaintiff alleges that defendaelicited specific informationtaout the nature of plaintiff's
business and immediately thereafter create@lasite on the “roig.com” domain advertising
exactly the same services offered by plaintitf. Plaintiff alleges thadefendant specifically
designed his website to falsely convey thenassion that the “roig.com” site had been
previously used for a CRM business. Id.

Plaintiff alleges defendarteated a fraudulent webpage on “roig.com” in order to
dramatically increase the asking price for plaechase of the domain, and to harm DealerX,
which currently uses a similar domain (“ro.ig”)Host its business. |dPlaintiff initiated an
administrative proceeding pursuant to thefehm Domain-Name Dispute Resolution Policy
(“UDRP”) on May 4, 2017, in which the paneligigointed found that DealerX had not shown
that Kahlon acted in badifa at the time it registered the “roig.com” domaind. at 3. Plaintiff

alleges that prior to the receipt of the UPRecision, it provided defendant a copy of the

complainant in this case and informed defendartsahtent to file suit in federal court.

A summons in this case was issued tieddant on July 12, 2017. ECF No. 2. Defendant

did not appear, and plaintiff moved for entriydefault on August 21, 2017. ECF No. 10. The
clerk entered default on Augua®, 2017. ECF No. 13. Plaintiffewed for default judgment on
September 30, 2017. Defendant did not responcetanttion for entry of default judgment, and
has not otherwise apged in this case.

. Motion

Defendant moves for default judgment olhcalunts, seeking ehfollowing relief:

A. That Defendant, and all of his agents, servants, employees, and attorneys, and
all other persons in active concert ortmapation with him who receive actual
notice of this judgment, be temporarily, preliminarily, and permanently enjoined
from, without permission from DEALERX:

! “Involvement in a UDRP process does not prenthe disputing parties from submitting the
dispute to a court of competentigdiction before, during or afterehdispute resolution process. .
.. Most U.S. courts will give no weight doUDRP panel decision§ 25A:37.ICANN Uniform
Dispute Resolution Policy (UDRP)—Judicraview after UDRP decision, 5 McCarthy on
Trademarks and Unfair Competition § 25A:37 (5th ed.)
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(1) using ROIQ, any colorable imitatiottsereof, or any marks confusingly
similar thereto, other than non-provently, in purely informational
statements;

(2) transferring to anyone otherath to DEALERX the domain name
roig.com or any other domain name that uses names, words, designations
or other symbols confusgly similar to ROIQ;

(3) registering, maintaining registi@ns for, using, offering for sale,
claiming ownership of, or in any othgay using roig.com, or any other
domain name that uses names,rdgp designations, or other symbols
confusingly similar to ROIQ; and

(4) otherwise deceptively or unfairly competing with DealerX;

B. That Defendant be DIRECTED pussu to 15 U.S.C. 1125(d)(2)(D)(i) to
transfer registrationf the domain name roiq.com REALERX within three days;

C. That DEALERX be awardestatutory damages in the amount equivalent to its
attorney’s fees pursuant to 15 U.S.C1BL7(a), or, alternately, pursuant to 15
U.S.C. 81117(c)(1) or 18.S.C. § 1117(d); and

D. That DEALERX be awardk such other and further relief as the Court may
deem just and proper.
ECF No. 13 at 2-3. Defendant hag appeared or filed any response.
[11.Analysis
A. Legal Standard
Pursuant to Federal Rule of Civil Prdcee 55, default may be entered against a party
against whom a judgment for affiative relief is sought who fail® plead or otherwise defend

against the action. See Fed. R. Civ. P. 55@wever, “[a] defendant’s default does not

automatically entitle the plairitito a court-ordered judgment.”_PepsiCo, Inc. v. Cal. Sec. Cans,

238 F.Supp.2d 1172, 1174 (C.D. Cal. 2002) (citing Draper v. Coombs, 792 F.2d 915, 924-

Cir. 1986));_see Fed. R. Civ. B5(b) (governing the entry of default judgments). Instead, the
decision to grant or deny an application for défaudgment lies within th district court’s sound

discretion._Aldabe v. Aldabe, 616 F.2d 108092 (9th Cir. 1980). In making this

determination, the court maymsider the following factors:

(1) the possibility of prejudice to the plaiffit (2) the merits of plaintiff's
substantive claim; (3) the sufficiency tife complaint; (4) the sum of money at
stake in the action; (5) the possibility afdispute concerning material facts; (6)

25 (9t
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whether the default was due to excusable neglect; and (7) the strong policy
underlying the Federal Rules of Civil Bemlure favoring decisions on the merits.

Eitel v. McCool, 782 F.2d 1470, 1471-72 (9th Q®86). Default judgments are ordinarily

disfavored. _Id. at 1472.
As a general rule, once default is entered,-piglhded factual allegations in the operative

complaint are taken as true, except for those dlmgarelating to damages. TeleVideo Sys.,

v. Heidenthal, 826 F.2d 915, 917-18 (9th Cir. 198&r curiam) (citing Geddes v. United Fin.

Group, 559 F.2d 557, 560 (9th Cir. 1977) (peram)); see also Fair Housing of Marin v.

Combs, 285 F.3d 899, 906 (9th Cir. 2002). Altgb well-pleaded allegations in the complain
are admitted by a defendant’s failure to respondgéssary facts not contained in the pleadin

and claims which are legally insufficient, are astablished by default.Cripps v. Life Ins. Co.

of N. Am., 980 F.2d 1261, 1267 (9th Cir. 199@iting Danning v. Lavine, 572 F.2d 1386, 138

(9th Cir. 1978)); accord DIRECTV, Ing. Huynh, 503 F.3d 847, 854 (9th Cir. 2007) (“[A]

defendant is not held to admadts that are not well-pleadedtoradmit conclusions of law”)

(citation and quotation marks omitted); Algne Alameida, 334 F.Supp.2d 1221, 1235 (S.D. ¢

2004) (“[A] default judgment may not be entemda legally insufficient claim.”). A party’s
default conclusively establish#sat party’s liability, although iloes not establisthe amount of

damages. Geddes, 559 F.2d at 560; cf. Adriana Int'l Corp. v. Thoeren, 913 F.2d 1406, 14

Cir. 1990) (stating in the conteaf a default entered pursuantfRederal Rule of Civil Procedure

37 that the default conclusively establidhbe liability of the defaulting party).

B. The Eitel Factors

1. Factor One: Possibilitgf Prejudice to Plaintiff

The first_Eitel factor considers whether fhaintiff would sufferprejudice if default
judgment is not entered, and symdtential prejudice to thplaintiff weighs in favor of granting i
default judgment._See PepsiCo, Inc., 23Bupp.2d at 1177. Here, ptaif would suffer
prejudice if the court did not enter a defaullgment because it would be without recourse fo

recovery. Accordingly, the first Eitel famtfavors the entry of default judgment.
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2. Factors Two and Three: Merits ofdiths and Sufficiency of Complaint

The merits of plaintiff's substantive aas and the sufficiency of the complaint are
considered here together because of the relagsdri¢he two inquiries. The court must consif

whether the allegations in the complaint are sidfit to state a claim &t supports the relief

sought._See Danning, 572 F.2d at 1388; Pep$if€q,238 F.Supp.2d at 1175. Here, the merits

of the claims and sufficiency of the colaint favor entry of default judgment.
Plaintiff brings four causes aiction: (1) trademark infringeme(5 U.S.C. § 1114(1)), (2) falsg
advertising (15 U.S.C. § 1125(a)), (3) commaon teademark infringement, and (4) cyberpirac
(15 U.S.C. §81117(d)). Although plaintiff haseged four distinct claims, “the essential
elements of the federal claims [with the exceptbplaintiff's cyberpiracy claim] are identical
and if met with adequate evidence are sufficiemstiablish liability undethe state law claim as

well.” Phillip Morris USA Inc. v. Shalab352 F.Supp.2d 1067, 1072 (C.D. Cal. 2004) (citing

Brookfield Communications, th v. West Coast Entm't Corp., 174 F.3d 1036, 1046 n.6, 104
(9th Cir. 1999)).

a. Trademark infringement

To state a claim for trademark infringemeng domplaint must allege that the plaintiff:
“(1) ...has a protectable ownersiiperest in the mark; and (2)atthe defendant’s use of the
mark is likely to cause consumer confusion, ébgrinfringing upon the [platiff's] rights to the

mark.” Department of Parks and RecreatianState of California v. Bazaar Del Mundo Inc.,

448 F.3d 1118, 1124 (9th Cir. 2006); see also Muitie Machine, Inc. v. Amazon.com, Inc.,

804 F.3d 930, 935 (9th Cir. 2015) (“To prevail oda@m of trademark infringement under the
Lanham Act, a trademark holder must show thatdéfendant's use of tidemark is likely to
cause confusion, or to cause mistake, or toidec¢® “The test fodikelihood of confusion is
whether a ‘reasonably prudent consumer’ in the etatéce is likely to beonfused as to the

origin of the good or service bearing one of the marks.” Dreamwerks Production Group, Ir

SKG Studio, 142 F.3d 1127, 1129 (9th Cir. 1998)evaluating the likelihood of confusion, thg
court employs an eight factor test. SeeAMc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 (¢

Cir. 1979), abrogated on other grounds by ®lathc. v. Walking Mountain Prod., 353 F.3d 79
5
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810 n.19 (9th Cir. 2003).

Here, plaintiff has made threquisite allegation of protedi® ownership in its complaint

and supported the allegation with sufficient evicenECF No. 1 at {1 28-33. Plaintiff submitted

a copy of its federal registration for “ROIQ’itl its motion for summary judgment. ECF No.
(“Tognetti Decl.”) at Exhibit A. Plaintiff subitted testimony that the “ROIQ” mark is and has
been used in connection with a CRM and digiarketing business. Tognetti Decl. at 11 1-3.
Plaintiff also successfully addiess each factor of the Sleekcitaftt for likelihood of confusion:
(i) strength of the mark; (ii) pramity of the goods; (iii) similarityof the marks; (iv) evidence of
actual confusion; (v) marketing @hnels used; (vi) type of goodad degree of care likely to be
exercised by the purchasévii) defendant’s intenin selecting the marlgnd (viii) likelihood of
expansion of the product lines. See Sleekct0 F.3d at 348-49. The court now addresses
these factors in turn.
M Strength of the mark

A “strong,” or distinctive, mark is affordegreater protection under trademark law thar

mark that is not strong. See, e.q., Sutter H@virgery, Inc. v. Madrona Vineyards, L.P., No. C
05-0587 MHP, 2005 WL 701599, *8 (N.D. Cal. MaB, 2005) (“The strength of protection
afforded to a trademark is proportionate toltkelihood that the public will remember the mar
and associate it with the soumaiethe trademarked goods” (citations omitted)). When evalua
the strength of a mark, coudensider both conceptual andwmercial strength. 1d.

The conceptual strength of a mark “igetenined by its placement on a continuum of
marks from ‘generic,” afforded no protectidhrough ‘descriptive’ ofsuggestive,’ given
moderate protection; to ‘arbitnd or ‘fanciful’ awarded maximm protection.”_E. & J. Gallo

Winery, 967 F.2d at 1291 (quoting Nutri/Systent. m. Con-Stan Industries, Inc., 809 F.2d 60

605 (9th Cir. 1987) (quotation marks omitted)). The nature of a mark is determined by the

“imagination test” and a “need test.”_Id.t{og Earthquake Sound Comnp. Bumper Industries,

352 F.3d 1210, 1221 n. 4 (9th Cir. 2003)). Using‘timagination test” the court asks how mug¢

imagination a consumer must use to asse@agiven mark with #gngoods or services it

identifies, and using the “need test” the coudraines the extent to which competitors need &
6
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mark to identify their goods @ervices._ Earthquake Sound Corp., 352 F.3d at 1221 n. 4 (qu

Miss World (UK) Ltd. v. Mrs. America P@aants, Inc., 856 F.2d 1445, 1449 (9th Cir. 1988)).

Applying these tests, th@urt finds that the ROIQ mark is best classified as a
“suggestive” mark. ROIQ is a miathat combines the abbreviations “ROI” and “1Q,” with “I”
simultaneously standing for both “investment™iaturn on investment” and “intelligence” in
“intelligence quotient.”ECF No. 13 at 15. The matROIQ,” while consisting of an
amalgamation of abbreviations, nonetheless “suggesgther than describes, an ingredient,
quality or characterigt’ of the product by indicating th#tthe company assists in providing

customers “intelligence” to ensutiee best “return omvestment.” _Nutri/Sys., Inc., 809 F.2d al

oting

605. Thus, the ROIQ mark istéled to moderate protection. E. & J. Gallo Winery, 967 F.2d at

1291.

Finally, taking plaintiff's allgations as true, the ROIQ marks commercial strength.

According to plaintiff, the ROIQ business hasngal a significant share of its market. Tognetti

Decl. 1 3. Because the “ROIQ” mark is entittednoderate rather than maximum protection,
nonetheless has commercial strengtis factor weighs slightlin favor of finding a likelihood o
confusion.
(i) Proximity of the goods
While defendant is apparently not actuaétling any goods, he is marketing a produci
that is identical to plaintiff's productTognetti Decl. at 4. “Where goods are related or

complementary, the danger of consumer confusidreightened.” E.&J. Gallo Winery, 967 at

1291. That defendant does not adlusell or provide the serses advertised on roig.com is
immaterial, as “merely advertisiram infringing mark itself is aact of infringement, apart from

any manufacturing or sale.” See MCCARTHY § 25:26; Levi Strauss & Co. v. Shilon, 121

1309, 1313 (9th Cir. 1997) (“An offer to sell withaabre will suffice to establish liability.”).
Plaintiff submitted a screenshot of defendant’s website, demonstrating defendant’s use of
name “ROIQ” and defendant’s statement thaDiQ” is preparing tdre-launch” an improved
CRM and digital marketing platform. Tognetti Decl. at Exhibit D. Plaintiff has submitted

testimony that the business defenitia purporting to offer under the “ROIQ” name is the sam
7
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as the type of business plaintiff offers undeithROIQ” trademark.Tognetti Decl. at § 13.
This factor weighs strongly in¥ar of finding a likelihood of confusion.

(i) Similarity of the marks

The “similarity of the marks” portion of the Sleekcraft test “is the most crucial factor |i

determining the likelihood of confusion3utter Home Winery, in, 2005 WL 701599 at *5.

Here, plaintiff's mark (“ROIQ) is essentially identicab defendant’s infringing use
(“roig.com”). This factor weighs stronglyg favor of finding a likelihood of confusion.
(iv)  Evidence of actual confusion
While evidence of actual confusion is not necessary to prevail on an infringement c
to secure injunctive relief, it cgrovide persuasive evidence thiaure confusion is likely. See

Academy of Motion Picture Arts & SciencesCreative House Promotions, Inc., 944 F.2d 14

1456 (9th Cir. 1991). Plaintiff submitted testiny of actual consumer confusion. ECF No. 1
This factor weighs in favor dinding a likelihood of confusion.
(V) Marketing channels used

An analysis of marketing @imnels accounts for overlappiagvertising streams. Becaus
both plaintiff and defendant advertise and appidyeconduct their businedargely online, there
is significant marketing channel overlap in tbése. “In the Internetontext, in particular,
entering a web site takes little effort—usually afiek from a linked site or a search engine’s
list; thus, Web surfers are more likely to be cmafd as to the ownerghof a web site than
traditional patrons of a brick-and-mortar storeuld be of a store's ownership.” Brookfield

Commc'ns, Inc. v. W. Coast Entm't Corp74 F.3d 1036, 1057 (9th Cir. 1999). This factor

weighs in favor of finding a likelihood of confusion.
(vi)  Type of goods and degree of care kil be exercised by the purchase
The fact that this disputeenters on the name of a widdsncreases the likelihood of
confusion. “Navigating amongst web sitagsolves practically no effort whatsoever,
and arguments that Web users exercise a dezdiof care . . . anenconvincing.” _GoTo.com,

Inc. v. Walt Disney Co., 202 F.3d 1199, 1209 (9th 2000). This factor weighs in favor of

finding a likelihood of confusion.
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(vi)  Defendant’s intent in selecting the mark

Although plaintiff demonstrated that defendarténtionally altered his website to mirro

—

plaintiff's business and createcanflict, plaintiff has not demotsted that defendant was aware
of plaintiff's business when he actually seledieel mark. This factor weighs against finding g
likelihood of confusion.
(viii)  Likelihood of expansion of product lines
This factor evaluates whether a partiggiduct line is likelyto expand to create
competition; where the parties are already in diceatpetition with one another, this factor is

not relevant. See, e.g., Au-Tomotive Gold, mcVolkswagen of America, Inc., 457 F.3d 1062

1078 n. 12 (9th Cir. 2006) (“The final factora][likelihood of expansion in product lines,’
warrants no discussion as it iglatively unimportant where twaompanies already compete tg a

significant extent,” ” quoting Brookfld Communications, 174 F.3d at 1060).

Based on a review of the entire record, igléfihas demonstrated protectable ownership

in the ROIQ mark and a likélood of confusion stemming from defendant’s unauthorized usg.

[1°)

Accordingly, the second and third Eitel factors saisfied as to the claims related to trademail
infringement.
b. Cyberpiracy
To prevail on a claim for cyberpiracy, piéiff must prove that(1) the defendant
registered, trafficked in, or used a domain naf@ethe domain name is identical or confusingly
similar to a protected mark owned by the plé&inéind (3) the defendant acts with ‘bad faith
intent to profit from that mark.”_DSPT Int'l, Inc. v. Nahum, 624 F.3d 1213, 1218-19 (9th

Cir.2010) (quoting 15 U.S.C. § 1125(d)(1)(A)). Aiscussed above, plaintiff has alleged and
produced evidence that defendant’s domain nandentical to a pretcted mark owned by the
plaintiff.

The issue of “bad faith” is slightly moremmplex. While the court notes that it does not

have to credit the findings of the UDRP deci$jahe undersigned is in agreement that the fagts

> See 5 McCarthy on Trademarks and Unfair Competition § 25A:37 (5th ed.)
9
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do not support a finding of bad faith in relatimndefendant’s initial aquisition of the “roiq”

domain name. However, defendant did dematetpad faith upon learnird plaintiff’'s mark

75

and attempting to improperly extract profit from plaff. Plaintiff hasdemonstrated defendant
bad faith attempt to profit by submission ofeamail chain between plaintiff and defendant
showing defendant attempting tatect a high price from the pliff for purchase of the domain
name. Tognetti Decl. at Exhiit. Defendant further demonstratead faith by asserting that he
tried to create consumer confusion by plaaogtent on the website associated with his
infringing domain that mirrored plaintiffsusiness model. Tognetti Decl. at 12-14.
Defendant’s actions after being made aware ®frifringement are relevant to the bad faith

analysis. In Sleekcraft Boats, the Ninthha@@it found no bad faith where the defendant had

adopted the infringig mark unwittinglyand, after notification, “desigreea distinctive logo” to
prevent consumer confusion. 599 F.2d at 354e ddfendant in this case did the opposite.
According to the complaint, upon learningha$ infringement defendant amplified the
infringement in an attempt to essentially extadney from the plaintiff. Taking plaintiff's
allegations as true, defendartshavior following notification oinfringement demonstrates bad
faith. The merits of this claim favor entry of default judgment.

3. Factor Four: The Sum of dhey at Stake in the Action

Under the fourth Eitel factor, the court cmless the amount of money at stake in relatipn
to the seriousness of defendamtsduct. Courts have hetdat where a plaintiff seeks only
injunctive relief from the continued use of theademarks, this factor favors entry of default
judgment. _PepsiCo, Inc., 238 F. Supp. 2d at 1176-77e, id&intiff seeks attorney’s fees (or, |in
the alternative, equivalent st&bry damages) and injunctivdief. The amount at issue is
proportionate to the seriousness of defendawnt'slact and this factor favors entry of default
judgment.

4. Factor Five: Possibility of Bpute Concerning Material Facts

The facts of this case are relatively sthdligrward, and plaintiff has provided the court
with well-pleaded allegationsipporting its claims and affidavits support of its allegations.

Here, the court may assume the truth of well-pleaded facts in the complaint (except as to
10
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damages) following the clerk’s &n of default and, thus, therg no likelihood that any genuine

issue of material fact exists. See, e.oekEh Entm't Group Inc. v. Crawford, 226 F.R.D. 388,

393 (C.D. Cal. 2005) (“Because all allegations imedl-pleaded complaint are taken as true ajler
I

the court clerk enters default judgment, thenmeoidikelihood that any genuine issue of materi

fact exists.”); accord Philip Morris USA, dn 219 F.R.D. at 500; PepsiCo, Inc., 238 F.Supp.2

1177.

5. Factor Six: Whether Default Was Due to Excusable Neglect

Upon review of the record before the cothiere is no indication that the default was th
result of excusable neglect. See Pepsifin, 238 F.Supp.2d at 1177. Plaintiff served the
defendant with the summons and complaint. ECF Nos. 1 and 2. Moreover, plaintiff serve
defendant by mail with notice @k application for default judgm& ECF No. 13 at 30. Despit
ample notice of this lawsuit and plaintiff's inteat to seek a default judgment, defendant faile
to defend himself in this action. Thus, the melcsupports a conclusidhat the defendant has
chosen not to defend this action, and not thewtifault resulted from any excusable neglect.
Accordingly, this_Eitel factor favarthe entry of a default judgment.

6. Factor Seven: Policy Favad Decisions on the Merits

“Cases should be decided upon their mavitenever reasonably possible.” Eitel, 782

F.2d at 1472. However, district courts have tated with regularity tat this policy, standing

alone, is not dispositive, espdtfavhere a defendant fails to aggr or defend itself in an action.

PepsiCo, Inc., 238 F.Supp.2d at 1177; see alam§list, Inc. v. Naturemarket, Inc., 694

F.Supp.2d 1039, 1061 (N.D. Cal. Mar. 5, 2010). Accwlg, although the court is cognizant g
the policy favoring decisions on the merits — aodsistent with existing piey would prefer that
this case be resolved on the merits — that palass not, by itself, predlie the entry of default
judgment.

7. Conclusion: Propriety of Default Judgment

Upon consideration of all the Eitel factors, tdoairt concludes that plaiff is entitled to
the entry of default judgment against defendafihat remains is the determination of the amd

of damages to which plaintiff is entitled.
11
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C. Terms of Judgment

Plaintiff’'s motion for default judgment atudes a request for a permanent injunction
enjoining defendant from using the “ROIQ” rkamcluding the “roig.com” domain name. ECI
No. 13 at 28. 15 U.S.C. 8§ 1116(a) provides ¢hdistrict court has the “power to grant
injunctions, according to the principles @fuity and upon such terms as the court deems
reasonable, to prevent the violatioihany right of the registrant af mark registered in the Pate
and Trademark Office.” A permanent junction nteygranted where thegphtiff demonstrates:
“(1) that it has suffered an irreparable injury; (Atthemedies available at law, such as mone
damages, are inadequate to compensate fomijnay; (3) that, conslering the balance of
hardships between the plaintiff and defendantpeedy in equity is warranted; and (4) that the

public interest would not be sBerved by a permanent injunctioreBay Inc. v. MercExchange,

L.L.C., 547 U.S. 388, 391 (2006).
“Injunctive relief is the remedy of choice for trademark and unfair competition cases

since there is no adequate remedy at lavttfernjury caused by @efendant’s continuing

infringement.” _Century 21 Real Estaierp. v. Sandlin, 846 F.2d 1175, 1180 (9th Cir. 1988),

Moreover, “once the plaintiff establishes a likelttdl of confusion, it is ordarily presumed that

the plaintiff will suffer irreparable harm if injunctive relief is not granted.” Vision Sports, Ing.

Melville Corp., 888 F.2d 609, 612 n.3 (9th Cir. 1988nd “the public hasn interest in the
enforcement of federal statutes.” CoxCont. m Chaffee, 536 F.3d 101, 112 (1st Cir. 2008).

light of the fact that there 10 hardship to the defendant injaning defendant from using an
identical mark to plaintiff's registered marketourt recommends that plaintiff be awarded a
permanent injunction.

Plaintiff's motion also seeks transfer oétioiq.com domain namaithin three days.
ECF No. 13 at 28. For the same reasons supgaptaintiff's request for injunctive relief,
including defendant’s bad faittransfer of the infringing domain name is warranted. See

Facebook, Inc. v. Banana Ads LLC, No. @¥-03619-YGR KAW, 202 WL 1873289, at *20

nt

ary

(N.D. Cal. Apr. 30, 2013), 15 U.S.C. § 1125(d)(i)(C). The court recommends that defendant be

ordered to transfer the “roig.com” domain naim@laintiff within three days of judgment.
12
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Finally, plaintiff's motion for default judgmermtiso seeks an award of attorney’s fees 4
costs, or alternatively, statuyodamages in an amount equivalemplaintiff's attorneys fees
pursuant to 15 U.S.C. § 1117(c)(1) or 15 U.8Q117(d). ECF No. 13 at 29. “An award of
reasonable attorneys’ fees and costs is exgressvided for in ‘exceptioal cases’ of trademark

infringement.” _Derek Andrew, Inc. v. Poépparel Corp., 528 F.3d 696, 702 (9th Cir. 2008)

(quoting 15 U.S.C. § 1117(a)). The term “exceypdil cases” is generally accepted to mean c:

in which trademark infringement is “deliberated willful.” See Lindy Pen Co. v. Bic Pen Cor

982 F.2d 1400, 1409 (9th Cir. 1993) (interpreting t&rm “exceptional” to apply when “the
infringement is malicious, fraudulent, deliberagewillful.”). An entitlement to reasonable
attorney’s fees may be found where the comphlieges that the defdants conduct was willfu
and the defendant’s default has been enteBsek Derek, 528 F.3d at 702 (“Thus, all factual
allegations in the complaint are deemed tmeluding the allegation of Poof’s willful
infringement of Andrew’s trademarks. This ddfssufficiently establishe Andrew’s entitlement
to attorneys’ fees under the Lanham Act.”).

As noted above, however, the award of aggimfees must be asonable. See Intel

Corp. v. Terabyte Intern., Inc., 6 F.3d 614, 622 @ih 1993) (“the district court must first

determine the presumptive lodestar figurenitiplying the number of hours reasonably

expended on the litigation by the reasonable hout&/yaln this regard, Local Rule 293 requit

a party seeking an award of attorney’s fees bmsuan affidavit addressing certain criteria that

the court will consider in determining whettsr award of attorneyfees is appropriate.
Plaintiff has submitted an acceptable affidavit indicating that it accrued attorney’s fe
the amount of $23,650 and costs in the amouf466.40. ECF No. 19. Counsel’s billing rate
of $320 per hour is an acceptable billing ratetlier Sacramento region. Id. at § 7. The court
finds that the costs and fees aras@able in light of the compléxiof the type of litigation, the
need for local counsel, and the credentials efattorneys involved. BHCNo. 19. An award of
the reasonable requested attorndgés and costs is appropriate.
i
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V. Conclusion

It should be RECOMMENDED THAT:

1. Plaintiff's August 21, 2015 motion for fdelt judgment, (ECF No. 13) be granted;

2. The court enter judgment against the wi@ééamt on the complaint’s claims of trademé
infringement (15 U.S.C. § 1114(1)), false advertising (15 U.S.C. § 1125(a)), common law
trademark infringement, and cybegzy (15 U.S.C. § 1117(d));

3. The court enjoin defendant, and all pessacting by, through, an concert with the
defendant, from using plaintif’'trademarks in any manner;

4. The court order defendant to transfer ‘tloiq.com” domain name to plaintiff within
three days of judgment;

5. The court grant plaintiff's request fattorney’s fees in tnamount of $23,650 and
costs in the amount of $455.40; and

6. This case be closed.

These findings and recommendations are subditi the United States District Judge
assigned to the case, pursuarth® provisions of 28 U.S.C. § 63¢(b). Within twenty one day
after being served with these findings aadommendations, any party may file written
objections with the court and ser@eopy on all parties. 1d.; saéso Local Rule 304(b). Such
document should be captioned “Objectitm$lagistrate Judge’s Findings and
Recommendations.” Any response to the objectstradl be filed with theourt and served on 3
parties within fourteen days after service of dhgections. Local Rule 304(d). Failure to file
objections within the specified time may waive tlyht to appeal the Distt Court’s order.

Turner v. Duncan, 158 F.3d 449, 455 (9th €898); Martinez v. Y&t, 951 F.2d 1153, 1156-57

(9th Cir. 1991).
DATED: November 22, 2017 , -~
728 P &{ﬂa——t—
ALLISON CLAIRE
UNITED STATES MAGISTRATE JUDGE
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