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© 00 ~N oo o b~ w N P

N RN N RN N N N N DN R P R R R R R R R
0w ~N o s W N P O O 0 N O 0N~ W N kP o

UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF CALIFORNIA

MONSTER ENERGY COMPANY, a No. 2:17-cv-01605-KIM-EFB
Delaware corporation,

Plaintiff,

V.

BEASTUP LLC, a California limited
liability company,

Defendant.

This trademark action arises from twaeegy drink companies’ use of stylized
claw marks and a formulation of the word “beast’their cans and in their advertisements.
Plaintiff Monster Energy Company (“Monstéttias brought this lawsuit against defendant
BeastUp LLC (“BeastUp”) to ep BeastUp from using claw mia, its “BEASTUP” mark, and
any variation of the word “beasth its energy drinks. Plaifftmoves for sumrary judgment.
ECF No. 38. Defendant filed an untimely opipios, ECF No. 47, and, consequently, plaintiff
filed an untimely repl}y; ECF No. 48. The court submitted the matter without a hearing. Fo

reasons explained below, the court GRANTS irt pad DENIES in part plaintiff’'s motion.

Ln its reply, plaintiff argus defendant filed an untimebpposition and, therefore, the
court should grant the motionrfeummary judgment as conceded. Reply at 1. The hearing
the motion was noticed for November 2, 2018, defendant did not file its opposition until
October 30, 2018, eleven days after the duemtataded by the scheduly provisions of Local
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l. BACKGROUND

A. Procedural History

Monster filed this lawsuit againBeastUp on August 2017, asserting the
following claims relating to BeastUp’s allegedringement of plaintiff's trademarks:
() trademark infringement and false designatibarigin in violation of the Lanham Act,

15 U.S.C. § 1125(a); (2) trademark infringemender 15 U.S.C. § 1114; (3) trademark dilution

under 15 U.S.C. § 1125(c); (4) a claim for cancellation of BeastUp’s U.S. Trademark Registratio

No. 4,584,629 under 15 U.S.C. § 1119; (5) unfair cditipe in violation of California Business
& Professions Code section 172€i0seq. and (6) unfair competiin under California common
law. Compl., ECF No.1, 1. BeastUp fil@d Amended Answer raising three affirmative
defenses: laches, waiver or acquiescencdeandands; and priority. ECF No. 28 {1 101-03|

On October 4, 2018, Monster filed the instant motion for summary judgment
Mot., ECF No. 38; Mem., ECF No. 39. Mons#tso seeks summary judgment on BeastUp’s
three affirmative defenses. Mem. at 1.

B. Factual Background

Plaintiff filed a statement of undisputed fac&eECF No. 40. Defendant neith

11%
—_

filed an alternative statementfaicts nor responded to plaintiffdatement of facts. The court
refers to each listef@dct as undisputed.

1. Undisputed Facts

Monster develops, markets, sells anstribbutes ready-to-drink beverages,
including energy drinks. Sackxecl. ECF No. 41, 1 3. Monstiunched its line of Monster
Energy drinks in 2002 and has, since that tiased its Claw Icon mark and “UNLEASH THE
BEAST!” mark in connection with its energy dkis and other products. Sacks Decl. § 3 & EX.
ECF No. 41-1. Monster applied for and reed U.S. Trademark Registration No. 2,903,214 for
its Claw lcon on November 16, 2004dNo. 2,769,364 for “UNLEASH THE BEAST!” on

Rule 230(c), and after the date provided for plitdifile a reply. Furer, defendant did not
explain the delay in filing its oppit®n. In the interest of solving the motion on the merits,
however, the court corers the opposition.
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September 30, 2003, both in International ClastoBBeverages. Sacks Decl. Exs. 1, 5.
Monster also uses and owns U.S. TrademarkdRedgions for several other marks incorporatir]
the term “beast” in connection with its Mdesline of beverages, including UNLEASH THE

BEAST!, UNLEASH THE NITRO BEAST!, RHAB THE BEAST!, UNLEASH THE ULTRA

BEAST!, and PUMP UP THE BEAST! marks, among others. Sacks Decl. 9 & Exs. 7-15.

container of each product in the Monster line ofdrages displays the Claw Icon, and the vas
majority also display a mark incorporating the wBEIAST. Sacks Decl.  10. Images of one

the Monster Energy drink cans bearing these marks are shown below.

Since 2002, Monster has spent over $8llion marketing and promoting its
Monster line of energy drinks, inaling the Claw Icon and its various marks containing the w
BEAST. Id. T 23. Monster features these mark#smmarketing and promotion efforts,
appearing on point-of-sale matds, clothing and promotional items, as well as Monster’s
website and social media accounts, and in cdiorewith Monster’s sponsorship of athletes,
teams and events, including extensive proomoéfforts in connection with motorsportsl.
19 25-26, 29-52. From 2002 to the time this lawsag filed, Monster sold more than twelve
billion beverages displaying boits Claw Icon and marks contang the word BEAST together

on the product containersd. § 22.
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BeastUp produces, distributes, marketd aells energy drinks and other produc
under the BeastUp brand name. Bellinger Decl. Ex. 7, ECF No. 42-1, at 2. In May 2014,
BeastUp began selling its BeastUp energy driBkllinger Decl. Ex. 8, at 2. The BeastUp
energy drink can displays the BEASTUP nawogether with a styzed logo beneath the

BEASTUP name and what appear to be two sesd\adr claw marks runng diagonally near the¢

top and bottom of each can (collectively def@mits “claw logo and claw marks”). Bellinger
Decl. Ex. 3. BeastUp began using these claw marks in May 2014. Bellinger Decl. Ex. 1 &
(50:16-51:10%,10-11 (51:23-52:12), 14-15 (59:12—60:8). BeastUp applied for and receiv|
U.S. Trademark Registration No. 4,584,629if@ BEASTUP mark on August 12, 2014, in
International Class 32 for beveges. Bellinger Decl. Ex. 11. Amage of the BeastUp energy

drink can bearing these marks is shown below.

Monster brought this action against Bitsbased on claimed similarities in
appearance between the parties’ marks asindbé marketplace on identical goods. Compl.
19 40-42, 47. Specifically, Monstessarts BeastUp’s use of clamarks in connection with the

BEASTUP mark creates a likelihood of casion, mistake or deception among consumers

2 Citations within the parentheses refer toititernal page and line numbers of plaintiff
exhibits, rather than the ECF page numbers.
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regarding the source, origin, retaaship or associein of BeastUp’s products with Monster’s
products and markdd. 1 48, 50. Monster further conterBisastUp’s use of the infringing
marks threatens to undermine Monstésiness reputatn and goodwill.ld. I 53.

I. LEGAL STANDARD

A court will grant summary judgment “if .. there is no genuine dispute as to a
material fact and the movant is entitled to juégitnas a matter of law.” Fed. R. Civ. P. 56(a).
The “threshold inquiry” is whether “there areyagenuine factual issudlsat properly can be
resolved only by a finder of fact because thegy reasonably be resolved in favor of either
party.” Anderson v. Liberty Lobby, Inet77 U.S. 242, 250 (1986).

The moving party bears the initial burden of showing the district court “there
absence of evidence to suppibit nonmoving party’s caseCelotex Corp. v. Catretd77 U.S.
317, 325 (1986). The burden then &hib the nonmoving party tlhew “there is a genuine isst
of material fact.” Matsushita Elec. Indus. Co. v. Zenith Radio Co#g5 U.S. 574, 585 (1986)
(citing Fed. R. Civ. P. 56(ekirst Nat'l Bank of Ariz. v. Cities Serv. C891 U.S. 253, 288-89
(1968)). In carrying their burdenisoth parties must “cit[e] to ptacular parts of materials in the
record . . .; or show] ] that the materials dith not establish the absence or presence of a
genuine dispute, or that adweerse party cannot produce admissible evidence to support the
Fed. R. Civ. P. 56(c)(1yee alsaMatsushita 475 U.S. at 586 (“[Thaonmoving party] must do

more than simply show that there is some piggaical doubt as to the meaial facts.”). Also,

“[o]nly disputes over facts that might affecetbutcome of the suit under the governing law wiill

properly preclude the entry of summary judgmemriderson477 U.S. at 248.

In deciding a motion for summary judgmetite court draws all inferences and
views all evidence in the light mostvorable to the nonmoving partiatsushita475 U.S. at
587-88 (quotingJnited States v. Diebold, InB69 U.S. 654, 655 (1962) (per curiam)). “Whe
the record taken as a whole abulot lead a rationaliér of fact to find for the non-moving party

there is no ‘genuine issue for trial.1d. at 587 (quotingrirst Nat'l Bank 391 U.S. at 289).

is an

e

fact.”
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II. DISCUSSION

Plaintiff seeks summary judgment on itaiaks for trademark infringement and

false designation of origin, unfair competitiordarademark cancellation as well as defendant
affirmative defenses of laches, waiver, acquieseeunclean hands andgrity. Mem., ECF No
39, at 1. Defendant argues plaintiff has not nsebitrden of showing as amtial matter that no
genuine issue exists asany material fact, and the coshould therefore deny plaintiff's
summary judgment motion. Opp’n, ECF No. 47, at 7-15.

A. Trademark Infringement and False Designation of Origin

In its complaint, as noted, plaintiff falleged causes of action for trademark
infringement and false designation of origin anthe Lanham Act, 15 U.S.C. 8§ 1114 and 11p5.
Compl. 1 54-71. A claim for false designatiomo§in under 15 U.S.C. § 1125 requires proof
of the same elements as a claim for éradrk infringement under 15 U.S.C. § 11Btookfield
Commc'ns, Inc. v. W. Coast Entm’t Cqrp74 F.3d 1036, 1046 n.6 (9th Cir. 1999) (citing
15 U.S.C. 88 1114(1), 1125(a)(1)). Therefore,¢burt analyzes these claims together for
purposes of resolving plaintiff’'s motion.

The Lanham Act allows the holder of af@ctable trademark to hold liable any
other person who, without consent, “use[s] imaaerce any . . . registered mark in connection
with the sale, offering for sale, distribution,avertising of any goods services or in
connection with which such useliisely to cause confusion, or tause mistake, or to deceive.’
15 U.S.C. 8§ 1114(1)(a). To prevail on a traddmiafringement claim under the Lanham Act, a
plaintiff “must prove: (1) that it rea protectable ownership interegsthe mark; and (2) that the
defendant’s use of the mark is ligdb cause consumer confusiorRearden LLC v. Rearden
Commerce, In¢683 F.3d 1190, 1202 (9th Cir. 2012) (quothhetwork Automation, Inc. v.
Advanced Sys. Concepts, @38 F.3d 1137, 1144 (9th Cir. 2011)). Summary judgment on

trademark disputes, on likelihood of confusionwgrds specifically, is generally disfavored dug

U

to the intensely factual nature of the analys$ts.(quotinginterstellar Starship Servs., Ltd. v.
Epix Inc, 184 F.3d 1107, 1109 (9th Cir. 1999)), at 1210. Plaintiff argues it is entitled to

summary judgment on its traderkanfringement and false desigian of origin claims because
6
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there is no genuine dispute thah#s valid, protectable trademadsd that defendant’s use of t
marks is likely to cause confusion. Memd4a6. Defendant, in turn, contends summary
judgment is inappropriate because materiakfaemain in dispute regarding the likelihood of
confusion. Opp’n at 7-9.

1. Valid Protectable Mark

Federal registration of a trademark “proadprima facie evidence’ of the mark’
validity and entitles the plintiff to a ‘strong presumption’ thétte mark is a protectable mark.”
Zobmondo Entm’t, LLC v. Falls Media, LL602 F.3d 1108, 1113-14 (9th Cir. 2010) (quoting
15 U.S.C. 88 1057, 1115(a), ak& Permanent Make-Up v. Lasting Impression I,,1408 F.3d
596, 604 (9th Cir. 2005)). Itis undisputed thatimiiff owns multiple trademark registrations f
the Claw Icon in connection with beverages aatfitional supplementsSacks Decl. Exs. 1-4.
Plaintiff also owns trademariegistrations for its marks ingaorating the word BEAST in
connection with beverages and supplementduding registratns for UNLEASH THE
BEAST! and UNLEASH THE NITRO BEAST! markdd. Exs. 5, 8, 10, 11, 13, 15. These
registrations thus entitle plaifftto the presumption of validity and shift the burden to defend

“to show by a preponderance of the evidethet the mark is not protectableZobmondo

Entm’t, 602 F.3d at 1113-14 (citinge Tech, Inc. v. Kinedyne Cor296 F.3d 778, 783 (9th Cir.

2002);Vuitton et Fils S.A. v. J. Young Enters., Jitel4 F.2d 769, 775-76 (9th Cir. 1981)). He
however, defendant has not pi@awsly contested and does not ncontest plaintiff’'s trademark
registrations or the validitof plaintiff's marks. Therefore, éhcourt finds no trialel issues of fac
as to whether plaintiff's marks avalid and protectable. They are.

2. Likelihood of Confusion

Likelihood of confusion is a qeéon of mateal fact. Levi Strauss & Co. v. Blue
Bell, Inc, 778 F.2d 1352, 1356 n.5 (9th Cir. 1985) (“[@]ouestion of likelihood of confusion ig
routinely submitted for jury determination as a dioesof fact.”). “The‘likelihood of confusion’
inquiry generally considers whetheereasonably prudent consumethe marketplace is likely t
be confused as to the origin or source ofgbeds or services bearing one of the marks or na

at issue in the caseRearden 683 F.3d at 1209. “Eight factors, sometimes referred to as th
7
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Sleekcraffactors, guide the inquiry io whether a defendant’s useaomark is likely to confuse
consumers . . . .Fortune Dynamic, Inc. v. Victoria’'Secret Stores Brand Mgmt., In618 F.3d
1025, 1030 (9th Cir. 2010) (citim®§MF Inc. v. Sleekcraft Bogt§99 F.2d 341, 348-49 (9th Cir.
1979),abrogated in part on other grounddlattel, Inc. v. Walking Mountain Prqd353 F.3d 792
(9th Cir. 2003)). The eighattors are: (1) strength of theark, (2) proximity of the goods,
(3) similarity of the marks, (4) evidenceadftual confusion, (5) marketing channels used,
(6) type of goods and the degree of care likelipe exercised by the purchaser, (7) defendant
intent in selecting the mark, and (&dlihood of expansion of the product linedRearden
683 F.3d at 1209 (citingleekcraft599 F.2d at 348—49).

“The factors are non-exhaustiand applied flexibly; th8leekcraffactors are not
intended to be a ‘te checklist.” JL Beverage Co., LLC v. Jim Beam Brands, 828 F.3d
1098, 1106 (9th Cir. 2016) (quotifparden683 F.3d at 1209). “Nall factors are created
equal, and their relative weight variesed on the context of a particular casgtone Creek,
Inc. v. Omnia Italian Design, Inc875 F.3d 426, 431 (9th Cir. 201¢grt. denied138 S. Ct.
1984 (2018). “Although somfactors—such as the similariof the marks and whether the twg
companies are direct competitors—will alwaysrgortant, it is often possible to reach a
conclusion with respect to likelihoad confusion after considering lgra subset of the factors.’
Brookfield Commc'nsl74 F.3d at 1054 (citingreamwerks Prod. Grp. v. SKG Studiel2 F.3d
1127, 1130-32 (9th Cir. 1998pee also Stone Cree®75 F.3d at 432 (“Two particularly
probative factors are the similarity of thrarks and the proximity of the goods.”). “A
determination may rest on only tleofactors that are most pertinémthe particular case before
the court, and other variables besides the eratefactors should aldee taken into account
based on the particular circumstanceRéarden 683 F.3d at 1209. “Given the open-ended
nature of this multi-prong inquiry, it is notrguising that summary judgment on ‘likelihood of
confusion’ grounds is generally disfavoredd. at 1210. “However, in cases where the evide
is clear,” the Ninth Circuit &“not hesitated to affirm samary judgment on this point.Au-
Tomotive Gold, Inc. v. Volkswagen of Am., 1487 F.3d 1062, 1075 (9th Cir. 2006). The coJ

addresses ea@leekcraffactor in turn.

nce
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a. Strength of the Mark

“The more likely a mark is to be remdered and associated in the public mind
with the mark’s owner, the greater proteotthe mark is accorded by trademark laws.”
GoTo.com, Inc. v. Walt Disney C@02 F.3d 1199, 1207 (9th Cir. 2000) (citikgnner Parker
Toys Inc. v. Rose Art Indus., In863 F.2d 350, 353 (Fed. Cir. 1992)Yyerruled on other
grounds Winter v. Nat. Res. Def. Council, In655 U.S. 7, 22 (2008)). A mark’s strength is
evaluated based on two componefitse mark’s inherent distctiveness (i.e., its conceptual
strength)” and “the mark’scognition in the market (L.ets commercial strength).Stone Creek
875 F.3d at 432 (citingahoti v. Vericheck, Inc636 F.3d 501, 508 (9th Cir. 2011)).

“A mark’s conceptual strength ‘depes largely on the obviousness of its
connection to the good or se® to which it refers.” JL Beverage Cp828 F.3d at 1107
(quotingFortune Dynamic618 F.3d at 1032—33). “To determia mark’s conceptual strength
we classify a mark along a spectrum of five gatees ranging from [moso least distinctive]:
arbitrary, fanciful, suggestivegescriptive, and generic.Id. (citing Network Automation
638 F.3d at 1149). “The more disttive a mark, the greater t®nceptual strength; in other
words, a mark’s conceptual strength isgortional to the mark’distinctiveness.”"M2 Software,
Inc. v. Madacy Entmt421 F.3d 1073, 1080 (9th Cir. 2005Arbitrary and fanciful marks,
which employ words and phrases with no commonly understood connection to the produc
the two strongest categoriesd ‘trigger the highest degreétrademark protection.”JL
Beverage C0.828 F.3d at 1107 (quotirurfvivor Media, Incv. Survivor Prods.406 F.3d 625,
631 (9th Cir. 2005)). “An arbitrary mark consisfscommon words arranged in an arbitrary w
that is non-descriptive of any ditg of the goods or servicesywhile fanciful marks consist of
“coined phrase[s],” such as “Kodak” camerasy@nted solely to function as a trademark.
Official Airline Guides, Inc. v. Gos$ F.3d 1385, 1390 (9th Cir. 1993). Suggestive marks, w
fall in the middle of the spectrurfsuggest a product’s featuresdarequire consumers to exerc
some imagination to associate guggestive mark with the productJL Beverage Co828 F.3d
at 1107 (citing~ortune Dynamic618 F.3d at 1033). Finally, degitive and generic marks are

the two weakest categoriekl. “Descriptive marks define a gecular characteristic of the
9
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product in a way that does not require any imaigom, while generic marks describe the prodt
in its entirety and are not éthed to trademark protection.Id. (citing Surfvivor Media 406 F.3d
at 632).

“After identifying whether a mark is generidescriptive, suggestive, arbitrary, @
fanciful, the court determines the mark’s commercial strendth.{citing Miss World (UK) Ltd.
v. Mrs. Am. Pageants, In@56 F.2d 1445, 1449 (9th Cir. 1988progated in part on other
grounds Eclipse Assocs. Ltd. v. Data Gen. Cog94 F.2d 1114, 1116 n.1 (9th Cir. 1990).
Commercial strength “is based aotual marketplace recognitionNetwork Automation
638 F.3d at 1149 (internal quotations omitted) off@nercial strength may be demonstrated b
commercial success, extensive advertising, leaf#xclusive use, and public recognition.”
Adidas Am., Inc. v. Calmes862 F. Supp. 2d 1294, 1303 (D. Or. 2009) (cittgy Software
421 F.3d at 1081). Further, “a suggestive or desee mark, which is conceptually weak, can
have its overall strength as a mark bolstdrgdits commercial success” or by advertising
expenditures that increage market recognitionM2 Software421 F.3d at 1081 (citing cases)

The court first analyzes the conceptstaéngth of Monster’s Claw Icon and mar
incorporating the word BEAST. Plaintiff arguthe marks are arbitrary because they do not
describe or suggest any ingrettiequality or characteristic dflonster’s energy drinks. Mem.
at 6. Defendant counters that pl#f has not shown its marks are strong or famous to the de

required by the Lanham Act. Opp’n at 1Rlaintiff responds that fame is noS&ekcraffactor

ict

-

ks

gree

and that defendant has not shown any genuimpaigisegarding whether the marks are arbitrafry.

Reply at 3-4.

Even when viewing the evidence in thenlignost favorable tdefendant as the
nonmovant, as required, therenis genuine dispute of materfakct concerning the conceptual
strength of plaintiff's marks. The Clawde does not describe and has no commonly unders
connection with the productshere represents:ahtiff's energy drinks and supplementSee,
e.g, Fortune Dynamic618 F.3d at 1033 (listing “Apple computers and Camel cigarettes” as
examples of “actual words with monnection to the product . . atrare inherently distinctive

and therefore receive maximum trademark pratett{internal quotations omitted)). Further,
10
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while a fact-finder could reasongltonclude plaintiff's various marks incorporating the word
BEAST are suggestive, rather than arbitramgrks because the term “beast” might suggest
features of plaintiff's engy drinks—e.g., increasing energy—feledant has not provided any
evidence in response to plaintifSbowing to refute plaintiff's ssertion that the marks at issue
are conceptually strong and thus eattto a wide scope of protection.

Second, the court analyzes the commerciahgtreof plaintiff's marks. Plaintiff
asserts it has invested over $5.5 billion in adsig and promoting its marks since 2002. Me
at 6; Sacks Decl. 1 23. Plaffifurther asserts it prominentfgatures the Claw Icon and marks
incorporating the word BEAST in these markgtand promotion efforts, with the marks
appearing on beverage containgmaint-of-sale materials, clotig and promotional items, as w
as on Monster’s website and sociadia profiles, and in conrngm with Monster’s sponsorshiy
of athletes, teams and various live everiem. at 6—7; Sacks Decl. {1 22, 25-26, 29-52.
Plaintiff has proffered evidendhat its products hold a 38 pent market share of the U.S.
energy drink market, measured in dollar valueackS Decl. § 21. Plaintitilso represents that
from 2002 to 2013, the year before defendagtbeselling its BEASTUP energy drink, it sold
more than 6.8 billion beverages displaying @law Icon together with one of its marks
incorporating the word BEAST on the can. M&n7; Sacks Decl. {1 22. This uncontroverted
evidence suffices to demonstrate that plairgi@€law lcon and marks incorporating the word
BEAST are commercially strong. Bmdant has not controvertady of the evidence showing
the commercial strength of plaintiff's marks.

Viewing the evidence in the light most faabte to the defendant, the court find
no genuine dispute of matatifact as to the stretigof plaintiff's marks.

b. Proximity of the Goods

“Related goods are generally more likéhan unrelated gosdo confuse the
public as to the producers of the goodBrookfield Commc’nsl74 F.3d at 1055 (citin@fficial
Airline Guides 6 F.3d at 1392). “For related goods, thegka presented isdhthe public will
mistakenly assume there is an associdtemveen the producers e related goods, though nc

such association exists3leekcraft599 F.2d at 350 (citin§tork Rest. v. Sahati66 F.2d 348,
11

m.

|92}

A4




© 00 ~N oo o b~ w N P

N RN N RN N N N N DN R P R R R R R R R
0w ~N o s W N P O O 0 N O 0N~ W N kP o

356 (9th Cir. 1948)). In addressing this factbg court focuses on whetr the consuming public
is likely to somehow associate deflant’s products with plaintiffBrookfield Commc’ns

174 F.3d at 1056; 4 J. Thomas McCartigCarthy on Trademarks and Unfair Competition

8 24:24 (5th ed. 2017) (“Goods are ‘related’ if customers are ltkatyistakenly think that the
infringer's goods come from the same sourcthassenior user’s goods or are sponsored by,
affiliated with or connectedith the senior user.”).

Here, plaintiff asserts the parties “ubeir marks on identical goods, namely
energy drinks.” Mem. at 7. In support of thigument, plaitiff proffers evidence that both
companies sell energy drinks and that defendself ikonsiders the Monstine of energy drinks
to be a competitor for defendant’s BeastUp produsiscks Decl. I 3; Bellinger Decl. Ex. 1 at 34
(160:2-12)jd. Exs. 3, 9 at 3, 10 at 2. Additionaliplaintiff provides evidence that both
plaintiff's and defendant’s drinks are soldgas stations, convenienstres, restaurants and
grocery stores. Sacks Decl.  24; Bellinger Decl. Ex. 1 at 22-25 (124:6-127.EX);10 at 3—
11. In fact, plaintiff's and defendant’s competineverages are sometimes sold side-by-side
Bellinger Decl. Ex. 1 at 24-26 (126:24-128:30 (135:4-13), 31 (136:3-23); Exs. 4, 5.

Defendant argues plaintiff has shoamly one instance of plaintiff's and
defendant’s energy drinks beinggiayed and sold in the samslaiof a store. Opp’n at 13.
This argument, however, focuses only on phygicakimity and does not address the proximity
of the goods in use and function. Given fifiis uncontroverted evidence contending the
products are identical and plafhand defendant are direct mpetitors, there is no genuine
dispute of material fact th#éte products are related.

This factor favors granting summary judgment.

c. Similarity of the Marks

The similarity of the marks “has alwalsen considered aittical question in the
likelihood-of-confusion analysis.GoTo.com, In¢.202 F.3d at 1205. The greater the similarity
between the two marks, the gieathe likelihoodf confusion.ld. at 1206. “Similarity of the
marks is tested on three levedgyht, sound, and meaningSleekcraft599 F.2d at 351. The

Ninth Circuit has “developed three axioms that gpplthe ‘similarity’ analysis: 1) Marks should
12
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be considered in their entirety and as they appear in the marketplace; 2) Similarity is best
adjudged by appearance, sound, and meaning3ai&imilarities weigh more heavily than
differences.” Entrepreneur Media v. SmitB79 F.3d 1135, 1144 (9th Cir. 2002).

The court turns first to defendant’'s BETUP mark, which plaintiff argues is
highly similar to its UNLEASHTHE BEAST! mark and other marks incorporating the word
BEAST. Mem. at 8. Plaintiff asserts the pest marks share the distinctive term “BEAST.”
Mem. at 8. Specifically, plaintiff asserts it uske term “beast” as thabject noun in its various
marks incorporating the word BEAST, and deferndsses the term “BEAST” as the dominant
element of its “BEASTUP” mark. Mem. at &t the same time, as defendant argues in its
opposition, “[m]arks are not ‘similar’ for purposetkassessing likelihood of confusion simply
because they contain an identioalnearly identical word."Mattel, Inc. v. MCA Records, Inc.
28 F. Supp. 2d 1120, 1147 (C.D. Cal. 1998) (quatiega & Assocs. v. IBM Corp920 F. Supp
540, 547 (S.D.N.Y. 1996)). Rather, in determinivigether marks are simiacourts may look tg

lettering styles and capitalizati, colors, locatios of the mark on the product, prominence, sqund

and meaningPom Wonderful LLC v. Hubbard75 F.3d 1118, 1128-29 (9th Cir. 2014).
Plaintiff presented no expert testimonytars issue, and the court conducts its
own analysis. Considering the appearanceahpff's mark incorpoating the word BEAST on

the left and defendant’'s BEASTUP mark on the ri¢fie court notes several visual similarities.

ZERO SUGAY ™

Enargy i ]
121,026
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In addition to both marks containing the wordEBST,” each mark is printed diagonally on th
can, sloping up from its lower end on the lefitsohigher end on the right. BeastUp’s mark is
presented in silver-colored font with red trinatls offset from a dark or black background on
white can; Monster’'s marks incorporating the wBEAST appear in a variety of colored fonts
including silver, and on many different-cadal backgrounds, including white and black.

Nevertheless, the visugbpearance of defendant’'s BEASP mark and plaintiff's
marks containing the word BEAST differ in sevesignificant ways. First, although both mark
use the term “BEAST,” they do not display thamen an identical manner; defendant uses th

term “BEAST” in all capithletters as a component part ofsiagle-word mark, BEASTUP, wit

D

a

S

D

no additional punctuation, while pldifi uses the term “BEAST” as an individual word in a short

sentence comprising one of its marks comtey that word, which always end with an
exclamation point, such as the phrase hedLEASH THE ULTRABEAST! or UNLEASH
THE BEAST! The parties thus present the téBRAST” in different order, with “BEAST”
coming first in defendant’'s BEASTUP mark and lasplaintiff's marks incorporating the word

BEAST (e.g., UNLEASH THE BEAST! or REAB THE BEAST!). Second, defendant’s

BEASTUP mark uses only capital letters, whilaiptiff’'s marks incorporating the word BEAST

use both capital and lower-casedest Third, the marks use stdogtially different fonts.

Although registered as a word mark—a traddaveithout any design elements—in the images

provided to the court, plaintiff's marks incamating the word BEAST all employ a block-type
font, Sacks Decl. Ex. 7, a block-tyfmnt with stylized smeared edgéd, Exs. 6, 14, a stylized
font resembling handwritingd. Ex. 12, or a combination of all these fonds,Ex. 9;see M2

Software 421 F.3d at 1082 (affirming finding thatrslarity of marks factor weighed only

slightly in plaintiff's favor when plaintiff's woranark had distinct, consistestylistic differences

from defendant’s mark). Defendant’'s BEASTUP masks a thicker, script-like stylized font.

Fourth, in all the images provided, plaintiff's rka containing the word BEAST appear in sm4
print on the back of the can, while defendant’SABEUP mark is displayed prominently in larg
print on the front of the can. Viewed in the aotitof the marketplace, these visual difference

distinguish the two marks.
14
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The court next compares the sound and meaning of the parties’ marks. Thefe is n

evidence of record that consumers pronounce thd I BEAST” differently when it appears in
one mark as compared to the other. As natsal/e, however, defendant uses “BEAST” as part
of its standalone BEASTUP mark, while plafhtises “BEAST” as the last word in a short
declaratory sentence. Thus, the marks, whifgaining similar elements, do not sound precisgly
the same. The two marks also have sinmiaanings, both invoking impressions of being a
“beast” or unleashing one’s inner “beast.”

Plaintiff further maintains defendant’s lamgclaw logo and smaller claw marks are
confusingly similar to plaintiff<Claw Icon. Mem. at 8. A visl inspection of Monster’s Claw
Icon on the left and BeastUp’s claw logo and claarks on the right in their marketplace context

again reveals several visual similarities.
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Plaintiff's Claw Icon and defendant’sasl logo each are displayed prominently|on
the front and near the center of the part@grgy drink cans. &intiff’'s Claw Icon and
defendant’s claw logo also shargagged, three-pronged shaperther, plaintiff's can displays
the three-pronged Claw Icon, which appearseweral different colors, including silver, and on
many different-colored backgroundscluding white. Similarly, tw sets of silver claw marks

appear near the top and bottom of defendanat’'s these claw marks include three and four

15
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prongs and appear on a white background. ithaailly, the middle prong of both plaintiff's

Claw Icon and defendant’s three-pronged claw naatke top of the can #ands further than the

two adjacent prongs. Finally, both plaintiff's Cld@on and defendant’s claw marks appear tqg
tearing through the wall of the beverage can.

Despite these similarities, the visugpaarance in the marketplace of plaintiff's
Claw Icon and defendant’s stylized claw logo aitder claw marks differ in important ways.
First, plaintiff's Claw Icon and defendant’s claw logo cleatifyer in their orientation and

location on the can. Monster’s Claw Icon is digplhon the top two-thirds of the can, above |

product name, and its three prongs point down m fan “M.” BeastUp’s claw logo appears on

the bottom third of the can, below the prodoaime, and its prongs point up to form an

interlocking “B” and “U,” each wittthree vertical, irregular lines. Second, while plaintiff's Cl

be

he

=\

Icon appears to be ripping through the can anctbasistent, almost straight edges, defendant’s

claw logo appears printed on the @ard has more-stylized, barbetbes. Third, plaintiff's Claw
Icon appears in various colors depending orptioeluct labeled but is always one uniform colg
in each occurrence. In contrast, defendant’s tb@e uses two different colors: the “B” is blac
and the “U” is red. Finallyalthough three-pronged claw madgspear on both plaintiff's and
defendant’s cans, the orientatiohplaintiff’'s Claw Icon is veiital, while the orientation of
defendant’s silver claw marks is more hontal or diagonal, distinguishing the marks.
Plaintiff further asserts thfact that defendant usés BEASTUP mark together
with claw marks enhances the level of simtlabetween the partiesharks because consumers
have seen plaintiff's Claw Icon and a markorporating the word BEAST appear in the
marketplace together on Monster’s energy ddaks for nearly two decades. Mem. at 8-9;
Sacks Decl. 1 3—4, 22. Comparing the markssated as composites, howeeyvthe marks are not
displayed in an identical manner. While be#ts of marks incorporate the term “BEAST” in
conjunction with claw marks, as described akdiaere are many visudistinctions between
defendant's BEASTUP mark, clawgo and claw marks and plaiiiis marks incorporating the

word BEAST and Claw Icon as these marksesgppn the marketplace. A factfinder could

16
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reasonably find the marks are dissimilar, eveemtiewed as composites of multiple markee
Miss World 856 F.2d at 1451 (affirming finding ofsdiimilarity in composite marks).

Balancing the marks’ visual similarities and the aural and definitional similari

between defendant's BEASTUP markd plaintiff’s marks incqrorating the word BEAST moré

heavily than the marks’ visual dissimilarities, the similarity factor weighs against a finding ¢
likelihood of confusion. When viewed the context in which thegppear in the marketplace, t
marks contain noticeable and distinct differences in their display of the term “BEAST,”
capitalization, fonts, color scheme, design @ets, orientation and location on the can and
prominence. On the one hand, the transpositioranganization of the elements of a mark d¢
not preclude a finding of simildy and likelihoodof confusion. See, e.gPerfumebay.com Inc.
eBay Inc, 506 F.3d 1165, 1174 (9th Cir. 2007) (findifigerfumebay.com” and “eBay.com” to
similar); GoTo.com, In¢.202 F.3d at 1206 (finding actionable 8arity despite use of different
colors in logo),Century 21 Real Estate Corp. v. Sand8a6 F.2d 1175, 1179 (9th Cir. 1988)
(actionable similarity between “Centuityvestments & Realty” and “Century 21'3aks & Co. v.
Hill, 843 F.Supp. 620, 623 (S.D. Cal. 1993) (“Saks Tiwknue” likely to be confused with
“Saks Fifth Avenue”). Neverthess, based on the significant difaces in the appearance of
defendant's BEASTUP mark, clawgo, and claw marks and pl&ifis marks incorporating the
word BEAST and Claw Icon, a factfinder couhsonably find the marks are dissimilar.
Therefore, the court concludes ialhle issue remains regarding the similarity of the marks fa
This factor thusavors defendant.

d. Evidence of Actual Confusion

“[E]vidence of actual confuen, at least on the part ah appreciable portion of
the actual consuming public, constitutes stremgport for a ‘likelihood otonfusion’ finding.”
Rearden683 F.3d at 1210. Moreover, “[e]vidence that use of the two marks has already I¢
confusion is persuasive proof tHature confusion is likely.”Sleekcraft599 F.2d at 352 (citing
Plough, Inc. v. Kreis Labs314 F.2d 635, 639 (9th Cir. 1963))levertheless, “[b]ecause of the

difficulty in garnering such evidence, the faildceprove instances of actual confusion is not
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dispositive. Consequently, this factor is gieed heavily only when #re is evidence of past
confusion . . . ."ld. at 353 (internatitation omitted).
Plaintiff offers as evidence of actual confusion a survaglefvant potential

customers conducted by its expert, Robert Kleinylich 27.9 percent dhe surveyed custome

believed there was some affiliation between pifiie and defendant’s products. Klein Decl. EX.

1, ECF No. 43-1, at 2—-3, 14-18. Based on the restg concluded potential customers of
BeastUp will “believe that engy drinks bearing the Beastup [sirame, stylized logo, and otheg
claw marks are either put out by Monster, aratlaer energy drink brand put out by the compa

that puts out Monster Energy drink [sic], oedrom a company that needed authorization or

[S

-

ANy

approval from Monster to put out such products.®iKIDecl. Ex 1 at 14. This level of confusipn

falls within the range courts have foundstgpport a finding of likelihood of confusiorgee
Warner Bros. Entm’t v. Glob. Asylum, Inblo. CV 12-9547 PSG (CWx), 2012 WL 6951315,
*10 (C.D. Cal. Dec. 10, 2012) (“Generally, confusilevels of 25 to 50 percent provide ‘solid
support’ for a finding of likelihood of confusion."aff'd, 544 F. App’x 683 (9th Cir. 20133ge
also Thane Int'l, Inc. v. Trek Bicycle Coy805 F.3d 894, 902—03 (9th Cir. 2002) (survey in
which 27.7 percent of respondents confused abomwtce association glal support jury finding
that actual purchasers who encountered alliggafringing products wold be confused about
their source)superseded by statute orhet grounds as discussedlirvi Strauss & Co. v.
Abercrombie & Fitch Trading Cp633 F.3d 1158, 1166—72 (9th Cir. 2011); McCarsupra

8 32:188 (confusion levels over 50 percent vieagdpersuasive evideatof likely confusion,
figures in 25 to 50 percent range treated atidsupport” for such a finding, and figures below
20 percent may only be viewed in connectiath other evidenceh®wing likelihood of
confusion).

Defendant has not contested plaintifigvey evidence or provided its own
evidence demonstrating an absence of actausion. Rather, defendant broadly and
inexplicably asserts plaintiff has conceded that no evidence of actual confusion exists. O
14-15. Accordingly, given that thevel of confusion provides “sidl support” of infringement,

this factor weighs heavily in favor of plaintifSee Thane Int’l, Inc305 F.3d at 902 (“Evidence
18
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of actual confusion ‘constitutes persuasive proof that future [source] confusion is likely." . .|.
enough people have been actually confused,dHielinood that pedp are confused is
established. (quotinGlicks Billiards Inc. v. Sixshooters, In@51 F.3d 1252, 1265 (9th Cir.
2001))).

e. Marketing Channels Used

“Convergent marketing channels irase the likelihood afonfusion.” Nutri/Sys.,

Inc. v. Con-Stan Indus., In8B09 F.2d 601, 606 (9th Cir. 1987)n assessing marketing chann

D

convergence, courts consider whether the Fartigsstomer bases overlap and how the parties
advertise and markéteir products.”Pom Wonderful LLC775 F.3d at 1130 (citingutri/Sys.,
Inc., 809 F.2d at 606). “The greater the degreevetlap, the more likely there is to be
confusion.” Fiji Water Co., LLC v. ki Mineral Water USA, LLC741 F. Supp. 2d 1165, 1180
(C.D. Cal. 2010) (citingsleekcraft599 F.2d at 353).

Here, the evidence before the court demonstrates the parties are in direct
competition. First, plaintiff provides evidenttet both parties sell their energy drinks through
the same retailers, namely, gas stations, convemistiores, restaurantsicagrocery stores. Ang
defendant’s and plaintif§ energy drinks have been sold sijeside in the same stores. Sacks
Decl. 1 24; Bellinger Decl. Ex. 1 at 2224:6-127:19), 24-26 (1281-128:8), 29-31 (134:7—-
136:23);id. Exs. 4-5jd. Ex. 10 at 3—-11. Second, plaintifffefs evidence that both parties
market their energy drinks by sponsoring athleiesms and events involving motorsports anc
other extreme sports. Sacks Decl. 1 32ielExs. 27-28; Bellinger Decl. Ex. 1 at 34-36
(160:20-162:3), 40-42 (169:18-171:24), 45-50 (179:4-184d:3Fx. 7 at 5-6id. Ex. 9, at 3—4.

The similarities between the parties’ distriion channels and marketing strateg

suggest an overlapping generalsd of consumers of the pastiproducts. Defendant does not

dispute this evidence. The marketichannels factor favors plaintiff.

19
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f. Type of Goods and Degree of Care Likely to Be Exercised by
Purchaser

“In analyzing the degree of care thatasumer might exercise in purchasing th
parties’ goods, the question is whether a ‘reabbnprudent consumer’ would take the time to
distinguish between the two product lineSurfvivor Media 406 F.3d at 634 (citinBrookfield
Commc’ng174 F.3d at 1060). Courts look both to ‘tredative sophistication of the relevant
consumer,’Fortune Dynamic618 F.3d at 1038, and the cost of the itBnookfield Commc’ns
174 F.3d at 1060, in determining the degree of lileely to be exercisa by the purchaser. The
“reasonably prudent consumer” is expectedlié more discerning—and less easily confused
when he is purchasing expensive itemisl”’ “On the other hand, whetealing with inexpensive
products, customers are likely to exercisgsleare, thus making confusion more likelyd"

Plaintiff contends the phes’ energy drinks are “ratively inexpensive” and
“likely to be purchased casually or on arpimse.” Mem. at 11. To support this argument,
plaintiff provides evidence that Monster’s enedgink typically retails for $2 to $3 per drink ar
BeastUp’s energy drink retailsrf§2.50 per drink. Sacks Def§l24 & Ex. 17; Bellinger Decl.
Ex. 1 at 3839 (167:12-168:13) & Ex. 8 at 2-3. Whewerages cost only a few dollars, cour,
have found the price support$irrding that consumers purchagisuch products exercise a low
degree of careSee, e.gPom Wonderful LLC775 F.3d at 1127 (fact thaihgle-serve beverage
cost between $1.99 and $2.49 weighed in favdinding likelihood of confusion “because
consumers are likely to exercise a lovge of care” when purchasing the beveradéasen
Beverage Co. v. Cytosport, In&lo. CV 09-0031-VBF(AGRXx), 2009 WL 5104260, at *20 (C.I
Cal. Nov. 4, 2009) (fact that beverages cost $4teach supported finding that consumers lik
to associate both drinks with same sourGg}pSport, Inc. v. Vital Pharm., In&17 F. Supp. 2d
1051, 1077 (E.D. Cal. 2009) (fact that proteimKsi cost $3 to $5 favored finding likelihood of]
confusion);CSC Brands LP v. Herdez Corf91 F. Supp. 2d 1145, 1153 (E.D. Cal. 2001)
(“Given that these beverages are sold in supdetsand are low cost, the degree of care like

to be exercised by purchasers is minimal.”).
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This factor weighs in favor ofinding of likely consumer confusion.

g. Defendant’s Intent in Selecting Mark

While “not required for a finding of trademark infringemerrookfield
Commc’ns 174 F.3d at 1059, “[w]hen an alleged infrer knowingly adopts a mark similar to
another’s, courts will presume an intent to deceive the pubéfitial Airline Guides 6 F.3d at
1394 (citingk .& J. Gallo Winery v. Gallo Cattle C®67 F.2d 1280, 1293 (9th Cir. 1992)).
Plaintiff argues defendant kneaf plaintiff's energy drinksand the Claw Icon and marks
incorporating the word BEAST years before aefent started its busireand began selling its
own energy drink bearing a similar mark. Mahl11. In support of th assertion, plaintiff
provides evidence that defendantise President Jessee Waditigt became aware of Monster,
and its UNLEASH THE BEAST! mark betwe@004 and 2006, before defendant launched it
BeastUp energy drink in 2014. Bellinger Ddex. 6, at 9-10 (25:5-26:20); Ex. 7, at 4.

Defendant does not dispute it knewhbdnster and its Claw Icon and marks
incorporating the word BEAST bare starting its businessSee, e.g.Bellinger Decl. Ex. 6 at 9—
10 (25:24-26:20 (testimony of Jes$¥aetly stating he first becaaware of plaintiff's marks
incorporating the word BEAST stetime in the mid-200s). Defendant instead argues it adoj
its mark in good faith and with no intent tocéese consumers or to affiliate defendant with
plaintiff. Opp’n at 10. Howevefan intent to confuse consumers is not required for a findin
trademark infringementBrookfield Commc’'nsl74 F.3d at 1059 (citinQreamwerks142 F.3d
at 1132 n.12 (*Absence of malice is no defenseademark infringement.”)). Therefore, the
intent factor only sligtly favors plaintiff.

h. Likelihood of Expansion of Product Lines

“[A] ‘strong possibility’ thateither party may expand his business to compete
the other will weigh in favor of findinthat the present use is infringingSleekcraft599 F.2d at
354. When, however, the partiesrémady compete to a significanttert,” as they do here, this
factor is “relatively unimportant” tthe likelihood of onfusion analysisBrookfield Commc’ns
174 F.3d at 1060. Neither party has submittedemad of planned expansion, and plaintiff do

not allege defendant’s use impedes its expansion plans. Therefofactiiss neutral.
21
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i. Evaluation of the Factors

Evaluating all the factors and the evidence provided by the parties, the court
cannot find plaintiff has, asraatter of law, demonstratedikelihood of consumer confusion,
although it is a close call. Whilexsof the eight factors favor platiff, in determining whether a
likelihood of confusion of the paes’ marks exists, the couttbes not “merely count beans or
tally points.” Stone Creek875 F.3d at 431see also Thane Int'l, Inc305 F.3d at 901 (“The list
of [Sleekcraftfactors is not a score-card—hether a party ‘wins’ a majjity of the factors is not
the point.”). “Not all factorsre created equal, and their tela weight varies based on the
context of a particular caseStone Creek875 F.3d at 431. Here, a triable issue remains on
“critical question” of the degreaf similarity of the marks GoTo.com, In¢.202 F.3d at 1205ee
SunEarth, Inc. v. Sun Earth Solar Power (¢o. C 11-4991 CW, 2013 WL 4528539, at *13
(N.D. Cal. Aug. 23, 2013) (“[T]he classic typesafurce confusion, ‘forward confusion,’ [is]
where customers ‘want to buy the senior usemslpct and because of the similarity of marks
mistakenly buy the junior user’s mhact instead’ . . . .” (quoting McCarthsuprag § 23:10),
amended in partNo. C 11-4991 CW, 2013 WL 6157208 (N.D. Cal. Nov. 22, 20413}, aff'd
650 F. App’'x 473 (9th Cir. 2016pn reh’g en banc839 F.3d 1179 (9th Cir. 2016). Therefore
the question of likelihod of consumer confusion “should baswered as a matter of fact by a
jury, not as a matter of law by a courfbrtune Dynamic618 F.3d at 1031.

The court DENIES plaintiff's motion for summary judgment on its trademark
infringement and false designation of origin claims under 15 U.S.C. 88 1114 and 1125.

B. Unfair Competition

Plaintiff also requests the court grantrsuary judgment on its unfair competitio
claims under California Busine&sProfessions Code section 1726i0seq.and California
common law. Mem. at 11-12. The standard for federal Lanham Act unfair competition is

same as that for Lanham Act trademark infringement. Beaekfield Commc’nsl74 F.3d at

>

the

the

1045 (both trademark infringement and unfaimpetition under Lanham Act require establishing

defendant is using mark confusingly similar to daprotectable trademark of plaintiff). Furthe

the elements of California “state common law claims of unfair competition and actions pur
22
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to California Business and Prgions Code § 17200 are ‘substahtiabngruent’ to claims mad
under the Lanham Act.Cleary v. News Corp30 F.3d 1255, 1262-63 (9th Cir. 1994) (citing
Acad. of Motion Picture Arts & Scig. Creative House Promotions, 1n@44 F.2d 1446, 1457
(9th Cir. 1991)Meta-Film Assocs., Inc. v. MCA, In&86 F. Supp. 1346, 1362 (C.D. Cal. 198
The court DENIES summary judgment omipliff's unfair competition claims for
the same reasons it has denied sumnpualyment on plaintiff's Lanham Act claims.

C. Trademark Cancellation

Plaintiff additionally seeks cancellation of defendant’s U.S. Trademark
Registration No. 4,584,629 for the BEASTUP markdzhon the likelihood of confusion of
defendant’s mark with plaintiff marks containing the word BEAST. Mem. at 12. The Lanh
Act gives federal courts gutrity to cancel trademark resgiations. 15 U.S.C. § 11109.
Cancellation of a trademark registration isger “when (1) there ia valid ground why the
trademark should not continuelte registered and (2) therpapetitioning for cancellation has
standing.” Star-Kist Foods, Inc. v. P.J. Rhodes & Ci85 F.2d 346, 348 (9th Cir. 1984) (inter
guotations omitted) (quotinigt’l Order of Job’s Caughters v. Lindeburg & Cp727 F.2d 1087,
1091 (Fed. Cir. 1984)).

1. Standing

To establish standing, “treancellation petiiner must plead and prove facts
showing a ‘real interest’ in the proceedings,”iethrequires a demonstration that the petitione
“Is ‘more than an intermeddler’ but rather hgseasonal interest [in theancellation], and that
‘there is a real controverdetween the parties.’"Hokto Kinoko Co. v. Concord Farms, Inc.
810 F. Supp. 2d 1013, 1034 (C.D. Cal. 2011) (quotingReostso & Mastracco, Inc. v. Giant
Food, Inc, 720 F.2d 1263, 1265 (Fed. Cir. 1983), tisar-Kist Foods735 F.2d at 349xff'd,
738 F.3d 1085 (9th Cir. 2013). Plaintiff has a “realne$€’ in this action inthat it is asserting it
owns the Claw Icon and various marks contairtirgword BEAST. Furthre plaintiff has shown
the presence of a real camtersy between the parties bieging a likelihood of confusion

between its marks incorporating the word BHASd defendant’s regfiered BEASTUP mark
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that “is not wholly without merit.” McCarthysupra 8 20:46. Therefore, plaintiff has standing
seek cancellation.

2. Cancellation Grounds

“Federal courts may cancel registratiddased on the same grounds that would
applied by the U.S. Patent and Trademarkdeffinamely those provided by 15 U.S.C. § 1064
Petroliam Nasional Berhad v. GoDaddy.com, Ji@87 F. Supp. 2d 856, 869—70 (N.D. Cal. 20
(citing D. & M. Antique Imp. Corp. v. Royal Saxe Coiill F. Supp. 1261, 1268 (S.D.N.Y.
1969)),aff'd, 737 F.3d 546 (9th Cir. 2013). “For the fifiste years after regtration, a trademar
registration may be challenged fany reason that would havedn sufficient to refuse the
original registration, 15 U.S.C.864(1), such as likelihood obnfusion, 15 U.S.C. § 1052(d).
Synoptek, LLC v. Synaptek Corg09 F. Supp. 3d 825, 834 (C.D. Cal. 2018). “Once a trade
has been registered for more than five yeard,thus is incontestable, the grounds available t
cancel the registration narrow significantlyricano longer include likénood of confusion.
Kleven v. HerefordNo. CV 13-02783-AB(AGRXx), 2015 W#977185, at *21 (C.D. Cal. Aug.
21, 2015).

Here, defendant’s BEASTUP mark has besgistered for less than five years,
since August 12, 2014. Bellinger Decl. Ex. 11. Bfeare, plaintiff may seek cancellation on
grounds of likelihood of confusion. As explad above, however, the court finds a genuine
factual dispute remains regard the likelihood of confusin between plaintiff’'s marks
containing the word BEAST arakfendant's BEASTUP mark.

Because the record before the calwdws a triable issue on likelihood of
confusion posed by the coexisterof the parties’ marks ingimarketplace, the court DENIES
plaintiff's summary judgment motion &s its trademark cancellation claim.

D. Trademark Dilution

Plaintiff further moves for summarygilgment on its trademark dilution claim
under 15 U.S.C. § 1125(c). Mem. at 12-14. “Dilui®a cause of actiomvented and reserve
for a select class of marks—those marks witthguowerful consumer associations that even

non-competing uses can impinge on their valu&/éry Dennison Corp. v. Sumpid89 F.3d
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868, 875 (9th Cir. 1999). It “refers to the ‘whitilj away of the value @f trademark’ when it's
used to identify different productsMattel, Inc. v. MCA Records, In@296 F.3d 894, 903 (9th
Cir. 2002) (quoting McCarthysupra § 24:67). “For example, Tylenol snowboards, Netscap:s
shops and Harry Potter dry cteas would all weaken thedmmercial magnetism’ of these
marks and diminish their ability to eke their original associationsld. (citing Ralph S. Brown,
Jr.,Advertising and the Public Interedtegal Protection of Trade Symbp&7 Yale L.J. 1165,
1187 (1948)reprinted in108 Yale L.J. 1619 (1999)). “Thesses dilute the selling power of
these trademarks by blurring their uniquenesssngularity, [or] by tarnishing them with
negative associationsld. (internal citation omitted).

To prove a claim for dilution under 15 UGS.8 1125(c), “a @intiff must show
that (1) the mark is famous and distincti{2), the defendant is making use of the mark in
commerce; (3) the defendant’s use began afeenthrk became famous; and (4) the defendar
use of the mark is likely to cause ditutiby blurring or dilution by tarnishmentJada Toys, Inc
v. Mattel, Inc, 518 F.3d 628, 634 (9th Cir. 2008). “Whether a defendant’s mark creates a
likelihood of dilution is a faetal question generally not appriate for decision on summary
judgment.” Visa Int'l Serv. Ass’'n v. JSL Cor$10 F.3d 1088, 1090 (9th Cir. 2010) (citirada
Toys, Inc, 518 F.3d at 632). Nevertheless, a coway grant summary judgment on a dilution
claim if no reasonable factfinder “couiall to find a likelihood of dilution.”Id. Plaintiff's
dilution claim focuses on its Claw Icon. Colffl 73—79. Plaintiff argues it is entitled to
summary judgment on its dilution claim becausgeanouine dispute exists as to the fame of
plaintiff's Claw Icon or the likehood defendant’s claw marks wdilute plaintiff's Claw Icon.
Mem. at 13.

1. Fame of Plaintiff's Mark

To satisfy the fame element of a fedetdlition claim, “a mark must be truly
prominent and renowned Avery Dennison Corpl189 F.3d at 875 (brackets, internal quotatig
and citation omitted). “A mark is famousitifis widely recognized by the general consuming
public of the United States as a designatioscnfrce of the goods orrsees of the mark’s

owner.” 15 U.S.C. § 1125(c)(2)(A). The protection afforded by a dilution claim thus can e
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only to marks that are a “household namé&lane Int’l, Inc, 305 F.3d at 911 (citing.B.C.
Carpet Co., Inc. v. NaeinNo. 00-CV-4884-FB, 2002 WL 100604, at *5 (E.D.N.Y. Jan. 22,
2002)). Examples of markath the requisite degree &dme include “TIFFANY,”
“POLAROID,” “ROLLS ROYCE,” “KODAK,” “CENTURY 21" and “OSCAR” (of the Motion
Picture Academy)Fruit of the Loom, Inc. v. Girouar®94 F.2d 1359, 1362-63 (9th Cir. 1993
(citing McCarthy,supra 8§ 24:14);see alsdahon N. Am., Inc. v. HoNo. 11-cv-05835-ODW
(JCGXx), 2012 WL 1413681, at *9 (C.D. Cal. Agd, 2012) (“[T]rademark dilution claims are
restricted to truly famous marks, such as Budweiser beer, Camel cigarettes, and Barbie d
(citing Bd. of Regents, Univ. oEX. Sys. v. KST Elec., Lt&50 F. Supp. 2d 657, 679 (W.D. Te
2008)).

To evaluate the fame of a mark, cowtssider several nonexclusive factors,
including (1) “[tlhe duation, extent, and geogtaip reach of advertisg and publicity of the
mark, whether advertised or publicized by the avworehird parties”; (2 “[tjhe amount, volume,
and geographic extent of sales of goods or services offered uaduatk’; (3) “[t]he extent of
actual recognition of the markand (4) “[w]hether the mark vgaegistered under the Act of
March 3, 1881, or the Act of Februa@, 1905, or on the principal registeddada Toys, Ing.
518 F.3d at 635 (citing 15 U.S.C. 8§ 1125(c)(2)(Ahhe date of the defendant’s first alleged u
of the infringing mark in commerce, and not necelysthe particular use being challenged in 1
litigation, fixes the date by whicthe court measures the famousness of a plaintiff's n&ele.
Nissan Motor Co. v. Nissan Computer Cog¥8 F.3d 1002, 1012-13 (9th Cir. 200Rinterest,
Inc. v. Pintrips, Inc.140 F. Supp. 3d 997, 1031 (N.D. Cal. 2015). Here, the evidence befor]
court shows defendant first usiéslclaw marks in commerce May 2014 when it began selling
its BeastUp energy drinkBellinger Decl. Ex. 1 & (44:13-23), 9-10 (50:16-51:10), 10-11
(51:23-52:12), 14-15 (59:12—-@); 15-16 (60:21-61:1)l. Exs. 2-3jd. Ex. 8 at 2. Therefore,
plaintiff must demonstratestClaw Icon achieved the requisite level of fame by May 2014.

To support its fame argument, plaintiff provides much of the same evidence
offered to show the strength of its marks.aff@vidence establishes plaintiff began using the

Claw Icon in 2002 and displays it on the produaitainers of all beveges in the Monster line
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of energy drinks. &cks Decl. {1 3—4, 9-1i@. Exs. 6—7, 9, 12, 14. Plaintiff's evidence further
shows that between 2002 and 2013, the year bd&fsmndant began selling its BEASTUP enefgy
drink, plaintiff spent $2.2 billion in advertising apdomoting its marks, including the Claw lcgn.
Sacks Decl. § 23. This advieihg expanded the use of tBéaw Icon beyond the beverage
containers to other goods suchclgthing, backpacks, water bottleports helmets, wristbands
stickers and decals, as well as to sponsorsifipthletes, teams, competitions, tours and other
events and general marketing, such as postigrss, and stickers. Sacks Decl. 11 25, 33—-45.|As
noted above, plaintiff provides evidence that it lof drinks holds 88 percent by dollar value
market share of the U.S. enemyynk market and th&tom 2002 to 2013 plaintiff sold more than
$10 billion worth, more than 6.8 billion cans, of M®nster line of energgrinks displaying the
Claw Icon on the container. SacRecl. 1 21, 22. To show therfa of its Claw Icon, plaintiff
also offers survey evidence showing 67.2 peroépbtential energy drink consumers associate
the Claw Icon with MonsterSimonson Decl., ECF No. 44, {1 14-itb;Ex. 1, ECF No. 44-1, at
5, 9-10.

Defendant disputes the sufeicy of plaintiff's evidene to support a finding of
fame. Opp’n at 10. Defendant first argues pitiirelies on self-servig statements in the
declaration of its own chairman and CEO, Rod8agks, to assert the fame of its Claw Icon and
lacks credible evidence to support thoseest@nts. Opp’n at 11. Defendant cannot avoid
summary judgment, however, simply by labglpiaintiff's evidence “self-serving.Horphag
Res. Ltd. v. Garcigd75 F.3d 1029, 1037 (9th Cir. 2007) (defendant could not avoid summary
judgment on trademark dilution claim by callipintiff's evidence a “bald assertion”);
Gasaway v. Nw. Mut. Life Ins. C@6 F.3d 957, 960 (9th Cir. 1994) (holding non-moving party
cannot avoid summary judgment when movingyphéas provided competent evidence simply by
arguing evidence is “self-serving speatitbn that should be disregarded”).

Defendant also argues plaintiff's survey evidence does not provide sufficient
market context for any of plaintiff's sales figisror raw number data and does not explain how
those figures relate to those of plaintiff'shgpetitors. Opp’n at 11-12. The court finds this

argument has some force. Plaintiff's evidesgggests its Claw Icon dattained a level of
27
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national recognition among energyrdeiconsumers, but a showing of specialized or niche m
fame does not satisfy the rigorous fame standard of trademark dil&em).e.g MGA Entm't,
Inc. v. Dynacraft BSC, IncNo. 2:17-CV-08222-ODW-KS, 2018 W2448123, at *6 (C.D. Cal.
May 30, 2018) (“[T]he Trademark Dilution Rewsi Act of 2006 restricted the statute from
protecting marks that are famoasly in ‘niche’ markets.”)Planet Coffee Roasters, Inc. v. Dar

No. SACV 09-00571-MLG, 2009 WL 2486457,*8t(C.D. Cal. Aug. 12, 2009) (sameJentury

21 Real Estate LLC v. Century Ins. Grido. 03-0053-PHX-SMM, 2007 WL 484555, at *14 (D.

Ariz. Feb. 8, 2007) (same&ff'd sub nom.Century 21 Real Estate LLC v. Century Sur., Co.
300 F. App’x 527 (9th Cir. 2008). While the egitte here shows exteves advertisement and
sales of Monster’s line of ergyr drinks bearing the Claw Icon avenore than a decade prior to
defendant’s first use, it does raminclusively show the Claw Icon attained the requisite level
nationwide fame among the general populati8eel5 U.S.C. § 1125(c)(2)(A) (fame requires
mark be “widely recognized by the generahsuming public of the United States”).

The court cannot, as a matter of law, findttplaintiff’'s Claw Icon is sufficiently
famous.

2. Likelihood of Dilution by Blurring

Plaintiff argues defendant’s claw markglwause dilution by blurring. Mem. at
13-14. Blurring “occurs when a defendant usesntilf’s trademark to identify the defendan
goods or services, creating the possibility thaintlaek will lose its abiliy to serve as a unique
identifier of the plaintiff's product.”"Panavision Int’l, L.P. v. Toeppet41 F.3d 1316, 1326 n.7,
(9th Cir. 1998). To assess dilution by way afrbhg, courts look to (1) the degree of similarit
between the marks; (2) the degree of distinctigssrad the famous mark; (3) the extent to whic
the owner of the famous mark is engagingubssantially exclusively @sof the mark; (4) the
famous mark’s degree of recotgon; (5) whether the user of the mark intended to create an
association with the famous mark; and (6) aotual association between the two marks.
15 U.S.C. 8 1125(c)(2)(B). The likelihood of ditun factors are “strikingly similar” to the

likelihood of confusion test for trademark infringement analySiseAirwair Int’l Ltd. v. Vans,
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Inc., No. 5:12-CV-05060-EJD, 2013 WL 37863097an.1 (N.D. Cal. July 17, 2013) (applying
likelihood of confusion analysis @ssess dilution by blurring).

Plaintiff’s likelihood of dlution arguments repeatany of its likelihood of
confusion arguments. The first and fifth factdhe degree of similaritpetween the marks and
intent to create an association with the fammask, favor denying summajpydgment. Plaintiff
argues defendant’s claw marks are highly sintdgplaintiff’'s Claw Ilcon. Mem. at 13. Althoug
plaintiff need only show defendant’s claw masks “likely to impair the distinctiveness” of
plaintiff's Claw Icon,Abercrombie & Fitch Trading Cp633 F.3d at 1172, as explained above
triable issue of fact remains as to the sintyaof the marks when ewed in their overall
marketplace context. Thereforeetfirst factor weighs against anéling of likelihood of dilution.
With respect to the fifth factor, defendant’s mteplaintiff offers no evidence but argues it dog
not negate a showing of likelihood of dilution. Mem. at 14 (citfigg, 610 F.3d at 1091). The
intent factor is neutral.

The remaining blurring factofavor plaintiff. With respect to distinctiveness, tf
court has found above the Claw Icon is a strontkmdéth some degree dlistinctiveness, but a
genuine factual dispute remains as to its faliveth respect to plaintiff's exclusive use of the
mark, plaintiff asserts it “is engad in the exclusive use of ®aw Icon” and defendant has no
produced evidence of third-party use of similarksa Mem. at 13. Regarding exclusivity and
recognition, plaintiff has offeceuncontroverted evidence showing it has exclusively used th
Claw Icon and that the Clawdn has attained a high degree@fognition due to plaintiff's
extensive sales, advertisingd promotion featuring the mka Sacks Decl. Y 4, 21-23, 25-26
29-42, 44id. Exs. 19, 22, 25-35. Plaintiff also has provided survey evidence showing 67.
percent of energy drink consumers associat€tae Icon with Monster. Simonson Decl. EX.
at 5, 9-10. Finally, regardingtaal association, plaintiff pvides a survey of potential
customers showing 27.9 percent of customers polled believed some affiliation existed bet
plaintiff's and defendant’s prodts. Klein Decl. Ex. 1 at 2—3, 14-18. Further, some survey

respondents stated defendant’s marks were amdhsy believed the BeastUp energy drink w
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put out by Monster, put out bydlsame company as Monsterequired authozation from
Monster. Klein Decl. Ex. 1 at 62, 64, 76, 80, 122, 124, 128, 134, 136, 140, 158, 164, 182.

For the same reasons discussed abayardeng likelihood of confusion, plaintiff
has not shown dilution as a matter of law. A gaaudactual dispute exis&s to the critical
similarity factor. Because plaintiff has not siid the fame or likelihood of dilution elements,
the court denies summary judgment oaimiff’'s trademark dilution claim.

E. Defendant’'s Affirmative Defenses

In addition to moving for summary judgmeon its own claims, plaintiff seeks
summary judgment on defendant’s affirmative deés of laches, waivesicquiescence, unclea
hands and priority. Mem. at 14-20. Defendagdrs the burden of proof on its affirmative
defensesJones v. Tabe648 F.2d 1201, 1203 (9th Cir. 198B)laintiff contends the court
should grant summary judgment defendant’s affirmative defenses because defendant doe
respond to plaintiff's argumentsr summary judgment and has moesented any evidence to
support these defenses. Repl9.atDefendant asserts disputeiain as to genuine issues of
material fact, precluding summygjudgment. Opp’n at 8-9.

1. Laches

“Laches is an equitable defense to Lanham Act clairgrnet Specialties W.,
Inc. v. Milon-DiGiorgio Enters., In¢559 F.3d 985, 989 (9th Cir. 2009) (citiGpTo.Com, Ing.
202 F.3d at 1209). To prevail on a laches defeaslefendant must prove (1) the plaintiff
unreasonably delayed in bringingtsand (2) as a result ofé¢hdelay, the defendant suffered
prejudice. Id. at 990. Plaintiff argues tendant cannot prove eithelement, Mem. at 14, while
defendant contends an issue of material factains as to whether plaintiff waited an
unreasonable and prejudiciahtgh of time in bringing & lawsuit, Opp’n at 9.

In assessing the reasonableness of ddlaycourt “must first decide whether [a
plaintiff] filed suit within the appliable” statute of limitations periodnternet Specialties W.,
Inc., 559 F.3d at 990. When a plaintiff filed swithin the limitationsperiod, “the strong
presumption is that laches is inapplicabl@drrow Formulas, Inc. viNutrition Now, Inc.

304 F.3d 829, 835 (9th Cir. 2002). The Lanham Acitains no statute of limitations, so feder
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courts borrow the statute of limitans from analogous state la@eed. at 836. In this case, th
court finds California’s four-yeastatute of limitations for ademark infringement actions
governs as the most analogous limitations perteeePinkette Clothing, Inc. v. Cosmetic
Warriors Ltd, 894 F.3d 1015, 1025 (9th Cir. 2018) (fingiCalifornia’s four-year statute of
limitations for trademark infringaent actions most analogoub)jternet Specialties W., Inc.
559 F.3d at 990 & n.2 (applying four-year lintitans period from California trademark
infringement law). Additionally, the court meassardelay from the time plaintiff knew or shou

have known of the allegedly infringing condué&at Right Foods, Ltd. v. Whole Foods Market

Inc., 880 F.3d 1109, 1116 (9th Cir. 2018) (citiBgergreen Safety Council v. RSA Network,Inc.

697 F.3d 1221, 1226 (9th Cir. 2012)).

Here, plaintiff timely filed suit withirthe four-year statutory period. Although
defendant asserts in its affirmative defense itdess using its marks in connection with hats
shirts since 2009, Am. Ans., ECF No. 28, 1 101, pimclaims stem from defendant’s use of
its marks in connection with iBeastUp energy drink, not prioraig connection with clothing.
Compl. 11 40-44. Therefore, plaintiff could hawmwn of its potential claims for trademark
infringement, false designation of origin, unfair competition and trademark dilution no earli
than May 2014, when defendant began sellisg@gastUp energy drinkssing the allegedly
infringing marks. SeeBellinger Decl. Ex. 8 at 2. Plaifiticould have known of its potential
trademark cancellation claim no earlier tugust 12, 2014, when defendant’s trademark
registration issuedSeeBellinger Decl. Ex. 11. Plaintifiled its complaint on August 2, 2017,
less than four years after pstential claims accruedseeCompl. Accordingly, a strong
presumption against the ap@lton of laches ariseslarrow Formulas, InG.304 F.3d at 835.
Further, defendant has not provided evidenosvsiy it suffered prejudice as the result of any
delay by plaintiff in filing this lawsuit. Platiff is entitled to summary judgment on defendant
laches defense; its motion in this respect is GRANTED.

2. Waiver

“Waiver is the intentional relinquishmeat a known right with knowledge of its

existence and the intent to relinquish itUhited States v. Kinfeatures Entm’t, In¢.843 F.2d
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394, 399 (9th Cir. 1988) (citingBS, Inc. v. Merrick716 F.2d 1292, 1295 (9th Cir. 1983)). Td
apply, “waiver must be manifested in an unequivocal manrmdarketquest Group, Inc. v. BIC
Corp.,, 316 F. Supp. 3d 1234, 1294 (S.D. Cal. 2018) (internal quotations and citation Orsés
also Groves v. Pricketd20 F.2d 1119, 1126 (9th Cir. 1970) (“[T]o constitute an ‘implied wali
of substantial rights, thconduct relied upon must be cleagGidiwe and unequivocal . . . .").

Here, defendant has not addresseddtfiisnative defense in its opposition and
proffers no evidence of plaintiff's “clear, deoie and unequivocal” inté to relinquish its
trademark claims against defendant. To the contpdaintiff sought to enforce its rights less
than three years after defendbagan its alleged infringemenfccordingly, the court finds no
genuine dispute that plaifftdid not waive its rights@d GRANTS summary judgment to
plaintiff on the waiver defense.

3. Acquiescence

The equitable defense of acquiescence “limits a party’s right to bring suit
following anaffirmativeact by word or deed by the party ticahveys implied consent [to use (¢
a mark] to another.’Eat Right Foods Ltgl880 F.3d at 1121 (alteration and emphasis in origi
(internal quotations omitted) (quotir@gller Agency Council, Inc. v. Kieedy Ctr. for Real Estat
Educ., Inc, 621 F.3d 981, 988 (9th Cir. 2010)). Taaddish an acquiescence defense, a
defendant must show: “(1) the senior user activepyesented that it woultbt assert a right or :
claim; (2) the delay between the active represemand assertion of threght or claim was not
excusable; and (3) the delay caused the defendant undue prejgidtier’ Agency Council, Inc.
621 F.3d at 989 (quotingroFitness Physical Therapy Gtr Pro-Fit Orthopedic & Sports
Physical Therapy P.C314 F.3d 62, 67 (2d Cir. 2002)). Acgsgence thus shares two elemen
in common with laches, but alscequires an affirmative represetiba by the plainff that it will
not assert a claim.Eat Right Foods Ltd 880 F.3d at 1121 (citingeller Agency Coungil
621 F.3d at 989).

Plaintiff asserts defendacannot show plaintiff affirratively represented it woulg
not assert a right alaim against defendant. Mem.1&. Defendant has not produced any

evidence of affirmative conduct that could pd®/a foundation for an acquiescence defense.
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Further, to the extent defendant’s acquieseatefense focuses on any delay by plaintiff,
defendant’s inability to prevail on its lachégsfense dooms its acquiescence defense as kuell.
& J. Gallo Winery v. Pasatiempos Gallo, S.905 F. Supp. 1403, 1414 (E.D. Cal. 1994).
Therefore, the court GRANTS summary jnggnt on defendant’s acquiescence defense.

4. Unclean Hands

“The doctrine [of unclean hands] bar$ietto a plaintff who has violated
conscience, good faith or other &qble principles in his prioranduct, as well as to a plaintiff
who has dirtied his hands in acquiritinge right presently assertedDollar Sys., Inc. v. Avcar
Leasing Sys., Inc890 F.2d 165, 173 (9th Cir. 1989). “To prevail on an unclean hands defe
‘the defendant must demonstrate that the pféisitonduct is inequitble and that the conduct
relates to the subject matter of its claimsBrother Records, Inc. v. Jardind18 F.3d 900, 909
(9th Cir. 2003) (quotindgevi Strauss & Co. v. Shilpd21 F.3d 1309, 1313 (9th Cir. 1997)). In
the trademark context, however, “it is nabegh that the trademark plaintiff engaged in
misconduct regarding theattemark generally.2Die4Kourt v. Hillair Capital Mgmt., LLC
No. SACV 16-01304 JVS(DFMx), 2016 WL 84895, at *9 (C.D. Cal. Aug. 23, 2016)fd,

692 Fed. App’x 366 (9th Cir. 2017¥Rather, the trademark defendantist also show that the
plaintiff used the trademark with theesgific intent to deceive consumerdd. (citing Japan
Telecom. Inc. v. Japan Telecom Am.,|1@87 F.3d 866, 870 (9th Cir. 2002) (“To show that a
trademark plaintiff's conduct is inequitable feledant must show that plaintiff used the
trademark to deceive consumers . . .D9jlar Sys., InG.890 F.2d at 173 (“Bad intent is the
essence of the defense of unclean hands.” (dtielis Fargo & Co. v. Stagecoach Props., Jnc

685 F.2d 302, 308 (9th Cir. 1982)).

nse,

Here, plaintiff argues defendant has madeallegation and produced no evidence

that plaintiff used its trademarkdth the specific intent to deceavcustomers. Mem. at 17. In its

amended answer, defendant alleg@sintiff has engaged in a patteofifiling frivolous lawsuits
against legitimate trademark owners in orideaicquire a greatergnopoly over generic words
and phrases than the Lanham Act allows.” .Ams. § 102. Beyond these allegations, defenc

does not offer any evidence plaintiff has usedntarks with the specific intent to deceive
33
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consumers. Accordingly, the court grants sianmudgment to plaintiff on defendant’s unclean

hands defense.

5. Priority

A party acquires ownership of a teadark through priority of useBrookfield
Commc’ng174 F.3d at 1047 (quotirfgengoku Works Ltd. v. RMC Int'l, Lt@6 F.3d 1217, 121
(9th Cir. 1996)). For a party sstablish it has priority in a patilar mark over a rival user, the

party must show it was the first to use the mark in commedee Indus., LLC v. Jim O’Neal

Distrib., Inc, 578 F.3d 1154, 1158 (9th Cir. 2009) (“It is adinal principle of federal trademark

law that the party who uses the mark first geetsrity.”). The Lanham Act protects the earlier
“useof a mark in commerce.Grupo GiganteSA De CV v. Dallo & Co., Inc391 F.3d 1088,
1093 (9th Cir. 2004) (emphasis in original). “[l]tnst enough to have inkeed the mark first or
even to have registered it fiyshe party claiming ownership musave been the first to actually
use the mark in the sale of goods or servic&ehgoku Works Ltd96 F.3d at 1219. “The first
to use a mark is deemed the ‘senior’ userlaaslthe right to enjoitjunior’ users from using
confusingly similar marks in the same industngl anarket or within theenior user’s natural
zone of expansion.Brookfield Commc’'nsl74 F.3d at 1047 (citing cases).

Defendant alleges in supportitd third affirmative defense that it has priority of
use regarding plaintiff's marksaorporating the word BEAST amdne of plaintiff's trademark
registrations relating to the & Icon. Am. Ans. 1 13, 103. Plaintiff seeks summary judgm
on defendant’s priority defense, asserting it, né¢ni@ant, has priority withespect to the marks
Mem. at 19, while defendant claims a question of material fact remains as to the question
priority, Opp’n at 8. The uncontroverted evidershows plaintiff has used its Claw Icon and
UNLEASH THE BEAST! mark in connection witks energy drinks since April 2002, before
defendant formed its business and began usSBEASTUP mark in commerce in connection
with clothing in 2009. Sacks Decl. 11 3—4, EQ; 6; Bellinger Decl. Ex. 1 at 19 (113:9-18),
Ex. 7 at 2-3ijd. Ex. 8 at 2-3. The evidence also sbgaintiff has used the UNLEASH THE

NITRO BEAST! mark in connectiowith its energy drinks sinca least July 2009. Sacks Dec].

112 & Ex. 7. Defendant filed its applicatitor trademark registration for the BEASTUP marl
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on October 5, 2009, and began using the BEASTUIR maconnection with beverages in May
2014. Bellinger Decl. Ex. 1 at 6 (44:21-23), 14-15 (59:24—601Fx. 3;id. Ex. 8, at 2jd. Ex.
11. Defendant did not submit evidence to contratiese established facts. The court thus fif
plaintiff has priority of use wh respect to the Claw Icon @marks incorporating the word
BEAST.

Further, defendant alleges it has priootyer the nine marks of plaintiff's

identified in defendant’'s Amended Answer, whalhincorporate plaintiff's Claw Icon, because

plaintiff filed applications for trademark registi@tis for these marks aftdefendant’s first use ¢
its marks on clothing and accessories in 2009. Am. Ans.  13; Bellinger Decl. Ex. 1 at 6 (4
20), 19 (113:11-19)d. Ex. 8 at 4-5. Plaintiff, however, assait began using the relevant ma
earlier than the filing dates of the trademaggistrations. Mem. at 19-20. And the evidence
before the court shows each of the tradé&megistrations identified by defendant in the
Amended Answer lists a date of first useeommerce between 2002 and 2006. Sacks Decl.
19 25, 27-28d. Exs. 18, 21, 24. Defendant did no¢ate its own claw logo until September
2009 and did not use the claw logo or the silvawanarks near the top and bottom of the car
its energy drink can until May 2014 when defendaagan selling its energy drink. Bellinger
Decl. Ex. 1 at 9-10 (50:16-51:10), 10-51:¢3-52:12), 1415 (582—60:8), 18-19 (112:7—

113:20). Therefore, defendant also has not showenitgrof use over the nie marks identified i

the Amended Answer.

Because defendant has not raised a genssoe of materialdct regarding which
party has priority of use over the identifiedrnks the court GRANTS summary judgment to
plaintiff on defendant’ griority defense.

V. CONCLUSION

For the foregoing reasons, the courtNDES plaintiff's motion for summary
judgment of plaintiff's claims for trademarkfimgement, false desigtian or origin, unfair
competition, trademark cancellation and traddntglution. The court GRANTS the motion as

defendant’s affirmative defensetlaches, waiver, acquiescencaclean hands and priority.

The court set®ctober 4, 2019 at 10:00 a.m. as the date for the final pretrial conference. The
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parties’ joint final pretrial confence statement is due fourteen (d4ys prior to the final pretria

conference.
IT IS SO ORDERED.
DATED: August 13, 2019.
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