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JearchUP, Inc., regarding SaarchUP's smploy-nemt of a "pay for placement” business

mocal for its [nternet search enging services, is attached a1 Extubit 3.

(dj  The Intemet search engine services offe‘ed by SaarchUP, inc. wouly
infrainge at least some ¢.3ims presented May 26, 1999, in U5 Patent Application Senal

No. 097322,877 ta Davis o1 al. (hereinafter the "Dawis 1 a\. application ')

3 Cn information and pelief. the Internat search engine services offered by
SearchUP. Inc. and described sbove was first discovered to pust by ernployeas of

GoTo.cam Ing | assignee cf the Davis el al. spplication. on or about May 20. 13949,

q, {a}  1'have made a qid comparison petween the Internet ssarch engine
service offered by SearchUP Inc. and the following claims presented i, the Davis ef al.

application

N (b} Ciaim 15 of the Daws ot al application reads (except for differences in

formatiing) as follows:

A metnod of enabling a network infdirr atian provider to undata information
relling ‘o a search listing on a search result list generated by a comnuter network

sgarch engme, comprising the steps of:

mainiaining ar account database having at least one account record far each of
a2 plurality of network infarratior providers, said account record including at least one ‘

search listing having & search term and a bid amount; ard an account identifier;
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2, ia]  Thereis an Internat search anging service now being marketed on
lhe Interne? under the dormain name wwaw searchup com  This sarvica is being offered
by SearchlP. Inc. of Honoluw, Hawesi. A copy of a web page entitled “About
SearchUP, Inc.”. abtained at the Internat address httpHwswa s&arthup.comfabout cfm,
and prirced en Ju'y 15, 1998 is attached nere'o at Exhinit 1. In addition g oopy of 8
wab page enfitied "Banafits”. obtained at the Internet sadress
htip:fhwww. searchup.comfpenelits.cim, and printed on July 15, 1998 .5 attached hereto

at Exhibit 2.

b} SearchlP's weo page "Aboul SearchlIP, In¢”, shown at Exhibit 1,
asserts that the Internet seach engine services uifeced by SearchUP. Inc. utilize an
"automated bid pfacement service™ to recognize the “impartanse of top URL search
engine placements for Internet businesses” |n Exhibit 2, SearchUP. Inc ztates thal its
automated bid placemert service "allows web siles ta control thaeir URL placerment’ and
pormits web sites to "quickly add, update of remove URL submissions”. Ta conteal the
approximate piacemert of ther web site "within minules”, web sites may bid meney
ameoun;s for their web site lisling to appearr".vilhin a particular calegory or when
searcher-selectad kewwords arg entered. Web sitas may be hsled on SearchUP. Inc's
sarvice fres, but a money amount 1s collected by SearchUP, Inc. for web sites wishing
“in¢reased visiblity and MMEDIATE URL placemen”. URL positions are ranked in

o~der of bid amcunt, with the righest bid amcurtt Iisted on the top of the page for

greatest wsibrliy.

ic) A July 1. 1999 fetter rom Emilia ¥ Cannella. intellectual properly counsel

to GoTo.com, Inc assignees of the Davis et al applicaticn, 10 Bry3n Buck. president o*
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receiving from a netwerk informaton providé.r a change request for a search

listing un the netwark infarmation growder's account;

updating the search listing in the network infarmstion pravider's account record in

respoise 10 the change reqaest and

determining a position substantially in real tme for the updated search [fsting in a
search rasu’l lis! ganerated by the search engine rm response to a search request
receivad from a saarcher using the compser network, where he search term of the
updated search listing generates a malch with the search request and the pesition of

the updaled saarck listing i the s2arch resull list iz determined using the bid amount.

{c}  Claim 30 of tha Daws et al. application, as amended in the accompanying

Prelminary Amendment, reads (excaot for differences i forratting) as follaws:

A method of enabling a web e sromoter using & computer network lo update
information relat ng to & search ksting wilhin @ search resull hst generated by e sea reh
engine substantially in real ime in ‘esponse to a search request received Irofm a remote

camputer over the computer network, ¢caniprising the steps of:

maintainng an account database having at least one account recard for each of
a pluraity of web site promoters of the camputer network gaid account record incluging
an account identifier. and at least one search listing having a seerch term and a bid

amournt:
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providing the web site promoter with authenticatad bogin access. wherein the web
sa promptar's login access permits the web site premoter o modify tha wab site

promoter's account record:

modifying a search lishng of tha account record upon recerving a requést from

sald web site promoter: and

generating a search result list comprised of search listings wheren the search
‘erm for each search listing generates a match with the search request, 1ne search
listings in tha search result hst arranged in an onder cerresponding to the bid amounts of

Ihe search istmgs.

[d) A screan shot of a search result list generated by SearchUP, Inc.'s
Interng! sgarch engine serv.ce dascrivped above is attached herelo at Extubit 4. The
search result list contains entries obtained from a database tcontaining a pluralty of
search hstings, whars each search [kshing is associated with a hid amourt and a search
ierm In Exhibit 4 each entry in the search rasult hist is associated with one search
listing. The bid amount. & g $20fvear, 18 s'hcwn far eacn entry and the taxd "Web Sites
with 'cars’..." shown in ExFibit 4 indicates that each entry in the seareh resull listis
associated with the search term “cars”. The search result list of Exhibit 4 was
genarated after a search request was receivad {-om a searcher who wished 1o find
listtngs associated with the term "cars”. and containg an entry for each search listing in
the database whase search 1erm generates a match vath {he term "cars™ The postion

of the ertries of the search ~esult list of Exhibit 4 is determined. at leastin pan. in order
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of decreasing bid amount. with the highest bid amount appearnng at the tap of the

search result list page

Exhibit 5 comprisas a scresn shot from SearchUP, Inc.'s oniine account
marrager, showing that authenticated login access s providad to wely site awners
having rser accounts. Exhibil 615 & screen sho’ taken from within SearchUP. 1nc.'s
ontine account manager d splaying a ferm raquesting wek site owner information prior
to creating & user account. The user's emanl address 15 used as tha account identifier
and a password is generated by SearchUP, Inc. for the newly creatad usar accounl, As
shown in the saresn shots of Exhibit 7. the ¢realion of a user aceount permits users to
manage their accounis online  Far example, scraens can ba dignlayed permitling users
to perform funclions such as adding a Uniform Resource Locator {URL] to the
datapase. specifying search terms and a bid amount. changing \he bid amounts, or
deleting a URL. Payment information is requested when tre spealfied bid amount is

nonzero

5 In my opwion. at least clas 15 and 30 presented in the Davis et al.
application would unguestionakly be infringed if conlaingd in an issued U.S patent
which was not assignad to the provider of the Internst saarch engine service describad

above,

&. {a)  Furthermore. | am aware of several other Inlernel search engine
services that ublize a “pay for placement” business model that may now or in the future
Infringe claims presented in the Davis at al applicaton if such claims are cantaned in

Bn issued U S patent which was not assigned to the providers of these several Internel

(%1}
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search engine services. One such sefvica is now being marketed on the Internat under
the domain hame www hitsgalore.com, and is being offered by Hisgalore.com, Inc. of
Rancho Cucaronga Califernia. The Internet search angine service offered by
Hitsgalore.com. Inc was first known 10 exisl by employees of GoTa.com. Inc..

aszsigneaes of the Davis et al application. or or about May 10, 1999

A June 30,1999 etter fram Emiha F Gannslia, intellectual prooerty counsel for
GoTo.com, Inc., to the administrative contact for the domain name wiww hitsgalore.com
Is attached at Exhibi{ 8 A Copy o' 2 press elsase dated July 13, 1999 and entitled
"Hitsgalore.com Annaunces New ‘Pertal Ssrvices' and New Site Layout”, obtainad at
the internet address hitp ww hilzgalare com/prass_071399 shiml is attached hareto
at Exhitit @ In addition. 3 web page entittad “Keyword Bid & Rank”. abtaned at the
Internet address http:/fwww. 1 tsgalore.comtbidrank. shtml and printed an Seplamber 8,
1999 is attached hareto at Exhibit 10. Finally, 2 screan sho: of a search regult s

generated by Hitsgalore com's Internet search engine service is attached at Exhibit 11

{b)  Anather Internet search engire service utiizing a “pay for placamant”
business model is now being marketed on the Interret under the domain name
www. iseekil.corm, and is baing ofiered by | Seek It of Columbus. Ohic. The intamet
search engine service offered by | Seck It was first knawn 1 exist by employees of

GoTo.com, 1ng,, assignees of tha Davig et al. application, on or ahout May 24, 1993,

A July 1. 1999 |atter fram Emilia F. Cannelia, intellectual properly counsel for
GoTo.com. Inc , 10 Robart G Schuler, counsel for | Seek I, is astached hareta at Exhibit

12. A ¢ooy of a wab page entitled ‘Abput Us™, obtained at the Intemet address
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hip:frvavw 1seak? comifaq him ard printed an Seplember B, 1899 is atiached hereto at
Exhibit 14. A copy of 2 web page entitled "Terms and Condilions” oitamed at the
Iniernat address hitp Swww.iseekit comiterms.htm and printed on September B 1999 is
attached hereto at Exhibit 14. A screen sho: of an online form to add or ehange URL
lisung s, keywords, and bid amounts 1s attached at Exhibit 15. Ar onine form for web
site owners 10 make additicnal deposits fo an existing accaunt for bidding for search
result Iist positions rs shown m Exhibit 18 Finally, a screen skot of @ search resul list

generated by [ Seek N's Interned search enging service is attached a; Exhibii 17,

{c;  Anolher Inte-nel search service offering & "say for placsment” business
mogel is naw being marketed or she internet under Ihe domain name
waww findwhat.com, and is being offered by BeFirst com of Naw York Mew York. The
Internat search angine servize offered by Bet irst.com was first known to exist by
empleyses of GoTo.cam, Int.. assignees of the Davis et al. appficatior, on or about July
11, 1889 A Ju'y 20, 1999 letter from EmiliaF Gannella intalleciugl property counzsl
for GoTa.com. Inc., to Rabert Brahms of B'|_=.=F irst.com is attached at Extubit 18. Exhibits
19 and 20. entitled "Promopte Your Webr Si t;e on FindWhat" and "Freguantly Asked
Questions” respectivaly. are prinfouts of web pages. obtained on Seotember 8, 1994,
containing dascrptigns of tha ‘pay for placement” type seerch result ranking
metnodology used ir BeFirst.com’s Findwhar.com search engine. Exhibit 21 is a screer
shot of an onlina farm for web site owners 10 apply ‘or bidding accounts, Exﬁibit 22isa
prass release dated Augus! 18, 7939 antitfaa "BeFirst om Selects Inktomr's Search

Platform for FindWhat com” furthe- describing (he Findwhal com “pay-for-placament”
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search engine. Finally, a szreen shot of a search result st generated by the

Fingwhat com tnternet search engma is attached at Exhibit 23.

{d)  The Internet search engine services ofiered or proposed by
Hitsgalore.cam. 1 Seek I3, and BaFirst carr would infringe at least one ctaim presented

May 28. 7999, in the Davis at al applizalion

7 {a) |have made a rigid comparizor. between the Intemat search enging
sevices offered by Hitggalere.com. | Seek It and BeFirsl.com, and the fullowing claim

presentedin the Davis of al apphcatian

~{b) Claim 1 of the Dawis et al. application, as amended in the accompanying

Prelimnary Amendrent. reads (excep! for differences in formating) as follows:

A method of generating a search result hat substantially in real time in response

10 a search request from & searcher using a computer network. compnsing:

maintaining a database including a plurahty of search listings, whergin each

search listing is associated with a bid amot.nl and a search term;
receiving a search request from the searcher;

identfying tne search listings having search terms gererating a match with the

search request,

ordering the identifred search listings into a =aarch result list ir accordance with

the valuas of the respectve bid amounts for the *dentfied search islings.
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recaving a retrieval request from the searcher to retrieve infaormation associated

with a search lishng in tre search result st and

recording a retrieval request event in tha dalabase corresponding to the

saarcher's reltrieval request

(¢} The sample search result list shown for Hitsgalere.com's service in Exhibit
11 shows {hat Ihe sarvice maintains a database containirg a plurality of search listings,
where aach search ksting is associated with a bid amount ang a search lerm. The bid
amount, e g. $0 05 15 shown for each entry. Furthermora. Exhibit 10 shows that a
keyword as well a5 a bid amount must be associated with each search fisting. The
Hitsgalore.com service i1s capable of receving a sgarch request from a searcher as
showr by the search box at the top of Exhibils B, 10. and 11, where the searcher can
type m a search request. which may comprise ong or more keywords. The
Hitsgalore com service then identifies the seerch listings having search \erms
generatirg a match with the search request. These identified search listings are
ordered in accordance wit the values of the respective bid amounis for the identified
search listings, as shown in Extibit 11, which shows a search result list generated by
Hitsgalore.com's service for & search reques: of “care” Exhibits 2 and 10 state that
each tima a searchar "clicks through" a search Iisting, that is, aach time 3 web site
corresponding to a search listing or a search resull | st is accessed, the bid ameount
caressponding to that search st ng is deducted from the appropriate web site cwner's -
account A "elick through™ 1s therstore a refrieval request from the searchar to reltieve
imfarmation assacrated wilh a search listing 1n the search resut list, Furthermore. in

order for the bid amount 1o be properly deducled from the web site owners gooount, this

10
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(@)  The sample search resull st shown n Exhibit 23 for BaFirst.com’s
service, Findwhat.com, aise shows that the service mairtains a database containing a
plurality of saarch listings. Findwhat.com does not display the bid amount in the search
resuli list entrieg ghown 10 Exibil 23 However, Findwhat.com states in the desgriptive
materiais of Exhibits 20 and 21 *hat sach search listing inciudes a search term and a bid
ampunt. Findwhat.com is capable of rageiving a search request from a searcher, as
showh by 1he search bexes at the top af tha screen shots of Exnibils 20. 22. and 23,
whara the searcher can typa in a search raquast, which may corprise ong ar mora
keywords. The Findwhat com serv.ce then identifies the search ishngs having search
terms generating a match with the search reguest. These identified search listings are
ordered 1n accordance with the values of the respective bid amounts for the identified
searth listings. as d'scussed in Exhioit 20. Extubits 19 and 20 state that the d amount
associated wilh @ search listing 15 only deducted from a web site owner s account when
a searcher "thcks through” to the web site agsociated with that ssarch listing. Thatis.
each lIme a searcher accesses 3 web site corresponding to a search listing on a search
result list, the bid smount correspondirg to that search listing is deducted from the
appropriate web sita owner's accounl. A “elick hrough® is therefore a retneval request
from the searcher {0 ~eirieve infarmation assocated with a search lisling in the search
result list. Furlhermaore in order for the bid amourt 1o be properly deducted from the
wab site owner's account, this ratrieval request 1s neceived and recorded by the
Findwhat com seéfvice in conjunction With the saarcher's browsar's relnayval of

irformation from the selecied web sita.

12
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retrieval request is received and recorded by the hitsgalore,com service in conjunction

with the searcher's brawser's retrieval of information frem the sefected web zile.

(d)  The sample saarch result fist shown for | Sesk If's service in Exhibit 17
shows that I Seek [I's serv-ce also maintains 8 dalabase containing a plurality of search
listings, where each gearch lishng is asscciated with a bid amcunt and a search term
The bid amount, e.g §0 05 1s shicwn for esch entry. Furthermore. the enline bidding
form of Exhibit 15 shows than a keyword as well as a bid amount must oe assogiated
with each search istng. The | Seek N sarvice is capable of receiving a search request
from a sesrcher, as showr by the search bex at the top of Exhibil 17, where the
searcher can lype in @ searcn reguest which may cemprise ane or more keywords. The
1 Seek It service ihen idantifies t1a search Lisbngs having search terms ganeraling a
match with the search request. Thase dentiied search listings are ordered in
zccordance wilh the values of tha -espaclive bid amourts for the wentiiied search
iistirgs, as shown in Exhibit 17 which shows a search result sl generated by | Sagk it's
sarvice for a search request of "books™. Exhibit 13 states that the bid amount
associated with & search I'st'ng is & "hid p;r click" Tnat 5. each lime a searcher
accesses a wab site corasponding o a search ligting or a search result ist, 1he bid
amount gorresponding to that search hsting is deductad from the appropriate wab site
ownars account. A& "clrck” s therefore a ratrieval request from the searcher to relrieve
informatior associated witk a search listing in the search result list. Furthermore, in
order for tha bid amount Lo bs properly deducted frem the web sile ownar's account. this
refrieval reguest is received and recordad by the | Seek it servica in conjunction with the

searcher's browsers reineval of information from the selected web site.

1

OVG_000097



Case 3:02-cv-01991-JSW  Document 37-4  Filed 12/&géXdr2y. GBagle, N3Doickft C02-01991

a8 In my op.nion, &t least clam 1 presented in the Davrs et al. application
would unquestionah y ba infringea If contaned in anissued U.§ palent which was not
assigrad to aach of the praviders of the Internet searck engine servicas deseribed

akove in paragraphs S and 6

9, | have knowledge thal a careful and thorough search of the pnar art
raiating 10 1he claims of the Dav s et al. app icahcn was madeg. The f&surls of this
search, as well as other pricr art known 10 the attorneys of the assignee of the Dawis al
# application that may ve ralevant 1Q patantabiity of the claims of the Davis e al
apphcation, was ciled to the Examiner in an Infermation Qisclosare Statement filed on

August 27, 1999,

14 Based on my review of the prior art cited in the Infarmation Disclosure
Statemertt in this case | de no! know and do net beligve that the invention described in
the Davis et al aoplication was ever kneawn or used in the United Stales of America
befora my or our invention thereof. or patented or described in any panted publication in
any ceuniry before my or our invention thereef or more than year prior te the filing date
of thes apphcatan, | alsc ao not know and do nat believe that the invention described in
:he Davis el al. application was i public use ar on sale ir <he Uniled Siatas of America
more than one year priar to tre filng date of this application. | believe that the invention
described in the Daws ¢t al. application has not been patented or made the subject of
an nvanior's certificate issued before the filing date of the Davis et @ application in any
sountry foreign to the Linited States of America on an appiication filed by ne. any other
namad inventors, aur iegal resresentatives, or our assignees  Furlhermare, | believe

that no application for patent or inventor's certificate on this inventior has been filad in

13
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any country fereign to the United States of America prior to this application by me, any

other named inventors our legal representatives, or our assigness,

11 I 15 vary important 10 the assignee of the Davis et al application thata
palent for the present invention issue promplly. in order that the infringament of the

rights of tha azsignee of the Davis et al apgplication in the invenhon be abated

12 1 declare thal the foregeing staternents made of my own knowledge are
true, and that the foregoing statements made oh informanon and be 1ef are believad 1
be true; and further. that these statements were made with the knowledée that willful
false stalernents and the like su made are punishable by fine. orimprisanment, or both.
under 18 U.5 C § 10(1; and may jenpardize tha validity of the Daws, et al. application,

or any patent 1Isauing therefromr

Respactfully submntad,

-

. AD .

ten J. Davis. fnventor

L4
-

OvVG_000100



