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REVISION NOTICE 21880
November 15, 1980

Stanford University

Administrative Guide

{Guide to Administrative Organization, Policies, and Procadures)

.

Please put the attached pages in your copy of the Guide and rémove the pages that have been replaced, This
notice may be wiscarded when you sre through, v

Summary of Additions and Changes

35.3, Payroll Deadlines— 1981 76,, Copyrightable Materials and Other Inteflactual
Replace the one-page Memo dated December 15, 1978, The Property

Payroll Deadlines Mamo has been ravised to inciude menion Replace the one-page Guide Memo 76., Copyright Palicy,
ol new lorms imroduced a year ago with the combined gatsd May 1, 1975, and the three-page Mamo 78.1, Copyright
payrolipersoniel syster. The actual deadlines in addition o Adminlstration, dated August 15, 1975, with this new fourpage

being published here ware printad in the January 7, 1981, Memo. The statament of policy and cbjectives is not sub-

, Campus Report. stantively changed, The definition of "wark for hire" (3.b.) has
. been broedenad to conform with the 1978 Copyright Act

75., Inventions, Patents, and Licensing Provisions have been added for University ownership of trade
Replece the fivepsge Memo entitled Patents, dated Oclobar 1, and service marks 1o make explicit what is implied by law

1974, and December 185, 1870, Univarsity patent poficy, (3.c.(1)ang$5.a.), Guidelines retating to books and articles have
sdopled by the Board of Trustees in 1970, is not changed. The been rewrittan; the intent, however, Is 1o continua tha existing
Guide Memo has been ravived, however, 10 include policy for wolks where ownership generally vests in the
background Information (Section 3) on inventions, patents. crealor rather than the University (4a). The policy on
patentabillty, ard the value of nonpatentable inventions, The University gwnigrship of commissioned works is continued, but
revised royaity-income sharing distribution plan is explained in written agresment is. now required by the 1978 Copyright
section 2.8.(2). Pasegraph 1.b. clarifies the respengibliities of AclUse of University facitities Is clarified, but not imended to
Spensored Project's Palent and Copyright Affairs group and change exisling policy (4.0). Computer sofware and
lho Offics of Technology Licensing. Text lormerly in lhe databases produced as works for hire are now axplicitly
Pergonnel Patent Agreement, SU-18, has become paragrapgh Univprsﬂyowned (4.}, and prolected 38 lade secrets
1.0.8) of the revised Merng, consisten: with the rignts of scholarly publication {4.e.(1)).
Existing poficy on vigeotaping and ralated lechnology is now
included gs paragraph4 1.

Editar's Note: Call Jane Amold 2t News and Pupticalions

Service, ax!, 7-2558, it you would fike to receive & page check

(a list of all Guide Memos and their dates) to confirm the ac-

curagy of your Admiristrative Guide. Also, i you have one of

the 20-year-old cioth binders ang it's fa¥ing apart, Jane can
) send you a new vinyl replacement.—Karen Bartholomew

A 7 ExHBT 24

| Deponent /et

Dweﬁ?ﬁﬁmé_f;ﬁ
W W DEROBOOR.COM

Janusry 30, 1981
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Inventions, Patents, and Licensing

STANFORD POLICY AND PROCEDURE

& Invenfion rights polley-—Uniike industry and many dther universities, Stanford's invention rights policy
allows al rights to remain with the levantor if possible,

{1} Betantion of patent ights By inventor-The Board of Trustees cn Aprit 14, 1970, adopted the
following. resolution; “Except in cases where other amrangaments ave required by contracts and
grants for sponsored research gr where other srrangements have been speciffeally agreed upon in
writing, it shall be the policy.of the University to permit empicyees of the Univarsity, both taculty and
e8H, andsludents 1o retain alt rights to inventions made by them,”

{2 invention tights with external Sponsors—In practice, we great majorfty of inventions arise from
exlernally fundsd resaarch covered by agreements contzining patent provisions, Some agreements

feverse er defer atiocation of rights,

(8} Retsntion of rights by University—it the Uriiversity wishes 10 obtah thils it must petition the
sponsor for a walver and must demonstratz (hat the best method quickly and effectively to
developa particular digcovery Is to permit the University 10 patsnt and license the nvention,

{b) Retantion of rights by inventor—Some $ponsors allow litle ta be retained ty the inventor

b Patent zdministration nasponsibility—Patent administration al Stanford Is divided Into two main fupe-
Horal areas: the Patent ang Cepyrignt Attairs group as part of the Sponsored Projects Office, ang the Office
of Technology Lisensing.

1) Patentand Copyright Aflairs group
{8} The goals of the Patent end Copyright Aftairg group are;
. To agsist in administerlng intelectual Property right terms and conditions of the
University's grants and contracts:
. To faclitate compliance witn apphicable patentand cobyright inws;
. To assist in-achigving compliance with University policies regarding intellectual property
rights-and gecrety in fresearch;
. To negotiats the most favorable intslisctua) propedty tight terms avaiable for the
University and for ingivigyal tesearchers:
*  To provide adequats information te the Office of Tochnology Licensing to serve as the
basis for appropriate markeating and licensing decisions, .
(5} Responsibilities of Patenj and Copyright Afairg manager—~The Palem and Copyright

Affairs manager is Tesponsible for the formal patent review of sporsorsd rasearch, initial

reporis of inveations, contract ang grant patant terms and conditlons, patent certification, ang

the administration of personnel patent agreements in confonmance with the University's
policies »nd conteaetual obilgations,

Other patent managemant--Assistance in monilaring major research activitias at Hangen

Laboratories and the Stanford Linear Acceterator Cenlar Is provided on 2 parttime basis by

professional stafl of outsida psientatiorneys,

(® Officeot Technology Licensing
(@ Thegoals of the Oftice of Technology Licensing are: )
. To provide a mechanism for bringing inventions develtped as a result of Univergity
research forward 1o oublic use and beneiy
. To provide. consistent with the first goal, an augitioral source of incame 10 the Utiiversity
tor resesrch and education.

. (b} Besponsibilities of Technology Licensing direcior—The Technoiogy Licensing direcior is
responsible for the administration of the University's licansing prograrm, inctuding the com-
mercial avaluaton of inventions from both sponsured and indepsndem researeh, oatent filing
decisions, pelitions o agencies for greaiet fights in inventions, ang negotiation of keansing
agreements with indusiry, '

{
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Revised

Inventions, Patents, and Licensing

Personnei patent agreemonts

() Individuals bound by patent agreements—in order for Stantord 1o comply with its obligations to
3ponsors, alt individuals who may be in & capecity to make, conceive, or first actually reducs 1o
practice inventions, improvements, or discoveries under axtemally sponsored projects with patent
termg must sign the Stanford University Patsnt Agreamént {form §U-18, available from Siores
Department). This Includes faculty, staft, students, and others who either now of In the futurg expect
to use aguipment and facilities, of 1o receive 5elary or olher types of support, from exterrally spon-
sored projecs. It also inchudes visiting facuity, industrial personnel, teliows, &g, who are not em
ployeas and receive salary or other support elsewhere but who partitipate or intend to participate in
externally sponsored research prejects at Siantard, in addition, as new faculty and staif are employed
of a3 new Individuals panicipate in spongored peplacts, the same eligibility fesis ase to be applied and
Palent Agreements signed as reguired,

(2 Signing of Patent Agreements——Each depariment is tesponsible for getting the Parent Agreement
signed.at the Time-of initial employment. The white cogy of the signed Patent Agreement shouid be
&ltached 10 and forwarded with the Personnel Action Form of Student Aotion Form, whichever s
appropriate; the yallow copy should be retained i geparimental fles: the pink copy should be retzined
hy the signee, T

{3} Excoeptions {o Patent Agroemonts— The Patent Agreement doag not apply 1o an invention which
nuallfies fully under Calfomis Labor Code Seclion 2780 {i.6., an invention for which no Staptord
University equipment, supplies, facility, or trade secret Intormstinn was used and which was
vsweloped entirely In the employee's own time and (8) does not relate to Stanford research ard
(b} does not resuit from any wark performed by the employes for Stanford).

fnvention disclosures
{1) Definition of invenlion disclosures—An invention disciosurs is a document which provides in-
lormation about what was invented, inventor(s), circumstances igading lo the invention, and lacls
conceming subsequent sctivities. It provides the basis for 2 Cetemination of patentability and the
{schaical information for dratting a patent application. {(Forms are available from Sponsored Projects.)
(2  Whan Invention disclosure bs raquired-—An invention disciosure must be prepared and submined
Sor each invention conceived or first actually reduced to practice under a University contratt or grant
with patent tems,
() Identification of inventions—laventions are usually identified by formal reviews of research ac-
tvities and lechnical repons, or by the.individual inventor and hisihar asgociates.
(®  Procedurs for invention disclosure—Whena discovery has been mace which might be patentable,
en Invention disclosurae describing the invention and including other retated facts should be piepared
by the inventor and forwarded to the manager, Patent and CopyrightAfairs; orto the SLAG inventions
adminisirator, ae appropriate. Forms may be cequasted from theit offices.
{5) Invention disclosure review criteria—Disclosures of Inventions derived from sponsored research
are reviewsd for lechnical coment, rghts, and equities, and consideration of the grant or contract
lerms before being submitted 1o the Office of Technology Licensing for commercial evatuation and
appropriate action, Oisciosuras are men submitted to the sponsor, together with notification of Ihe
decision of the Otfice of Technology Licensing regarding futther developrnant. .
{6)  Request for transiar of rights from sponsor to invenior
{3} Under soma circumstances the fnventor may request and be granted rights by a sponsor (o an
invention made under a comract, provided That a well-conceived and detalled oian for come
merclal development accompanies the request ang the request hes the authotization of the
University.

[ty Writlen notice of intantion to request rights from a sponset should be made a1 the time the in-
vention disclosure s aubmitted. Authorization for the request should be abtained Irom the
Office of Technology Licensing,

Patent lisensing policy—Ths University. encourages the cevelopment by industry for public use ang
benefit of inventions which casur in the course of University rasearch. It rgcognizes that prolection of
proprigary rights in tha 1omm of a pstent license are often necessary-—particularly with inventions derveq
from basic research—to- encourage @ company lo risk the investment of ia personnel and finsncial
fesources lo deveiop.thg invention. Where pessible, the University endeavors (o make inventions to which it
holdks thie avalable to the public on @ nonexclusive basis. However, in mogl cases an inital Himited wem
exciusivelicense is necessasy to make [ leasipte for a company 1o undertake commercial development ang
production. Nonexclusive licenses are macde avaiiable alter Ihis inital fimned 1orm,

The basic purposes of the University atwiiys take precedence over paten; consideratiorms. While the

,lyﬂ“‘ \’\.w»‘f'
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Inventions, Patents, and Licensing

University recognizes the bensfils of patent development, it iy most important that the direction of
University research should not be establishes or unduty influenced by patent considerations,

2. PATENT DEVELOPMENT OPTIONS

Consistert with palent terms of. 3 particutar research sponsar, the invantor uswally has the following oplions for
development of Ws'het invention,

a.  Stanford licensing programeThe University maintains a licensing program administered by the Office of
Technology Licansing, whichis available toall U niversity inventors.
(1} Evaluation for licensing—laventions submitted to the program ase evaluated for their licensing
' potentlal, If accepted, the Office of Technology Licensing in cooperation with the nventar seeks 1o
! iconse the invention w a company fo1 development and marketing,
' * (2 Distribution of royahties—The following procedures afe followed for the distribution of foyalties
received under its Hcensing program:

() Otfice of Tuchaology. Licensing deductions—A deduction of 15% to cover the budpeled
expenses'of ihe Dffice of Technology Liceneing Is taken trom gross rovally income, foliowed by
a dgduction for any direct assignable expenses-—ipically patent fiing fees,

{t)  Division of royslties—ater deductions, rovalty inceme |s divided one-third 1o the inventor,
one-third 10 the'iventor's.depariment, and one-third o the University royalty income fung,

(&} Division of royaitivs after payment of limited Invanter's shave—In cases where the sponsor
may limit an inventor's share to less than onethird of nel royally income {for axample the
Department of Health and Human Services), the remainder akar deducting the allewsble in.
ventor'a share wilt be divided one-half 10 the department ard one-halt o foyalty income fund.

(&} Royalty incoine fundevincome to the royalty fund will be paid cul to the schools (the dean of
research for the independent taboratories) al each tiscal year end, alter an additional aliccation
is made es neoessaly 1o the OTL budget In the event the 15 % chargs against gross royatty
Income Is insutiicient to cover OTL's budget EXpenses in ¢ given year. Allocations are made lo
the schools and the.dean of research in proportioh 1o the lotal annual royally income ganerated
by schoolinventions,

b Development by the Inventor—When a sponsor's poficy permity, an invertor wha wishes 1o develop al
his/her own expence inventions made in the course of spongored research may petition the 3ponsor lor the
appropriate rights, subject 1o the sponsor’s tecms ang coaditions, and o oyaity-iree nontransferabis license
to the University, .

(1}  Normal conditions of spansorship—1).8. Govermment sponsors normally requice that
{2)  The sponsor be advised of alt patent actions including application seral number ang fiting date,
granting of patent and patent number.
(b} The U.5.Governmentbe provided a foyalty-free licsnae to the invention;
(8} Anannual progress repori on the development of the Invention be provided the sponsor;
() The sponsor can reacquire tite in the event of certain conditions inciuding lack of diligence on
the part of the inventor in obiaining development,

* ¢ Patent management arganizations—Thare are organizations (e.g., Ressarch Coiporation, University
Patenty, 1nc., Battelle Developmant Corpération) which are wlso avaitable lo provide devalopmant services.
Thae Office of Technology Licensing can furnizh information arxt asslstance regarding these organizations,

Thy inventor is cautioned o work with meputable. established organizations such as those listed above
reiher than with unkiown or unestablished commerca| lirmis,

* 3,  BACKGROUND
2. Whatis g patent?-—A patert is 2 grant issued by the U.8. Government giving an inventor the right 1o Bx-
ciude alt others Irom making, using, or selling the inveation within the United States, its territorles and
possessions for a perlod of 17 years. When a patent apolication is filed, the U.S. Patent Office reviews lo
ascertnin if the invention Is new, usedul, and nonabvious and, if sppropriate, grants a patent—usuaily two 10

five years later. Not all patents are necessanty valuable or insusceptible tochallengs,
b, What is an | ffon?—An I n i a novel and usetul ides relating lo processes, machines,
manufactures, and compositiona of maner. 1t may cover such things 35 new or improved cevices, aystems,

. cirouits, chemical compounds, mixlures, ato.

’ 1t is probeble that an invenion has bean mads when something rew and usetul has been conceived o
{ develeped, or when unusual, unexpected, of noncbvious resuils have bean abuined and can Da exploited,

* Revised
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| Inventions, Patents, and Licensing

An invention ¢can be mads salely of Jolntly with others as coinventors, To bg recognized legally, a colnventor
must have conceived of an egsential element of an invention or conlributed substantiaily 1o the general

usually require professional agsistanca,
(1} General criteria for gatentability—An important criterion of patentabitfty is that an invention rust
701 b ODVIOUS 10 3 worker with ordinary skillin that parvicyiar feid, It 2isomust not have been publicly
known of used by others in thig country of patented or described in a printed publication anywhere
pripr o the dete of invention, ) L
(3  Loss of patentability~inventions that are patenlable initialty may become unpatentable jor g
variety of rsasons, An invention tecomes unpatentabls in the United States ynigss a formal apr
. Plication I3 fited with the U.§. Patent Oftice withiv 12 monthg of disclosurg in a pubileation or of any
i ather action which results In the details of The Fvention becoming generaily available,
{3} Circumsiantial impsirment of patentabllity- Many other circumatances may impair patentabitity,
suchasiack of “diligence."” Eor example, unless fHereis a record of confinucs aetivity in sitempting ,
to completa and perfeat an Invention, it may be determined that the Invention has been abandoned oy
the initial invenlor, and prierity given 1o a fater inventor who shawed  due diligence.”
{(4)  Intemations! variation of patentability regulations-—Reguiations: covering the patentability of

g Valua of nonpatentable Inventions
An invention. although unpaientabie for various reasons, may 81! be vejvable and imponani—lor example,
irade secrels and technical “Krow-how' encorpassing proprietary information of 2 vaiuable and con-
fidential nglure, '
Agencies sponsoting research at Stantford usually require feporis of all inventiona, whether or not they are
considered patentable.
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