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Policy on Inventions, Patents and Licensing

Also appears in the Admirdstrative Guide as Guide Memo 75, Issue Date:
November 15, 1980. Slight revtsions to Guide Merno 75 have been made here to
reflect changes tn organizational responsibilities. ;

1. STANFORD POLICY AND PROCEDURE
A. Invention Rights Policy

Unlike industry and many other universities, Stanford's invention rights
policy allows all rights to rematn with the taventor if possible.

(1) Retention of patent rights by inventor — The Board of Trustees
on April 14, 1970, adopted the following resolutton: “Exxept in cases
where ather arrangements are required by contracts and grants for
sponsored research or where other amrangements have béen specifi-
cally agreed upon In writing, it shall be the policy of the Untversity to
permit employees of the University, both faculty and staff, and stu-
dents to retain all rights to inventions roade by them.*

(2) Invention rights with external 8ponsors — In practice, the great
majority of inventions arise from externally-funded research covered
by agreements contatning patent provistons, Some agreements permit
the Unitversity to retam fitle and grant license rights to the sponsor,
some provide for the reverse or defer allocation of rights,

{a) Retention of rights by University — If the University
wishes to obtain Htle it must petition the sponsor for a wajver
and must demonstrate that the begt method quickly and
effectively to develop a particular discovery is to permit the
University to patent and license the invention,

{b) Retention of rights by inventor — Some sponsors allow
title to be retained by the aventor when the University declines
development; in such cases the Inventor must petition the

Patent and Copyright Affairs stalf can assist in determining the
provisions of a particular sponsored research agreement,

B. Patent Admintstration Responsibillty

Patent admintstration at Stanford is handled by two groups: the InteDec-
tual Property Administration (IPA} staff as part of the Sponsored Projects
Office, and the Office of Technology Licensing,

(1} Intellectual Property Administration (IPA) staff
{a) The goals of the IPA staff are:

* To assist in administering intellectual property right terms
and conditions of the University's grants and contracts;
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« To facilitate compliance with applicable patent and copyright Vi
laws; , .

‘v To assist m achieving complance with Uuniversity policles ;
regarding intellectual property rights and secrecy inresearch; -

«To provide adequate information to the Cffice of Technology
Licensing to serve as the basis for appropriate marketing and
ltcensing declisions.

{b} Responsibilities of Staff— The IPA Assistant Director initt-
ates reports of fnventions, contractand grant patent terms and
conditions, patent certification, and administers personnel
patent agreements in conformance with the University’s polt-
cles and contractual obligations. . ‘

{c} Other patent management — Assfstance i monitoring
major research activities at Hansen Laboratories and the
Stanford Linear Accelerator Center Is provided cn a part-time
basis by professional staff or outside patent attornéys.
{2) Office of Technology Licensing Offlce of
(a) The goals of the Office of Technology Licensing are: " Z?cc:{;c;gg 4
»To provide a mechanism for bringing inventions developed as (OTL)
a tesult of Universtty research forward to public use and
beneflf;

« To provide, cousistent with the first goals, an additional
source of income to the University for research and education.

(b] Responsibilities of Technology Licensing Director — The
Technology Licensing Director Is responsible for the admini-
stration of the University’s licensing program, including the
comumercial evaluation of inventions from both sponsored and
independent research, patent filling dectsions, petittons to
agencies for greater rights i inventions, and negottation of -
censing agreements with industry, and negotiation of intellec-
tual property terms in sponsored research agreements

C. Copyright and Patent Agreements S

(1) Individuals bound by copyright and patent agreements — In Obiigation to
order for Stanford to comply with its cbligations to sponsors, all sign Copyright
sndividuals who may be in a capacity to create copyrightable works or and Patent
rmake, conceive, or first actually reduce to practice inventions, im- Agreement -
provements, or discoveries under externally sponsored projects with form :
patent terms must sign the Stanford University Copyright and Patert :

fform SU-18, available from Stores Departroent). This
includes faculty, staff, students and others who either now or in the
future expect to use equipmnent and facilities, or to recetve salary or
other types of support, from externally sponsored projects. It also
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Department
responsibliities

Invention
disclosures

Includes visiting faculty, industrial personnel, fellows, ete.. who are not
employees and recetve salary or other support elsewhere but who
participate or Iutend to participate in externally sponsored research
projects at Stanford, In addition, as new faculty and staff are emnployed
or as new Individuals participate in sponsored projects, the same
eligibility tests are to be applied and Copyright and Patent Agreements
signed as required.

{2} Signing of Copyright and Patent Agreement — Each department
is responsible for getling the Agreement signed at the time of initfal
assoclation with Stanford. The white copy of the signed Copyright and
Patent Agreement should be attached to and forwarded with the
Personnel Action Formor Student Action Form, whichever is appropri-
ate; the yellow copy should be retained in departmental flles: the pink
copy should be retained by the signee.

(3} Exceptions to Copyright and Patent Agreements — The Agree-
ment does not apply to an invention which qualifies fully under
California Labor Code Section 2780 {L.e., an invention for which no
Stanford Universtty equipment, supplies, facility, or trade secret
information was used and which was developed entirely in the em-
ployee’s own time and {a) does not relate to Stanford research and [b)
doesnot result from any work performed by the ernployee for Stanford).

D. Invention Disclosures

(1) befinition of inventlion disclosures — An mvention disclosure is
a document which provides information about what was tvented,
inventor(s}, circumstances leading to the invention, and facts concern-
ing subsequent activities, It provides the basis for a determination of
patentabiltty and the technical information for drafting a patent
application. An invention disclosure is alsa used to report technology
that maynot be patented but is protected by other means of intellectual
property protections such as copyrights. (Forms are avatlable from OTL
or IPA.)

{2) When Invention disclosure is required — An invention disclosure
must be prepared and submitted for each invention concetved or first
actually reduced to practice under a University contract or grant with
patent terms,

{3)1dentification of Inventions — Inventionsare usually identified by
teviews of research activities and technical reports, orby the indtvidual
Inventor and his/her associates,

{4) Procedure for invention disclosure — Whena discovery has been
made which might be patentable, a disclosure form describing the in-
vention and including other related facts should be prepared by the
inventor and forwarded to the Office of Technology Licensing, or to the
SLAC inventions administrator, as appropriate. Forms may be re-
quested from thetr offices.
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(5) Invention disclosure review citeria ~OTL provides copies of
] disclosures to SPO which is responstble for submitting the disclosure
i ta the sponsor. together with notifleation. Disclosures are then sub-
mitted to the sponsor, together with notification of the decision of the
Office of Technology Licensing regarding further development.

(6) Request for transfer of rights from sponsor to taventor — Transfer of

righis to

(2} Under some circumstances the inventormay request and be !nvg:: tors

granted rights by a sponsor to an invention made under a
comtract or grant, provided that a well-conceived and detailed
plan for commercial development accompanics the request
and the request has the authorization of the University.

{b) Written notice of intention to request rights from a sponsor
should bemade at the time the Invention disclosure is submit-
ted. Authorization of the request should be obtained from the
Office of Technology Licensing. '

E. Patent Licensing Policy Licensing of

The University encourages the development by industry for public use inventions
and benefit of inventions and technology which occur in the course of )
University research, It recognizes that protection of proprietary rights in
the form of a patent or copyright are often necessary — particularly with -
oventions derived from basic research — to encourage a company torisk
the mvestment of its personnel and financial resources to develop the
invention. Where possible, the University endeavors to make inventions
to which It holds title available to the public on a nonexclusive basis.
However, n most cases an inftial, limited-term exclusive license Is
necessary to make it feasible for a company to undertake commercial
developmentand production. Nonexclusive licenses are made available
after this (nitial limited term.

The basic purposes of the University aiways take precedence over patent
considerations. While the University recognizes the benefits of patent de-
velapment, it is most important that the directton of University research
should not be established orunduly influenced by patent considerations.

2. PATENT DEVELOPMENT OPTIONS

Consistent with patent terms of a particular research sponsor, the {nventor
usually has the following options for development of his/her invention:

A. Stanford Licensing Program

The University maintains a Heensing program administered by the Office
of Technology Licensing, which is available to all University inventors.

(1) Evaluation for licensing — Inventions submitted to the program

, are evaluated for their licensing potextial. If accepted, the Office of
Technology Licensing in cooperation with the inveator seeles to license
the invention to a company for development and marketing.
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Royalty Income (2) bistribution of royalties — The following procedures are
distribution followed for the distribution of royalties received under its licensing
program;

{a) Office of Technology Licensing deductions — A deduction of
15% to cover the budgeted expenses of the Office of Technology
Licensing Is taken from gross royalty income, followed by a
deduction for any direct assignable expenses — typically patent
{iling fees.

(b} Divislon of royalties — After deductions, royalty income is
divided one-third to the frventor, one-third to the inventor's
department, and one-third to the inventor's school.

Technology B. Development By The Inventor

g;‘;ifp ment ‘When a sponsor's policy permits, an inventor who wishes to develop at

Inventor his/her own expense inventions made in the course of sponsored
research may petition the sponsor for the appropriate rights, subject to
the sponsor's terms and conditions, and a royalty-free rontransferable !
license to the University.

{1} Normatl conditions of sponsorship ~ U.S. Government 5pONSors
normally require that:

{a) The sponsor be advised of all patent actions including
application serial number and fling date, granting of patent
and patent munber;

{b) The U.S. Government be provided a royalty-free license to
the invention;

{¢) An anmual progress report on the development of the
invention be provided the sponsor;

{G) The sponsor can reacquire title in the event of certain
conditions including lack of diligence on the part of the tnventor
in obtaining developroent.

Other C. Patent Management Organizations

Institutions :
:vsat”f:;,g to There areorganizations (e.g. Research Corporatior, Battelle Development

develop Corporation) which are also available to provide development services,
technology The Office of Technology Licensing can furnish information and assis-
tance regarding these organizations.

The inventor is cautioned to work with reputable, established organiza-
tions such as those listed above rather than with unimown or unes-
tablished commercial firms,
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3. BACKGROUND :
A. What I$ A Patent? Definition of

Apatentisagrant issued by the 1.8, Governunent giving an inventor the Patent
right to exclude all others from making, using, or selling the nvention i
within the Untted States, its territories and possessions foraperiod of 17 i
years, When a patent application 15 filed, the U.S: Patent Office reviews N
it to ascertain if the invention is new, useful, and nonobvious and, #f
appropriate, grants a patent ~ usually two to five years later. Not ali
patents are necessarily valuable or insusceptible to challenge.

B. What Is An Invention? Definition of '
“Inventlon”

An invention is a nove! and useful tdea relating {0 processes, machines,
manufactures, and compositions of matter. It may cover such things as
new or improved devices, systems, cireuits, chemical compounds, mix-
tures, ete. ) 3

It 1s probable that an invention has been made when something new and
useful has been conceived or developed, or when unusual, unexpected,
or nonobvious resuits have been obtained and can be exploited.

ey

An invention can be made solely or ointly with others as colnvenfors. To Ca-lnventors
be recognized legally, a colnventor must have concetved of an essential
element of an mvention or contrfouted substantially to the general
concept.{See section 1.d. for information and procedure regarding the
formal disclosure of an invention.)

C. Patentabllity : Patentabllity of
Inventions

e o d e b ST

A N AR TR e o

Not-all lmventions are patentable. Questions relating to patentability are
often complex and usually require professional assistance.

{1} General criteria for patentability — An froportant eriterion of
patentability is that an rvention must not be obvious to a worker with
ordinary skill in that particular field. It also must not have been
publicly known or used by others in this country or patented or
described In a printed publication anywhere prior to the date of
{nvention.

{2) Loss of patentability — Inventons that are patentable nitially
may become unpatentable for a variety of reasons. An invention
becomes unpatentable i the United States unless a formal applica-
tion ts flled with the U.S. Patent Officé within 12 mounths of disclosure
{n a publication or of any other action which results in the details of
the invention becoming generally available.

{3) Clrcumstantial lmpairment of patentabllity —~ Many other
circumstances may impatr patentability, such as lack of “diligence.”
For example, unjess there is arecord of continuous activity in attempt-
ing to complete and perfect an invention, it may be determined that the
invention has been abandoned by the initial inventor, and priority
given to a later inventor who showed “due diligence.”
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Non-,baren!ab!e D. Value Of Nonpatentable Inventions
Inventions ) )

(4) Internationat variation of patentabllity regulations — Regula-
tions covering the patentability of inventions and application filtng pro-
cedures vary from country to country and are subject to change. It Is
imporiant to note that an invention is unpatentable in most fo
countries unless a patent application s filed before publication.

An invention, although unpatentaﬁle for varions reasons, may still be
valuable and important — for &xarople, trade secrets and techmical

“know-how” encompassing proprietary information of a valuable and
confidential nature.

Agencies sporxsoring research at Stanford usually require reports of all-
tnventions. whether or not they are considered patentable,

g s

COPYRIGHT

POLICY Policy on Copyrightable Materials And Other

Intellectual Property

Septernber 1, 1983 '

objectives are:

exchange of {deas and comment;

to the publication of scholarly works:

* To protect the University’s assets and imprimatur.
Section headings for this Policy Statement are:
1. COPYRIGH';‘ POLICY
2. ADMINISTRATION OF POLICY
3. OTHER INTELLECTUAL PROPERTY
4. TANGIBLE RESEARCH PROPERTY
6. EXPLANATION OF TERMS

Also appears in the Administrative Guide as Guide Memo 76, Issued

This Guide Memo describes Stanford policles and associated administrative
procedures for copyrightable matertals and other ttellectual property, Its

* To enable the University to foster the free and creative expression and
* To preserve traditional University practices and privileges with respect

* To establish prinetples and procedures for sharing income derived from
copyrightable material produced at the Untverstty; and
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