Apple Computer Inc. v. Burst.com, Inc.

© 00 N o o b~ w N P

N N NN DN DN DN NN R P R R R R R R R e
w N o 00~ WN BP O © M N O O~ W N B O

Case 3:06-cv-00019-MHP  Document 124 Filed 07/13/2007

MATTHEW D. POWERS (Bar No. 104795)
matthew.powers@weil.com

GARLAND T. STEPHENS (admitted N.D.C.A.,
Texas Bar No. 24053910)
garland.stephens@weil.com

NICHOLAS A. BROWN (Bar No. 198210)
nicholas.brown@weil.com

WEIL, GOTSHAL & MANGES LLP

Silicon Valley Office

201 Redwood Shores Parkway

Redwood Shores, CA 94065

Telephone: (650) 802-3000

Facsimile: (650) 802-3100

Attorneys for Plaintiff
APPLE COMPUTER, INC.

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

APPLE COMPUTER, INC,, Case No. C 06-0019 MHP

Plaintiff, APPLE COMPUTER, INC.'S SECOND
MOTION FOR SUMMARY
V. JUDGMENT OF INVALIDITY

BURST.COM, INC., Date: September 10, 2007
Time: 2:00 p.m.
Defendant. Hon. Marilyn Hall Patel

APPLE’'S SECOND MOTION FOR SUMMARY JUDGMENT
OF INVALIDITY

Complaint Filed: January 4, 2006
Trial Date: February 26, 2008

SV1:\274752\10\5w0010!.DOC\15096.0006

Doc. 124
Page 1 of 30

Case No. C 06-0019 MHP

Dockets.Justia.com


http://dockets.justia.com/docket/court-candce/case_no-3:2006cv00019/case_id-175168/
http://docs.justia.com/cases/federal/district-courts/california/candce/3:2006cv00019/175168/124/
http://dockets.justia.com/

© 00 N o o b~ w N P

N N NN DN DN DN NN R P R R R R R R R e
w N o 00~ WN BP O © M N O O~ W N B O

(Case 3:06-cv-00019-MHP  Document 124 Filed 07/13/2007 Page 2 of 30

TABLE OF CONTENTS
Page
INTRODUGCTION ...ttt ettt e e e e e e e e e e e e e e e s s s s ssssss s s seeeeereeeeeaeaaaaaeaessssfoennnns 1
THE PRIOR ART ittt e sttt eeeeeaaaaaeaaaaaeeesessssnnnnnnnsnsnnndasnnens 4
A. Walter — A Faster-Than-Real-Time Video Distribution System .....................} s 4
B. Gremillet — A Faster-Than-Real-Time Music Distribution System................. D
C. Tescher — An Intra-Frame and Inter-Frame Video Compression Method......|....... 6
D. Kramer and Kepley — Patents From Apple’s Audio Anticipation Motion........ e 1
E. CompPUSONICS — EAITING ...cooiiiiiiiiiiiiiiiiiiie et e e e e e e eeeees feiiians 1
LEGAL STANDARDS ... ..ottt e e e e e e e e e e e s st b s s eeeeeeeaaaaaeeeeeesfaeeans 8
EACH OF THE ASSERTED BURST CLAIMS IS INVALID .....coooiiiiiiiiiiiiiieeeeeeeeeeeeend .9
A. The ASSerted ClaiMS .......oii i e e eeeans frr e (
B. The Independent ClaiMmS .........iii e 1
1. The Audio-Only Claims Are Obvious If They Are Not Anticipated....... .10
a. Kramer Makes Obvious Burst’'s Audio-Only Claims................. 11
b. Kepley Makes Obvious Burst's Audio-Only Claims.................. .12
2. The “Compressing” Method Claims (‘839 claims 1 and 76, ‘705
(o3 =1 o 4 101 152 TP UPPP R TPURRRRPPPN S 13
a. Walter Anticipates ‘839 Claim 1 And 705 Claim 12, And
Renders Obvious ‘839 Claim 76. ..........coovviiiiiiiiiiiiiiiii e .14
b. Gremillet In Combination With Tescher Makes Obvious
The “Compressing” Method Claims.............cccovvvviiiiiiiiiiiiieennn. .15
3. The “Compressing” Apparatus Claims (‘995 claim 1, ‘932 claim 4)....{.. 16
a. Walter Anticipates ‘995 Claim 1 And Renders Obvious ‘932
Claim 4 .o .17
b. Gremillet In Combination With Tescher Renders Obvious
‘995 Claim 1 and ‘932 Claim 4........ooooiiiiiiiiii e ..18
4. The “Receive Compressed” Method Claims (‘839 claims 17 and 77,
‘705 claim 21) Are Made Obvious By Walter and the Combination
of Gremillet and TeSChEr........cooo i 19
5. The “Receive Compressed” Apparatus Claim (‘995 claim 17)............ .21
C. The Dependent ClaimMS..... oo e 2
1. The “Editing” And “Monitor” Limitations (‘995 claims 2, 3, 22, 80;
‘839 claims 2, 3,705 claim 13) .....cooiiiiiieeiiiiii e .21
2. “Semiconductor Memory” (‘995 Claim 7) .......ouuuveiiiiiniieee e .. 23
3. “Analog To Digital Conversion” (‘995 claim 8)............uuvviiiiiiiiieneennnnn. .23
4. “Digital Source Information” (995 claim 9 and ‘839 claim 9)................ L 23
5. “Computer-Generated Information” (‘995 claim 15 and ‘839 claim
LS ) RS UUOUSPPPPPPPRPPR SRR 24
SV1:\274752\10\5w0010!.DOC\15096.0006 |



© 00 N o o b~ w N P

N N NN DN DN DN NN R P R R R R R R R e
w N o 00~ WN BP O © M N O O~ W N B O

SV1:\274752\10\5w0010!.DOC\15096.0006

(Case 3:06-cv-00019-MHP  Document 124 Filed 07/13/2007 Page 3 of 30

TABLE OF CONTENTS
(continued)
Page

6. “Video Library” (‘995 claim 19 and ‘839 claim 19).............ccccceeeieeeeen. .24
7. “Removable Recording Medium” (‘995 claims 44, 45, 47; ‘839

claims 45, 47) and “Optical Disk” (‘995 claims 51 and 52; ‘839

(o3 P21 4 1 ) ) TR URPT R TPRRRRPPPPN 25
8. The Decompression Limitations(*995 claims 20, 22, and 23, ‘839

ClAIMS 20, 28) ... e 25

V. CONCLUSION ... e e e e e e e e e e e e e e e e e e eseranas e e e e eeeadeeaes 2€



© 00 N o o b~ w N P

N N NN DN DN DN NN R P R R R R R R R e
w N o 00~ WN BP O © M N O O~ W N B O

(Case 3:06-cv-00019-MHP  Document 124  Filed 07/13/2007 Page 4 of 30

TABLE OF AUTHORITIES
Page(s)

CASES

Anderson's Black Rock, Inc. v. Pavement Salvage Co.

306 UL S, O i e

Great Atlantic & Pacific Tea Co. v. Supermarket Equipment Corp.
340 U.S. 147, 71 S. Ct. 127 (1950) ..ceeeeiiiuiuiiiaa e e ettt e e e e e e e e eeeeeaneees

KSR International Co. v. Teleflex Inc.
No. 04-1350, 127 S. Ct. 1727 (April 30, 2007) ....cceiiiiiieeeeeeeie e

Leapfrog v. Fisher-Price

485 F.30d 1157 (F. Cif. 2007).....iveeeereeeeeeeeeeeeeseeseeseeeeeeseeeeseeseseeseeeeseeseseeseeseeeseeeenes

Pharmastem Therapeutics Inc. v. Viacell, Inc.

Nos. 05-1490, 05-1551, 2007 WL. 1964863 (Fed. Cir. July 9, 2007).........cceeeerrnnnee.

35 U.S.C. 88 102(a) and (e)

35 U.S.C. § 102(0) covvvvvene....

SV1:\274752\10\5w0010!.DOC\15096.0006

STATUTES




© 00 N o o b~ w N P

N N NN DN DN DN NN R P R R R R R R R e
w N o 00~ WN BP O © M N O O~ W N B O

Case 3:06-cv-00019-MHP  Document 124 Filed 07/13/2007 Page 5 of 30

l. INTRODUCTION

Apple Inc.’s Motion for Summary Judgment of Invalidity Based on Kraamsl
Kepley patents (“Audio Anticipation Motion”) established that aartalaims asserted by
Burst.com, Inc. (“Burst”) are invalid because they are antiegpdty the Kramer and Kepley
patents. This motion seeks summary judgment of anticipation and/or obviousfegk the
asserted claims—including those claims requiring the processindulbfmotion video
information—by four additional references, as well as by Kramer and K&ple

To be valid, patent claims must be both novel (i.e., unanticipated byaotiand
nonobvious. The asserted Burst claims are neither. Rather, thecBimss describe system;
and methods for compressing, storing, transmitting (and in some, aadigag) digitized
audio/video information that were known, described, and used long beforesBalkstied June
1987 conception dafe. Indeed, as demonstrated in Apple’s Audio Anticipation Motion, &
below, such systems and methods date back to the 1970s and early 198@shaseéc on datg
compression work that was done beginning in the 1950s. Burst'sealspaténts and claims ad
nothing to this extensive collection of prior art patents, liteeatand products and thus aj
anticipated. And even if Burst were able to point to elements iroomeore Burst claims ag
missing in a single prior art reference, the claims woulbdeat be an obvious combination (
known elements yielding predictable results, and thus would be invalid antterg line of
Supreme Court precedent recently extended just this ApKISIR Int’l Co. v. Teleflex IncNo.
04-1350, 127 S. Ct. 1727, 1740 (April 30, 2007) (“when a patent ‘simply arrardyeteaients

with each performing the same function it had been known tonp@&rand yields no more thar

! Apple’s Audio Anticipation Motion was originally directed to claihs9, 15, 16, 17, and 44 o
the ‘995 patent and claims 1, 9, 15, 16, 17, 44, and 47 of the ‘839 patent. Burst subse
dropped claim 16 of the ‘995 patent and claim 16 of the ‘839 patent tm@mawsuit, and
accordingly those claims are not at issue in Apple’s Audio Aatimn Motion. That Motion
was filed in January 2007, but Burst’s opposition was deferred until after the Coast’8, 007
Claim Construction Order. Briefing was completed on June 21 andarndpds currently
scheduled for July 19.

2 As was stated in Apple’s Audio Anticipation Motion, the refersnagon which this motion is
based do not by any means represent the full extent of the invalidating prior art uploi\blie
may rely in this case. Only a few such references are addressied here

% Apple does not believe that Burst will be able to corroboratgsiis to a June 1987 conceptio
date, or establish its entitlement to a priority date earlier than dsritlger 27, 1988 filing date.

APPLE’'S SECOND MOTION FOR SUMMARY JUDGMENT
OF INVALIDITY Case No. C 06-0019 MHP
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one would expect from such an arrangement, the combination is obvious”).

According to Burst, the “innovation [that] is at the heart of Barptitents” is that
“Burst’s inventions effectively decouple the time required to transmitecelive audio and vided
works from the time required to play them batk.Ih other words, Richard Lang, the name
inventor of the Burst patents-in-suit, believes he was the dirs¢e that “the delivery of an audi
or video work could be accomplished faster than the real-time period required fagiayb

Mr. Lang admits, however, that he did not invent any of the various compgor
that would allow compressed audio or video to be sent faster thatmrea Specifically, Mr.
Lang admits that he did not invent compression, data compression ofvalebahformation, or
any improved method of data compressiorHe did not invent the idea of sending a daf
compressed audio or video representation over a transmission mediung,r@vwaor improved
transmission mediurhincluding the fiber optic link described in the Burst patentsasmitting
digital signals at “about 200 megabytes/secdndIr. Lang admits that he did not invent an
“improved storage system” but rather contemplated using existimggst systems. He also

admits that he did not invent or improve the process of digitizingpardiideo data’ In short,

“ Burst's Opening Claim Construction Brief at 1.

®|d. at 2.SeeKalay Decl., Exh A [Lang Depo.] at 18:13-17 (“Q. Are you thetffrerson to ever
send digitized audio or video faster than real time? A. | beliavéhe first person to invent ar
apparatus and method specifically designed for doing so, as a distribution model.”)

®|d. at74:16-22 (“Q. ... You did not invent the idea of using fewer bits to reptegata, is that
right? A. That's correct. Q. Now is it also true that you didimagnt data compression of audi
or video information? A. That's correct.Tll. at 82:2-4 (“Q. Did you in the '995 patent invent 4
improved method of data compression? A. No.”).

"1d. at 74:23-75:2 (“Q. And you did not invent the idea of sending a data-comgrasdio or
video representation over a transmission medium, correct? A. Cornectat)84:17-25 (“Q. ...
Did you invent any new or improved digital transmission medium? Alilve? Q. Yes, like a
fiberoptic line, or a telephone line, or a telephone modem. A. Soeytalking about the
transmission, the networking side of it? Q. Yes. A. No.”).

8 Docket #110, Crosby Decl., Exh. A [‘995 patent] at 7:55-58.

® Kalay Decl., Exh. ALang Depo] at 82:5-15 (“Q. Did you invent an improved storage syst
A. Well, what do you mean by "improved storage system"? Q. Aga@gstem that's improvec
in any way over what was already known at the time you camwithipyour idea improved
method of data compression? A. | utilized existing storagermsgst Q. And you didn't come uj
with a new, improved storage system, is that right? A. No. uhderstand your questior
correctly.”)

91d. at 84:3-5 (“Q. Did you invent any new or improved method or apparatus for digitiziiy 3
or video data? A. No, we used existing.”)
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Mr. Lang has admitted that the component parts of his alleged iomewtre knowr! and
asserts that what he contributed was the idea of sending coatpasdio or video data fasteg
than real-timé? Yet, as shown in this motion and Apple’s Audio Anticipation Motion, Mnd.a
was unquestionably nthe first to have the idea of sending compressed audio or video tfzat
real-time. Moreover, Mr. Lang has admitted that it was kndveh tompressing a file would
allow it to be sent faster, acknowledging that “persons of iskilhe art at the time [he] filed thq
'995 patent application understood that a digital representation th&\war bits took less time)
to send over a given transmission medium than one that had mor¥ bits.”

Indeed, faster-than-real-time transmission of compressed audividew data is
simply an inevitable result of the advance of technology for corsipres storage, and
transmission—technology to which Mr. Lang admits he did not contribute. By 1988, theera v
variety of fast data transmission technologies available, inclufiinines with a bandwidth of
1.544 Mbps dating back to at least 1966, Ethernet with a bandwidth edstt3 Mbps dating
back to 1976, and the 200 MB/s fiber optic link described in the BursitpateStorage systemg
described in the 1988 “Peripheral Storage” article Burstrert®d in its patent applicatiof
included external hard drives arrays with 3 gigabytes of cgparid a bandwidth of “3
Mbytes/sec.*®> Compression and digitization of audio and video data were known, and
digitized and compressed audio file that was copied to one of tkiesead hard drives, or sen

over any of these transfer mechanisms, would have transferréer-tfan-real-timée?

11d. at 20:24-21:23 (testifying that a “general summary of kejufea” of his invention was
“data compression,” “storage, output ports, and sending audio or videotfz real time” and
“creation of a time-compressed representatiee® also idat pp. 14-21 (questions and answg
regarding the components of Mr. Lang’s alleged invention).

121d. at 76:23-77:5 (“Q. And | think you said you did not invent the concept of sexniditag

compressed representations of audio/video information, is that corfect¥ell, what | said |

believe is that | invented an apparatus and a method of doing so fratedefrom the
conventional method at that time, which was to play them in real time.”)

131d. at 76:9-15 (“Q. Is it your view that persons of ordinary skill inahteat the time you filed
the '995 patent application understood that a digital representatiohatthdéwer bits took less
time to send over a given transmission medium than one that haditsdreA. | think that's a
fair statement.”)

14 Docket #116 [Kalay Decl.], Exh. E (1966 Ronne paper); Docket #93 [Browh] Dechibit 7
(1976 Metcalfe paper); Kalay Decl., Exh. L ['932 patent] at 8:15-18.
15 Kalay Decl., Exh. J [Peripheral Storag8geKalay Decl., Exh A [Lang Depo.] at 82:5-15.

16 This is clear because even uncompressed audio would have tranffsteedhan real time af
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Furthermore, as shown for example by the Tescher referesceilted below, it was known by
1985 that video could be compressed down to a data rate of 239 kbps, andlemyilei

compressed to that data rate would have transferred fasteretlaimme if copied to one of thg
above external hard drives or across an Ethernet or T1 communioaio\k this shows, it was
both inevitable and unremarkable that digitized audio and video data Wweuhoved from one
place to another faster-than-real-time. Accordingly, tcetttent that they are not anticipated, tf
asserted Burst claims are obvious because they are: a set of klements performing knowr]

functions, whose combination yields a result even Mr. Lang admits was pheeftét

Il. THE PRIOR ART

A. Walter — A Faster-Than-Real-Time Video Distribution System
The Walter patent (U.S. Patent No. 4,506,387, Kalay Decl., ExivaB¥iled June

24, 1983, and issued on September 13, 1988. Thus, Walter is prior axftthallasserted Bursi
claims under at least 35 U.S.C. sections 102(a) artd (e).

Walter describes a video-on-demand system where a “centraki@dian” can
transmit a “video program at a high non-real-time-rate ovebex foptic line network to a data
receiving station at the user’s location.” Through the use of @samn and multiple paralle
fiber optic lines, “a two hour movie can be transmitted in about 31 seconds.” [7:37-47].

In Walter, a “library of video programs [is] maintained at tleatral data station.”

Each video program “is converted to compressed digital form anedsitoisuitable high density

these data ratesSeeHemami Decl., § 22 (“digitized uncompressed wideband audio signal I
data rate of 705.6 Kilobits/second”); 1 50.

7 Mr. Lang also admitted that he, the sole named inventor, could not hévetmt his patents
describe, because he was “not an electrical engineer, [sajtita my field of expertise to build
it.” Kalay Decl., Exh. A [Lang Depo.] at 234.6-2%eel eapfrog v. Fisher-Price485 F.3d 1157
(Fed. Cir. 2007) (“Our conclusion [of obviousness] is further reinforcetestymony from the
sole inventor at trial that he did not have a technical background, couldvecadtaally built the
prototype himself, and relied on the assistance of an electrical engineer”)

18 Walter was submitted with during the prosecution of the ‘932 application about two weseks

the claims were allowed. Burst did not disclose to the Patent Officéggr describes sending
a 2 hour movie in “about 31 seconds.” Kalay Decl.,, Exh. K [Notice obwdhce and
Information Disclosure Statement]. When asked about the Watezenee, Mr. Lang testified
that “I can't distinguish my patent from the Walter patentheut relying on opinions and
information that | have garnered in my discussions with my patentsel” and was instructeq

not to answer questions “concerning the extent to which [Walter] @ogses not anticipate the

patents-in-suit.” Kalay Decl, Exh. A [Lang Depo.] at 373, 36&&: generallyd. at 368-380.
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memory devices.” [2:13-18]. These devices are organized into “memodules,” each of
which “contains a specific video program for broadcasting.” [4:7-14Memory modules are
included both at the “central data station” and at the “receistagon,” and are “arrangedg
identically” in both places. [7:8-11]. Walter describes in somaildéte circuitry and devices
used for reading data from the memory modules, converting it into bgata transmitting it
through multiple parallel fiber optic lines faster than reaktim the receiving station, where it i
stored “for an indefinite period of time for viewing at a later date.” [Alu$t4d:3-7:47].

The video data is compressed using circuitry that performs irger-frame
differential pulse code modulation technique [that] is known in the athough] additional
circuitry may be added to avoid problems caused by rapid motioreipitiure.” [7:25-34].
Walter does not expressly state where the “circuitry” thalopas this compression is locateq
saying only that “the digital data is compressed in memarguies 24-34 [which are in thg
central data station] by a technique known as inter-frame eliffiat pulse code modulation.’
[7:26-30]. This suggests that the compression process occurs icemli@l data station.
However, Walter also states that the “video programs arequenmed into respective memor
modules 24-34.” This suggests that the compression occurs elsewpkedd)-13]. This
ambiguity is significant here because two of Burst’s indepenggaratus claims (‘995 claim 1
and ‘932 claim 4) require a device within a “common housing” to recemapress, store, ang
transmit audio/video data — a requirement that is not literally imihe compression occurg
outside the central data station. However, as discussed belower\Walders these claimg
obvious in any event. Wicker Decf 15.

B. Gremillet — A Faster-Than-Real-Time Music Distribution Systen

The Gremillet patent (U.S. Patent No. 4,499,568, Kalay Decl., ExissGed in
1985 and claims priority to a 1981 French patent application. Thus, @&tamiprior art to all of
the asserted Burst claims under at least 35 U.S.C. section 1@millet was not cited during

prosecution of any of the asserted Burst patents.

19 Each memory module is subdivided in the preferred embodiment into 16 yneefisy one for
each of the 16 parallel “optical data channels” to be used. [5:29-65; 7:39-44].

)
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The music-on-demand system described in Gremillet transmitsc nfiosn a
distribution center to a customer over a television transmission dhauch faster than real
time. This is possible because “[tlhe information flow rate bhkeith classical music is
approximately 0.5 Mbits/s,” while “the information flow rate of pi& transmission channel
used in television ... is well above this value, being about 100 Mbif&/8-8]. This means that]
“a musical work lasting one hour can be transmitted in 18 seconds.” [2:8-12].

To accomplish the transmission, the distribution center has asieleWwansmitter,
either a “transmitting antenna” or “a cable or optical fibr¢s.1-7]. At the receiving end, “the)
user equipment 20 comprises a television receiver” as well asdé® recorder” and a “ratg
recorder 24 connected to the video recorder and able to restore thel spead to the
information.” [3:55-62]. In operation, a “user wishing to listen to akwelonging to the
collection recorded in the [distribution] centre supplies therlatid the references of the chose
work by means of the telephone line,” and “provides his identity,’ekample by “a numerical
code.” [4:8-18]. The user-selected digitized music is sent avelevision channel, “precede
by the addressing code of the subscriber.” [4:18-20]. When user’s degaiges the addressin
code, it sends a “writing control instruction” to the “video recaofdehere “it is recorded at the
fast speed ... until the work has been completely recorded.” [4:20%. transmitted work
then can be played using the rate converter that restai@stst normal speed, or the user c3
keep the transmitted recording “for the purpose of listening to it later.” [4:36-37]

C. Tescher — An Intra-Frame and Inter-Frame Video Compression Method

The Tescher patent (U.S. Patent No. 4,541,012, Kalay Decl., Exh. Ojledas
1982 and issued in 1985. Thus, Tescher is prior art to all of theeak8entst claims under af
least 35 U.S.C. section 102(b). Tescher was not cited during prosecution of the Batst pate

Generally, Tescher describes a system for digitizingoghatleo information,
compressing that digitized information, storing and/or transmitiivag information, and then
decompressing, and/or displaying the video information. [2:32-45]. Tesshsignificant
because it discloses a video compression technique that achievasaeaf 239 kbps (2.39 X

10° bits per second”) for full motion video information. [Tescher at 11:52}12Notably, this

n
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video data rate (239 kbps, or 0.239 Mbits/s) is lower than the datafrébe music that is

distributed faster than real-time in Gremillet (“approximateél5 Mbits/s”). Tescher is alsg

significant because it uses both the intraframe and interframgression mentioned in th¢

Court’s claim construction order. [1:40-45; 1:59-66; 2:32-45].
D. Kramer and Kepley — Patents From Apple’s Audio Anticipation Motion
The Kramer patent (U.S. Patent No. 4,667,088, Kalay Decl., ExhAnd Kepley
(AT&T) (U.S. Patent No. 4,790,003, Kalay Decl., EXf). patents were described in Apple’
Audio Anticipation Motion, and those descriptions are not repeated hanet s not denied
that these references are prior art to its claims. NeKepley nor Kramer was cited during
prosecution of any of the asserted Burst patents.
E. CompuSonics — Editing
In the 1980s a public company called CompuSonics sold a seriestaf digiio
products, including the “DSP-2000 Series,” which was a “multitrackadigudio recorder/editor
for professional use.” Kalay Decl, Exh. G [6/15/87 CompuSonics Form] H2-& The DSP-
2000 is prior art to Burst's patents under at least 35 U.S.C. § 102®)f‘May 30, 1987, 15
DSP-2000 series systems have been soldl’ The CompuSonics DSP-2000 digitized af
compressed audio d&tand performed editing of the digital audio fifésyhich it stored on hard
disks and high density floppy diskslt could output the edited audio to a Sony PCM-16
encoder for mastering CDs. Exh. H at APBU-00016099. The CompuSoni2® product

demonstrates that editing digitized and compressed audio informatsoknean prior to Burst’'s

20 “IT]he analysis stage of the CompuSonics system, which conesress filters the digital-

audio data rate and allows for high speed editing and greatedetegay.” Kalay Decl., Exh. G
[6/15/87 CompuSonics Form 10-K] at APBU 653390. “Use of CompuSonics propriesx
encoding is optional when making recordings on the DSP-2002.” Kalay., Oexh H
[CompuSonics DSP 2002 brochure, copyright 1985] at APBU-0016100.

2L “The DSP-2000 is ... configured as a single user workstatioméorecording and editing of
live and recorded music.” Exh. G at APBU 653390. “Because you are now dealing witioih
the digital domain, the DSP-2002 lets you take advantage of the fofjdeatures: ... real-time
trial edits ... razor-sharp edits, butt splices, and cross-fades.” Exh. H at-BEE&BL6099.

22 “The standard system comes with a 143 megabyte hard disk capatdéding at least 18
minutes of mono or 9 minutes of stereo.” Exh H at APBU-00016099; “Superfltippydrive ...
3.3 Megabytes (unformatted).ld. at APBU-00016100. CompuSonics also sold the DSP-1(
which stored digital audio in compressed or uncompressed form onRMA(@rite-once read-
many) optical disk. Exh. G at APBU 653391-392.

\1%4
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patent applicatiof®
1. LEGAL STANDARDS

Summary judgment legal standards and the law of anticipatiowedk&nown to
the Court and were addressed in Apple’s Audio Anticipation Motion. &wsid not repeated
here. However, very recently, the Supreme Court overturned longrejaRelderal Circuit law
regarding “obviousness,” and urged “caution in granting a patent lmsséte combination of

elements found in the prior art. KSR Int’l Co. v. Teleflex IncNo. 04-1350, 127 S. Ct. 1727

1731 (April 30, 2007). ThKSRdecision rejected the rigid application of a “teaching, suggest

or motivation” (or “TSM”) requirement for a finding of obviousness, and astbptstead what it
called a “common sense” approach, explaining that a patent amvious, and thus invalid
“when it does no more than yield predictable results.at 1731.

The Supreme Court has repeatedly held that a combination of knownntdel

according to known methods is obvious when it does no more than yield grkedictaults.

Great Atlantic & Pacific Tea Co. v. Supermarket Equipment C@40 U.S. 147, 152-153, 71

S.Ct. 127, 130 (1950) (“a patent for a combination which only unites old elements with no ¢
in their respective functions . . . obviously withdraws what is diréaown into the field of its
monopoly and diminishes the resources available to skillful mefiterson’s Black Rock, Inc
v. Pavement Salvage C896 U.S. 57, 62; 90 S. Ct. 305, 308-309 (1969) (combination of rag
heat burner and paving machine was obvious because each element pedsrmepected:
“while the combination of old elements performed a useful functionddee nothing to the
nature and quality of the radiant-heat burner already patented.”).

The Supreme Court applied these precedent&SR which involved a claim
which combined an adjustable automobile pedal and an electronic pedalnpssitsor. The
district court had found, on summary judgment, that claim 4 was obvioush@veombination of

the prior art Asano patent (which disclosed an adjustable automoblidd) path the prior art

23 Apple believes that the CompuSonics products anticipate all of 8asserted claims, in par
because they could compress and store audio and video information, and auaridt tthe
compressed audio and video files between various internal and éxtesknarives faster-than-
real-time, but that is beyond the scope of this motion, which rehethe CompuSonics DSP
2000 to show editing.
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Smith patent (which disclosed an electronic position sensor on an autempeddl.)Id. at1738.
The Federal Circuit reversed the district court, and the Sup@aug reversed again, reinstatin

the district court’s finding of obviousness. As it explained,

When a work is available in one field of endeavor, design
incentives and other market forces can prompt variations of it,
either in the same field or a different one. If a person of orglina
skill can implement a predictable variation, 8 103 likely béss i
patentability. For the same reason, if a technique has been used to
improve one device, and a person of ordinary skill in the art would
recognize that it would improve similar devices in the same way
using the technique is obvious unless its actual application is
beyond his or her skill.

Id. at 1740. Thus, the Supreme Court explained, “when a patent ‘simply arraloigelements
with each performing the same function it had been known tonp@&rand yields no more thar
one would expect from such an arrangement, the combination is obvioust 1740. In sum,
the KSR Court concluded, the results of “ordinary innovation” are not patentabtaude
“granting patent protection to advances that would occur in the ordimamgec without real
innovation retards progressld. at1732, 1746

Notably, the Federal Circuit’s reversal of summary judgmentréleed in part on
an affidavit submitted by the patentee’s expert, and the Suprearé disagreed with the Feders
Circuit on this point as well, noting that the ultimate judgment of asness is a lega
determination.|d. at 1745. “Where, as here, the content of the prior art, the scope péatent
claim, and the level of ordinary skill in the art are not in maltelispute and the obviousness ¢
the claim is apparent in light of these factors, summary judgmseappropriate.”ld. at 1745-
1746. See Pharmastem Therapeutics Inc. v. Viacell,, INos. 05-1490, 05-1551, 2007 WI

1964863 (Fed. Cir. July 9, 2007) (applyik§Rto overturn jury verdict of non-obviousness).

IV.  EACH OF THE ASSERTED CLAIMS IS INVALID

A. The Asserted Claims.

Thirty-six of the sixty claims originally asserted by Bum this lawsuit remain

asserted, of which nine are independent claims (marked in bold Fé&low).

24 Burst dropped claims 16, 21 and 24-28 of the ‘995 patent, claims 7-8, 16, 22-23, 26487, 4
50, 52, 58-59 and 73 of the ‘839 patent, and claims 1-3 of the ‘705 patent in its 200& &jnal
Infringement Contentions.

|
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Patent Asserted Claims

‘995 1,2,3,7,8,9, 1497, 19, 20, 22-23, 44, 47, 51, 52, 80
‘839 1,2,3,9, 1517, 19, 20, 28, 44, 45, 47, 516, 77

705 12,13,21

‘932 4

As explained in Apple’s Audio Anticipation Motion, all of Burst's atsd
independent claims can be divided into two groups. The first seaiaissthe “compressing”
claims—each requires (1) receiving audio/video source informationcd@ypressing it, (3)
storing it, and (4) transmitting it faster than real-time. $heond set of claims—the “receiv
compressed” claims—shortens this sequence to three steps bgnedbat the audio/video
source information be compressed before it is received. Qfiteeindependent claims at issu¢
five are “compressing” clainfs,and four are “receive compressed” claftfis.

The independent claims at issue can be further categorizedhas rmiethod or
apparatus, and as either audio or vitfedThe six asserted independent claims in the ‘705 i
‘839 patents are method claims, and the three in the ‘995 and ‘932 paeapparatus claims
Five claims are limited to “full motion vided®and four encompass audio oAly.

This motion first addresses the independent claims, then turns tteplemdent
claims. All of the dependent claims at issue, except for cl&@raf the ‘705 patent, depend fror

audio-only claims, and can thus be anticipated by either audio or video references.

B. The Independent Claims
1. The Audio-Only Claims Are Obvious If They Are Not Anticipated

Apple’'s Audio Anticipation Motion did not assert obviousness. This mof

asserts obviousness. Even if the court accepts some or all of the arguments thesBuegie in

> «“Compressing” claims: ‘995 claim 1; ‘932 claim 4; ‘839 claims 1 and 76, ‘705 claim 12

26 “Receive Compressed” claims: ‘995 claim 17, ‘839 claims 17 and 77, ‘705 claim 21

27 An “audio” claim refers to a claim that can be met with awmlity audio/video source
information. A *“video” claim refers to a claim that requiresleo audio/video source
information.

28 \Video claims: ‘839 claims 76, 77; ‘932 claim 4, ‘705 claims 12, 21.

29 Audio claims: ‘995 claims 1, 17; ‘839 claims 1, 17. All but one ofdlpendent claims—
‘705 claim 12—depend from these audio-only claims.

APPLE'S SECOND MOTION FOR SUMMARY JUDGMENT Case No. C 06-0019 MHP
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opposition to Apple’s Audio Anticipation Motion, all of Burst's audio-only ipdedent claims
('995-1, ‘995-17, '‘839-1, and ‘839-17) are nonetheless obvious over Kepley and KrBotér.
Kepley and Kramer, which are undisputedly prior art, describe whast Blaims to have
invented: faster-than-real-time transmission of compressed audio sourceaitbor.
a. Kramer Makes Obvious Burst's Audio-Only Claims
Burst makes four arguments in an effort to distinguish Kramer, nowehich

could avoid summary judgment of obviousness even if accepted for purposes of anticipatio

—

Burst’s first argument is that the DPCM encoding in Krameras compression
because the disclosed DPCM supposedly encodes audio in an analogaaidcthus does not
reduce the number of “bits” as the Court required. Even if thertCwvere to accept thig
argument, Burst cannot deny that it would have been obvious to perfo@W @Rcoding in a
digital circuit, and that in a digital circuit, the number of 8bits reduced. Indeed, a reference
text cited by Burst's Dr. Gersho states that “due to trelability of digital signal processing
components, digital processing ... is generally the most effeatieans of implementing 4
DPCM algorithm.” Audio Anticipation Reply at 5. Burst also agubkat Kramer fails to
disclose a “compression means” because it does not mention a “ceanfttesompressor.” But
Burst cannot dispute that use of a “compressor/decompressor” wouldéavebvious in light
of Kramer’s disclosure of an “encoding system” and a “codddy. Gersho’s reference text
describes the “availability of digital signal processing comporief®reover, Mr. Lang admits
that he did not invent compression of audio/video information, or any improviubanef data
compression, and his patents do not describe any particular hardwaredio compression, sd
standard, known components must have been used.

Burst’'s second argument is that Kramer does not actually didelsiss-than-real-
time output when it says “output will be at a speed much fastdegat 100 times) than thaf

required for actual sound reproduction.” Audio Anticipation Reply at\¥enkf the Court were

174

to accept Burst’s strained logic on this point, Burst cannot denhKthaer’'s express disclosure
of outputting faster than real-time would make faster-than-real-time outpwusbvi

Burst’s third argument is that Kramer does not disclose “randa@sacstorage”

APPLE’'S SECOND MOTION FOR SUMMARY JUDGMENT Case No. C 06-0019 MHP
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even though it states that “the systems of the preset invemiergortable cards whose memo
allows “immediate recall of the data in any portion of the M Audio Anticipation Reply at
9. This teaching would make the use of random access memousheven if it does nof
anticipate it, and there can be no dispute that random access nveasdtgown, at least becaus
Mr. Lang has acknowledged that he did not invent any new storage system.

Burst's fourth and final argument, which applies only to the “comprgssi
apparatus claims, is that Kramer fails to disclose the presaina “compression means” in
“‘common housing” with the other components—input, storage, and output means.
believes that this limitation is inherently disclosed by Kraselisclosure of an “encoding
system,” but if the Court finds otherwise, obviousness applies. ASupeeme Court stated in
KSR “when a patent ‘simply arranges old elements with each performing thdsactien it had
been known to perform’ and yields no more than one would expect from such an arrangem
combination is obvious.’KSR 127 S.Ct. at 1740All that is needed here is putting a sheet m¢g
enclosure around the combination of the “encoding system” and atoleasof the described
memory cards, and one would have compression in a common housing with ioage,sand
output. Wicker Decl., § 13. There can be no dispute that the sheet coetakession, input,
storage, and output would each be performing “the same function it hadrt@en to perform”
and that the combination would “yield no more than one would expect,” seguk is obvious
as a matter of lawSeeWicker Decl.,  13.

b. Kepley Makes Obvious Burst’'s Audio-Only Claims

Burst makes five arguments in an effort to distinguish Kepley, mne&hich
could avoid summary judgment of obviousness even if accepted.

Three of Burst's arguments about Kepley are similar to tganaents it makes
regarding Kramer. First, Burst argues that Kepley does nolodes the kind of compressiol
required by the Court's order when it refers to using “bandwidtmpression” and “silence
compression.” Even if this were true, Burst cannot deny that itdvbave been obvious td
perform compression that met the Court’s definition for the reagatesisabove with respect tq

Kramer. Moreover, the core of Burst's no-anticipation argumetiaisthe “voice processor” in

APPLE'S SECOND MOTION FOR SUMMARY JUDGMENT Case No. C 06-0019 MHP
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Kepley does not necessarily encode differences between audjpbesa because, as Dr Gersl
explains, there is a “rich variety of speech coding algorittiras were known prior to the filing
of the Kepley patent,” some of which do not encode differences. afdusnent itself shows tha
it would have been obvious to use a technique such as DPCM, which does encode differen

Second, Burst argues that Kepley fails to teach faster-tladwtires transmission
notwithstanding its express statement that “use of digital hpgleds transmission facilities o
speed greater than 9.6 Kbps enables the exchange of digitally encoded pressechvoice mail
messages faster than real time speech.” Audio Anticipation Redl®-13. Again, even if thg
Court were to accept Burst’'s strained logic on this point, Beasinot deny that Kepley's
disclosure of transmitting faster than real-time makes faster-tlagtisme transmission obvious.

Third, Burst argues that Kepley fails to meet the “common housegylirement
of the apparatus claims. Even if this were true, Kepley wodldrsidke Burst’'s claims obvious|
for reasons analogous to those described in the context of Kramer. Wicker Décl., I

Burst’'s last two non-anticipation arguments also fail to surviveolaviousness

analysis. Burst claims that Kepley fails to disclose aadmitting voice mail messages
notwithstanding its disclosure of forwarding voice mail. Busitommon sense (and obvious

that a forwarded voicemail is a re-transmitted voicemail. sBatso argues that Kepley's

voicemail is not the claimed “audio/video source information” becausenot a “work.” Again,
even if that were correct, it would have been obvious that Kepleytewail system could
transmit songs or other audio that Burst admits are “wofks.”

2. The “Compressing” Method Claims (‘839 claims 1, 76, ‘705 claim 12)

Each of the three asserted “compressing” method claims—‘839 claiamsl 76
and ‘705 claim 12—requires (1) receiving audio/video source informatioop(@pressing it, (3)
storing it, and (4) transmitting it faster than real-time. ‘888m 1 was addressed in Apple’
Audio Anticipation Motion. The two other claims, ‘839-76 and ‘705-12, diffemarily in that

they add the requirement that the “audio/video source information” imeistde “full motion

30 Kalay Decl, Exh. | The Cambridge Companion to Prouat 19 (describing listening to the

opera over the telephone.)

APPLE'S SECOND MOTION FOR SUMMARY JUDGMENT Case No. C 06-0019 MHP
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video.” ‘839 claim 76 also requires that the storage be on a “meaglek,” while ‘705 claim 12

requires that the burst time period be “substantially” shorter than real time.

a. Walter Anticipates ‘839 Claim 1 And ‘705 Claim 12, And
Renders Obvious ‘839 Claim 76.

As explained above, Walter describes a video-on-demand systeas#satinter-
frame differential pulse code modulation” and multiple fiber opacgmission lines in order tg
allow “a two hour movie [to] be transmitted in about 31 seconds.” ItRVat 7:37-47]. Thus,
Walter describes what Mr. Lang says he invented: creati@entiofie-compressed representation
of video source information that is sent faster than real-tim@/alter also describes the other
elements of Burst's claims: a “central data station” te@eives video source informatidn,
stores the digital time compressed representation of the ¥idgew transmits it to a receiving
station faster than real-tinfé. Walter does not, however, mention the use of “magnetic disks’
storage—it describes “suitable high density memory devices.” [2:L3-1But storage on
magnetic disks was well-known and routine at the time to one afargdskill, as evidenced by

Mr. Lang’s testimony that he used existing storage devices,\atige ldisclosure of such disks in

31 Walter discloses the use of compressed audio and video data whade tsitteduced by using
an “inter-frame differential pulse code modulation” (DCPM) technigqugch according to the
Walter patent was “known in the art.” [7:25-34]. See also 2:15-18 ane386,3232-34 Walter
explains that the compressed video programs can be sent frometitealaddata station” to a
subscriber's “data receiving station” at a faster-thantiesd- rate. Specifically, “a two hout
movie can be transmitted in about 31 seconds” from the “centraktidtan” to the customer’s
“data receiving station.” [Abstract; 7:44-47].

32 Walter discloses a “central data station” that receiliesvideo data that is compressed ahd
then stored in the memory module and then transmitted to the “daiaing station.” [6:6-31;
7:38-47; Fig. 2]. “To facilitate the storage and manipulation of theoyiegrams, and to allow
the method to be placed under automatic computer control, the eledaiaaepresenting each
video program is converted to compressed digital form and storeditable high density
memory devices.” [2:13-18].

3 Walter discloses the use of memory module 102 in the receivitonstiaat stores the receive
programs. [7:25-34]. This memory module is “arranged identically émony modules 24-34
with sixteen parallel cells for containing the data.” [7:8-11].nMey modules 24-34 are the
modules located in the “central data station,” which store the @sm®gd video prior to
transmission to the customer. [7:8-11; 7:25-34]. Wicker Decl., { 15.

3 The Walter patent discloses the circuitry and devices fatimg compressed video data from
the memory module and transmitting it to the “data receivingostat The program is sent
through the central data station’s “output ports or terminals” whie shown in Figure 2 and
sent across fiber optic lines at a faster-than-real-tiree r§6:6-31; 7:38-47; Fig. 2]; Wicker
Decl., 11 15, 17.

——

174

APPLE’'S SECOND MOTION FOR SUMMARY JUDGMENT Case No. C 06-0019 MHP
OF INVALIDITY 14




© 00 N o o b~ w N P

N N NN DN DN DN NN R P R R R R R R R e
w N o 00~ WN BP O © M N O O~ W N B O

Gase 3:06-cv-00019-MHP  Document 124  Filed 07/13/2007 Page 19 of 30

the “Peripheral Storage” article Burst referenced inpatent application and submitted to the

Patent Office”®> Magnetic disks were certainly “suitable high density menaejices.” Wicker
Decl., T 15 Moreover, known magnetic disks could have been used in the normal nran
combination with the apparatus described in Walter to provide permatamstge of the
compressed digital video information with entirely predictablailtes Wicker Decl., { 15.
Accordingly, Walter anticipates ‘839 claim 1 and ‘705 claim 12 antkadt renders obvious

claim 76 of the ‘839 patent.

b. Gremillet In Combination With Tescher Makes Obvious The
“Compressing” Method Claims

As described above, Gremillet describes a music-on-demand systetrahsmits
music from a distribution center to a customer much faster than real-éimmausical work lasting
one hour can be transmitted in 18 seconds.” [Gremillet at 2:8-12]chd@ediscloses a digita
video compression technique that achieves a data rate of 0.239 Mbps (“2®9bits per
second”), which is lower than the data rate of the music tlthstisbuted faster than real-time i

Gremillet (“approximately 0.5 Mbits/s”). [Tescher at at52t12:1; Gremillet at 2:3-8]. Given

this lower data rate, it would have been obvious that video data contpesstught in Tescher

could have been stored, transmitted, and received using Gremilléés-tfeen-real-time media|
distribution system. Wicker Decl, Y 16. This would have been accongpliglih all

components performing their known functions, and would have achieved the girkdiahd
obvious result of sending compressed video information faster-than-real-timker\Wiecl, I 16.
Thus, Gremillet in combination with Tescher describes what Miglsays he invented: creatio

of a compressed representation of video source informatioat is sent faster than real-tifffe.

% Kalay Decl., Exh A [Lang Depo.] at 82:5-15; Kalay Decl., Exh. J [Peripheralggpra

3 Gremillet refers to the music it transmits as “comprsset does not expressly describe
reduction in the number of bits used to represent the music: ‘hgression of the soung
information can be obtained by writing into a memory and then rgdm the memory at the
accelerated speed.” [3:42-45]. Gremillet describes the “infeomdlow rate” of the musical
works it transmits as “approximately 0.5 Mbit/s.” This isslethan the data rate of a
uncompressed wideband audio signal (e.g. CD audio) which is apprdyin®afe Mbit/s,

suggesting that the audio information in Gremillet has been cosgor@s a manner that reducq
the number of bits used to represent the muSieeDocket #109, Hemami Decl., at 6 (“digita
uncompressed wideband audio signal has a data rate of 705.6 Kilgbits/se In any event, ag
described above it would have been obvious to combine Gremillet withnengf several known
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Gremillet in combination with Tescher also discloses the otlements of Burst's claims:
receiving audio/video source informatidtstorage of the digital time-compressed representat|on,
39 and transmission to a selected destination (the subscriber stati@rgmillet does not disclose
a “magnetic disk” for storage—it discloses a video disk or a videorder [3:40-42; 4:26-39].
However, as explained above, storage on magnetic disks was admitedidkypnown and routine
and could have been substituted for the video disk with predictable reguitker Decl., § 16.
Indeed, the Burst patents themselves describe video disks and malisietias alternativés.
Thus, each of the “compressing” method claims (‘839 claims 1 and 76,7@Bdcfaim 12) is
rendered obvious by Gremillet in combination with Tescher.

3. The “Compressing” Apparatus Claims (‘995 claim 1, ‘932 claim 4)

Each of the two asserted “compressing” apparatus claims—Ia8B & and ‘932
claim 4—mirrors the “compressing” method claims, except that they are in aygpfman. Thus,
each requires (1) an “input port or terminal” for receiving awtleb source information, (2) “a

compressor/decompressor” for compressing the source informatidnarf@8pm access storagef

compression technologies, including those disclosed in Tescher for compressing video.

37 Gremillet describes a “need for a distribution system ... wiickable to make almost
instantaneously available to the music lover the musical work ofHage,” and discloses td
meet that need a music on demand system for “the teledistribdtrenarded information” that
“offers[s], to requesting users, any piece of music of theircehoi. . [transmitted] in a few
seconds” from a distribution center using the “transmission chanoeets$ in television.” [1:47-
50; 1.64-68; 2:4-7; 3:5-10]. Gremillet explains “a musical work lastimg hour can be
transmitted in 18 seconds.” [2:11-12].

3 Gremillet discloses “a bank of musical recordings recordedfaster speed than normal (190
to 200 times faster).” This “information recording bank” can be &nfrom “the sound
information . . . by writing into a memory and then reading from teenary at an accelerated
speed.” [Gremillet at 3:42-44]. Tescher discloses that “analdgovsignals are coupled to the
input of an analog processor unit.” [Tescher at 5:32-34, Fig. 1].

39 Gremillet's “central data station” uses a “recording support [which] canvideo disk.” [3:40-

42]. The user’s equipment has a “video recorder” which records the transmidtedation: “the

writing phase continues until the work has been completely recordedeudr, as stated
hereinbefore, this phase is of a short duration, in view of the high cesiprelevel of the
recorder information (greater than 100).” [4:16-40]. This “recording lwarkept on the video
recorder for the purpose of listening to it later.” [4:36-39].

%0 Gremillet describes a “broadcasting means consisting ofrsrhitter 31, a transmitting
antenna 32, a receiving antenna 33, or a cable or optical fibres 34¢btirect the distribution
center with the subscriber equipment, and whose information “fleavisaapproximately 100
Mbits/s” [4:1-7].

1 Kalay Decl., Exh. L ['932 patent] at 6:37-39 (“Other types of mamiaclude the above
mentioned optical disc memories, bubble memories, and magnetic disks”).
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for storing the compressed information, and (4) an “output port or tefnforalransmitting it
faster than real-tim&  Furthermore, because of the agreed construction of “transc
apparatus,” these claims require each of these elements to be in a “commog.hous

‘995 claim 1 was addressed in Apple’s Audio Anticipation Motion. ‘932rcli
differs from ‘995 claim 1 only in that the audio/video source informatrarst include “full

motion video” information, and in that the storage means must be a “magnetic disk.”

a. Walter Anticipates ‘995 Claim 1 And Renders Obvious ‘932
Claim 4

As described above, the video-on-demand system of Walter allowso“adur
movie [to] be transmitted in about 31 seconds” from a “centralstateon” to a “data receiving
station,” and thus discloses what Burst claims to have invented.

Applying Walter to the remaining elements of the “compressipgageatus claims
turns on whether Walter's compression circditrig located inside the “central data station”
not. If the compression circuitry in Walter is understood to begbais “central data statiorf*
then that “central data station” anticipates ‘995 claim 1 dhtha elements of ‘932 claim 4
except the “magnetic disk.” Specifically, Walter’'s “centddta station” includes an “inpu

means,* a “compression mean§®” a “random access storage meatisand an “output

42 seeDocket # 104, Claim Construction Order.

*3 Walter describes video data that is compressed using cir¢oétryperforms an “inter-frame
differential pulse code modulation technique [that] is known in the athough] additional
circuitry may be added to avoid problems caused by rapid motion in the picture.” [7:25-34].

“ As explained above, Walter suggests that compression occurs derttral data station by
stating that “the digital data is compressed in memory mod@4e34 [which are in the centra]
data station] by a technique known as inter-frame differential pulse code nmdulat26-28].

%> Walter explains that “the electrical data representingh eddeo program is converted int
compressed digital form,” and discloses that this compressionriigrmped in (unspecified)
circuitry. [2:16-19; 7:25-34]. While not expressly mentioned, thisuttinc inherently has an
input that receives audio/video source information and is coupled tirtéry for compressing
audio/video data, and thus is the claimed “input means.” Wicker Decl., § 15.

¢ As previously stated, Walter describes circuitry that perf@msnter-frame differential pulse
code modulation technique.” [7:25-34].

47 Walter discloses storing the compressed video in “suitable #émsity memory devices.’
[2:17-19] Magnetic disks and optical disks were certainly “suitdbigh density memory
devices” and are also random access storage devices, and adisthosed by implication.
Wicker Decl., 1 16. At a minimum, Walter makes obvious the usanafom access storag
such as magnetic disks, because as explained previously storagagoatic disks was well-
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means,*® all within the “common housing” of the central data station.

At a minimum, regardless of whether the compression circuitryahéiis part of
its “central data station,” Walter makes obvious the combinatioreofients required by ‘995
claim 1, because housing the input, compression, storage, and output futagether of the
central data station would have been routine and straightforwarckek\Decl.,  15. There can
be no dispute that in this arrangement the housing, compression, inpgfe séord output would
each be performing “the same function it had been known to performthahthe combination
would “yield no more than one would expecg&eWicker Decl., § 15. Thus, the “central daf
station” is the claimed “transceiver” or an obvious variant ther€&R 127 S.Ct. at 1740

Furthermore, as described above, the magnetic disk storage rdguiea? claim
4 was a known element that it would have been obvious and routine to ad@/#lter, with

predictable results. Wicker Decl., { 16.

b. Gremillet In Combination With Tescher Renders Obvious ‘995
Claim 1 and ‘932 Claim 4

As explained above, Gremillet in combination with Tescher descritbes Mr.
Lang says he invented: creation of a compressed representationmbwoidee information that
is sent faster than real-time. The music-on-demand cabiensys Gremillet ‘586 combined

with the video compression system of Tescher also renders obviousntaaing elements of]

Burst’s “compressing” apparatus claims. Specifically, Giemdiscloses a “distribution centre

10 [that] comprises a bank 11 of musical recordings recordethsitest speed than normal” on “
video disk or video recorder.” [3:37-42]. This bank of recordings on video dis#fiss the

“random access storage means” limitation. It also renders obwiedmbagnetic disk” limitation

known and routine at the time to one of ordinary skill. This is shown byL&hg’s testimony
that he used existing storage devices, and by the disclosure oflisishin the “Peripheral

Storage” article Burst referenced in its patent application satminitted to the Patent Officel

['995 patent at 4:2-5]. Moreover, known magnetic disks could have been usiesl mormal

manner in combination with the apparatus described in Walter ‘387 talprpermanent storage

of the compressed digital video information with entirely predictable resMisker Decl., I 16.

*8 The compressed audio/video information in Walter is sent through Htealcdata station’s
“output ports or terminals” which are shown in Figure 2 and sent aftbessptic lines. [6:6-31;
7:38-47; Fig. 2]. At a minimum, Walter makes obvious the use of “outptg poterminals” for
transmitting data. Wicker Decl., T 17.
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because magnetic discs were known to be substituted for the alicsl as shown by the Burg
patents themselveSeeWicker Decl.,  19. Furthermore, it is inherent that the mesiered

this bank of recordings somehow, and it would have been obvious to receireugh an input
port or terminal from a standard audio device. Wicker Decl., 1 20. , Thesnillet makes
obvious the “input means” of the claims. Gremillet also discldees“output means”: it
describes transmitting music through “broadcasting means consgftiag transmitter 31, a|
transmitting antenna 32, a receiving antenna 33, or a cable or diptieal34,” that connects thq
distribution center with the subscriber equipment. [4:1-7]. Figure Gremillet illustrates this
broadcasting means as being outside the dotted line indicating tteibtttion center” but
coupled to it. Either the broadcasting means itself, or therdbest output from the distribution
center to the broadcasting means, satisfies the “output mesmsgtement of the claims. Thus
Gremillet shows a “distribution center” (i.e. a “transceiver apps”) with “input means,”

“random access storage means,” and “output means.”

As explained above, Tescher discloses a digital video compressiondige that
achieves a data rate of 0.239 Mbps, which is lower than the datafr#te music that is
distributed faster than real-time in Gremillet, and would thus Haeen obvious to use ir
conjunction with Gremillet’s distribution system. Tescher illatgts in Fig. 1 “a block diagramn
illustrating an encoder incorporating the invention.” [5:7-8]. Thsoder uses both thd
intraframe and interframe compression mentioned in the Courtta clanstruction order. [1:40
45; 1:59-66; 2:32-43]. Thus, the illustrated video encoder is a “comprabsbréatisfies the
Court’s construction of “compression means.”

Accordingly, in combination Gremillet and Tescher make obvious Bur
“‘compressing” apparatus claims, because they collectivelyodes@a distribution center with

“input means,” “compression means,” “random access storage,” and “output means.”

4. The “Receive Compressed” Method Claims (‘839 claims 17 and 77,
‘705 claim 21) Are Made Obvious By Walter and the Combination of
Gremillet and Tescher

Each of the three asserted “receive compressed” method claimsek868% 17

and 77 and ‘705 claim 21—requires (1) receiving compressed audio/video saioroeation
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faster than real-time, (2) storing it, and (3) re-trangngjtit faster than real-time. These claims

thus differ from the previously discussed method claims in that they requereingoccompressed
source information, rather than receiving source information and then compressing it

‘839 claim 17 was addressed in Apple’s Audio Anticipation Motion. The t
other claims, ‘839 claim 77 and ‘705 claim 21, differ primarilythat they add the requiremer]
that the “audio/video source information” include “full motion video.” ‘70&im 21 also
requires the video be “selected from a video library” and thatbilnest time period be
“substantially” shorter than real time.

As explained above, in Walter's video-on-demand system the “centtal
station” transmits a “a two hour movie can be transmitted in abose&inds” to a “receiving
station.” [7:37-47]. The compressed movie is stored in “suitagle density memory devices,’
organized into “memory modules,” which are “arranged identicaliyha “central data station”
and at the “receiving station.” [7:8-11]. Walter also describesome detail the circuitry ang
devices used for reading data from the memory modules, convertimgoitoptical data,
transmitting it through multiple parallel fiber optic lines &sthan real-time to the receiving
station, where it is captured and stored. [Abstract; 4:3-7:47]. hier etords, Walter expressly
describes both the apparatus for faster-than-real-time trasiema video data from the memor
modules, and the apparatus for receiving and storing this fastereidlatnare transmission in thg
memory modules. Walter does not, however, explicitly disclosepife order of the claimed
steps: it discloses “receiving compressed” (at the receivingrstgtstoring (at both the receiving
station and the central data station) and “transmitting” (atcémgral data station), but in th
opposite order. Nonetheless, it would have been obvious and routine for orleinftkkiart to
perform these steps in the order required by the claims. Wix@r, § 15. The claimed orde
could be motivated, for example, by a desire to quickly transfeswdenfrom a content provider
such as a movie studio to the central data station. Wicker Bdd., The same analysis applid
to the combination of Gremillet and Tescher, because again, edloh cbnstituent steps of thg
method is disclosed, just not in the required order. Wicker Decl., 11 18, 20-21.

Regarding the additional limitations of ‘705 claim 21, Walter'<ldisure that “a
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two hour movie can be transmitted in about 31 seconds” satisfiesubstantially” faster than
real-time limitation, as does Gremillet’s disclosure tranfusical work lasting one hour can 4
transmitted in 18 seconds.” Furthermore, Walter expresslyodisla video librar$?, Gremillet
expressly discloses a music libréfyand Kepley expressly discloses an audio libFary.

Accordingly, each of Burst’s three asserted “receive compddsmethod claims
would have been obvious in light of either Walter or Gremillet in combination with Tresche

5. The “Receive Compressed” Apparatus Claim (‘995 claim 17)

Burst's only “receive compressed” apparatus claim, ‘995 claimef@pmpasses
audio-only information. Thus, Burst does not have an “receive compreggetatus claim that
is limited to full motion video. Claim 17 of the ‘995 was addresseddpple’s Audio
Anticipation Motion. As explained above, if this claim is not anétep by Kramer and/or

Kepley, it is rendered obvious by those references.

C. The Dependent Claims

1. The “Editing” And “Monitor” Limitations (‘995 claims 2, 3, 22, 80;
‘839 claims 2, 3, ‘705 claim 13)

Several of Burst's dependent claims add a limitation requiringtifedi the
audio/video information,” and some further require “monitoring” during rgliti Most of these
“editing” claims encompass audio-only representations, with thepganeof ‘705 claim 13,
which requires editing video content. Claim 22 of the ‘995 Patent adddabm 1 a
decompression means and a monitor means—the decompression means is discussed beld

Generally, the editing limitations in Burst's patents were obvimsause it was

known that once audio/video information was stored in digital form,utdcbe edited. Wicker

9 See, e.gWalter at 3:59-61 (“The electronic switching system 22 isteétedly connected to a
library of memory modules 24, 26, 28, 30, 32, 34 . . .") and 6:7-10 (“In this partig
embodiment, only six such memory modules 24-34 are illustrated, ahdoeaccontains a
specific program for broadcasting.”).

0 See, e.g.,Gremillet ‘586 at 3:38-40 (“In a more detailed manner, the distdbutentre 10
comprises a bank 11 of musical recordings recorded at a faster thge normal (100-200 time
faster).

°1 See, e.g.,Kepley ‘003 at 7:64-67 (“Both voice and non-voice files are stored by lnkse
processor system 113 for voice mail service system 110. The wiese will include
announcements and messages.”).
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Decl., 1 24. As described above, the CompuSonics Corporation’s DSP-2000 pligdizetd
and compressed audio data and performed editing of the digital audio fBecause you are

now dealing wholly within the digital domain, the DSP-2002 lets you takeantage of the

following features: ... real-time trial edits ... razor-sharp ditutt splices, and cross-fades|

Kalay Decl. Exh. H at APBU-00016099. The CompuSonics DSP-2000 Seriesisteates that
editing digitized and compressed audio information was known prior to '8upsitent
application. The fact that digital information is readily edlite confirmed, for example, by
Kepley, which describes editing the contents of a voicemail by appermimments to it.
[Kepley at 1:38-43]. Kepley also describes a processor as hénarapility to “insert, modify,
[and] delete data in file.” [Kepley at 6:68-8:9].

The CompuSonics system described also included the ability to mdratstared,
time compressed digital representation of the audio information daditing® Indeed, it is
clear that during editing, it is desirable for the user tolbe @ “identify” or “monitor” what s/he
is editing, be it through a display or speakers. Allowing the esédeéntify” or “monitor” what
s/he is editing is a known element, and using it in its known manneotae said to producs
“unexpected results.” Wicker Decl., | 24.

Claims 2 and 3 of ‘995 Patent adds to apparatus claim 1 thetlonitof an

“editing means® for editing the time compressed representation. Apple does nondahiat

the CompuSonics system literally satisfies the Court’s corngiruof “editing means,” because

that construction requires the editing instructions to be located M. R@owever, it would have
been obvious that software designed to operate in RAM could be loaddRidi and run from
ROM, with predictable results. Wicker Decl., I 25.

In sum, as shown by Kepley and CompuSonics, the addition of editing a
monitoring to any of the references discussed above would have beee foutbne of ordinary

skill, and would have yielded predictable results. Wicker Decl., $2524Thus, the editing and

2 See e.gKalay Decl., Exh. H at APBU-00016100 (describing CompuSonics’ “displays”).

®3 The Court has construed “editing means” to be “a processor exestdiegl editing software
in ROM, a controller, and a high speed data bus, plus equivalkhts.”
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monitoring claims are obvious in light of CompuSonics and the other references didoerese.

2. “Semiconductor Memory” (‘995 claim 7)

The storage means identified above for Kramer, Kepley, Walter Gremillet all
include semiconductor memoty. In any event, random access memories comprig
semiconductor memories were well-known to those of ordinary skilenart at the time, ag
shown for example by the statements in Burst’'s paté®¢eWicker Decl., { 23. Thus, Kramer|
Kepley, and Walter all anticipate claim 7 or render claim 7 obvieen combined with the
knowledge of one of ordinary skill, and Gremillet anticipates clarmand renders claim 7
obvious when combined with the knowledge of one of ordinary skill and/or Tescher.

3. “Analog To Digital Conversion” (‘995 claim 8)

Claim 8 of the ‘995 patent adds to claim 1 the requirement of angtadigital
converter means that converts analog source information to djitalldefore passing it to thd
previously claimed compression means. Gremillet and Kepley eskprisclose that the audid
source information is analog information and the use of an analdgital converter in the
transceiver. [Gremillet at 5:7-9, Kepley at 1:63-2-2]. Teschsiaies both an analog to digita
converter and the compression of digital audio/video information intoit@ldigne compressed
representation thereof. [5:32-37]. As explained above, the storages ragdremillet and
Kepley store digital time compressed representations of audio/saece information. In any
event, analog audio/video source information, the use of analog tol digeerters, and the
compression and storage of digital information were all very lwedwn to those of ordinary)
skill, and the combination of these elements with the teachingsasher, Kepley> or Walter
would have been routine for one of ordinary skill. Wicker Decl., {1 8-9, is, claim 8 is
obvious in light of any of these references combined with the knowledge of one of ordifiary

4, “Digital Source Information” (‘995 claim 9 and ‘839 claim 9)
Claim 9 of the ‘995 and ‘839 patents each add to claim 1 the requirethantl)

>4 Wicker Decl., 1 23.

*> The form of the source information in Walter is not expredislglosed. However, one of skill

in the art would have understood that analog to digital conversion occurred. Wicker R2cl., §
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the audio/video source information comprises digital audio/video sourcemition; (2) the
compression means compresses the digital audio/video source informab a digital time

compressed representation having an associated [burst] time ghatrier than real time; and (3

the random access storage means stores the compressedidigitabmpressed representatiof.

Claim 9 is thus the same as claim 8 except that the sounrenatfon is in digital form and no
analog to digital converter is required. Anticipation of claimy9Kyamer and Kepley was
addressed in Apple’'s Audio Anticipation Motion. To the extent that tlukmens are not
anticipated by Kramer and Kepley, claim 9 is obvious in lighthoseé references individually
combined with the knowledge of one of ordinary skill. Wicker Decl., § B2cause one of]
ordinary skill would be equally capable of designing a system wi#thog audio/video sourcg
information that was then converted to digital audio/video informatsoa aystem with digital
audio/video data source information, and because the combination oétmengd of claim 9 is
routine and predictable, claim 9 is also obvious in light of either at&tVor Gremillet ‘586 and
Tescher, combined with the knowledge of one of ordinary skill.

5. “Computer-Generated Information” (*995 claim 15 and ‘839 claim 15)

Claim 15 of the ‘995 and ‘839 patents each adds to claim 9 the reguiréhat
the input means is coupled to an external computer and the digitaivadelbogource information
comprises computer-generated audio/video information. CompuSonics é&xplisskses the
use of computer-generated audio/video informatfon.lt would have been obvious an
straightforward to use computer-generated information in combmatith the referenceg
discussed herein. Wicker Decl., 1 26.

6. “Video Library” (995 claim 19 and ‘839 claim 19)

Claim 19 of the ‘995 Patent adds to claim 17 (discussed above) a \idaxy li
storing a multiplicity of items of audio/video source information siad time compresseq

representation for selective retrieval. Claim 19 of the ‘839 nPadelds to claim 17 the

requirement that the source information comprises informatiariviest over a communications

*® Kalay Decl., Exh. H at APBU-00016099 [“S-t-r-e-t-cch a sound” perét by the
CompuSonics computer].
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link from a video library storing a multiplicity of programs aht compressed representations
audio/video source information. As described above, Walter expresslysdis a video library,

and Gremillet expressly discloses a music libr4ry.

7. “Removable Recording Medium” (‘995 claims 44, 45, 47; ‘839 claims
45, 47) and “Optical Disk” (‘995 claims 51 and 52; ‘839 claim 51)

Claims 44, 45, and 47 of the ‘839 and ‘995 patents adds to claims 1, 2, an
respectively, the requirement of recording a compressed reptesentento a removable
recording medium. The use of removable recording media, includingpbdisks, was well-
known and routine to one of ordinary skill. Wicker Decl., 1 27; Kalayl.DEgh. L ['932 patent]
at 4:7-17. Kramer shows the use of removable recording media, eerdillét expressly
discloses the use of removable recording media — video tape or videfGiemillet at 3:41]. It

would have been a routine design exercise with predictable reswdtidtremovable recording

media (including optical disk media) to those systems that areexmessly described as

including it. Wicker Decl., I 27. Accordingly, these claims are obvious.

8. The Decompression Limitations (‘995 claims 20, 22, and 23, and ‘839
claims 20, 28)

Claims 20, 22 and 23 of the ‘965 patent, and claims 20 and 28 of the ‘839 ¢
add a decompression limitation, along with one or more limitationsisied above. Each of th
references discussed herein expressly describe decompresssan.e.g.Kramer at 4:27-64,
Kepley at 15:33-44, Walter at 7:26-36, Gremillet at 3:55-62, Tesch&R4t42. Accordingly,
the decompression limitations have no impact on validity with redpeittese references, an
claims 20, 22 add 23 of the ‘965 patent, and claims 20 and 28 of the ‘839 pateantadid as

obvious based upon the same combinations as the claims upon which they depend.

>’ See, e.gWalter at 3:59-61 (“The electronic switching system 22 istetedly connected to a
library of memory modules 24, 26, 28, 30, 32, 34 . . .") and 4:7-10 (“In this partig
embodiment, only six such memory modules 24-34 are illustrated, ahdoaaccontains a
specific program for broadcasting.”).

%8 See, e.g.Gremillet ‘586 at 3:38-40 (“In a more detailed manner, the Hision centre 10
comprises a bank 11 of musical recordings recorded at a fastsnt #pan normal (100 to 20(
times faster).
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V. CONCLUSION
For the reasons stated herein, Apple’s Motion For Summary Judgmer
Invalidity should be granted.
Dated: July 13, 2007 WEIL, GOTSHAL & MANGES LLP
By: /sl Nicholas A. Brown

Nicholas A. Brown
Attorneys for Plaintiff
Apple Computer, Inc.
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