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' Appilcation No. - Applicant(s}
10/438,727 HASTINGS ET AL,
Office Action Summary Examimer ey
Andrew Joseph Rudy KLvag
—~ Tho MAILING DATE of this communication appoears on the caver sheot with the comaspendence sddress -

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM

THE MAILING DATE OF THIS COMMUNICATION.
- Exisnsions of tiha may be availatle endar tha provisiony of 37 GFR 1.136{a). In be vant, howevee, may b roply be imely fled
ahar 51X (5} MONTHS trom tha mading dnlw of $his comannicaliar,
+ I e perod lor suply specified abova iy less than Ihisty (30) cays, a reply within the statulery mbikmym of thinty (30) cays wil be contdered timaly,
« NG perod oz regly I spocified abova, tha maxkmm statlory peried wé! apply and wil pxpire 51X (5) MONTHS from e maiing date of Infy commynication,
- Fadurd o repy within fre sal or axtendod period fov rephy will, by siatsie, Couss b apuicalion In beeoma ASANOOHED {35125.C.§ 10
Any roply recaivas by She Office Jlos hon lvon masthy aiter the mailing data of thls communicaton, svan Emaly Tlad, may reduta any
pamad patent losm adusiment. Sen 37 CFR 1.704(8) .

Status
1) Responsive to communicatipn{s} fied on 10 Seplembar 2004.
2a)]] This action Is FINAL, 20)C] This astion is non-final.
3] Since this application is in condition for allowance except for formal matiers, proseculion s 1o the merits is
closed In accordance with the practice under £x pare Quayfs, 1935 C.D. 11,453 0.G. 213,

Bisposition of Clalms

4B Claim(s) 55-94 islare panding I the application,

48} Of the above clalmis) _....... Is/are withdrawn from congideration.
5] Claim(s) fsfara allowed,
6B Claim{s) 5594 isfare refected.
N0 Claim(sy_____ isfare objected to.
8] Ciaim(s)_____ are subject to rastriction andfor eleclion requirement.
Appleation Papers

9)[J The specification Is objected fo by the Examiner.
10)(] The drawing(s) fled on _____ isfare: a)[ ] accepted or b)) objected to by the Examiner,
Applicant may not request thal any objection % the drawing(s) bs held In abeyanca, See 37 CFR 1.85(a).
Replacamant drawing shas!(s) Including the corraclion is required If the drawing(s) 1s objectad to, See 37 CFR 1.121{d).
11){] The oath or deciarstion Is objected to by the Examinar. Note the attachad Office Actien or form PTO-152,

Priority under 35 11.6.C. § 119

12} Acknowledgment is mada of a claim for foreign priority under 35 U.5.C. § 115{a)(d} or {{}.
a)l 1Al b)) Some " ¢)] None of.
1.[J Certified coplas of the priorily documents have been received.
2. Ceriified copies of the prigsily Gocuments have baan received in Appiication No. .
37 Coples of the cartified coples of the priority documants have been recelved In this Natlonal Siage
application from the Infernalicnal Bureau (PCT Rula 17.2{a}).
* See ine altached detadied Office action for a st of tha cerlified copias not received.

Attachmont{s}
1) 5] Noties of References Cited (PTO-892} T wterviaw Summary (PTO-413)
211} natico of Drafisparson's Patanl Drawing Raviow (PTO-548) Paper NofsyMai Date. ...
31 24 intormation Disclosure Statement(s) (PTO-1449 or PTOIS8/08) 5}1,,§ Nutica of infarnat Patant Applisaon (FTO-152)
Paper No(syMdil Date . R g} lLJjOther, .
T 5, Poltnl 3G FrTETark Omct

PTOL-326 (Rev. 1-04} OHlce Action Summary Part of Paper NoMali Dats 7
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Application/Control Number: 10/438,727 Page2
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DETAILED ACTION

1. Clims 55-94 are pending. Applicent cancelled claims 1-34.

Claim Rejections - 3:5 Usc g1o1
2 Claims 55-94 are rejected under 35 US.C. 10} because the claimed invention is directed
to non-statutory subject matter.

The basis of this rejection is set forth in a two-prong test of:

(1) whether the invention is within the technological arts; and

(2) whether the invention produces a useful, concrete, and tangible result.

For a claimed inveation to be statulory, the ¢laimed invention must be within the
technological arts. Mere ideas in the abstract (i.e.,Aabs!mct idea, law of nature, natural
phenomena) that do not apply, involve, use, or advance the technological arts fail to promote the
"progress of science and the useful arts” (i.e., the physical sciences as opposed to social sciences,
for exampie) and therefore are found to be non-statutory subject matter, For a process ¢laim, the
reciled prosess must somehow apply, involve, use, or advance the technological arls.

In the present case, claims 55-54 only recite an abstract idea. The recited steps of
establishing, causing to be delivercd, selecting and updating does not apply, involve, use, or
advance the technological arts since all of the recited steps can be performed in the mind of the
user or by use of a pencil and paper. The terms “computer implemented” and “Intemnet,” as
claimed, do not obviate this line of reasoning. These steps only constitute an idea of how to rent
amovie. The computer need not be present to execute any of the steps, and if executed may

merely be given by hand (digital daia) or orally.
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Claim Rejections - 35 USC § 103
3 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

{8} A patent may net be obizined though the invention is not identicaliy disclosed or describied 5 set forth in
section 102 of this tithe, i the differences between the subject manier sought to e patenied and the prior ast are
such that the subject matter 25 a whole wouid have been obvious &1 the time the invention was made 10 a person
having ardinary skill in the ast 1o which $aid subject matter pertains. Patentability shali not be negatived by the
mimner in which the invention was made.

4, Claims 55-94 are rejected under 35 U.S.C. 103(a) as being unpatentzble over Kieiman,

US 5,959,943,

Kleiman discloses distributing over the Intemet from a central location a specified
number of music plays or videos, e.g. cols. 5-6, lines 59-21. Kleiman does not specificaliy
disclose selecting a movig based upon the rental queue,

Official Notice is taken that selecting a movie/book based upon a rental queue was
common knowledge in the library art prior to Applicant’s filing date.

To have provided a video, i.e. movie, based upon a rental queue as recited in the claim
{anguage for Kleiman would have been obvious to one of ordinary skill in the art in view of
{fficial Notice. The motivation for having dene such would have been to incorporate common
knowledge and extremely well known item rental pmce.dures with the syster of Kleiman, Itis
noted that Applicant’s intended use, e.g. for renting, do not positively recite claim limitations

that are given preat patentable weight.

5. Further pertinent references of interest are noted on the attached PTO-892.
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8. A Applicant’s Information Disclosure Statement (IDS) received July 11, 2003 and March 8,
2004 have been reviewed. Note attached PTO-1449.

Applicant's IDS received October 6, 2004 has been reviewed in parl. Note attached
PT0-1449. The page 3 notation that other applications are related to the present Application is
noted. However, it is incumbent upon Applicant 1o disclose which other Applications have
substantizlly similar claim language. This duty is necessary in order to prevent double patenting

situations, among other concerns.

Conciusion
7. Any ingquiry concerning this communication or earlier communications from the
examiner should be directed to Andrew Joseph Rudy whose telephone number is 703-308-7808,
The examirer can normally be reached on Tuesday thru Friday, 7:30 a.m until 6 p.m.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Mr. Robert P, Olszewski can be reached on (703) 308-5183. The fax phone number
for the organization where this application or proceeding is assigned is 703-872-9306,

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see hiip:/fpair-directuspto.gov. Should you have questions on access 1o the Private PAIR

syslern, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).
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