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In step 606, customer 502 creates and provides movie selection criteria to
provider 504 that indicates movies that customer 502 desires to rent. For
example, the movie selection critera may specify paricular movie titles
that customer 502 desires to rent. The movie selection criteria may also
specify an order or priority in which customer 502 wishes to rent the
movies. Instead of identifying particular movie titles, the movie selection
crteria may specify movie preferences for customer 502, e.g., types of
movies, directors, actors, or any other movie preferences or attributes. In
this siniation, provider 504 automaticaly selects paricular titles that
satisfy the movie selection criteria. For example, the movie selection
critera may specify a preference for action movies stang a paricular
actor, with a preference for "new relea" movies. Provider 504 attempt
to provide movies to customers 502 that best satisfY the preferences
indicated by the movie selection criteria.

Colum 9, line 64 - column 10, line i 4 (sic). Thus movie selection criteria, like item selection
criteria, broadly encompass virtally any information for identifYng movies either individually
or generally.

In examining Claim 14, ii should be noted that the steps of this claim trck
identically those of Claim I, except for the additiona limitation that movies are the paricular
items in question both with respect to the items and the selection criteria. Thus Claim 14 simply
requires the identical scope of Claim I, except restrcted to movies. That is, Claim 14 reuires
receivig item selection criteria that identify movies in addition to two deliveries of movies
based upon these selection criteria. Just as with Claim I, Claim 14 trggers the second delivery
of movies based upon the receipt of one or more ofthe movies provided in the first delivery.

Claim is - Games

15. A method as recited in claim J, wherein:

the one or more items are one or more games,

the one or more item selection crteria are one or more game
selection criteria,

the step of receiving one or more item selection criteria that
indicates one or more items that a cutomer desires to rent includes
receiving one or more game selection crteria that indicates one or more
games that a cutomer desires to rent,

. \ the step of providing to the cutomer up to a specifed number of
the one or more items indicated by the one or more item selection criteria

i~.
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includes providing to the cutomer up to a specifed number of the one or
more games indicated by the one or more game selection criteria. and

the step of in response to receiving any of the items provided to the
customer, providing to the cutomer one or more other items indicated by
the one or more item selection critera. wherein a total current number of
items provided to the customer does not exceed the specifed number
includes in response to receiving any of the games provided to the
cutomer. providing to the cutomer one or more other games indicated by
the one or more game selection criteria, wherein a total current number of
games provided to the cutomer does not exceed the specifed number.

Claim 15 mirrors precisely the language of Claim i 4, save for the use of "games"
instead of movies. Thus Claim i 5 fuer limits the operation of Claim 1 by specifying that the
items are "games" and the selection criteria are "game selection criteria." Claim 15, by limiting
the items paricularly to games, likely excludes other types of items such as movies and music.

Like the term movies, Hastings uses the term game(s) liberally thoughout the
description and claims, yet does not choose to defie or ascribe any special or paricular meang
to tls term. Other than the differentiation of games from movies and music, Hastings only true
limitation of the term games is that they must be capable of being recorded on "nonvolatile
memory." Thus the term "gares(s)" is interpreted to broadly encompass any recording that,
upon access, can provide some form of entertainment other than that provided by a movie or
music.

The Hastings description does not specifically use the term "game selection
criteria" except withn the claims. However, the definitions and descriptions of item selection
criteria and movie selection critéria make clear Has/ings' intent to broadly define these terms.
Thus game selection criteria likely encompass virtally any information for identifyg games
either individually or generally.

Claim 15, like Claim 14, trcks virtally identically the steps of Claim 1, save for
the additional limitation that games are the paricular items in question both with respect to the
items and the selection criteria. Thus Claim i 5 simply requires the identical scope of Claim 1,
except restrcted to games. That is, Claim 15 requires receiving item selection criteria that
identify games in addition to two deliveres of games based upon these selection critera. Just as
with Clai i, Claim i 5 trggers the second delivery of games based upon the receipt of one or

more of the games provided in the fi delivery.
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Claim 16 - Time-based Item Limit

J 6. A method for renting items to cutomers, the method comprising the computer-

implemented steps of:

receiving one or more item seleclion criteria that indicates one or
more items that a cutomer desires to renl; j,

providing to the CUlomer up to a specifed number of the one or
more items indicated by the one or more item selection criteria; and

in response to receiving any of the items provided to the cutomer,
providing to the cutomer one or more other items indicated by the one or
more item selection criteria, wherein a total number of items provided to
the customer within a specifed period of time does not exceed a specifed
limit.

Claim i 6 provides a preamble and series of steps identical to those in Claim I,
with the exception of the final clause. In Claim i, the final clause recites, "wherein a total
CWTent number of items provided to the customer does not exceed the spcified number." In

Claim i 6, the final clause recites, "wherein a total number of items provided to the customer
withn a specified period of time does not exceed a specified limit." Because the remaing
language ofthe two claims is identical, this discussion wil rely upon the interpretations provided
above with respect to Claim 1 without reiterating the specific details of that analysis. Like Claim
i, Claim 16 thus requires thee steps: the receipt of infomiation identifyig items (step 1) and

two subsequent deliveries of items indicated by that infonnation (steps 2 and 3). The first
delivery restricts the number of items provided using a limit. The second deliver triggers on the
retu of items from the fi delivery. Unlike Claim 1, however, Claim 16 restrcts the nwnber

of items provided in the secnd delivery only by comparson of a total number of items to a
specified limit.

The restrction of the second delivery operates based on the phrase"wherein a
total number of items provided to the customer within a specified period of time does not exceed
a specified limit." Ths phrase mirrors the language from Claim 2, and thus the claim

interpretation and analysis provided above for Claim 2 applies to Clai 16. That is, Claim 16

does not provide for any set limit on exchanges, but rather limits the total number of items that
may be provided durng a penod oftime.17

17 Th holds tre in Claim 16 despite the fact the Claim )6 does not have the additional limitation of 
Claim 2 (by

operation of the language in Claim )), namely: "wherein a total elUeDt number of items provide to the customer
doe not exceed the speifed numbe."
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For example, consider Claim i 6 having values for terms of: "specified number"
equal to thee and "specified limit" equa to four. If the first delivery provides two items to the
customer, then the customer may exchange both items for the second delivery durng the
specified period. Ths comports with the requirements of Claim 16, since the total number of
items provided within the specified period is four (does not exceed the specified limit). Thus in
this scenaro, two exchanges are permtted.

Assume the same values for the specified number and specified limit terms, but
now consider a delivery of only one item in the first deliver durng the specified period. The
customer may now exchange the single item for up to thee other items in the second delivery
durng the specified period. This once again comport with the requirements of Claim 16, since

the specified limit permits up to four totai items delivered during the time period. Thus in ths
scenaro, up to three exchanges are permitted. This once again demonstrates that the claims do
not address the exchange based limits that Hastings primarly discusses with respect to the Max
Turns approach. However, as noted above, Hastings contemplates implementing the Max Turns
approach using a limit on a total number of items rather than a limit on exchanges.

Therefore, the specified limit in Claim i 6 is interpreted as a limit on the total
number of items provided to the customer, and not as an exchange limit. Claim 16 thus requires
thre steps, including the receipt of information and the two deliveries. Claim i 6 . restrcts the
number of items provided in the fist delivery by a fit limit. Claim i 6 trggers the second

deliver on the retu of items from the first delivery. Also, Claim i 6 limits the total number of
items, and thus the number of items provided in the second delivery, by a specified limit of items
within a period of time.

Claim i 7 - Max Out

17. A method (IS recited in claim J 6. wherein the total current number
oJitems provided to the cutomer does not exceed the specifed number.

Claim i 7 fuher limits Claim i 6 by restricting the second delivery of items based
upon the limit applied in the first delivery. With the introduction of this language, Claim 17
provides for identical limitations to those in Claim 2.18

18 Claim 17 suffer from indefiniteness, since "total curent number of items" is addrssed as "the" without firt

being intruced. See 35 U.S.C. § 11212. However, tls antecedent bais problem is ignored for purses of ths
discussion, sin it doe not speak to invalidity based upn pnor ar
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Claim 18 - Rollover

18. A method as recited in claim 16, further comprising if the total
number of items provided to the cutomer within the specifed period of

time is less than the specifed limit, then increasing the specifed limit for
another specifed period of time.

Claim 18 adds a step to Claim ) 6 with language mirroring exactly that recited in
Clai 3. The interpretation and analysis of Claim 3 thus applies to Clai 18. As noted above,
ths additional step includes a conditional clause that is satisfied by the customer using less than
the specified limit of items during the spcified time period. When the conditional clause is
satisfied, Claim I 8 provides for "rollng over" Wlused portions of the liniit into another time
perod. Therefore, in addition to the limitations provided in Claim i 6, Claim i 8 provides for
rollover of Mused portions of the specified limit into another time period.

!

Claim 19 - Desired Order

19. A method as recited in claim 16, wherein

the one or more item selection criteria indicates a desired order
for the one or more items that a cutomer desires to rent,

the step of providing to the cutomer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes providing to the cutomer up to a specifed number of the one or
more items indicated by the one or more item selection criteria in the
desired order indicated by the One or more item selection criteria, and

i
i

L

I"

the step of providing to the customer one or more other items
indicated by the one or more item selection criteria includes providing to
the cutomer one or more other items indicated by the one or more item
selection criteria in the desired order indicated by the one or more item
selection criteria.

Claim i 9 adds fuer limitations to Claim i 6 with language mirroring exactly
that reited in Claim 4. The inteipretation and analysis of Clai 4 thus applies to Claim 19. A:
noted above, these limitations introduce the concept of ordered delivery. Specifically, Claì 19
fuer limits each of the steps in Claim 16 with the introduction of "a desired order for the one

or more items that a customer desires to rent" Basd upon the plain languge of the claim and
the brief mentioning of ordered delivery in the detaled description, Claim i 9 simply requires an
indicated orderig of the items and adherence to this ordering during the first and second
deliveries.

,

¡.
i

I
i'
,
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Claim 20 - Skip Unavailable

20. A method as recited in claim J 9, further comprising if a particular
item from the one or more items indicated by the one or more item
selection criteria is not available, then providing another item from the
one or more items based upon the desired order indicated by the one or
more item selection criteria.

Claim 20 fuer limits Claim i 9 with the introduction of a step mirroring exactly
the step recited in Claim 5. The interpretation and analysis of Claim 5 thus applies to Claim 20.
Therefore, as with Claim 5, Claim 20 provides for skipping unayailable items identified by the
desired order and selecting alternate items_ This alternate item must also be selected "based
upon the desired order."

Claim 21 - Preferred Item Attributes

21. A method as recited in claim 16, wherein

the one or more item selection criteria specifes one or more
preferred item attributes,

the step of providing to the customer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes automatically selecting and providing to the cutomer up to a
specifed number of one or more items that have one or more of the one or
more preferred item attributes specifed by the one or more item selection
criteria, and

the step of providing to the customer one or more other items
indicated by the one or more item selection criteria includes automatically
selecting and providing to the cutomer one or more other items that have
one or more of the one or more preferred item attributes specifed by the
one or more item selection criteria.

Claim 21 establishes fuer limitations upon the item selection critera of Clai
i 6, using language mirrorig exactly that recited in Claim 6. The interretation and analysis of .
ctai 6 thus applies to Claim 21. As noted above, the claim limitation reciting, "the one or
more item selection criteria specifies one or more preferred item attbutes," simply requires that
the customer provide general attrbutes of items to be received. Moreover, the language of
"automatically selecting . . . items that have one or more of the one or more preferred item
attbutes specified by the one or more item selection criteria" encompasses the automated

selection of items based upon loosely dermed attbutes. That is, Clai 21 reuires automated

selection of paricular items that satisfy atbutes identifying genera types of items.
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Claim 22 - Item Rental Queue

22. A method as recited in claim 16, further comprising:

establishing. based upon the one Or more item selection criteria.
an item rental queue for the customer, wherein the item rental queue

contains one or more entries that specif the one or more items that the
cutomer desires to rent; and

in response to receiving back any of the items provided to the

cutomer, selecting the one or more other items from the item rental
queue.

Claim 22 fuher limits the operation of Claim 1 6 with the introduction of "an
item rental queue for the customer." This language mirrors exactly the language recited in Claim
7, and thus the interpretation and analysis of Claim 7 applies to Claim 22. In paricular, Clai
22 adds One additional step to Claim i 6 and alters the operation of the final step of Claim i 6.
These additional limitations provide for a rental queue and servicing of the queue in response to
receiving items back from the customer. As noted above, Hastings evidences an intent to
broadly define these terms and operations, and thus Claim 22 encompases building the item
rental queue using any appropriate information provided in the item selection criteria. Moreover,
Claim 22 provides for the use of any suitable queue servicing schedule for selecting the items
from the queue for delivery.

Claim 23 - Customer Notifcation

23. A method as recited in claim 16, further compriing in response to
receiving a cutomer notifcation. providing to the cutomer a second set
of one or more other items indicaied by the one or more item selection
criteria.

Claim 23 adds a step to those provided in Claim 16 with language mirroring

exactly that recited in Claim 8. The interpretation and analysis of Claim 8 thus applies to Claim
23. In paricular, the step of Claim 23 provides a third delivery of items (second set of other

items) indicated by the item selection cnteria, in ths cas trggered by "a customer notification."
Similar to Claim 8, Claim 23 as origially fied fuher limited the broad trggering event

specified in Claim i 6 as originally fied. Along with the narowing of the trggerg event in
Claim i 6 to focus only on the retu of previously delivered items, the Applicants also amended

Claim 23 to add a thir delivery of items trggered upon a customer notification.

Therefore, Claim 23 requires thee separate deliveres of items. The first and
second deliveries are governed by the steps in Claim 16. The first delivery simply provides

, ". items indicated by item selection critera. The second delivery provides items indicated by the
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item selection crteria and triggers upon receipt of One or more items from the first delivery. The
third delivery of items, specified by Claim 23, delivers items indicated by the item selection
criteria and trggers upon a customer notification. Claim 23 places no limits, such as' the
specified number or the specified limit, on this thrd delivery.

Claim 24 - Expiration of Time

24. A method as recited in claim 16, further comprising in response to
exiration of a specifed amount of time. providing to the customer a
second set of one or more other items indicated by the one or more item
selection criteria.

Claim 24, like Claim 23, adds another delivery to the two deliveries specified in
Claim 16. Claim 24 mirrors exactly the language provided in Claim 9, and thus the
interpretation and analysis of Claim 9 applies to Claim 24. Claim 24 as originally fied, like
Claim 23, simply limited the broad item delivery criteria specified in Claim 16 as originally
fied. When narowing the triggering event ofC1aim 16, the Applicants also amended Claim 24
to provide for a third delivery of items trggered upon a specified event. In Claim 24, however,
the specified trggering event for the third delivery is the "expiration of a specified amount of
time."

Thus as with Claim 23, Claim 24 requires thee separate deliveries of items. The
steps of Claim 16 govern the first and second deliveries, and Claim 24 governs the thrd delivery,
with the third delivery triggering upon the expiration of a specified amount of time and providing
additional items specified by the originally submitted selection criteria. Claim 24 places no
limits, such as the specified number or the specified limit, on this third delivery.

Claim 25 ~ Specified Date

25. A method as recited in claim J 6, further comprising in response to
a specifed date being reached, providing to the customer a second set of
one or more other items indicated by the one or more item selection
criteria.

Claim 25, like Claims 23 and 24, adds another delivery to the two deliveries
speified in Claim i 6. Clai 25 mirrors exactly the language provided in Claim i 0, and thus the

interpretation and analysis of Claim i 0 applies to Claim 25. Claim 25 as originally fied, like
Claims 23 and 24, simply limited the broad item delivery criteria specified in Claim 16 as
origially filed. When narrowing the trggering event of Claim i 6, the Applicants also amended

Claim 25 to provide for a third delivery of items trggered upon a specified event. In Claim 25.
however, the specified triggering event for the thrd delivery is "a specified date being reached."
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Thus as with the previous two claims, Claim 25 requires thee separate deliveries
of items. The steps of Claim 16 govem the first and second deliveries, and Claim 25 governs the
thid deliver, with the third delivery trggering upon the occurrence of a specified date and

providing additional items specified by the originally submitted selection criteria. Clai 25

places no limits, such as the specified number or the specified limit, on this third delivery.

Claim 26 ~ Receipt of Fee

26. A method as recited in claim J 6, further comprising in response to
a specifed fee being received, providing to the cutomer a second set of
one or. more other items indicated by the one or more item selection
criteria.

Claim 26, like the previous three claims, adds another delivery to the two
deliveries specified in Claim i 6. Claim 26 mirrors exactly the language provided in Claim 11,
and thus the interpretation and analysis of Clai i i applies to Claim 26. Claim 26 as originally
fied, like the previous three claims, simply limited the broad item delivery criteria specified in
Claim i 6 as originaUy filed. When narowing the triggering event of Claim 16, the Applicants
also amended Claim 26 to provide for a third delivery of items trggered upon a specified event
In Claim 26, however, the specified trggering event for the thrd delivery is "a specified fee
being received."

Thus as with the previou~ three claims, Claim 26 requires thee separate deliveries
of items. The steps of Claim 16 govern the first and second deliveries, and Claim 26 govern the
third delivery, with the third delivery trggering upon receipt of a payment and providing
additional items specified by the originally submitted selection criteria. Claim 26 places no
limits, such as the specified number or the specified limit, on this third delivery.

Claim 27 - Mail

27. A method as recited in claim 16, wherein items are provided to the
customer by mail.

Claim 27 provides a furter limitation on the process for "delivering items in
Claim i 6 using language mirroring exactly that recited in Claim i 2. The interpretation and
analysis of Claim 12 thus applies to Claim 27. Claim 27 details the delivery chanel used for
providing items to the customer, specifying that the delivery tae place "by maiL." As noted
above, the language of ths clai contemplates any delivery of items using a public carer, such

as the United States Postal Service.
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Claim 28 - Delivery Agent

28. A method as recited in claim 16, wherein items are provided to the
customer by a delivery agent.

Claim 28 provides a fuher limitation on the process. for delivering items in
Claim 16 using language mirroring exactly thaI recited in Claim 13. The interpretation and
analysis of Claim 13 thus applies to Clai 28. Claim 28 details the deliver chaiel used for

providing items to the customer, specifying that the delivery take place "by a delivery agent."
As noted above, the language of ths claim wil likely include any paricular type of agent
delivery, but presumably wi)) exclude courer or mail delivery. Thus, for example, the language
of ths claim contemplates any delivery of items using a common, non-public carer, such as
United Parcel Service.

Claim 29 - Movies

29. A method as recited in claim 16, wherein:

the one or more items are one or more movies,

the one or more item selectíon criteria are one or more movie
selection criteria,

the step of receiving one or more item selection criteria that
indicates one or more items that a customer desires to rent includes
receiving one or more movie selection criteria that indicates one or more
movies that a customer desires to rent,

the step of providing to the customer up /0 a specifed number of
the one or more items indicated by the one or more item selection criteria
includes providing to the cutomer up to a specifed number of the one or
more movies indicated by the One or more movie selection criteria, and

.i"

the step of in response to receiving any of the items provided to the
cutomer. providing to the cutomer one or more other items indicated by
the one or more item selection criteria, wherein a total number of items
provided to the cutomer within a specifed period of time does not exceed
a specified limit includes in response to receiving any oj the movies

provided to the cutomer, providing to the cutomer one or more other
movies indicated by the one or more movie selection criteria, wherein a
total number of items provided to the cutomer within a specifed period oj

time does not exceed a specifed limit.
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l
Claim 29 further limits the operation of Claim i 6 using language similar to that

recited in Claim 14. The interpretation and analysis of Claim 14 thus applies to Claim 29. Claim
29 tracks identically the steps of Claim i 6, but fuher specifies that the items are "movies" and
the selection criteria ar "movie selection criteria." In the description, Hastings uses these terms
expansively, and thus broad interpretations attach. Thus Claim 29 simply requires the identical
scope of Claim 16, except restrcted to movies. That is, Claim 29 requires receiving item
selection criteria that identify movies in addition to two deliveries of movies based upon these
selection criteria. Just as with Claim 16, Claim 29 trggers the second delivery of movies based
upon the receipt of one or more of the movies provided in the first delivery.

Claim 30 - Games

30. A method as recited in claim J 6. wherein:

the one or more items are one or more games,

the one or more item selection criteria are one or more game
selection criteria,

the step of receiving one or more item selection criteria that
indicates one or more items that a customer desires to rent includes
receiving one or more game selection criteria that indicates one or more
games that a customer desires to rent,

the step of providing to the cutomer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes providing to the cutomer up to a specifed number of the one or
more games indicated by the one or more game Selection crteria, and

the step of in response to receiving any of the items provided to the
customer, providing to the cutomer one or more other items indicated by
the one or more item selection criteria, wherein a total number of items
provided to the cutomer within a specifed period of time does not exceed
a specifed limit includes in response to receiving any of the games
provided to the cutomer, providing to the cutomer one or more other
games indicated by the one or more game selection critera, wherein a
total number of items provided to the cutomer within a specifed period of
time does not exceed a specifed limit.

Clai 30 fuer limits the operation of Claim 16 using language mirrorig

exactly that reited in Claim 15. The interpretation and analysis of Clai 15 thus applies to

Clai 30. Clai 30 tracks identically the steps of Claim i 6, but fuer specifies that the items
are "games" and the selection criteria are "game selection criteria." Morever, Clai 30 mirrors
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precisely the langue of Clai 29, save for the use of "games" inead of "movies." Thus
Clai 30 fuer limits the operation of Clai 16 by specifying tht the items are "games" and

the selection criteria are "game selection crteria" Clai 30, by liting the items parcularly to

games, likely excludes other tyes of items such as movies and music.

Clai 30, therefore, simply requires the identical scope of Clai' 16, except

restcted to games. That is, Claim 30 requires receivig item selection criteria that identify
gaÌes in addition to two deliveries of games based upon these selection criteria Just as with
Clai 16, Clai 30 trggers the second delivery of games based upon the receipt of one or more

of the games provided in the firs delivery.

Claims 31-35

Ths clai set recites vially identical limitations as compared with selected

claims from Clais 1-15, with the exception that Claim 31-35 address movies in parcular as
opposed to items in general. For example, Chum 31 recites:

3 J. A method for renting movies to cutomers, the method comprising

the computer-implemented steps of:

receiving one or more movie selection criteria from a customer
that indicates one or more movies that the customer desires to rent;

providing to the cutomer up to a specifed number of the one or
more movies indicated by the one or more movie selection criteria,' and

in response to a return of any of the movies provided to the

customer, providing to the cutomer one or more other movies indicated
by the one or more movie selection criteria, wherein a total current
number of movies provided to the cutomer does not exceed the specifed

number.

Ths claim alost exactly mirors the language of Claim 1, except for the use of
the word movie (or movies) in place of the word item (or items). Claim 31 and Claim 1 also
have two other minor varations. The first step of Claim 31. provides for receivig one or more
movie selection criteria "from a customer." Clai i does not include ths languge. The second
difference in languge occurs in the final stp. Claim 31 trggers in respons to "a retu"
whereas Clai i trggers in response to "receivig." These mior variations, however, likely
wil not impact the scope of the clai.

il Claim 31, the replacement of items with movies provides for a method simlar
to that recited in dependent Claim 14. Thus the analysis provided with respect to Clai 14
applies sinlarly to Clai 31, especially in light of the Applicants' aseron that Clai 31
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includes similar limitations to those recited in Claims I ~ 15. Specificålly, durng prosecution of
the Hastings Application, the Applicants stated:

Claims 31-35 recite limitations similar to Claims 1-15, except In the
context of a method for renting movies to customers.

Second Response, at page 27. In light of the claim language and the statements of the
Applicants, Claim 31 "Yll likely be found to have a scope and interretation consistent with that
of Claim 14.

Clais 32, 33, 34, and 35 track almost identically the language of Claims 4, 6, 12,

and 13, once again with the exception of the ter movies replacing the term items. However,
because the use of movies in place of items doe not impact the opertion of these claims, ths

discussion wil not reiterate the analysis provided above with respectto Claims 1" 15. Instead, it
should be apparent that these claims have a scope consistent with that of Claims 1-15, except
with respect to the provision of movies in paricular instead of items in general.

Claims 36-50

Claims 36-50 track, with virtual identity, the limitations specified in Claims 1-15.
Moreover, the Hastings Applicants asserted tls correlation durng prosecution, stating:

Claims 36-50 recite limitations similar to Claims 1-15, except in the
, context of a computer-readable medium.

Second Response, at page 27. For example, Claim 36, the independent claim of ths grup,

recites:

36. A computer-readable medium for renting items to customers, the
computer-readable medium carring one or more sequences of one or

more instrctions which, when executed by one or more processors, cause

the one or more processors to perform the computer-implemented steps of:

receiving one or more item selection criteria that indicates one or
more items that a cutomer desires to rent;

providing to the cutomer up to a specifed number of the one or
more items indicated by the one or more item selection criteria; and

in response to receiving any of the items provided to the customer.
providing to the cutomer one or more other items indicated by the one or
more item selection criteria, wherein a total CUTTent number of items

provided to the cutomer does not exceed the specified number.

!.

t.
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These claims thus differ from Claims 1-15 by addressing a computer-readable medium instead of
methods. Hastings broadly defines the tenn computer-readable medium, stating:

The term "computer~readabie medium" as used herein refers to any
medium that paricipates in providing instrctions of processor 704 for
execution. Such a medium may take many forms, including but not
limited to, non-volatile media, volatile media, and transmission media.
Non-volatile media includes, for example, optical or magnetic disks, such
as storage device 710. Volatile media includes dynamic memory, such as
main memory 706. Transmission media includes coaxial cables, copper
wire and fiber optics, including the wires that comprise bus 702.

Transmission media can also take the form of acoustic or light waves,
such as those generated during radio wave and infraed data
coiiunications.

Colum 12, line 39-52. Thus the term computer-readable medium takes an expansive meang.
il light of the claim language and the statements of the Applicants, Claims 36-50 have a scope
consistent with that of Claims 1 -15.

Claims 51-65 aDd 66-80

Claims 51-65 and 66-80 address the same limitations as Claims 1-15, except in
the context of two different types of apparatus. The Hastings Applicants asserted ths correlation
durg prosecution, stating:

Claims 51-65 and 66-80 recite limitations similar to Claims i -15, except
in the apparatus context.

Second Response, at page 28. Claim 51, i.n paricular, recites:

51. An apparatus/or renting items /0 cutomers comprising:

one or more processors; and

a memory communicatively coupled to the one or more processors,
the memory including one or more sequences of one or more instructions
which, when executed by the one or more processors, cause the one or
more processors to peiform the steps of:

receiving one or more itèm selection criteria that indicates one or
more items that a cutomer desires to rent;
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providing to the customer up to a specifed number of the one or
more items indicated by the one or more item selection criteria; and

in response to receiving any of the items provided to the cutomer,
providing to the cutomer one or more other items indicated by the one or
more item selection criteria, wherein a total current number of items
provided to the cutomer does not exceed the specifed number.

Thus Claim 51, in addition to the limitations of Claim i, introduces vanous
physical elements, including one or more processors and a memory maintang one or more
sequences of instrctions. The Hastings specification details paricular computer system
elements for an apparatus used to implement steps suchas those detailed in Clais 1-15. See
column 11, line 47 - colum 13, line 54. As with other described elements and terms, Hastings

describes broadly the types of elements contemplated for use withn such an appartus. Thus for

purpses of this analysis, the terms processor and memory are interreted broadly to encompass
virtally any computing elements that may be used. to implement a physical apparatus capable of
performing processing and data storage. As such, the use of these elements does not impact the
scope and interpretation of the remaining elements of Claims 51-65.

Similarly, Claims 66-80 attempt to cover an apparatus penonning the steps as
recited in Claims 1-15. For example, Claim 66 recites:

66. An apparatus for renting items to customers comprising an item
rental mechanism confgured to:

receive one or more item selection criteria that indicates one or
more items that a cutomer desires to rent;

provide to the cutomer up to a specifed number of the one or

more items indicated by the one or more item selection criteria; and

in response to receiving any of the items provided to the cutomer,
providing to the cutomer one or more other items indicated by the one or
more item selection criteria, wherein a total current number of items
provided to the cutomer does not exceed the spt!cifed number.

Whle Claim 51 introduces specific physical elements, including procesors and a
memory, Claim 66 simply recites precisely the same steps of Claim 1, but alters the preable to
addres an apparatus instead of a method. Claims 67-80 similarly mirror the language in Claims
2-15.

As discussed above. the appartus form of these claims will likely not affect the
scpe or interpretation of the steps that mirror exactly those in Claims 1-15. Therefore, Claims
66-80 will have a scope consistent with that of Clais i -15.
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I,

Claims 81-95

Clais 81-95 mirror almost identically the language of Claims 16-30. With

resect to these claims. the Hastings Applicants represented:

Claims 81-95 recite limitations similar to Claims 16-30, except in the
context of a computer-readable medium.

Second Response, at page 28. For example, Claim 81, the independent claim of this group,
recites:

81. A computer-readable medium for renting items to cutomers, the

computer-readable medium carring one or more sequences of one or

more instructions which. when executed by one or more processors, cause
the one or more processors to perform the computer-implemented steps of'

receiving one or more item selection criteria that indicates one or
more items that a customer desires to rent;

providing to the cutomer up to a specifed number of the one or
more items indicated by the one or more item selection crteria; and

in response to receiving any of the items provided to the cutomer,
one or more item delivery criteria being satisfed. providing to the
customer one or more other items indicated by the one or more item
selection criteria, wherein a total number of items provided to the
customer within a specifed period of time does not exceed a specifed

limit.

hi addition to the differences between Claims 81-95 and 16-30 relating to method
versus computer-readable medium claims, Claim 81 also includes an odd phrase not included in
Claim 1. As noted in the discussion of the Hastings prosecution, the Applicats amended the
claims such that every independent claim in the Hastings application required' a trggerig event

of receiving previously delivered items as opposed to the broad general requirement of satisfying
item delivery crteria. However, in an apparent mistae, the Applicants failed to remove the

clause "one or more item delivery criteria being satisfied" from Claim 8 i. Thus Claim 8 i, unlike
any of the other independent claims, includes this dangling clause. Based upon the prosecution
history and upon the narowing limitation made to ths step,this step has a scope consistent with
that prQvided for the similar language provided in Claim i 6.

Thus in light of the claim language and the statements of the Applicants, Claims
8 i -95 have a scope consistent with that of Claims 16-30.

~;
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Claims 96- J 00

Claims 96-100 provide for a computer-readable medium having a program
correspondig to the methods recited in Claims 31-35, which as previously noted, corresond to
selected claims in Claims 1-15. With resect to these claims, the Hastings Applicants

represented:

Claims 96- i 00 recite limitations similar to Claims 3 i - 35 except in the
context ora computer-readable medium.

Second Response, at page 28. For example, Claim 81, the independent clai of this group,
recites:

96. A computer-readable medium for renting movies to cutomers, the

computer-readable medium carring one or more sequences of one or

'more instructions which, when executed by one or more processors, cause
the one or more processors to perform the computer-implemented steps of'

receiving one or more movie selection criteria from a cutomer
that indicates one or more movies that the cutomer desires to rent;

providing to the cutomer up to a specifed number of the one or
more movies indicated by the one or more movie selection criteria; and

in response to a return of any of the movies provided to the

cutomer, providing to the cutomer one or more other movies indicated

by the one or more movie selection criteria, wherein a total current
number of movies provided to the cutomer does not exceed the specifed
number.

In light of the claim language and the statements of the Applicants, Claims 96-100 have a scope
consistent with that of Claim 31-35 (and by extension, Claims I-iS).
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iv. DESCRIPTION OF PRIOR ART REFERENCES

Our initial research uncovere a nwnber of relevant references, including the
Rejèrence Guide and the. Functional Requirements. These related publications each detail
automated systems for providing subscnption services to the blind and physically handicapped.
In paricular, each of these documents details guidelines and requirements for implementing

computer-based programs for handling circulation of varous types of media to and frm

subscnbers. A copy of the Reference Guide is attached as Exhibit E, and a porton of the
Functional Requirements is attached as Exhbit F.

The United States goverment, in 1931, established the National Librar Service
for the Blind and Physically Handicapped ("NLSIBPlf') as a component of the Libra of

Congress. The NLSIBPH administers a progr that' loans recorded and braile books and
magazines, music scores in bralle and large pnnt, and specially designed playback equipment to
residents of the United States who are unable to read or use standard pnnt matenals because of
visual or physical impainnent. The NLSIBPH administers the program nationally and
coordinates service through a network of cooperting librares. Cooperating. librares in the
varous states, the Distnct of Columbia, Puero Rico, Guam, and the Virgin Islands actually
provide direct service to eligible individuals and instinitions. These regional libranes are
subsidized by federal fuding (via the Prtt-Smoot Act of 1931) in combination with state

fuding allocations. Therefore, taxpayer money fuds the services subscribed to by qualifying
individuals.

"

As computers became available, a nwnber of the cooperating librares deployed
computer-based systems that automated many of the circulation functions of the libraes. At

some point in the late 1970's or early 1980's, the NLSIBPH decided to fud a comprehensive
study of existing automated systems and to create a detailed resource guide for plaing and
implementing an automated circulation system. The Reference Guide resulted from this effort.

A. The Reference Guide

The NLIBPH contracted with the Cuadr Associates, Inc_ for the prepartion and
publication of the Reference Guide. The Cuadra Associates undertook a six-month study of
existg circulation systems and general requirements for implementing circulation sysems to

servce blind and physically handicapped individuals. The Cuadra Associates compiled the

information from this reseach and published the Reference Guide on May 15, 1981, some
JÚeteen year before the fiing date of Hastings. The Cuadra Associates then distrbuted ths

guide to regional libraes arund the nation.19 Because the Reference Guide was published and

l' Copies of th Reference Guide are still maintaed and readiy accessible today. For example, admstrtors of

the Texa State Libra and Archives quicldy identied and provided copies of the Rejèrence Guide in resnse to

genei inquires regarding the Texas automated circulation SYltem
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distrbuted to experts and libraes almost two decades before the fiing date of Hastings, the

Reference Guide qualifies as pnor ar under 35 V.S.C. § 102(b).

The Reference Guide states its purose in an introduction:

In establishing ths study, it was the intention of NLSIBPH to provide its
network librares with a tool that librar staff could use in automation

plaIng, whether they elected to develop their own system or to purchase

one of the commercially available systems that have been developed for
use in librares oftbis type.

Reference Guide, at page 1. The Reference Guide continues, stating:

A primar use of tls Guiae, as foreseen by NLIBPH, is to facilitate
communcations in futue automation projects between library and data
processing personnel, regardless of whether currently available systems

are being evaluated or a new system is being designed. In interpreting this
objective, we have neither prescribed a single, ideal system, nor
represented the requirements asciated with a single design choice. The

complexity of librar operation and the dynamic state of the automation

ar preclude any step-by-step "cookbook" approach to automation. It has
been our objective, instead, to identify and descnbe a master set of major
circulation system requirements, with a number of design considerations, .
and to ilustrte vanous implementations of these requirements among

curently operating systems. Librar personnel wil be able to use ths set
of reuirements as a reference tool, to help them identifY and select those

reuirements that are applicable to their own environment and servce
objectives, and to use the terminology and definitions as a depare point
in workng with data processing personnel to establish their own system
specifications and/or to reflect them accurately in a request for proposal or
in a request for bid.

Reference Guide, at pages 1-2. Thus the Reference Guide not only details existing and
contemplated fuctions, but also invites designers to modify and combine these teachings as
appropriate to create suitable systems.

B. The Functional Requirements and The Texas Program

As descnbed above, regional libraes in the NLIBPH are responsible for
delivenng services diretly to individual qualifyig paricipants. In Texas, the Texas State

Librar and Archives Commission in Austin serves as the regional libra and provides servces
to quaifyg individuas (the "Texas Program"). As of the publication date of the Reference
Guide in 198 i, the Tex Program relied upon pWlch card computer teclmology purchased in the
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1970's. See Reference Guide, at A-38. By the mid 1980's, the administrtors of the Texas I
Program set about upgrding the automated circulation system. , .

Before implementing a new computenzed system, the administrators of the Texas
Program drew up a comprehensive set of requirements based upon general guidelines
established in the Reference Guide and the specific needs of the Texas Program. The resulting
docwnent, the Functional Requirements, was wntten in November 1987 and revised in
December 1987. This document reflects the operation of the computerized system that was
implemented to upgrade the automated circulation system of the Texas Program. Moreover,
copies of the Functional Requirements are available frm the Texas Program administrtors.
Just as with brochures or other inomiation detailing the operation of publicly used systems, the
Functional Requirements quaifies as prior ar under 35 U.S.C. § lO2(b), both as a publication
and as direct evidence of a system in use.
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v. INVALIDITY ANALYSIS

Based upon the detailed analysis of Hastings and the constrction of its claims,
we now exame the claims in light of prior ar references. il this case, this includes references
that were not considered by the Examiner dung prosecution of the Hastings Application. In
examng the validity of Hastings, we address each and every claim by applying the
requirements of 35 U.S~C. § 102 and/or 35 V.S.C. § 103. As noted above, anticipation under
Section 102 requires that a single prior ar reference disclose, either expressly or inherently, each
and every element of the claimed invention (or that a single pnor ar device or practice embodies'
each and every element). A finding of obviouses wider Section 103 requires that one or more
references, properly combined together, teach or suggest all elements of a claim.

II addrssing the validity of claims we should first examine, if possible, how or

why the Patent Offce allowed the claims. In ths case, the Examiner provided clear direction for
the allowance of the claims in the Hastings Application, stating:

The claims are allowable over the pnor ar of record because the prior ar
of record does not show or teach a method of renting items to a customer
wherein the customer indicates a number of items they desire to rent,
providing the customer with a specified number of those rental items, then
providing the customer with additional rental items upon return of the
onginal1y provided rental items. The closest pnor ar is the NetfJix web
site, with was discussed in earlier Offce Actions.

Notice of Allowance, at page 2 (sic). Therefore, the Examiner allowed all claims in Hastings,
believing that the prior ar did not show: "

i. A customer indicating a number of items they desire to rent;

2. Providing the customer with a specified number of those rental items;
and'

3. . Providing the customer with additional rental items upon retur of the
onginally provided rental items.

Yet either one of the Reference Guide or the Functional Requirements

unistaably show these elements. Clearly the Examiner would not have allowed the currnt

clai of Hastings under the reaoning reflected in the Notice of A/lowancehad he known of

these references. Whle thîs shed some light on the potential validity of the claims, it does not,
however, substitute for a complete analysis of the claims in light of the pnor art. The analysis
below analyzes in detail the claims of Hastings in light of these pnor ar references that were not

consídered durng examination.
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While we have reviewed the entire contents of the Reference Guide and the
Functional Requirements, the following discussion wil focus only on excerpts from these

references that have paricular relevance to asects of the clais of Hastings. For the sake of

relative brevity, we have not included duplicative quotations from the references. Therefore,
while both the Reference Guide and the Functional Requirements disclose similar asects of

systems, much of the analysis wil focus only on the teachings ofthe Reference Guide.

In the analysis that follows, we show that the Reference Guide alone can
invalidate all ofthe claims in Hastings. The Functional Requirements may also be used to show
such invaldity. To fuer support our conclusions of invalidity, the Reference Guide and the

Functional Requirements may be combined as appropnate to support rejections wider 35 D.S.C.
§ i 03 as welL. Ths combination is appropnate, since the Reference Guide invites individual
developers to tae, modify and adapt its teachings, and sice the Functional Requirements

implements a paricular instantiation of a progr as generally described in the Reference Guide.

Moreover, the U.S. govenuent provided the Reference Guide to the developers of the
Functional Requirements to aid in development of the Functional Requirements.

Claim 1 - Max Out

1. A method for renting items to customers, the method comprising

the computer-implemented steps of"

receiving one or more item selection criteria that indicates one or
more items that a customer desires to rent;

providing to the customer up to a specifed number of the one or
more items indicated by the one or more item selection criteria; and

in response to receiving any of the items provided to the cutomer,
providing to the cutomer one or more other items indicated by the one or
more item selection criteria, wherein a total current number of items
provided to the cutomer does not exceed the specifed number.

The preamble of this claim requires that the method compnse "computer-
implemented" steps for renting items to customers.20. The Reference Guide provides a
comprehensive overview of technques for implementing computer-based applications to help
faciltate lending of media to borrwers. For example, the Rejèrence Guide states a puise of

providing "a tool that libra sta could use in automation plang." Reference Guide, at

Preface. The Reference Guide later ariculates exactly the intention of "automation," stating:

....

2D Her the languge of the preamle is not miored in the claim elements, nor did the Applicants rely on the

prele durg prosection. Thus the preamle may not be a limìtatioD.
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Though computer-assisted circulation, it is possible to achieve objectives
not possible witrun a manual operating environment, paricularly one that
is stained to capacity.

Reference Guide, at page 55. Thus the Reference Guide explicitly contemplates computer-
implemented methods. Similarly, the Functional Requirements details paricular functional
asects for a computeT application that implements a specific program as generally described by

the Reference Guide.

A. receiving one or more item selection criteria that indicates one or more
items that a customer desires to rent

Ths step requires the receipt of information identifyng any number of goos that
a customer wishes to temporarly borrow. The Reference Guide teaches a "service profile"
associated with each borrower. The Reference Guide provides the following high-level table of
information contained within an example service profie:

1. 2 smw3!~ ~Øiti':~~~LON

1. 2.'Øl
1.....m
l~.....,og
1. '2 . 04
1..2...:O~
l..~ ¡Q6
1 . 2"..(;Y1

&~èl.~!$")
"".~. ;iê~:tade lével"~~"~~

'_i;UÜø)f ~\tit~ria~l.i
~~:))~ of b~ks ~llWW
.M&w. l1~ of reCNest$ ,fte.~a~ toin~l:nt.,id'n level
.óI s_'.cé's~,~'~~ll9l ~'ttU~~ '~~ce
.lt~~ø W~øJ? l'~tai,-çè
~ øf' :Us,f 9f)rvicre
-HuiJi~" of 1.:t reae.i ved

i.,~t,~a~
h2,.Q9
h.~..i.o
1..l.11
1. 2. .,.12

1...2..13

Reference Guide, at page iis. The Reference Guide descnbes this profile, stating:

The elements of the Service Prfile record are designed to provide data on

how many and what typs of books a borrower wants to receive, as well as
on when the borrower wants to receive them. The Servce Profie data are
used in several circulation functions, including selection, check-out, and
check-in.
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Jd. Later, the Reference Guide descnbes system requirements for receiving and maintaining

such information from borrowers, stating:

5. i The system must accept and store relevant data on titles that are
requested by borrowers and on titles that are selected for borrowers.

5.2 The system must provide assistance to staff members in the
identification of potentially suitable titles for borrowers who have titles
selected on their behalf.

5.3 The system must provide for the creation and maintenance of a
Request File--data on requests and selections--for use by the system at
Check-Out.

Reference Guide, at page 177. Therefore, the system detailed in the Reference Guide clearly
receives selection cntena identifYng one or more items.

In the Reference Guide, it could be argued that the items in question are not items
that a customer desires to "rent," since the Reference Guide details subscription services
provided free of charge to the borrowers. This line of reasoning fails for at least three reasons.
Firt, Claim i does not require payment as a condition for receiving the items. Second, the

Hastings specification describes its servces as predicated on payment for a subscnption, not
payment for individual rentals. The Reference Guide also details subscription services. In both
systems, the subscrption entitles the subscriber to the rental of individual items without payment
for each rental. Thrd, while the Reference Guide states that the customer obtains the items free
of charge to the customer, there are, without question, costs associated with the provision of

these servces for the blind. The governent pays for these costs. There is no claim element that
requires a subscription paid for by the named subscriber or by some other person. Thus, the
aiguent that the Reference Guide does not anticipate the claimed system should be regarded as

elevating form over substance; the Reference Guide teaches receiving one or more item selection
criteria that indicates one or more items that a customer desires to obtain from a rental system.21

Similarly, the Functional Requirements pennits a patron to specify paricular
items to borrow as well as to specify interest areas for automatic selection. Functional
Requirements, at C.Oi, C.02, C.OS, and C.06. The Functional Requirements details two types of
contemplated techniques for identifyng items, reciting:

Request - this ty of circulation is dependent on patron's communicating
with the libra and orderng books of their own choosing. Additionally

'.

21 At the very least, any diference between rentig and borrowing is simly an obvious varation. A subscription

serice necessaly must be fuded Chgig subscrbes is one well knwn solution for fuding. As an example,
libraes oftn chage usge fees as a predicate for borrowùg boks.
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staff can order books for patrons under situations where the patron has
stated specific preferences. Ths readership has pnonty in circulation.

Automatic - this type of circulation is based on the interest areas found in
the patron file. Patrons who have requested automatic selection have

browsed through the interest areas which are of most interest to them. For
example, a patron may select Westems and Romances; this patron would
only receive title which DBPH has assigned descriptors of Western or
Romance.

Functional Reqirements, at C.01 (sic). Therefore, the Functional Requirements also

teaches receiving one or more item selection cntena that indicates one or more items that
a customer desires to rent.

B. providing to the customer up to a specifed number of the one or more
items indicated by the one or more item selection criteria

The second step of Claim 1 requires the delivery of a limited number of the goods
identified by the customer in the fit step. Specifically, ths step requires delivery of only up to

a specified number of the items. The Reference Guide teaches:

An administrative limit is generally set to establish a ceiling on the
number of books that can be checked out to a borrower at one iime.

Reference Guide, at page 121. And:

The number of books that are to be assigned for check.out to borrowers is
generally subject to some constraint: the maximwn (or minimum) number
of books that a borrower wants to have at anyone time or the maximum
number of books that the libra allows a borrower to have at one time.

Reference Guide, at page 192. To select these books, the Reference Guide relies upon the
information submitted by the borrower. For example, the Reference Guide discloses servicing of
a ''request file" listing books that a borrower wishes to receive. Reference Guide, at page 185.
Moreover, the Reference Guide teaches automatic selection based upon the general information
provided, statÙ1g:

The system must perfonn automatic selection of titles, according to a set
of pre-established pnnciples, that are suitale for each borrower
designated to receive automatic selection serice.

Refrence Guide, at page 181. Therefore, the Reference Guide teaches providing to the customer
up to a specified number of the one or more items indicated by the one or more item selection
crtena.
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Similarly, the Functional Requirements teaches selecting items according to a
patron's interests and providing up to a specified number of selected items. Speifically, the .
Functional Requirements discloses:

Each patron" who is in the automatic queue should have a book selection

attempted for them. The system should look at the interest areas,
determine the next title to be selected, compare itwith the per copy fie to
detennine availability and assign the title if copies are available.

The system should ru down each patron' s record selecting titles to be
checked until the automatic quota for the media has been filled.

The system should checkout titles according to the goals specified by each
interest area and the interest area from which the check-out which retued
onginated.

Functional Requirements, at C.06 (sic). Therefore, the Functional Requirements also teaches

providing to the customer up to a specified number of the one or more items indicated by the one
or more item selection cntena.

C. in response to receiving any of the items provided to the customer,

providing to the customer one or more other items indicated by the one
or more item selection criteria, wherein a total current number of items
provided to the customer does not exceed the specifed number

The third step of Claim 1 details a second delivery of items identified by the same
selection cntena as used in the first delivery. Moreover, this second delívery trggers on the
retu of items from the fit delivery and restrcts the number of items provided using the lit

applied in the first delivery. The Reference Guide contemplates a number of different type of
serice modes and provides a table that lists a number of sample "service types." This table
provides:

J!1bJt "30. S-il, Sa"" -of Se..ice TYpo Cod..

-tedCo"
p . ~pd (vlii-~i)
R . ØQwUoii f~-a""
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~
Rt . A.. ~et,1Jrned (tiin".roufl
WJ .. li.~Ji'i
Bl .. av.~ tw ve-kIS

~ ~ "i;~ ~.... -.1l - lìtliy"
il - Oiy _n req..5~"a (w1U-"U;i)
Ii - ni"ct o.i ~.idn.... onLy
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.
",'

-- li,. iJ.elt&q 'Iona ~:ru: ii.. fi d.U..~llt 9"kQ'I--
~.. .~ i;1_..~. ), bo..~.. b .....19-d l: 11""
.m. l2 .1l. -... ".
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I

Reference Guide, at page 123. This claim implicates the teachings of the Reference Guide with
respect to the "tu-around" service. The Reference Guide descnbes this servce:

Tur-Around Service. Provides for circulation of a new item to a
borrower for each checked-out item that is returned by that borrower.

Reference Guide, at page 61 (underline in original). And:

(W)ith Tur-Around Service borrwers, the number of books to b~ sent at
a given time matches the number of returned items, unless provision is
made for some exception.

Reference Guide, at page 192. In the Reference Guide, this servce once again provides for the
selection and delivery of items according to the information already received from the borrower.
Therefore, the Reference Guide teaches, in response to receiving any of the items provided to the
customer, providing to the customer one or more other items indicated by the one or more item
selection cntena, wherein a total current number of items provided to the customer does not
exceed the specified nwnber.

Similarly. the Functional Requirements details a tur-around style service. The
Functional Requirements teaches:

Each day new patrons are added to the system, old patrn reactivate, and
curently active patrons retu books. Each action should require that an
attempt at checking books out occur for each patron afected.

Functional Requirements, at C.04 (sic). The method that the Functional Requirements recites for
checking out these books, as described above with respect to the fit delivery, provides for
selecting these books based on the previously provided infonnation. Moreover, the method
provides for limiting the number of books selected based upon a quota. Therefore, the
Functional Requirements teaches, in response to receiving any of the items provided to the
customer, providing to the customer one or more other items indicated by the one or more item
selection cntena, wherein a tota curent munber of items provided to the customer does not

exceed the specified number.

Thus. to summanze, this claim requires three steps: the receipt of information
identifying items (step I) and two subsequent delivenes of items indicated by that information
(steps 2 and 3); The first delivery restncts the number of items provided using a liit. The
second deliver triggers on the retu of items from the first delivery, and also rescts the
number ofiteis provided using the limit applied in the first deliver. The Reference Guide and
the Functional Requirements each taken alone expressly teach all elements of Claim 1 in detaiL.
Therefore, Claim I is invalid under 35 V.S.C. § 102.
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Claim 2 - Time-based Item Limit

2. A method as recited in claim 1, wherein a total number of items
provided to the cutomer within a specifed period of time does not exceed
a specifed limit.

Claim 2 requires, in addition to the requirements of Claim 1, a limit on the
number of items provided to the customer withn a specified penod of time. As shown in the
sample serce type table reproduced above, the Reference Guide contemplates a number of

different servce methods, including the tu-around service and a nwnber of time-based

(Calendar-Service) servcing schedules. The Reference Guide discloses asects of these two
types ofservce argements when discussing the number of boks to provide, stating:

The number of books that are to be assigned for check-out to borrowers is
generally subject to some constraint: the maximum (or minimum) number
of books that a borrower wants to have at anyone tie or the maximwn
number of books that the libra allows a borrower to have at one time.

These constaints can vai within a libra by borrower or by service type.

For example, with Turn-Around Service borrowers, the number of books
to be sent at a given time matches the number of returned items, unless
provision is made for some exception. For Calendar-Service borrowers, a
minimum, a maximum, a fixed or a per-borrower varable number can be
established and stored within the borrower's record. However, a limit in
the number of books that a borrower can have at one time needs to be
established for Calendar-Service borrowers, to ensure that some items are
being retued while other are being mailed.

Reference Guide, at page 192. Therefore, for Calendar-Servce borrower, the Referencè Guide
contemplates varous limits on the number of books that may be simultaeously checked-out to a
borrower.

As a simple example, consider a weekly service borrower permitted to have a
maximum number of thre books and curently with thee books checked out. After receiving
retued books, the Reference Guide system wil replace each of the received books at the
beging of the next week. This maps to Claim 2 having values of: the "specified number" and
the "speified limit" both equal to three, the "specified period of time" equa to one week, and
th items provided in the first delivery.

The Reference Guide thus teaches all elements of Claim 2. Therefore, Claim 2 is
invalid under 35 V.S.C. § 102.
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Claim 3 - Rollover

3. A method as recited in claim 2, further comprising if the total
number of items provided to the cutomer within the specifed period of
time is less than the specifed limit, then increasing the specifed limit for
another specifed period of time.

Claim 3 provides for rollover of unused portions of the specified limit into
another time penod. Claim 3 provides this rollover if the customer uses less than the specifed
limit of items dunng the specified time period. The Reference Guide, as previously noted,

includes descnptions of existing systems. One such system, when failing to select up to the
spified limit, "identifies borrowers who did not receive the expected number of books afer

(automatic selection) and generates a listing." Reference Guide, at page 189. Thus the
Reference Guide descnbes the precise condition of Clai 3. With respect to this same condition,
the Reference Guide also teaches:

Another consideration in this ara is the need for the system to provide
feedback to the librar staff, interactively at the terminal or in the"
generation of a listing, to identify those borrowers who were not assigned
the expected number of items. In some systems, this problem wil
automatically tngger the ru of automatic selection; in others, a report is
generated for staff review and follow up action.

Reference Guide, at page 193. . The Reference Guide fuer provides, with respect to the

maximum number of books allowed, that:

(T)he systems generally permit a librar staff member to overrde the limit
on a discretionar basis.

Reference Guide, at page i 21. Therefore, the Reference Guide teaches all elements of
Claim 3. Specifically, the Reference Guide teaches all of the elements of Claim 2, fuer
comprising if the total number of items provided to the customer within the specified
period of time is less than the specified limit, then increasing the specified limit for
another specified period of time. Claim 3 is thus invalid under 35 V.S.C. § 102.

Claim 4 - Desired Order

4. A me/hod as recited in claim 1. wherein

the one or more item selection criteria indicates a desired order

for the one or more items that a cutomer desires to rent,
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the step of providing to the cutomer up to a specifed number of
the one or more items indicated by the on£! or more item selection criteria
includes providing to the cutomer up to a specifed number of the one or
more items indicated by the one or more item selection criteria in the
desired order indicated by the item selection criteria, and

i-

the step of providing to the cutomer one or more other items
indicated by the one or more item selection criteria includes providing to
the customer one or more other items indicated by the one or more item
selection criteria in the desired order indicated by the one or more item
selection criteria.

Claim 4 fuher limits Claim 1 with the requirement of ordered deliver of items.
The Reference Guide provides for ordered delivery with several different mechansms. As
previously noted, the Reference Guide contemplates a request fie that lists items that a borrower
wishes to receive. With respect to tls list, the Reference Guide states: !.

The order in which titles are stored on the request list can affect the order
in which they ar processed dunng the check-out fuction.

Reference Guide, at page 127. Moreover, the Reference Guide contemplates maintaining a

request ~ate for each element in this list. The Reference Guide explains:

The date on which a request or a reserve is entered into the system is used
În several ways, including the following: to establish a processing order at
check-out. . ..

¡d.

The Reference Guide also contemplates handling delivery of magazines and
provides an entire section (at pages 163 to 169) detailing data elements for handling magazines.
Moreover, the Reference Guide also details borrower inormation for handling ordered magazine
requests, detailng the following information for such a borrower:

Issue First Received bv Borrower and Date Subscnption BeJ!an . . . The
Issue First Received serves to indicate with which issue (not necessarly
the current issue) a new subscnption is to begin.

Reference Guide, at page 135 (underline in ongina1).

The Functional Requirements âlso contemplates ordered delivery of items. With
respect to delivery of magazines, the Functional Requirements states:
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The system should be able to maintain the sequencing necessar to ensure
that the patrn continues to get the issues required, i.e. if a patron is due
for the December issue of a magazine, and Januar issue is available, and
there are no copies available of December issue, then patrons should be in
queue for Januar issue.

Functional Requirements, at C.08 (sic).

Therefore, either one of the REference Guide and the Functional Requirements
teach all elements of Clai 4. Claim 4 is thus invalid under 35 U.S.C. § 102. .

5. A method as recited in claim 4, further comprising if a particular
item from the one or more items indicated by the one or more item

selection criteria is not available, then providing another item from the
one or more items based upon the desired order indicated by the one or
more item selection criteria.

i

I

i
¡
i

.1
i

Claim 5 - Skip Unavailable

:

.¡

Claim 5 fuer limits Claim 4 by requiring that, if a paricular item in the ordered
list is not available, then the method provides another item based on the indicated order. Thus,
for example, Claim 5 provides for skipping unavailable items in the ordered list. As noted with
respect to Clai 4, the Reference Guide contemplates delivering items to borrowers based upon

an ordered request list. Moreover, in discussing the check-out of books, the Reference Guide
states:

The systeii must determne for each title the availabilty of a copy, in an
appropnate medium, for asignent to a parcular borrower.

Reference Guide, at page 175. Also, in detailing the steps used by an existing system, the
Reference Guide detals varous critena for skipping entres on a request list, including a "SKIP
IF NONE AVAILABLE" criterion. The Reference Guide explains the meanng of this cnteron,
stating:

Skip any title for which there are no copies available 10 a medium
acceptable to the borrower

Reference Guide. at page 209. Therefore, the Reference Guide contemplates skipping

unavailable items in an ordered list.
i

r

¡.

Similarly, the Functional Requirements contemplates skipping unavailable items
in an ordered list. For example, with respect to magazines, the Functional Requirements states: ,

¡::
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The system should be able to maintain the sequencing necessar to ensure
that the patron continues to get the issues required. i.e. if a patron is due
for the December issue of a magaze, and Januar issue is available, and
there are no copies available of December issue, then patrons should be in
queue for Januar issue.

I;Functional Requirements. at C.08 (sic).

Therefore, either one of the Reference Guide and the Functional Requirements
teach all elements of Claim 5. Claim 5 is thus invalid under 35 V.S.C. § 102.

Claim 6 - Preferred Item Attributes

6. A method as recited in claim J, wherein

the one or more item selection criteria specifes one or more
prefered item attributes,

ihe step of providing to the customer up 10 a specifed number of
the one or more items indicated by the one or more item selection criteria
includes automatically selecting and providing to the customer up to a
specifed number of one or more items that have one or more of the one or
more preferred item attributes specifed by the one or more item selection
criteria, and

the step of providing to the cutomer one or more other items
indicated by the one or more item selection criteria includes automatically
selecting and providing to the cutomer one or more other items that have
one or more of the one or more preferred item attributes specifed by the
one or more item selection criteria.

Clai 6 fuer limits Claim 1 by requing automated selection of paricular

items that satisfy attrbutes identifying genera types of items. Both the Reference Guide and the
Functional Requirements directly address ths fuctionality. The Reference Guide details specific
techniques for enabling "Computer-Assisted Selection," with the aptly titled section on pages
i 81 to 184. A gener requirment provided in this selection states:

The system must perform automatic selection of titles, according to a set
of pre-established pnnciples, that are suitable for each borrower

designated to receive automatic selection service.
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Reftrence Guide, at page 1 8 i. To enable ths automated selection, the Reference Guide

contemplates selection cntena that indicate preferred item attributes. For example, consider the
cntena listed in the "Ilustrative Subject Categones" table reproduced below.
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Reference Guide, at page 1 18. The Reference Guide also' details specific data elements that may
help in maintaining preferred attbutes for use during selections. The exhibit of sample

elements reproduced below details an example of the data elements that support automated

selection.
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Rejèrence Guide, at page 183. Therefore, the Reference Guide teaches all elements of Claim 6,
and Claim 6 is thus invalid under 35 V.S.C. § 102.
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Claim 7 - Item Rental Queue

7. A method as recited in claim l,further comprising:

establishing, based upon the one or more item selection criteria,
an item rental queue for the cutomer, wherein the item rental queue

contains one or more entries that specif the one or more items that the
cutomer desires to rent; and

in response to receiving back any of the items provided to the
cutomer, selecting the one or more other items from the item rental
queue.

Claim 7 fuer limits the operation of Claim 1 by requirig the establisluent and
servicing of an item rental queue. Claim 7 thus implicates a paricular list of items in some order
to be delivered. As discussed above with respect to Claim 4, the Reference Guide contemplates
establishing a request list for each borrower based on requested items. The Reference Guide
fuher discloses techniques for automatically populating the request list. stating:

A system must perform the necessar matches automatically ("Automatic
Selection") using multiple critena from a borrower's interest profile to
identify a set of suitable titles to be recorded for that borrower in a
Request File (or assigned for immediate check-out).

Reference Guide, at page 182. This request list, whether manually or automatically populated,
may then function as a queue that is serviced in each subsequent delivery of items. Therefore,
the Reference Guide teaches all elements of Claim 7. and Claim 7 is thus invalid under 35 V.S.C.
§ 102.

Claim 8 - Customer Notification

8. A method as recited in claim I, further compriing in response to

receiving a cutomer notifcation, providing to the cutomer a second set
of one or more other items indicated by the one or more item selection
criteria.

Claim 8 adds a step to Claim i that provides for a thd delivery of items (second

set of other items) indicated by the item selection critera; This th delivery of items trggers

upon a customer notification. The Reference Guide descnbes a number of different mechansms
whereby a borrwer can contact a serce to request delivery of additiona items. One such
mechansm is defined by the "Wil-Call Servce." The Reference Guide descnbes this service
type, stating:
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Wil-Call Service. The provision of one or more items, to be circulated
only when the borrower contacts the libra for service.

Reference Guide, at page 61 (underline in ongial). The Reference Guide, in fuher describing
the Wil-Can Service, discloses:

The WiH-CaU service borrowers and on-site borrowers also pose another
set of considerations relating to system requirements for flexibility and
multiple modes of operation. ... (Win-Call and other borrowers) can be

thought of as havig on-demand service nees. Therefore, the librar staff
will want to consider whether the system is to handle groups of borrowers
who are due for service and single borrowers in one-time or exception
situations. If on-demand service is to be provided, then the system must
also provide for an online, interactive means for the librar staff to request

that the selection (as appropnate) and check-out functions be executed.

Reference Guide, at page 62. Therefore, the Reference Guide contemplates on-demand requests
acting as exceptions that permit item deliveries outside the scope of typical deliveries, with these
delivenes tnggered on customer notifications.

hi addition, the Reference Guide pennits borrowers to specify the number of
books that they wish to receive, stating:

The number of books that are to be asigned for check-out to borrowers is
generally subject to some constraint: the maximwn (or minimum) number
of books that a borrower wants to have at anyone time or the maximum
number of books that the libra allows a borrower to have at one time.

Reference Guide, at page 192. Thus a borrower may provide a notification indicating an
increased number of books to receive. In response to such a notification, the Reference Guide
system may then provide a delivery of additional boks to satisfy the increased limit. Therefore,
the Reference Guide teaches all elements of Claim 8, and Claim 8 is thus invalid under 35 U .S.C.
§ 102.

Claim 9 - Expiration of Time

9. A method as recited in claim 1, further comprising in response to
exiration of a specifed amount of time, providing to the cutomer a
second set of one or more other items indicated by the one or more item
selection criteria.

Claim 9 adds a step to Claim 1 that provides for a third delivery of items (second
set of other items) indicated by the item selection cntena. TIs thrd delivery of items trggers
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upon the expiration of a specified amount of time. The Reference Guide, as discussed above,
details a calendar servce whereby borrowers may receive boks according to any specified
frequency. See Reference Guide, at page i 90. Ths inherently involves the delivery trggering
upon the expiration of a specified period of time since, for example, a weekly service will
inherently trigger a new delivery at the expiration of each week. Therefore, the Reference Guide
teaches all elements of Claim 9, and Claim 9 is thus invalid under 35 US.c. § i.2.

Claim i 0 - Specified Date

10. A method as recited in claim l.further comprising in response to a
specifed date being reached, providing to the customer a second set of

one or more other items indicated by the one or more item selection
criteria.

Claim 10 adds a step to Claim 1 that provides for a third delivery of items (second
set of other items) indicated by the item selection cntena. This third delivery of items triggers
upon a specified date being reached. The Reference Guide, as discussed above, details a
calendar service whereby borrowers may receive books according to any specified frequency.
See Reference Guide, at page i 90. Therefore, the Reference Guide teaches all elements of Claim
10, and ClaÎm 10 is thus invalid under 35 U.S.C. § 102.

Claim 1 i - Receipt of Fee

1 J. A method as recited in claim 1,jùrther comprising in response to a

specifed fee being received, providing to the customer a second set of one
or more other items indicated by the one or more item selection criteria.

Clai 10 adds a step to Claim i that provides for a thrd delivery of items (second
set of other items) indicated by the item selection cntena. Ths third delivery of items trgger
upon receipt of a specified fee. The Reference Guide does not expresly detail technques for
handlig payments. However, the requirement of payments or fees to release additional
reuested matenals is well know in the art. For example, librar fines typically must be paid
before additional check-outs may take place. Similarly, in movie rental systems, such as those
provided by Blockbuster, borrowers have for decades been required to pay for lost, damaged, or
late items before reting additional items.22 The Reference Guide does provide for trkig of

lost, damaged, or stolen items, stating:

In records maintained at the per-medium title level, one or more of the
followig changes wil need to be made: . . . decrement the munber of

i'
22 Hlltings concedes this aspect of operation as prior ar in the "Background of the Invention" section, at colum i,

lies 21-23.
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copies owned for a given title, to reflect those lost, stolen, or otherwse not
available; and increment the number of copies that have been stolen, lost,
damaged, etc.

Reference Guide, at page 203. Whle the Reference Guide acknowledges the potential for these
events, it does not specity paricular actions to take in response. However, there is inherently a
fee associated with the loss or destruction of items, and this fee must be borne by either the
lender or the borrower. Therefore, the Reference Guide inherently discloses the use of a fee as a
trggering event.

Moreover, as noted above, libraes, movie rental companes, and any nwnber of
other organzations have for yea charged customers for any number of different reasons, often
requinng payment as a necessar condition for any additional borrowing. Therefore, it would
have been obvious to one of skil in the ar to require users of a system descnbed by the

Reference Guide to pay a fee before receiving additional items. One could argue against the
obviousness of such a fee based upon secondary considerations, such as conuercial success,
long-felt but unsolved needs, failure of others, or unexpected results. In the present case,
Netflx' relative commercial success may qualify as evidence for secondar considerations.
However, the relative succes ofNetflix does not provide even remotely persuasive evidence that
the addition ofa fee to an existing system resulted in this success. The addition of the fee-based
trigger is therefore obvious, and Claim i I is invalid under 35 U.S.C. § 102 and/or 35 U.S.C.
§ 103.

Claim 12 - Mail

12. A method as recited in claim /, wherein items are provided to the
cutomer by mail.

Claim 12 fuher requires that the two delivenes of items in Claim 1 take place by
mail, presumably requinng the use of a public carer, such as the United States Postal Serce.
The Reference Guide defines a number ofrequirements for check-out procedures. including:

The system must pnnt cards, in an order that facilitates retreval by librar
staff member of items from the shelves for use in mailng to and from a
borrower.

Reference Guide. at page 196. In the librar services for the blind, the mailig servces are

provided at no charge by the United States Postal Service. Therefore, the Reference Guide

teaches all elements of Claim 12, and Claim 12 is thus invalid under 35 U.S.C. § 102.

.
ï
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Claim 13 - Delivery Agent

J 3. A method as recited in claim 1. wherein items are provided to the
cutomer by a delivery agent

I..

Claim 13 fuer requires that the two deliveries of items in Claim I take place by
delivery agent. presumably requiring the use of a common, non-public carer, such as United
Parcel Service. As discussed above with resect to Claim 12, the servce described by the

Reference Guide relies upon postage free mailings using the United States Postal Servce.
However, ths choice of carers is dictated simply by the governent subsidized nature of the
shipments. It is conuon knowledge that multiple different options are available for shipments,
and thus the use of a delivery agent in place of mail deliver represents simply an obvious

varation on the disclosure of the Reference Guide. With. resect to secondar considerations, it
should be noted that Netflix relies on U.S. mail, and not a delivery agent. Thus Netflix' relative
conuercial success canot be attbuted to this aspect of delivery. Moreover, the simple
alteration of the delivery chanel in this system does not raise senous questions regarding other
seconda considerations. The use of a delivery agent is thus obvious, and Claim 13 is invalid
under at least 35 U.S.C. § 103.

Claim 14 - Movies

14. A method as recited in claim 1. wherein:

the one or more items are one or more movies.

the one or more item selection criteria are one or more movie
selection criteria.

the. step of receiving one or more item selection criteria that
indicates one or more Ùems that a cutomer desires to rent includes
receiving one or more movie selection criteria that indicates one or more
movies that a cutomer desires to rent,

the step of providing to the cutomer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes providing to the cutomer up to a specifed number of the one or
more movies indicated by the one or more movie selection criteria, and

the step of in response to receiving any of the items provided to the
cutomer, providing to the cutomer one or more other items indicated by
the one or more item selection criteria. wherein a total current number of
items provided to the cutomer does not exceed the specifed number
includes in response to receiving any of the movies provided to the
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cutomer, providing to the cutomer one or more other movies indicated

by the one or more movie selection criteria, wherein a total current
number of movies provided to the cutomer does not exceed the specifed
number.

Claim 14 furter limits the operation of Claim 1 by specifying that the items of
Claim i are movies. The Reference Guide descnbes the circulation systems with respect to a
varety of different media types. For example, the Reference Guide, at pages 120 to 121, details
media such as disks, tapes. cassettes, and Braile books. Moreover. the Reference Guide
descnbes the flexibility of systems to handle any combination of different media. As an
. example. the Reference Guide mentions a studied system, stating:

For example, in the Alabama system. a set of two-character subfields is
used, each of which represents one of the four media that Alabama

circulates.

Reference Guide, at page 12 i. Thus while the Reference Guide does not expressly call for the
use of movies, such a use is inherently disclosed by the teachings of the Reference Guide.

Moreover, even if not deemed to be inherently disclosed, the use of a system as detailed in the
Reference Guide for the delivery of movies is simply an obvious replacement of one media type
with another. Claim 14 is thus invalid under 35 V.S.C. § 102 and/or 35 U.S.C. § 103.

Claim 15 - Games

15. A method as recited in claim 1, wherein:

the one or mOre items are one or more games,

the one or more item selection crteria are one or more game
selection criteria,

the step of receiving one or more item selection criteria that
indicates one or more items that a cutomer desires to rent includes
receiving one or more game selection criteria that indicates one or more
games that a customer desires to rent,

the step of providing to the customer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes providing to the cutomer up to a specified number of the one or
more games indicated by the one or more game selection criteria, and

the step of in response to receiving any of the items provided to the
cutomer, providing to the customer one or more other items indicated by
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the one or more item selection criteria. wherein a total current number of
items provided to the cutomer does not exceed the specifed number
includes in response to receiving any of the games provided to the
cutomer, providing to the cutomer one or more other games indicated by
the one or more game selection criteria, wherein a total current number of
games provided to the customer does not exceed the specifed number.

Claim 14 further limits the operation of Claim i by specifying that the items of
Claim 1 are games. As noted above, the Reference Guide contemplates systems handling any

number of different types of media. Thus while the Reference Guide does not expressly call for
the use of games, such a use is inerently disclosed by the teachigs of the Reference Guide.

Moreover, even if not deemed to be inerently disclosed, the use of a system as detailed in the
Reference Guide for the delivery of games is simply an obvious replacement of one media type
with another. Claim 15 is thus invalid under 35 D.S.C. § 102 and/or 35 D.S.C. § 103.

Claim 16 - Time-based Item Limit

16. A method for renting items to cutomers, the method comprising

the computer-implemented steps of:

receiving one or more item selection criteria that indicates one or
more items that a cutomer desires to rent;

providing to the customer up to a specifed. number of the one or
more items indicated by the one or more item selection criteria; and

in response to receiving any of the ¡terns provided to the customer,
providing to the cutomer one or more other items indicated by the one or
more item selection criteria, wherein a total number of items provided to
the customer within a specifed period of time does not exceed a specifed
limit.

Claim 16 provides a preamble and senes of steps identical to those in Claim 1,
with the exception of the final clause. Like Claim I. Claim 16 thus requires thee steps: the
receipt of inormation identifying items (step I) and two subsequent delivenes of items indicated
by that infonnation (steps 2 and 3). The only operational difference, as noted above, results from
the final clause, which recites, "wherein a total number of items provided to the customer within
a spified penod of time does not exceed a specified limit." Therefore, Claim 16 Iimits the tota
number of items, and thus the number of items provided in the second delivery, by a specified
limt of items that may be provided within a penod oftime.
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As noted above with respect to Claim 2, the Reference Guide contemplates a
number of different servce methods, including calendar or time-based service arangements.
The Reference Guide provides that:

For Calendar-Service borrowers, a minium, a maximwn, a fixed or a
per-borrower varable number can be established and stored witlu the
borrower's record. However, a limit in the number of books that a
borrower can have at one time needs to be established for Calendar-
Serice borrowers, to ensure that some items are being rehied while
other are being mailed.

Reference Guide, at page 192. As demonstrated in the example shown with respect to Claim 2,
these limits provide for the operation as required by the language of Claim 16. The Reference
Guide thus teaches all elements of Claim 16. Therefore, Claim 16 is invalid under 35 V.S.C.
§ 102.

Claim 17 - Max Out

J 7. A method as recited in claim 16, wherein the total current number
of items provided to the customer does not exceed the specifed number.

As discussed above, Claim 17 further limits Claim 16 to provide the precise
limitations recited in Claim 2. The examination of Claim 2 demonstrtes that the Reference
Guide teaches each and every one of these elements. Thus by similar reasoning, the Reference
Guide teaches an elements of Claim i 7. Therefore, Claim 17 is invalid under 35 V.S.C. § 102.

Claim 18 - RoJlover

J 8. A method as recited in claim J 6, further compriing if the total
number of items provided to the customer within the specifed period of
time is less than the specifed limit, then increasing the specifed limit for
another specifed period of time.

Claim 18. adds a step to Claim 16 with language mirronng exactly that recited in
Claim 3. The analysis above thus controls. This analysis demonstrtes that the Reference Guide
teaches each and every element of Claim 3. By similar reasning, the Rejèrence Guide teaches

all elements of Claim 18. Therefore, Claim 18 is invalid under 35 V.S.C. § 102.
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Claim i 9 - Desired Order

J 9. A method as recited in claim 16, wherein

the one or more item selection cn'teria indicates a desired order
for the one or more items that a customer desires to rent,

the step of providing to the cutomer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes providing to the cutomer up to a specifed number of the one or
more ¡tems indicated by the one or more item selection criteria in the
desired order indicated by the one Or more item selection criteria, and

the step of providing to the customer one or more other items
indicated by the one or more item selection criteria includes providing to
the customer one or more other items indicated by the one or more item
selection criteria in the desired order indicated by the one or more item
selection criteria.

Claim i 9 adds fuer limitations to Claim 16 with language mirronng exactly

that recited in Claim 4. The analysis above thus applies to Claim 19. This analysis demonstrates
that the Reference Guide teaches each and every element of Claim 4. Therefore, based upon
similar reasoning as provided with respect to Claim 4, Claim i 9 is invalid under 35 V.S.C. § 102.

Claim 20 - Skip Unavailable

20. A method as recited in claim 19, further comprising if a particular
item from the one or more items indicated by the one or more item

selection criteria is not available, then providing another item from the
one or more items based upon the desired order indicated by the one or
more item selection criteria.

Claim 20 fuher limíts Claim 19 with the intrduction of a step mirronng exactly
the step recited in Claim 5. The analysis above thus controls, which demonstrates that the
Reference Guide teaches each and every element of Claim 5. By similar reasoning, the
Reference Guide teaches all elements of Claim 20. Therefore, Clai 20 is invalid under 35

V.S.C. § 102.
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Claim 21- Preferred Item Attributes

21. A method as recited in claim 16, wherein

the one or more item selection criteria specifes one or more
preferred item attributes,

the step of providing to the customer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes automatically selecting and providing to the customer up to a
specifed number of one or more items that have one or more of the one or
more preferred item attributes specifed by the one or more item selection
criteria, and

the step of providing to the cutomer one or more other items
indicated by the one or more item selection criteria includes automatically
selecting and providing to the customer one or more' other items that have

one or more of the one or more preferred item attributes specifed by the
one or more item selection criteria.

Claim 21 establishes fuher limitations upon the item selection critera of Claim
i 6, using language mirrring exactly that recited in Claim 6. The analysis above thus controls,
which demonstrtes that the Reference Guide teaches each and every element of Claim 6. By
similar reasoning, the Reference Guide teaches all elements of Claim 21. Therefore, Claim 21 is
invalid under 35 U.S.C. § 102.

Claim 22 - Item Rental Queue

22. A method as recited in claim J 6, further comprising:

establishing, based upon the one or more item selection criteria,
an item rental queue for the cutomer, wherein the item rental queue

contains one or more entries that specif the one or more items that the
cutomer desires to rent; and

in response to receiving back any of the items provided to the

cutomer, selecting the one or more other items from the item rental
queue.

Claim 22 fuer limits the operation of Claim i 6 with the introduction of "an
item rental queue for the customer." This language mirrors exactly the languge recited in Clai

7. Thus the analysis above controls, which demonstrates that the Rejèrence Guide teaches each
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and every element of Claim 7. By similar reasoning, the Reference Guide teaches all elements of
Claim 22. Therefore, Claim 22 is invalid under 35 U.S.C. § i 02.

Claim 23 - Customer Notification

23. A method as recited in claim 16, further comprising in response to
receiving a customer notifcation, providing to the customer a second set
of one or more other items indicated by the one or more item selection
criteria.

Claim 23 adds a step to those provided in Claim 16 with language mirroring

exactly that recited in Claim 8. The analysis above thus controls, which demonstrates that the
Reference Guide teaches each and every element of Claim 8. By similar reasoning, the
Reference Guide teaches all elements of Claim 23. Therefore, Claim 23 is invalid under 35
V.S.C. § i 02.

Claim 24 - Expiration of Time

24. A method as recited in claim 16, further comprising in response to
expiration of a specifed amount of time, providing to the cutomer' a
second set of one or more other items indicated by the one or more item
selectíon criteria.

Claim 24, like Claim 23, adds another delivery to the two deliveries specified in
Claim 16. Claim 24 mirrors exactly the language provided in Claim 9. Thus the analysis above
controls, which demonstrates that the Reference Guide teaches each and every element of Clai
9. By similar reasoning, the Reference Guide teaches all elements of Claim 24. Therefore,

Claim 24 is invalid under 35 U.S.C. § 102.

Claim 25 - Specified Date

25. A method as recited in claim 16, further comprising in response to
a specifed date being reached, providing to the cutomer a second set of
one or more other -¡tems indicated by the one or more item selection
criteria.

.,'

.
ï

Claim 25, like Claims 23 and 24, adds another delivery to the two deliveries
specified in Claim 16. Clai 25 mirrors exactlytbe language provided in Claim 10. Thus the
analysis above controls, which demonstrates that the Reference Guide teaches each and every
element of Claim i O. By similar reasoning, the Reference Guide teaches all elements of Clai
25. Therefore, Claim 25 is invalid uner 35 U.S.C. § 102.

I:
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Claim 26 - Receipt of Fee

26. A method as recited in claim 16, further compriing in response to
a specifed jèe being received, providing to the cutomer a second set of
one or more other items indicated by the one or more item selection
criteria.

Claim 26, like the previous three claims, adds another delivery to the two
deliveries specified in Clai i 6. Claim 26 mirrors exactly the language provided in Claim II.
Thus the analysis above controls. This analysis demonstrates that the use of a fee is either
inherent or is merely an obvious varation of the teachings of the Reference Guide, and that the
Reference Guide thus teaches or suggests all elements of Claim I 1. By similar reasoning, the
Reference Guide teaches or suggests aU elements of Claim 26. Therefore, Claim 26 is invalid
under 35 V.S.C. § 102 and/or 35 U.S.C. § 103.

Claim 27 - Mail

27. A method as recited in claim 16, wherein items are provided to the
customer by mail.

Claim 27 provides a fuher limitation on the process for delivenng items in
Claim 16 using language mirronng exactly that reCited in Claim 12. The analysis above thus
controls, which demonstrates that the Reference Guide teaches each and every element of Claim
12. By similar reasoning, the Reference Guide teaches all elements of Claim 27. Therefore,
Claim 27 is invalid under 35 V.S.C. § 102.

Claim 28 - Delivery Agent

28. A method as recited in claim J 6, wherein items are provided to the
customer by a delivery agent.

Claim 28 provides a fuer' limitation on the process for delivering items in
Claim 16 using language mirrnng exactly that recited in Claim 13. The analysis above thus
controls, which demonstrates that the Reference Guide teaches or suggests each and every
element of Claim 13. By similar reaning, the Reference Guide teaches or suggest aU elements

ofClaím 28. Therefore. Claim 28 is invalid under 35 V.S.c. § 103.
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Claim 29 ~ Movies

29. A method as recited in claim 16, wherein:

the one or more items are one or more movies,

the one or more item selection criteria are one or more movie
selection criteria,

the step of receiving one or more item selection criteria that
indicates one or more item that a cutomer desires to rent includes
receiving one or more movie selection criteria that indicates one or more
movies that a cutomer desires to rent,

the step of providing to the customer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes providing to the customer up to a specifed number of the one or
more movies indicated by the one or more movie selection criteria, and

the step of in response to receiving any of the items provided to the
customer, providing to the cutomer one or more other items indicated by
the one or more item selection criteria. wherein a total number of items
provided to the cutomer within a specifed period of time does not exceed

a specifed limit includes in response to receiving any of the movies

provided to the cutomer, providing to the cutomer one or more other
movies indicated by the one or more movie selection criteria, wherein a
total number of items provided to the customer within a specifed period of
time does not exceed a specifed limit.

Claim 29 furter limits the operation of Clai 16 using language mirronng

exactly that recited in Clai 14. The analysis above thus controls, which demonstrtes that the
Reference Guide teaches each and every element of Claim 14. By similar reasoning, the
Reference Guide teaches all elements of Clai 29. Therefore, Claim 29 is invalid under 35

V.S.C. § 102.

Claim 30 - Games

30. A method as recited in claim 16, wherein:

the one or more items are one or more games,

the one or more item selection criteria are one or more game
selection criteria,
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the step of receiving one or more item selection criteria that
indicazes one or more items that a customer desires to rent includes
receiving one or more game selection criteria that indicates one or more
games that a cutomer desires to rent,

the step of providing to the customer up to a specifed number of
the one or more items indicated by the one or more item selection criteria
includes providing to the cutomer up to a specifed number of the one or
more games indicated by the one or more game selection criteria, and

the step of in response to receiving any of the items provided to the
customer, providing to the cutomer one or more other items indicated by
the one or more item selection criteria, wherein a total number of items
provided to the customer within a specifed period of time does not exceed
a specifed limit includes in response to 'receiving any of the games

provided to the customer, providing to the customer one or more other
games indicated by the one or more game selection criteria, wherein a
total number of items provided to the customer within a specifed period of
time does not exceed a specifed limit.

Claim 30 further limits the operation of Claim 16 using language mirronng
exactly that recited in Claim 15. The anlysis above thus controls, which demonstrtes that the
Reference Guide teaches each and ever element of Claim iS. By similar reasoning, the
Reference Guide teaches all elements or Claim 30. Therefore, Claim 30 is invalid under 35
U.S.C. § 102.

Claims 31-35

As noted above, Clais 31-35 recite virtally identical limitations as compared
with selected claims from Claims 1-15, with the exception that Claims 31-35 address movies in
paricular as opposed to items in general. Morever, the Applicants asserted durg prosecution
that these claims recite limitations similar to Claims 1-15, except in the context of a method for
renting movies to customers. Since Clai 14 recites a method with respect to movies, Clais
31-35 simply restate limitations already analyzed above with respect to Claims 1-15. As all of

Claims 1-15 ar invalid in light of the Reference Guiäe and/or the Functional Requirements,

Claims 31-35 ar simlarly invalid in light of the Reference Guide and/or the Functional

Requirements 35 under V.S.C. § 102 and/or 35 U.S.C. § 103.

Claims 36-50

As noted above, Claims 36-50 trck, with virtual identity, the limtations specified
in Claims i-is. Clais 36-50, however, address these litations in the context ora computer-
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readable medium, as was asserted by the Applicants during prosecution. The Reference Guide
and the Functional Requirements each disclose systems for implementation in softare for

execution on computer systems. Therefore, even if the preamble is considered a limitation, each
of these two references inerently teaches techniques to provide any disclosed limitations using

one or more sequences of instrctions embodied in a computer~readable medium and capable of
execution by a computer system. Thus as Claims i -15 are all invalid in light of the Reference
Guide and/or the Functional Requirements, Claims 3 i -35 are similarly invalid in light of the
Reference Guide and/or the Functional Requirements under 35 V.S.C. § 102 and/or 35 V.S.C.
§ 103.

Claims 51-65 and 66-80

Claims 5 i -65 and 66-80 address the same limitations as Claims 1- i 5, except in
the context of two different types of apparatus. Also, the Hastings Applicants asserted this
correlation of the claims duóng prosecution. The Reference Guide and the Functional
Requirements each disclose systems for implementation in software for execution on computer
systems. The Reference Guide also includes an appendix that, in par; details equipment used in
existing computer systems that have implemented vanous circulation systems. For example, at
appendix A-38, the study of the existing Texas program revealed:
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Reference Guide, at A-38. The Reference Guide thus explicitly contemplates physical elements
such as those called for in the claims of Hastings. The appartus form of these claim win likely
not affect the scope or interretation of the steps that mirror exactly those in Claims I-IS.

Therefore, Claims 51-65 and 66-80, just like Claims I ~ 1 5, are invalid in light of the Reference
Guide and/or the Functional Requirements under 35 U.S.c. § 102 and/or 35 V.S.C. § 103.

Claims 81 ~9S

Clais 81-95 mirrr almost identically the language of Claims 16-30, and the

Hastings Applicants reresented the similarty of limítations in these claim groups durng
prosecution. Also, as discussed above, the minor vanation of claim language resulting from an
apparent mistake wil likely not affect the scope or interpretation of the claims. Therefore,
Claims 81-95, just like Claims 16-30, are invalid in light of the Reference Guide and/or the
Functional Requirements under 35 V.S.C. § 102 and/or 35 V.S.C. § 103.

Claims 96-100

Claims 96-100 provide for a computer-readable medium having a progr
corresponding to the method recited in Claims 31-35 (and Claims 31-35, as previously noted,
correspond to selected claims in Claims 1-15). The Reference Guide and the Functional
Requirements each disclose systems for implementation in softare for execution on computer

systems. Therefore, even if the preamble is considered a limitation, each of these two references
inherently teaches tecliiques to provide any disclosed limitations using one or mOTe sequences

of instructions embodied in a computer-readable medium and capable of execution by a
computer system. Thus as Claims 1-15 and 31-35 are all invalid in light of the Reference Guide
and/or the Functional Requirements, Claims 96-100 are similarly invalid in light of the
Reference Guide and/or the Functional Requirements under 35 V.S.C. § 102 and/or 35 U.S.c.
§ 103.

BLOCKBUSTER INC. CONFDENTIL - DO NOT COpy

8801299669

Case 3:06-cv-02361-WHA     Document 211-3      Filed 05/18/2007     Page 51 of 53



BAER BOTS UP

(':h._

Opinion of Invalidity
Re: u.s. Patent No. 6,584,450

101 March 9, 2004

VI. CONCLUSION

Hastings issued on an application filed in 2000. The Examiner reviewed this
application almost exclusively with respect to two tangentially related patent references. In
allowing the Hastings Application, the Examiner identified specific elements of the claims that
he believed were not shown by the prior ar. The Reference Guide and the Functional

Requirements, published in 1981 and i 987. respectively, each expressly teach these specific
elements identified by the Examiner. Further, the Reference Guide and the Functional
Requirements teach all important disclosed and claimed aspects of Hastings. We conclude,
based on the detailed analysis above, that a court and/or properly instcted jury would find aU
clais of Hastings invalid under 35 V.S.C. § 102 and/or 35 V.S.C. § 103 based upon the

Reference Guide and/or the Functional Requirements.

We reach ths conclusion only after performing a detailed review of Hastings, its
prosecution file history, and relevant pnor ar both cited and not cited dunng prosecution.
Despite tls conclusion, Blockbuster should know that litigation is, by its natue, filled with
uncertainty, and it is impossible to predict its .outcome with precise accuracy. Therefore, while
we believe that a court and/or properly instrcted jury will agree with our opinion that the
Hastings clais are invalid, we canot guarantee that result.

."

Ths opinion considers only the issued clais of Unites States Patent No.

6,584,450. There may be, now or in the future, related domestic and foreign counterpar
applications and issued patents that relate to Hastings.23 However, the conclusions as to the
invalidity of claims in Hastings may apply to claims of similar scope in related domestic and
foreign counterpar applications and issued patents. Please notify us of any such related

applications or patents of which you become aware so that we may properly analyze any relevant
claims.

It is important to note that Blockbuster did not ask for, nor did we perform, any
analysis regarding the scope of claims in patent references uncovered dunng our search.
Blockbuster did not ask for, nor did we perform, a comprehensive search of pnor àr. Moreover,
even given unlimited time and budget, an exhaustive search of the prior ar is virtally

impossible for many reasons, such as due to destroyed publications that camot be replaced or the
inability to retreve or evaluate prior ar references located in foreign cowitres. However. the
sped and ease with wlûch we uncovere the Reference Guide and the Fùnctional Requirements,
as well as the known existence of similar automated meda lending progrs in at least 49 other
states, strongly suggest that many other invalidating references exist. Therefore, we as that you
make us aware of any such information that you may discover and penit us to update tls

opilÛon as appropnale.

23 Th is unikely. however, sine the U.S. Patent and Trademak Offce ha no record of any pedíng applícations

claimg the befi of Hastigs, and since statements made durg prosecution of Hastings likely preclude any

foreign patent rights
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This letter is furnished to you solely for the benefit of Blockbuster's management
in connection with its internal consideration as to whether any claims of Hastings are valid. The
opinions expressed in this letter may not be used or relied upon for any other purpose and or by
any other person or entÏty without our prior wrtten consent. This opinion should not be used to
make investment decisions.

This document constitutes an attorney-client communcation, and the information
and opinions are subject to a claim of attorney-client pnvilege. Ths document also contains
information that may be subject to a claim of work product imunity.. Additionally, tls

docwnent contans information that is considered confidential and proprieta. Pleae
undertand that disclosure of this letter to third paries may waive the attorney-client pnvilege as
to the issues addressed in ths letter and could subject you to vanous kinds of liability. Thus to
protect the privileged and confidential status of this document, we advise you to limit
distnbution of this document in rendenng legal advice to only those employees of Blockbuster
who will rely on this opinion in formulating business decisions.

Sincerely,

13i:&.
/ BAKR BQ

iT LLPSJ

cc: Edward B. Stead, Executive Vice President, General Counsel and Executive Vice President
Business Development (wI exhibits)

" '
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