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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN FRANCISCO DIVISION

Case No. 07-CV-1658 PIH (EDL)

DEFENDANTS’ OPPOSITION TO
PLAINTIFFS’ MOTION TO
COMPEL PRODUCTION OF
CLAWED BACK DOCUMENTS

Date: N/A
Time: N/A
Courtroom: E, 15" Floor
Judge: Hon. Elizabeth D. LaPorte
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Third, Oracle’s shield and sword argument lacks a sword. It is undisputed that the Rules
of Engagement (“ROE”)" were drafted by lawyers, just as many rules, policies and procedures in
large corporations routinely are. However, Defendants have not and will not use as a defense in
this case the fact or substance of their lawyers’ contemporaneous legal analysis or legal advice
relating to the creation, content, implementation, or application of the ROE. Notwithstanding the
lawyers® involvement in drafting the ROE, the operative fact is that the rules were adopted by
SAP’s Executive Board and implemented by TN’s and SAP’s business executives based on the
business decision to create a figurative “firewall” between SAP and TN in an effort to prevent the
physical passing from TN to SAP of any Oracle intellectual property that TN handled on behalf

of its customers on a daily basis.

' There are two versions of the ROE dated March 9, 2005 and March 15, 2006. Given
that Oracle did not provide the Court with a copy of the ROE, those two documents have been
attached for the Court’s review as Exhibits 3 and 4 to the Declaration of Elaine Wallace in
Support of Defendants’ Opposition to Plaintiffs’ Motion to Compel Production of Clawed Back
Documents (“Wallace Decl.”). And, given that the ROE are confidential, non-public business
documents, Defendants have filed with this Opposition a separate Administrative Request to file
them under seal.

DEFS. OPP. TO PLS. MOT. TO COMPEL PROD. OF
CLAWED BACK DOCS

o Case No. 07-CV-1658 PJH (EDL)




[V T S Y I\ )

~N N

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

Pase 3:07-cv-01658-PJH  Document 151 Filed 08/13/2008 Page 12 of 25

1. Defendants are Using the AC Privilege Only as a Shield.

There is no dispute that “the privilege which protects attorney-client communications may
not be used both as a sword and a shield.” Chevron Corp. v. Pennzoil Co., 974 F.2d 1156, 1162
(9th Cir. 1992). Oracle’s reliance on this principle fails, however, because the “sword” Oracle
refers to does not exist. Defendants have not and will not use as a defense in this case the fact or
substance of their lawyers’ contemporaneous legal analysis or legal advice relating to the
creation, content and interpretation of the ROE. Thus, no matter how the implied waiver standard
is articulated and applied to this case (i.e., either the “Hearn test,” the “shield and sword
doctrine,” the “fairness principle,” etc.), the result is the same—no waiver. Underpinning all of
the relevant jurisprudence regarding implied waiver is the fundamental premise that it is unfair
for the party asserting the privilege to simultancously rely on privileged information to advance
its claims or defenses (sword) and withhold that same information from the opposing party under

a claim of privilege (shield). In this case, Defendants are using only the shield, not the sword.
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Dated: August 13, 2008
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Respectfully submitted,
JONES DAY

By: /s/ Scott W. Cowan
Scott W, Cowan

Counsel for Defendants
SAP AG, SAP AMERICA, INC,, and
TOMORROWNOW, INC.,
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