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UNITED STATES DISTRICT COURT
Northern District of California
San Francisco Division
PLANTRONICS, INC., No. C 09-01714 WHA (LB)

Plaintiff, ORDER TAXING COSTS
V.

ALIPH, INC. et al,

Defendants. |

I. INTRODUCTION

In this patent infringement case, PlaintifbRtronics, Inc. alleged that Defendants Aliph, Inc.
and AliphCom, Inc. (“Aliph”) infringed Plantronics’ rights under U.S. Patent No. 5,712,453, wi
is a patent that relates to wireless earbuds for use primarily with cell phone receivers and hea
SeeCompl., ECF No. 1; Order Granting Summary Judgment, ECF No. 220 ‘atMagistrate
Judge Bernard Zimmerman granted summary judgment in Aliph’s favor on non-infringement 3
invalidity and ordered that Aliph recover costs from Plantron8meOrder Granting Summary
Judgment, ECF No. 220 at 8-9, 28, 31-32; Final Judgment, ECF No. 221.

Aliph sought costs of $333,189.40 for categories that included service of subpoenas, repa
transcripts, deposition copies, certification anddtaiion of records, reproduction of exhibits and

visual aids to assist the court, reproductiodis€tovery documents, and collection and reproduct

! Citations are to the Electronic Case File (“‘ECF”) with pin cites to the electronically-
generated page numbers at the top of the document.
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of Aliph documents to outside counsel in respdngelantronics’ discovery requests. Aliph’s Bill

of Costs, ECF No. 227 at 2. Plantronics objecdedECF No. 229, and on May 1, 2012, the cler}

N

of the court taxed costs of $36,577.25, allowing only a portion of costs for service of subpoeng@s &

deposition copieseeECF No. 233 at 2. On May 8, 2012, Aliph filed a timely motion for review
the clerk’s taxation and now seeks $331,965.30 in c&@si-ed. R. Civ. P. 54(d) (seven days to
file motion); Motion, ECF No. 235. Plantronics opposed it on the grounds that Aliph sought

recovery of costs not permitted under 28 U.S.C. 8 1920, failed to provide supporting docume
for the amounts it seeks to recover, and failed to establish that the costs were necessarily ing
use in the case. Opposition, ECF No. 238.

Following Magistrate Judge Zimmerman'’s retirement, the case was reassigned to Judge A

of

ntati

urre

\Isu

SeeECF No. 251. The parties consented to this court’s deciding the costs motion only (as opjpos

to the whole case) and agreed that the order here is appealable only to the court of 8ppeals.
Stipulation and Order, ECF No. 256.

For the reasons in this order, the court taxes costs of $93,929.16, as set forth in this table

Category Aliph’'s Request| Plantronics’s Request Amount Awardedg
Service of subpoenas $328.25 $149.00 $258.00
Reporters’ transcripts $535.27 $535.27 $535.27
Deposition copies $76,321.65 $60,016.83 $62,802.98
Certification and $11,167.50 $3,794.50 $9,719.55
translation of records

Reproduction of $7,257.30 $0.00 $0.00

exhibits and visual aids
to assist the court

Reproduction of $135,407.16 $14,201.80 $20,613.36
discovery documents
Collection and $100,948.17 $0.00 $0.00

reproduction of Aliph
documents to outside
counsel in response to
plaintiff's discovery
request

Total $331,965.30 $78,697.40 $93,929.16
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[I. GENERAL LEGAL STANDARD

“Unless a federal statute, these rules, or a court order provides otherwise, costs — other th

attorney’s fees — should be allowed to the prevailing party.” Fed. R. Civ. P. 54(d)(1). This rule

“creates a presumption in favor of awarding costs to a prevailing pags’h of Mexican-Am.
Educators v. State of Cak31 F.3d 572, 591 (9th Cir. 2000). The losing party has the burden
overcoming the presumption by affirmatively showing that the prevailing party is not entitled t
costs. See Save Our Valley v. Sound Trar&36 F.3d 932, 944-45 (9th Cir. 2003).

A district court has discretion to deny costs, but it must specify its reasons for dodgsso of

Mexican-Am. Educator231 F.3d at 591-92 (citation omitted). The requirement that a district ¢

give reasons for denying costs flows logicditym the presumption in favor of costSee idat 592-
93. If a court wants to depart from that presumption, it must explain why the case is not the
“ordinary” taxing of costs and instead is the “extraordinary” case where costs should not be a
so that the appellate court can evaluate whether the district court abused its disSestianh.
Examples of reasons that can justify deniat@sts includes some impropriety on the part of t
prevailing party (including misconduct or bad-fgmfactices), a nominal recovery, a losing party’

indigence or limited financial resources, whether the issues in the case were close or difficult

an

Df

our

war

ne
5

a

chilling effect on civil rights plaintiffs of modest means, or whether the case presented a landmnarl

issue of national importancé&ee id. see also Quan v. Computer Sciences C@23 F.3d 870,
888-89 (9th Cir. 2010)Stanley v. Univ. of S. Call78 F.3d 1069, 1079 (9th Cir. 199@pmpetitive
Techs. v. Fujitsu LtgdNo. C-02-1673 JCS, 2006 WL 6338914, at *3 (Aug. 23, 2006). Inflated g

sometimes result in “diminished award[s]” and sometimes result in in denying of taxable costs$

altogether.See, e.g., Jansen v. Packaging Corp. of Ame8@8 F. Supp. 625, 629 (N.D. Ill. 1995).

Unless otherwise authorized by statute or @mtfr28 U.S.C. § 1920 limits the costs that a co
may award under Rule 53(d) to the following:
(1) Fees of the clerk and marshal;

(2) Fees for printed or electronically recorded transcripts necessarily obtained for use
in the case;

(3) Fees and disbursements for printing and witnesses;

(4) Fees for exemplification and the costs of making copies of any materials where

ORDER (C 09-01714 WHA (LB))
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the copies are necessarily obtained for use in the case;
(5) Docket fees under section 1923 of this title; [and]
(6) Compensation of court appointed experts, compensation of interpreters, and
salaries, fees, expenses, and costs of special interpretation services under section
1828 of this title.

Civil Local Rule 54-3 provides guidance regarding the taxable costs in each category.

A bill of costs “must state separately and specifically each item of taxable costs claimed.

L.R. 54-1(a). A party seeking costs must provid@fidavit saying that the costs were “necessai

incurred, and are allowable by law” and “[a]ppropriate documentation to support each item
claimed.” Id. “With regard to individual itemized costs, ‘the burden is on the party seeking co
. to establish the amount of compensable costs and expenses to which it is enGitgdf’
Alameda v. Nuveen Mun. High Income Opportunity Finval C 08-4575 Sl, 2012 WL 177566, at
*1 (N.D. Cal. Jan. 23, 2012) (quotidgdlison v. Bank One-Denve?89 F.3d 1223, 1248-49 (10th
Cir. 2002)).

The court reviews de novo the clerk’s taxation of coSise Lopez v. San Francisco Unified
School Dist. 385 F. Supp. 2d. 981, 1001 (N.D. Cal. ).

[ll. DISCUSSION

The parties do not dispute that Aliph is the prevailing party, that Aliph may recover costs |
in 28 U.S.C. § 1920, or that Aliph must itemize its costs. They disagree about who bears the
of proof under 28 U.S.C. § 1920 after Aliph itemizes costs, and they disagree about the suffid
of the itemization. Aliph argues that once it itemizes costs (and attests that the costs are corl
stated, were necessarily incurred, and are allowable by law), there is a presumption under Ry
that it recovers the costs. Reply, ECF No. 240 aPlantronics argues that Aliph has the burden
show that each claimed cost falls within a permitted category under 28 U.S.C. 8§ 1920. Oppo
ECF No. 238 at 11. The court addresses the burden standard first and then analyzes the cos

A. The Burden Under 28 U.S.C. § 1920

The reason that the parties think that burden matters is that the ESI processing costs are

parties dispute whether they are taxable costs under section 1920(4), and the result might vafry

depending on who bears the burden of establishinghehet not the costs are taxable. Also, sof
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of the parties’ arguments are about whether Aliph documented its costs sufficiently or establig

that its costs were incurred necessarily.

Aliph citesStanley v. University of Southern Califormmasupport of its argument that after it
itemizes its costs and otherwise meets the requirements of section 1920 and the local rules,
Plantronics must defeat the presumption. Reply, ECF No. 240Sthadleyaddressed a district
court’s discretion to deny costs if it considers appropriate reasons for doiSgal/8 F.3d at

1079-80. Reasons that the district court should have considered were the losing civil rights

plaintiff's indigence if costs were imposed and the chilling effect of costs on civil rights plaintif

modest meansld. at 180. The Ninth Circuit remanded for consideration of the factdrs.
Stanleyaddresses only the factors that a distaetrt should consider when applying section
54(d)’s presumption and determining in its discretion whether to tax costs. It does not otherw
address the prevailing party’s responsibility under section 1920 to establish that costs are tax
section 54(d)’s presumption that costs are allowed to a prevailing party unless the district col
exercising its discretion, “otherwisi#rects.” Fed. R. Civ. P. 54(dNothing abouSStanleyor Rule

54(d)’s presumption excuses a prevailing party from itemizing its costs with enough detail to

establish that each expense is taxable under section $&8200racle America, Inc. v. Google, Ing.

No. C 10-03561 WHA, 2012 WL 3822129, at *3 (N.D. Cal. Sept. 4, 2@iR);of Alameda2012
WL 177566, at *1accordIn re Ricoh Co., Ltd. Patent Litig661 F.3d 1361, 1368 (Fed. Cir. 2011
(applying Ninth Circuit law and denying disputeapbging costs to a prevailing party that “did not
meet its burden under section 1920 to establish the amount of costs to which it is entitled,” ar
noting the inadequacy of “generic references such as ‘transcripts,’ ‘publication,” and ‘docume
production™) (quotingFabi Constr. Co. v. Sec’y of Lahd41 F.3d 407, 414 (D.C. Cir. 2008));
Competitive Techs2006 WL 6338914, at *3 (same). Once a prevailing party establishes that
expense is taxable under section 1920, then the presumption applies.

The court addresses any application of the presumption in the context of the disputed cos

ORDER (C 09-01714 WHA (LB))
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B. Specific Cost Items

The court turns to the specific items.

1. Service of Subpoenas

Aliph seeks $328.25 for service of subpoenas on Luis Pedraza and Bungardt Design. Bill
Costs, ECF No. 227 at 2-3. The amount is the costs incurred less fees for expeditedidentice.

3; Declaration of Michelle G. Lee (“Lee DeglEx. A, ECF No. 227-2 at 2-3. The clerk taxed

of

$237.75, and Plantronics argues that it shoulil#®. ECF No. 233 at 2; Opposition, ECF No. 238

at 11.
Section 1920(1) allows the prevailing party to recover the “fees of the clerk and marshal.”

U.S.C. § 1920(1). “Fees for service of process by someone other than the marshal acting pu

Fed. R. Civ. P. 4(c), are allowable to the exteasonably required and actually incurred.” Civil L.

R. 54-3(a)(2).
a. Plantronics Argues That the Bungardt Design Subpoena Was Unreasonable
$109 of the $328.25 is attributable to the subpoena to Bungardt Design. Motion, ECF No
8 (citing Lee Decl., ECF No. 227-1 at 1 3-6). Plantronics disputes the $109 because it was

28

FSuc

25

“unreasonable” under Civil Local Rule 54-3(a)(2) to serve “a duplicative subpoena” for records or

Bungardt Design. Opposition, ECF No. 238 at 11-BBntronics already had accepted a subpog¢na

for testimony and records of Gabrielle Bungardt, a named inventor of the ‘453 patent and the
employee of Bungardt Design, a consulting business that she ran out of herdgaiterg Bohrer
Decl. Ex. 6, at 53:023-55:15). Plantronics’ counsel, acting as counsel for her, conferred with

Aliph’s counsel about deposition scheduling, agreed to produce responsive documents in Ms

sol¢

Bungardt’s possession, and produced responsive documents, including those of Bungardt Desig:

Id. at 12 (citing Bohrer Decl. 11 16-17). Plantronics concludes that it was not “reasonable” fof

Ali

to use a private process server because it knew (or reasonably should have known) that Plartror

counsel also represented Ms. Bungardt's home-based business, and it should have asked cquns

accept serviceld. The subpoena also went to the wrong addriss.

Aliph counters that Plantronics’ counsel made no representation that it represented Bungardt

Design, and it had no obligation to check with an opposing party’s counsel before serving sulppoe

ORDER (C 09-01714 WHA (LB))
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on a third party. Motion, ECF No. 235 at 8.
The court agrees with Aliph. The court does not conclude on this record that the attempts
service at Bungardt Design’s former address was unreasonable. The court taxes $109.
b. Plantronics Disputes Part of Pedraza Subpoena Fee
The remaining $219.25 is for the service of the subpoena to Luis Petltazlantronics
argues that the amount should be reduced by $70.25 ($50 in advance fees and a $20.25 doc
preparation fee). Opposition, ECF No. 238 atlB2-Aliph makes no argument here. The invoics
reveals that Pedraza was served in West Roxbury, Massachusetts, and Aliph’s counsel is log
Redwood City, CaliforniaSeeLee Decl. Ex. A, ECF No. 227-2 at 2. Probably the $20.25 chart
for “document receipt and preparation” has sonmgthhd do with that. But without any explanatio
from Aliph, the court will not award the fee.
c. Subpoena Total
The total for Aliph then is $109 plus $149 equals $258.
2. Reporters’ Transcripts of Hearings
Aliph seeks, and Plantronics does not oppose, $535.27 in this category. Motion, ECF No
9; Opposition, ECF No. 238 at 13. The court awards it.

3. Deposition Costs

d

LMe
a)
ate(
je

N

23!

Aliph asks for $76,321.65 for deposition costs. Motion, ECF No. 235 at 10-16 (chart at pgges

10-13). Plantronics objects to some exgsrand suggests an award of $60,016.83. Opposition
ECF No. 238 at 13.
Civil Local Rule 54-3(c) allows the following costs for depositions:

(1&The cost of an original and one cop deposition (including videotaped depositio
taken for any purpose in connection with the case is allowable.

(2) The expenses of counsel for attending depositions are not allowable.

NS)

(3) The cost of reproducing exhibits to depositions is allowable if the cost of the deposition

aIRowabIe.

(5) The attendance fee of a reporter when a witness fails to appear is allowable if the
claimant made use of available process to compel the attendance of the witness.

ORDER (C 09-01714 WHA (LB))
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a. Deposition of Christopher Struck
Plantronics argues that Aliph should not recover the $1,969.47 cost of this expert depositi

the following reasons:

»  After the deadlines for disclosin?_expert testimony on claim construction, Aliph filed Mr.
|

Struck’s declaration in support of its proposed claim constructions.

* Aliph failed to timely identify Mr. Struck and disclose his opinions under Patent Local

pnN f

Rule

4-2 and failed to timely disclose its intent to rely on his expert testimony and to summgrize

his testimony under Patent Local Rule 4-3(b) and (e).

and Aliph —in return for Plantronics’ withdrawing the Motion, ECF No. 121 — agreed to
stipulate to produce Mr. Struck for deposition and allow Plantronics an extension to bri
claim construction issues.

* Plantronics then moved to exclude the testimony, Judge Zimmerman scheduled a he«Lring

Opposition, ECF No. 238 at 18ee id. App. 2, ECF No. 238-2 at 1. Plantronics points out that

f tl

while Judge Zimmerman approved the stipulation, he characterized Aliph’s actions as an attempit

avoid the patent local rulesd. (quoting Hr'g Tr., ECF No. 237 at 3, May 10, 2012).

On this record, this is not a basis to deny costs. The parties’ stipulated remedy was a renjedy

that Judge Zimmerman “probably” would have ordered anyv#aeHr'g Tr. at 2.

Plantronics also argues that because the deposition was to reduce prejudice to Plantronigs fre

an attempted end-run around the patent local rules, it was not “necessarily obtained for use in the

case” as required by 28 U.S.C. § 1920(2). Opposition, ECF No. 238 at 14. Plantronics also argt

that Aliph did not use a report from Mr. Struck on any issue and did not rely on his testimony

n

support of its summary judgment motion, and thus the deposition was “merely useful for discover

and not taxableld. (quotingln re Ricoh 661 F.3d at 1369). But Aliph points out — and Plantron

ICS

does not dispute — that both parties made use of the deposition testimony in the claim constrictic

proceedings. Motion, ECF No. 235 at 13. The court awards Aliph the cost of the deposition.
b. Expedited Costs
Plantronics challenges expedited delivery costs of $7,570.07 for the Goodrich, Pedraza,
Bungardt, Struck, Ambrose, Katz, Lieu, and Lynde depositions. Opposition, ECF No. 238 at
Aliph counters that it did not seek expedited delivery costs for all depositions, just those
reasonably required to prepare for claim constoadbriefing (opened 7/11/11) and hearing (set f

9/7/11 and continued on 8/23/11 to 9/21/11) and the summary judgment briefing (opened 2/1

ORDER (C 09-01714 WHA (LB))
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Motion, ECF No. 235 at 13-14 (citing ECF Nos. 91, 129). Thus, it argues that the costs are
recoverable costdd. (citing Francisco v. Verizon South, In@72 F.R.D. 436, 444 (E.D. Va.

2011)). For the claim construction briefing, the expedited costs were for the depositions for tf

e

three named inventors (Goodrich, Pedraza and Bungardt) taken in mid June 2011 and on July 8,

2011. Id. at 14. For the claim construction hearing, the expedited costs were for expert Strun
deposition on 8/5/111ld. For the summary judgment briefing, the expedited costs were deposi
of experts of both parties on issues of nonnge@ment and invalidity (Ambrose, Katz, and Lieu)
taken in late January and early February 2012 and Plantronics’ damages expert Lynde (who
submitted a report and testified about secondary indicia of non-obviousness) on Wd.9/Alph
says that it could not have prepared for summary judgment without these depositions on this
timeline. Id.

Plantronics responds with authority from thistdct holding that costs for expedited depositig
transcripts are not taxable costs. Opposition, ECF No. 238 at 14-15 (collecting cases). It obs
and Aliph did not dispute — that the normal delivery time for deposition transcripts is 10 busin
days, and most depositions were producible in this time pelibdonly Lieu’'s deposition fell
outside the period; the court’s review suggests Bungardt’'s deposition did too). It also argues
Aliph used only Lieu’s report and his declaoa, and thus his deposition was not reasonably
necessary under the statutd.

This court finds persuasive this district’s dgons holding that the costs of expedited delivery
are not recoverable generallgee, e.gCity of Alameda2012 WL 177566, at *3 (also collecting

cases about courier and overnight delivery charges for transcripts). This is a general holding

k's

fion.

bervV

2SS

tha

an

there may be situations where expedited transcripts might be necessary (an issue that the cqurt «

not reach). The court does not see that situation on this record. The parties set their discove
briefing, and hearing deadlines by stipulated order in May 2011, which was plenty of time to
problem solve deadlines with an eye to co&teseECF No. 91 at 3. The court does not dispute

Aliph’s belief that it needed depositions to do a good job. But nothing in the record shows tha

ry,

Lt

depositions could not have been scheduled earlier or that there is something special about timing

should allow expedited delivery costs to be included as “costs” under 28 U.S.C. § 1920(d).

ORDER (C 09-01714 WHA (LB))
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Regardless of whether the burden belongs to Aliph or Plantronics, the court exercises its disgretis

and declines to award expedited costs here.

c. Multiple Transcript Charges

Plantronics objects to costs for multiple copies of transcripts of $5,948.60 as follows: Pediaza

($540.00), Goodrich ($592.50), Bungardt ($523.50)rwer ($508.50), Bernardi ($514.50), Duco
($561.00), Hume ($289.50), Elabidi ($264.00)eier ($404.60), Hamren ($186.00), DeVilliers
($274.50), Neimi ($532.50), Morrissey ($384.080d Vollmer/Hume/Prouty ($373.50).
Opposition, ECF No. 238 at 15-16. Only one copy of a transcript is taxaeé€ivil L.R. 54-3(c).

Plantronics calculates these numbers by referencing the transcript charges of either $4.75 or

$5.

per page instead of the normal $3.25 per page for a single transcript and concludes that the high

rate demonstrates that Aliph ordered additional transcrigtsat n.8. Aliph did not respond to the
argument. Accordingly, the court reduces taxable costs by $5,948.60.
d. Video Charges

Plantronics challenges $1,077.00 in “video charges” that appear in the invoices. Oppositi

ECF No. 238 at 16. The invoice for Pedraza charged $1,225.00 for videotape services on th¢

videotape services part of the invoice (updied by Plantronics) and a $66.85 “video charge” o

the written transcript part of the invoice (disputelt). The video tape services invoice covers th

cost of recording, “DVD Stock,”rad “Video Handle and ProcessingSee, e.gECF No. 227-4 at

7. The video charge maybe is the copy of the video tape (although it is not entirely clear in the

context of “DVD Stock”). Also, the “video charge” is billed by the page for precisely the same

174

U

174

number of pages as the other invomee idat 8, 11-12, 19, 26, 30, 33, 37, and ECF No. 227-5 gt 7,

10, 13, 26, and 29, and the other invoice has separate charges for “Videotape €epiESF No.
227-4 at 4, 17, 23, 41, 44, and ECF No. 227-5 at 2, 6, 17, 23. Still, it looks like a regular bill,
the requirement for back-up of costs with invoices is met here. The $1,077.00 goes to Aliph.
e. “Full Day Per Diem” Charge
Two invoices for depositions (Pedraza and Goodrich) carry a charge of $150.00 each (for
of $300.00) for a “Full Day Per Diem.” Plantronics says that it is a unique charge and therefo

“a necessary cost incurred in taking a deposition.” Opposition, ECF No. 238 at 16-17. Also,

ORDER (C 09-01714 WHA (LB)) 10
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witnesses appeare&eelee Decl. Ex. C-1, ECF No. 227-4 at 8, 11. Plantronics argues that th

D

civil local rules allow a fee only when a witness does not appear. Opposition, ECF No. 238 af 16

17;seeCiv. L.R. 54-3(c)(5) (“The attendance fee of a reporter when a witness fails to appear
allowable if the claimant made use of available process to compel the attendance of the witng
Aliph counters with a decision where the court permitted recovery of costs for the deposition
attendance fee when the witness appeared, and it reasons that it would be illogical to permit
attendance fee when the witness failed to apipeiafiorbid the fee when the withess showed 8pe
Motion, ECF No. 235 at 15 (citinghida Co., Ltd. v. TayloMNo. C-02-1617-JF (PVT), 2004 WL
2713067, at *1 (N.D. Cal. Nov. 29, 2004)).

Usually an attendance fee for a no-show witness is a way to compensate the court reports

opposed to the normal way of a fee per page transcribed and ancillary services). Still, the re¢

shows costs attributable to the depositions. The court awards the $300 to Aliph (and any “wh
the burden” argument would not change this outcome).
f. “Evening Pages” Charge
Plantronics challenges a $96 charge for “evening pages” for the Katz deposition, arguing
is an unusual charge not necessarily incurred for a deposition. Opposition, ECF No. 238 at !
This appears to be a charge for pages transcribed during the evening. The court awards it td
g. Total
Aliph sought a total of $76,321.65, and the court subtracts $7,570.07 for expedited depos
and $5,948.60 for multiple copies, leaving taxable costs of $62,802.98.
4. Certification and Translation of Records
Plantronics challenges the $11,167.50 that Aliph seeks for certifying, translating, and
exemplifying government records and says that Aliph ought to get only $3,794.50. Oppositio
No. 238 at 17. Generally, these costs are tax&#e28 U.S.C. 88 1920(4) (copies necessarily
obtained for use in the case) and (6) (compensation of court appointed experts, compensatio
interpreters, and salaries, fees, expenses, and costs of special interpretation $emitesy; 54-
3(d)(1) (“The cost of reproducing and certifying or exemplifying government records used for

purpose in the case is allowable Qompetitive Techs2006 WL 6338914, at *11.

ORDER (C 09-01714 WHA (LB)) 11
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The problems here, Plantronics says, are as follows:

* The supporting exhibit is five separate invoices that say things such as “translation” o
“certified” or “library publication fees.” SeelLee Decl., Ex. D, ECF No. 227-6.

* Ms. Lee’s declaration inaccurately describes two invoices as “certified translations of
foreign art and certification of public recordslit counsel’s discussions reveal that Invoics
802457 and 802913 (ECF No. 227-6 at 4-5) were for gathering English language non-
technical articles that did not require a certification of translat@eeBohrer Decl. Ex. 1

Reinstedt email dated 4/9/12 making thismppiLee Decl. Ex. D, ECF No. 227-6 at 4-5
these disputed amounts are $178 + $75 = $258).

» Aliph fails to demonstrate that all of the claimed certification and translation costs “fall
within the scope of section 1920 or the interpretive local rules” or that they were “nece
incurred;” the invoices for 181430 ($1,976.15) and 182973 ($2,81386ECF No. 227-6
at 6-7) (total is $4,789.45) ought to be paid at least in the “negotiated amounts” of $1,9
and $1,660.00 (total is $3,599.50) (difference between two figures is $1,189.95).

Opposition, ECF No. 238 at 17-1sel etter from Plantronics’ Counsel, ECF No. 260 (negotiatg

amounts are what Aliph is seeking) (citations to Aliph’s motion omitted).

Drio
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Date

SSal

39.!

d

Aliph did not respond to Plantronics’ allegations about bullet point 2. Thus, the court disallow

the costs of $258.00 reflected in the bullet point. As to the rest, Ms. Lee declared under pena
perjury that the invoices were for what she said they wereSeelLee Decl., ECF No. 227-1, § 17
Plantronics’ remaining argument generally is about two things: (a) the local rules do not addr¢
certification or translation costs, and (b) Ms. Lee did not justify that the expenses were neces
incurred, so the court should tax only the negotiated amount in bullet point 3 and not the $7,3
for the translation of the 16 translated patentecédid in the Nelles Translation invoices at ECF |
227-6 at 2-3 at all. Opposition, ECF No. 238 at 17-18.

The court rejects the first argument, finding that the invoices here reflect taxable costs.

As to the second argument, two categories are at issue: the $7,315.00 for the Nelles Tran
invoices and the invoices in bullet point 3 (reflecting a negotiated amount of a total of $3,599.

As to the $7,315.00, Ms. Lee declares that Aliph’s invalidity expert Stephen Ambrose citeq
translations in his invalidity expert report anddile certified translation of the foreign prior art in
his invalidity expert report. Lee Decl., ECF Na27-1, 1 19. Aliph also filed a certified translatio
of foreign prior art with its summary judgment motidd. Aliph actually incurred the costs (and

was reasonably required tdgd. § 18. Aliph seeks only one copy of each record and excluded ¢

pty

PSS
Sari
15.(
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50).
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—

pXire

costs. Id. { 19. Plantronics responds that of the 16 patents, only one (Japanese patent JP 1985-
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040187U) was cited in the summary judgment motion, and it cost only $195. Opposition, ECF Nt

—t

238 at 19. Butin the end, Ms. Lee says the records were “used . . . in the case” (in the exper
reports) which is what the local rule and section 1920(6) reqSieeLee Decl., ECF No. 227-1, 1
18-20. Thus, the court awards $7,315.00 to Aliph.

As to the invoices in bullet point 3, these invoices are about copying for documents (accgrdin
to Ms. Lee) that were used in the case. Under the circumstances, the court accepts the compror
and awards $3,999.50.

The total costs taxed are $11,167.50 minus $258.00 minus $1,189.95 equals $9,719.55.

5. Reproduction of Exhibits and Visual Aids

Aliph asks for $7,257.30 in technical support costs for visual aids usedMatkmanhearing.
Motion, ECF No. 235 at 18-19 (equipment rentad &echnical support). Under Civil Local Rule
54-3(d)(5), “[t]he cost of preparing charts, diagrams, videotapes and other visual aids to be uged

exhibits is allowable if such exhibits are reasonably necessary to assist the jury or the Court i

>

understanding the issues at the trial.” But these costs are equipment rental and technical suppor
Aliph citesComputer Cache Coherency Corp. v. Intel Coopsupport its argument that it ought tq
get technical support, but the court there allowed only the costs attributable to the physical
preparation of the demonstrative exhibi&eNo. C-05-01766 RMW, 2009 WL 5114002, at *1-*2
(N.D. Cal. Dec. 18, 2009) (rejecting costs attributablmtellectual effort of creating the exhibits).
That decision does not support Aliph’s position. Ottexisions have held that technician costs are
not recoverable costsSee Minor v. Christie’s, IncNo. C 08-05445 WHA, 2011 WL 902235, at
*24 (N.D. Cal. Jan. 29, 2011) (L.R. 54-3(d) excludest of equipment rental to present visual
aids) American Color Graphics, Inc. v. Travelers Property Cas. Ins, Bo. C 04-3518 SBA, 200fY
WL 832935, at *3 (N.D. Cal. Mar. 19, 2007) (fees for video technician not taxable).

The court in its discretion does not award these costs.

6. Electronic Document Processing

Aliph seeks $135,407.16 for its in-house document processing of electronic discovery ang
$100,948.17 for processing by its vendor, Kivu Consulting, LLC (“Kivu”). Motion, ECF No. 235 at
19-24. Plantronics objects to all but $14,201.80 for the in-house processing and all of the third-p

ORDER (C 09-01714 WHA (LB)) 13
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vendor costs. Opposition, ECF No. 238 at 19-30.

Under section 1920(4), the court may tax “fees for exemplification and the costs of making
copies of any materials where the copies are necessarily obtained for use in theTtastmtal
rule interprets the statute to provide “[t]hestof reproducing disclosure or formal discovery
documents when used for any purpose in the case.” Civ. L.R. 54-3(d)(2). Case law confirmg
discovery costs are taxable under section 192®ég Parrish v. Manatt, Phelps & Phillips LLP
No. C 10-03200 WHA, 2011 WL 1362112, at *2 (N.D. Cal. Apr. 11, 20Whjted States ex rel.
Meyer v. Horizon Health CorpNo C 00-1303 SBA, 2007 WL 518607, at *4 (N.D. Cal. Feb. 13,
2007).

In the discovery context, taxable costs of copying client documents include the costs of
collecting documents, reviewing those documents, and determining which are reRsvaish,
2011 WL 1362112, at *2 (the process often is costly but the costs nonetheless are taxable).
costs attributable to producing discovery are rece. For example, copies made solely for
counsel’s convenience or the litigant’'s own use are not recoverable because they are not
“necessarily” obtained for use in the castaroco, Inc. v. American Nat'| Bank & Trust Co. of
Chicagq 38 F.3d 1429, 1441 (7th Cir. 199€omputer Cache Coherency Cqrp009 WL
5114002, at *4. Also, “intellectual effort” involved in the production of discovery — including “t
research, analysis, and distillation of data incurred in the preparation of documents (as oppos
the cost of physically preparing the documents)” — are not taxable €stsle America2012 WL
3822129, at *3 (citations omitted).

The issue with electronically-stored information (“ESI”) is what kinds of costs attributable {
producing information are analogous to “exemplification and the costs of making copies” (ang
for the parties’ convenience or attributabléitgellectual effort” involved in document production
such that they are taxable under section 1920(4). The court first examines the e-discovery cj

in the in-house and vendor productions and then analyzes whether those costs are taxable.

2 Congress amended section 1920 in 2008 to substitute “the costs of making copies o
materials” for “the costs of copies of papers.”

ORDER (C 09-01714 WHA (LB)) 14
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a. The E-discovery Costs Here (Imdtse and Third-Party Vendor) and Objections

i. In-house production of e-discovery: $135,407.16

The in-house discovery costs resulted from Aliph’s use of discovery tools to “scan, convert, al
reproduce discovery documents” to comply with its discovery obligations. Lee Decl., 1 25. Aliph
collected “[d]iscovery documents . . . from oV directories and/or databases and 25 custodians ir
response to Plantronics’ discovery requestd.” It adds that the “costs of reproduction, scanning
and conversion of client documents were necessary for the review and production of documents”

under Rule 26, Plantronics’ requests, and the parties’ agreement regarding form of prodhlictio

—
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It produced 23.6 gigabytes of data and over 347,795 pade$26.

The e-discovery costs include the following:

Cost Type Item Total Cost
Electronic scanning| Convert to PDF $398.00
Data copy and extraction to EnCase (a program that | $600.00
creates forensic images in electronic document collections
so that the images can be extracted and the file procegsed)
Electronic data discovery with conversion to TIFF $113,374.50
(processing of native formats to extract metadata and
converting to an image format called tagged image file
format)
Image endorsement (stamping the TIFF images with g $20.97
Bates label)
OCR (optical character recognition rendering a PDF of $5,992.59
TIFF file searchable)
Electronic CD creation $390.00
reproduction to —
media CD duplication $540.00
DVD creation $450.00
DVD duplication $320.00
HDD (hard drive disk) creation $6,400.00
HDD duplication $300.00
Printing copies for | Blowbacks (i.e. print-outs) (black & white) $4,517.10
deposition and
hearing preparation Blowbacks (color) $1,897.00
Slipsheets (sheets inserted b/t documents to identify | $24.12
document breaks)

ORDER (C 09-01714 WHA (LB))
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Native file printing (printing a document from the $182.88
computer, e.g., from Word or Excel)

Total: | $135,407.16

Motion, ECF No. 235 at 20-21; Bohrer Decl., EXECF No. 230-1 at 17 (Aliph’s explanations of
line-item entries).

The biggest item is $113,374.50 for “electronic data discovery (“EDD”) with conversion to
.TIFF format.” Motion, ECF No. 235 at 2&8eel.ee Decl. Ex. F, ECF No. 227-8 at 12-14 (referrin
to this as EDD+TIFFJ. The invoices show costs for EDD+TIFF by gigabyte of $1,150%4,

e.g.,Lee Decl. Ex. F, ECF No. 227-8 at 12-14. Aliph also described the term “EDD+TIFF” in its

meet-and-confer with Plantronics: “EDD statdisElectronic Data Discovery and it involves

standard processing of electronic documents such as Word and Excel files to extract the met
(e.g., date created, author, etc.). In addition, the documents are converted to TIFF images s(
they can be reviewed and redacted in the database by the receiving or producing party.” Rej

No. 240 at 6 (quoting ECF No. 230-1 at 9).

Plantronics objects to all of the $135,407.16 for in-house processing except that it agreesii

should pay $14,201.80: TIFF costs of $13,911.80 ($.04 per page times the 347,795 pages pr
and $290.00 for CD/DVD duplication and creation. Opposition, ECF No. 238 at 19-29.
Plantronics first argues that it should not be taxed the costs for the EDD extraction to obtd
metadata (basically, the pre-processing of thiebefre the TIFF conversion) because “only thos
e-discovery costs that fall within the scope of the physical preparation and duplication of ESI

production to Plantronics are taxable as ‘making copies’ under section 1920i(4t"23-24 (citing

g

hda

) the
Dly,

bdu

in tl

e

for

Computer Cache2009 WL 5114002, at *4). Also, Plantronics challenges Aliph’s assertion thaft the

EDD processing was necessary for the TIFF conversion and observes that those costs relate

processing over 102 gigabytes of data, almost five times more than the 23.6 gigabytes that A

® For a discussion of ESI forms of production such as TIFFReeemmendations for
Electronically Stored Information (ESI) Discovery Production in Federal Criminal Cases
Department of Justice (DOJ) and Administrative Office of the U.S. Courts (AO) Joint Working
Group on Electronic Technology in the Criminal Justice System (JETWG), Feb. 2012 (availal
http://pdfserver.amlaw.com/legaltechnology@3J Intro_ Recommendations ESI_Discovery.pd
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actually producedld. at 28; Bohrer Suppl. Decl., ECF No. 239, 1 4; Lee Decl., ECF No. 227-1{ |

26. Plantronics also compares Aliph’s rate of $1,150.00 per gigabyte of ESI to the prices of

Plantronics’ vendor, which charged $250.00 per gigabyte and separately priced TIFF convers

.04 per page. Opposition, ECF

No. 238 at 28; Bohrer Decl. Ex. 3, ECF No. 230-3 at 2.

Plantronics challenges the rest of the ESI costs as follows:

on

Cost

Challenge

Data copy and extraction
(EnCase Extraction) ($600.00

Standard processing to extract metadata is not a taxable c(

~+

DS,

OCR ($5,992.59)

Not electronic scanning and not compensable.

CD and DVD creation and
duplication ($1,700.00 claimeq
$290.00 taxable)

Aliph did not show that they were related to the physical
,activity of producing ESI.

Aliph did not show that they were used to present evidencs
the court or produce discovery to Plantronics. Aliph produd
6 CDs (at Aliph’s duplication rate of $15 per CD) and 10
DVDs (at $20 per DVD) for a total taxable cost of $290.

[eNe)

€

17 hard disk drives (“HDD”)
creation and duplication
($6,700.00)

No drives were produced to Plantronics.

Blowbacks, slipsheets, and
native file printing ($6,621.00)

These are for the convenience of trial counsel. _

There is no evidence Plantronics requested or received thg
Thﬁ- tt):_osts duplicate the already-taxed copying of depositior
exhibits.

np.

Opposition, ECF No. 238 at 24 n.13, 28-29. Although Riants did not include these costs in the

$14,201.80 it agrees it should pay as costs, it did not dispute converting to PDF ($398.00) or|ima

endorsement/bates labeling ($20.97).

ii. Third-party vendor production costs: $100,948.17

Kivu charged Aliph to search, gather, and electronically produce Aliph documents “in resppons

to plaintiff's discovery demands.” Lee DedtCF No. 227-1, 1 29. Kivu “extracted and processed

data from the electronic media of numerous . . . Aliph employees and from shared databases

including archived and backup storagéd: I 30 (also saying that the documents were necessatily

collected and reproduced to trial counsel for further review and potential production in response t

Plantronics’ discovery demands). The vendor’s primary responsibility was collecting data (e.g., b

Imaging hard drives) and de-duplication of electronically-stored information so that it could bg

ORDER (C 09-01714 WHA (LB))
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reviewed in-house by Aliph and produced in digery. Bohrer Decl. Ex. 1, ECF No. 230-1 at 9.
Tasks on the bills include the following: pick-up and imaging of computer; local email extracti
network email merge and de-dupe (eliminating duplicates); normalize, prep, index, and searc
extract, de-archive, hash, filter, de-dupe, normalize, index, and search user files; and comput
media. Lee Decl. Ex. H, ECF No. 227-10.

Plantronics asserts that these processedate alentifying, collecting, processing, and reviey
and thus, these are costs that are not taxable. Opposition, ECF No. 238 at 30.

The court next analyzes whether e-discovery costs are taxable under section 1920(4).

b. Whether Costs for E-Discovery Are Taxable Under Section 1920(4)

The 2008 substitution in section 1920(4) of “costs of making copies of any materials” for *
of copies of papers” eliminated the limiting of costs to paper copies. Even before the amendr
courts recognized that “exemplification” included electronic copy®ee El Dorado Irrigation
Dist. v. Traylor Bros., In¢.No. CIV. S-03-949 LKK/GGH, 2007 WL 512428, at *10 (E.D. Cal. F¢
12, 2007). More recently, courts have foundrsiing to be the equivalent of copyirfgee, e.g.,
Parrish, 2011 WL 1362112, at *Brown v. McGraw-Hill Cos., Inc526 F. Supp. 2d 950, 959
(N.D. lowa 2007). Plantronics does not reallypdi® that converting electronically-stored files in
native format to a TIFF format also is the equivalent of making a copy, and courts &geegardin
v. DATAllegrg No. 08-CV-1462, 2011 WL 4835742 (S.D. Cal. Oct. 12, 2011) (awarding $64,2
for processing and converting to TIFF format). In a paper world or an ESI world, discovery is
produced routinely with Bates numbers, and electronically stamping them should be a taxabl4
Printing copies (or blowbacks), printing native files from the computer to PDF, and putting
information on media (whether a CD, thumb drive, or hard drive) are the equivalent of
photocopying. Certain ancillary tasks are commoaléatronic or paper discovery, including Batg
stamping and putting slipsheets (or some marker) between documents to show documentChbrd
Rundus v. City of DallaNo 3-06-CV-1823-BD, 2009 WL 3614519, at *2 (N.D. Tex. Nov. 2, 20
(bindings, folders, labels, CDs, and DVDs not recalike). All of these categories in the chart or
page 15 are potential taxable costs of discovery under section 1920(4).

The inquiry is trickier for other electronic formats of information because it is less obvious

ORDER (C 09-01714 WHA (LB)) 18
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whether (i) the format is for the convenience of the parties or (ii) the electronic capture and
processing for that format is a non-taxable ed&t to “intellectual effort” involved in the
production of documents or the research, analysis, and distillation ofSkee¢ae.g. Computer
Cache Coherency Cor®009 WL 5114002, at *4racle America2012 WL 3822129, at *3.
As to point (i), at some point, courts conclutiat an electronic format is not “necessarily”
obtained for use in the case and instead is for the convenience of the [se&es.g., Computer
Cache Coherency Cor®009 WL 5114002, at *4. To give context to this, in an ESI world, thef
are different kinds of copies (or formats) for a document: the native-format Word or Excel filg|
printed-and-scanned copy of it, an electronic document that is a computer-generated image ¢
a TIFF image or a PDF generated from a native file), or information about the electronic docu
in the form of metadata (such as author, date created, or date last accesedelpl
Recommendationsupranote 3, at 7-8. The line between utility and the parties’ convenience is
bright, particularly given evolving technology. Rdrs used to be dot matrix. People used carbg
paper to make copies. Scanning was unusbeé Roehrs v. Conesys, |ido. 3:05-CV-829-M
(BH), 2008 WL 755187, at *3 (N.D. Tex. Mar. 21, 2008) (scanning is for the convenience of

e
. a
fit |

mer

b NO

counsel). Now, the usefulness of scanned discovery (or worse, paper discovery) in voluminous

discovery cases is greatly diminished compared to production in a more preferred format (su¢

native electronic format that is accessible or image files with extracted meta data) that can b
into a litigation support system, indexed relatively easily with certain objective coding criteria,
searched See ESI Recommendatipsispranote 3, at 8. Similarly, documents might not be usefy
at all unless the production includes information captured by metadata, such as the author, th
created or updated, or the time an email is opened.

Courts differ about where to draw the line between “necessarily for use in the case” and th
parties’ convenience. For exampBymputer Caché&eated scanning and Bates numbering as w

that was recoverable as reproduction costviewted OCR and metadata extraction as not

h a
los

anc

e d

e

ork

recoverable because it was for the convenience of the lawyers. 2009 WL 5114002 at *4. Otler

4 Assuming a person can read 60 pages an hour, then the 347,795 pages here would
roughly 5,797 hours (or 725 days) (or two years) to read (with no days off).
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courts similarly employ a conservative approach to extraction or preparation of data that prec|
TIFF conversion. IfiRace Tires America, Inc. v. Hoosier Racing Tire Caheecourt allowed costs
for scanning, converting to TIFF format, andnsferring from VHS to DVD, but it disallowed
$243,453.02 in fees charged by the vendor for collecting and processing ESI, holding that the
costs related to steps leading up to the production of copies. 674 F.3d 158, 166-169 (2012).
court recognized that extensive processing of ESI might be essential to make a comprehensi
intelligible production: hard drives need to be imaged, formats need to be converted, and fileg
need to be transferred to different medid. at 169 (also pointing to need to screen for privilegeq
and protected information). But it held that necessary processing leading up to the productio
like “making copies” and is not taxabléd. (Section 1920(4) speaks narrowly of fees for
exemplification and copying). The court acknadged the presumption that the producing party
bears the cost of production and the ability to seek a cost-shifting dddext. 170-71.

As to point (ii), it is easy to conclude that search terms and strategies geared to productio
are not taxable costs under 1920(4). Itis a handgiiry as to whether e-gathering and processir]
efforts — if done by machine and technicians as opposed to lawyers and paralegals — are akin
“intellectual effort” involved in the production of documents or the “research, analysis, and
distillation of data incurred in the preparation of documents (as opposed to the cost of physic
preparing the documents)” such that they are not tax&se.Oracle Americ2012 WL 3822129,
at *3 (citingRomero v. City of Pomon883 F.2d 1418, 1427 (9th Cir. 19890omeranvolved a
challenge to the city of Pomona’s districtingup| and the district court granted the defendants’
motion for involuntary dismissalSee883 F.2d at 1429. The parties stipulated to costs for copig
papers (based on the cost of the physical preparation of the exhibits), and the defendants sol

additional $146,926.94 in costs for the experts who “assembled, analyzed and distilled the d3

incorporated into their trial exhibits” because thizrk was integral to the costs of exemplificatior].

Id. at 1427. The Ninth Circuit held that only the cost of physically producing the exhibits was
covered.ld. at 1427-28.
In Oracle Americathe district court relied oRomeroand disallowed almost $3M in e-

discovery costs, holding that the cost for the amalysprepare documents (not taxable) is differe

ORDER (C 09-01714 WHA (LB)) 20
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from the cost of physically preparing them (taxabl®$e2012 WL 3822129, at *3. The court helg
that many of Google’s “item-line descriptions seemingly bill for ‘intellectual effort’ such as

organizing, searching, and analyzing the discovery documeldts(ihternal citations omitted). Thg

117

court also was concerned with egregious billings for conferencing and communication with client:

and vendors See id(“costs for ‘conferencing,’ ‘prepare for and participate in kickoff calls,” and

communications with co-workers, other vendors, and clients”).

Other courts view e-discovery costs as the 21st century equivalent of copying, recognizing th:

the only way to copy and use electronic data is to do what Aliph did: capture, extract, and pro
user’s email and other files (by using a third party vendor) and then finish the job in house. F
example, iNCBT Flint Partners, LLC v. Return Path, Inthe prevailing party hired a computer
consultant to collect, search, identify, and h@ipduce electronic documents from network and h
drives. 676 F. Supp. 2d 1376, 1380-81 (N.D. Ga. 2009). The court analyzed whether this w4
like collection of information done by attorneys and paralegals before copying (and thus not t{
or whether it was the modern day equivalent of copying (and taxdtlleYhe court held that the
services were not like the services provided by attorneys and paralegals and instead were hig
technical and “the 21st Century equivalent of making copiks; accord Petroliam Nasional
Berhad v. GoDaddy.com, IndNo. C 09-5939 PJH, 2012 WL 1610979 (N.D. Cal. May 8, 2012)
(allowing $6,365.04 for work by technicians to convert computer data into a readable format),
So the two issues are fact-specific and non-obvious: what does useful mean, and is colle
“intellectual effort.” A third tension about impiog costs under Rule 54(d) is that e-discovery is
expensive. It provides an opportunity for lawyers, consultants, and vendors to inflate the nee
cost of e-discovery. (The court is not saying that the situation exists here.) A party can unila
produce information in an expensive format or engage in an unnecessary (and expensive) dg
Cf. City of Alameda2012 WL 177566, at * 4. For example Gity of Alamedathe non-producing
party requested documents in paper form, but the producing party insisted on an electronic fd
because it had incurred the costs already in a previously-filed lchs&he costs included expensg
for OCR, metadata extraction, and document scannthgThe court held that the OCR and

metadata extraction were not recoveralitk.at *5. The result makes sense in the context of thg
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case: a party should not have to pay for something it did not ask for. And the situation can ha
a paper world, too, with a production of high-resolution color copies as opposed to black and
Every case is fact specifiGee Petroliam Nasional Berha2012 WL 1610979, at * 4 (in taxing

costs of $6,365.04, considered and declined to foRaee Tiresand held that work performed by

o]0l

WwWhil

technicians to “convert computer data into a readable format” was an “essential component of the

cost of reproducing disclosure or formal digery documents” under Civil Local Rule 54-3(d)(2);

broad construction of section 1920 with respe@-thscovery costs was appropriate “under the facts

of this case”). A factor in a case that weighs against cost-sharing is unilaterally producing in
expensive format that the receiving party did not ask $@e City of Alamed&2012 WL 177566, at
* 4. By contrast, the parties’ agreement to forms of production might militate in favor of impos
costs on the non-prevailing party. An ESI world permits many different formats, and what the
parties ask for and agree to regarding the form of production affects not only the utility of the
production but also the costs attributable to it (and hence the taxable costs under section 197
The parties here reached an agreement about the form of production. The chart on page
describes the production costs: convert té-Pdata copy and extraction, conversion to TIFF
format, CD and DVD creation and duplication, blowbacks, slipsheets, and native file printing.
parties’ ESI agreement confirms that this is what the parties agreed to: TIFF production with
document breaks suitable for loading into an image base and certain native-file exceptions to
production (such as spreadsheet applications such as Excel and Access, extracts from datab
either a spreadsheet file or a comma-delineated text file, PowerPoint files, CAD files and simi
design and engineering files, and Website and similar HTML-based docunfea¢tee Decl.,
ECF No. 227-1, 1 28d. Ex. G, ECF No. 227-9 at 2-3 (the agreement). The agreement also
provided for things such as placeholders in the TIFF productions for displaced native files,
producing emails with the standard metadata (author, recipient, ccs, subject, and date and tir]
stamps, and metadata for the attachments including modification tthte).3. Hard-copy
productions “should be accompanied by OCR to the extent the producing party is in possessi
such OCR.”ld. Documents that exist as ESI were to be produced with “the extracted text of g

document, whether produced as a TIF image or in native foian.”
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One approach might be that under the facts of this case and these parties’ agreements al
production of ESI, Plantronics got a “copy” of discovery in the format it asked for. Arguably,
the parties agreed to about the in-house production of discovery — even when the agreement
standard extraction of metadata — is akin to copying for purposes of section 1920(4) and Civil
Rule 54-3(d)(2).See Race Tire$74 F.3d at 171 n.11 (“costs of conversion to an agreed-upon
production format are taxable as the functional equivalent of ‘making copidgU}rino
Development Corp. v. Sonosite, Indo. H-01-2484, 2007 WL 998636, at *4 (S.D. Tex. Mar. 30,
2007) (where electronic data was produced by agreement in lieu of costly production of pape
costs of production were taxable under section 1920(4)).

The court is not willing to go that far and tax over $200,000 in costs for extraction and
processing. Decisions in the Northern Distri€ity of AlamedaComputer CacheandOracle
America(relying onRomer¢ — disapprove similar processing costs and tax more modest costs
associated more directly with the processing of TIFF and PDF fileis. one thing to impose Rule
54(d) costs for ESI processing when the parties recognize the issue explicitly in their ESI agr
but it is different when they do not. (Perhaps a changing legal or technological landscape wil
that assessment.) Imposing costs also might discourage parties from acting cooperatively ur
Rule 26 and reaching agreements geared toward the orderly and cost-efficient production of
ESI.

Also, although it does not address e-discovery issues, a recent Supreme Court decision e
theRace Tireourt’s reluctance to read section 1920 broadlyTaniguchi v. Kan Pacific Saipan
the court reversed the Ninth Circuit’'s determination that costs for a translator of written docun
constituted costs of an “interpreter” under section 192(%6&g132 S. Ct. 1997 (2012). Instead, it
limited the term to its ordinary meaning of a “person who translates orally from one language
another.” Id. at 2004. The Ninth Circuit reasoned thdiroader meaning of “interpreter” was
compatible with Rule 54(d)’s presumption for the award of costs to a prevailing party, but the

Supreme Court disagreed. “This Court has neverthaloRule 54(d) creates a presumption in fa

> Given the $6,365.04 at issue in theDaddydecision, the court suspects the processing
costs also were more closely associated with a conversion of data (as opposed to the costs |
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of the broadest possible reading of the costs enumerated in § 1828t"2005-06.

The court is sympathetic to Aliph’s argument that the processing was necessary to produg
discovery and that the only way to “copy” and produce usable electronic data is to hire a veng
capture users’ emails and files, and process, review, and produce them. But given ESI procs
costs that exceed $200,000, the case law, the recent Supreme Court decision, and the lack g
discussion about the costs in the ESI agreement, the court declines to award the processing

As a separate ground for its decision, the court exercises its discretion and holds that Alip
not itemize the e-discovery processing costs with enough detail to establish that the court shq

award it any of the ESI processing coss&eCiv. L. R. 51(a) (affidavit and appropriate

eth
jor,
SSir
fa

COS!
h di
puld

documentation must support each item claimed on the bill of costs). More specifically, the court’

view is that the capture, processing, and segregation of data in the in-house processing is se
from the TIFF conversion and appears tdheee-gathering and processing efforts edcle
Americadisapproved. If any part of that procéssloser to the TIFF conversion process,
conceivably some greater portion of the $113,374.50 could be compensable. The court cann
whether this is so from the record and thus concludes that Aliph did not establish sufficiently
ESI processing costs that it might recover.

In sum, the court does not tax the third-party vendor production costs ($100,948.17), the

® Plantronics criticizes the use in the Quinn report of “cursory, high level and unexplair
terms and acronyms to describe the services prowdgd,EDD+TIFF,” “Encase Extraction,” and
“HDD creation.” Opposition, ECF No. 238 at 22 (rejagtiAliph’s definition of the terms at a meq
and-confer as falling short of establishing that ¢faimed costs qualify as “making copies”). The]
court disagrees that these terms are too vaghmlfevel. First, Aliph explained them. Second,
these are standard processes familiar to anyone who has engaged in any ESI discovery. Th
appreciates that it is technical jargon to the iaited, but it is not to individuals with sufficient
technical knowledgeSeePrinciple 2,Introduction to ESI Recommendatipeapranote 3 (“In the
process of planning, producing, and resolvinguliss about ESI discovery, the parties should
include individuals with sufficient technickhowledge and experience regarding ESI”).

Plantronics also objects to the Quinn Report on the ground that it is not a business reg
Opposition, ECF No. 238 at 22. The court is sure that it could be authenticated as one, and
Plantronics generally provides that authentication in the Land declaration filed in support of
Plantronics’ reply memorandunseeECF No. 240-1. In any event, Civil Local Rule 54 requires
only “appropriate documentation,” not admissible evidence.
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copy and extraction to EnCase ($600.00), or the EDD discovery (except the actual TIFF conyersi

costs). As to the last category, the recorsldray Plantronics’ suggested TIFF conversion costs

of

$.04 per page, which — applied to the page total in the record of 347,795 — results in taxable ¢ost

$13,911.80 (and excluded costs of $99,462.70).

The rest of the categories in the chart on page 15 are taxable. One category is the OCR ¢ost

$5,992.59. Because OCR takes place after conversion to a PDF or TIFF, and because Plant

asked for that production in its ESI agreement, the court awards it. This process is essential

roni

for

meaningful review of the PDF documents, the cost is modest, it makes sense that Plantronicg asl

for it in that format, and it would have OCRed its documents anyway. This is why the court tr

Pats

the specific request for OCR in the ESI agreement differently than imposing ESI processing dosts

Plantronics has three remaining objections to the otherwise taxable discBeeGhart, p. 17.
First, as to the CD and DVD creation and dupiarg the costs ordinarily would be taxable.
Plantronics said that Aliph produced only 6 CDs and 10 DVDs. Opposition, ECF No. 238 at

(citing Bohrer Decl., 11 7-8 and Ex. 4). Applgithe duplication rates from the Quinn Report,
Plantronics argues that the court should disallow $1,410.00 of the $1,700.00 Aliph seeks. Ali

does not respond to Plantronics’ argument, anddhé could not find an explanation in the recorgd.

The court thus deducts $1,410.00.

ph

Second, as to the 17 hard drives ($6,700), discovery produced on hard drives would be taxab

(including the costs of the hard drives). Plantronics says that it never received any. These njay |

been drives used to capture data that Aliph processed. Either way, the court does not tax the co

Third, as to the $6,621.10 in costs described in the Quinn Report as discovery documentq for

deposition preparation in the form of blowbacks, slipsheets, and native file printing, Plantronigs s:

that there is no evidence that it requested or received them, and it argues that the costs duplicate

already-taxed copying of the deposition exhibits. Aliph did not respond to this argument.
Accordingly, the court subtracts $6,621.10 in taxable costs.

In sum, the excluded costs for the third-party vendor are $100,948.17, and the excluded ¢
the in-house production are $600.00 plus $99,462.70 plus $1,410.00 plus $6,700.00 plus $6,
equals $114,793.80 (leaving taxable costs for the in-house production of $20,613.36).
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V. CONCLUSION

The court taxes total costs of $93,929.16.

IT IS SO ORDERED.
Dated: October 23, 2012
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LAUREL BEELER
United States Magistrate Judge
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