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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF CALIFORNIA

KILOPASS TECHNOLOGY INC., No. C 10-02066 SI
Plaintiff, ORDER GRANTING DEFENDANT'S
MOTION FOR ATTORNEY’S FEES
V.
SIDENSE CORPORATION,

Defendant.

Defendant Sidense Corporation’s renewed mdtoattorney’s fees came on for oral argum
on August 1, 2014. Docket No. 417. Having congddhe parties’ motion papers, pleadings

arguments, the Court GRANTS defendant’s renewed motion for attorney’s fees.

BACKGROUND
l. The Parties

Kilopass Technology Inc. (“Kilopass”) and Sidense are competitors in the embedded
non-volatile memory (“NVM”) market. Memory cells use transistors to store
information. NVM memory consists of memaigvices that retain their information (or
state) when power is removed. Kilggamarkets technology used to create its 1.5T
NVM memory technology. Sidense has apeting 1T-Fuse product, the design and

1On July 25, 2014, Kilopass filed objectionsBxhibits 16, 17, 22, and 23 to the Declarat
of Robert Tadlock filed in support of Sidense’s yeiplief. Docket No. 422. Kilopass argues that
filing of these exhibits was procedurally improfecause they were filed in Sidense’s reply b
giving Kilopass no chance to respond to this evidemnde Kilopass states that if the Court consid
this new evidence, then Kilopass should haveofigortunity to respond to the evidence in writing
at oral argumentld. On August 1, 2014, the Court held a ligon the matter. Therefore, Kilopa
was given an opportunity to address these exhdhiteng oral argument. Accordingly, the Co
OVERRULES Kilopass’s objections to the exhibits.
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technology of which it licenses to its custosjaxho in turn use those designs to build
embedded memory cells.

Kilopass Tech., Inc. v. Sdense Corp., 738 F.3d 1302, 1317-18 (Fed. Cir. 2013).

Il. The Patents-in-Suit
In the present action, Kilopass accused Sidehs#ringing U.S. Patent Nos. 6,940,751 (“t
751 patent”), 6,777,757 (“the '757 patent”), and 6,856,540("540 patent”). The patents-in-suit
generally relate to non-volatile memory devices and arrays of such devices. Docket No. 250-1,
Decl. Ex. 10 1 10 (Neikirk Expert Rert). The specifications for eachtb& patents-in-suit explain th
previous NVM designs resulted in memory cells vehithe cell size is relatively large.” 751 Pate
at 5:25-26; '757 Patent at 4:45; '5R@tent at 4:50. In contrast, ineention described in the pater]
“provides a much smaller cell size, thereby allogva higher density.” '751 Patent at 5:26-27; "}
Patent at 4:46-47; '540 Patent at 4:51-52.
The programmable memory cell disclosed in thema is comprised of a transistor locateq
the cross point of a column bitline and a row wordliBee '751 Patent (Abstract).
Each transistor has a “gate” connected to [the] column bitline and a “source” connected
to [the] row wordline. '751 patent col. 582-40. Opposite the source is a “drain” that
is not connected to any bitlines or wordlinelgl. Beneath the gate is a substrate
separated from the gate by a dielectric oxite.col. 7 |. 17. The dielectric oxide is
engineered to “break down” when a sciiint voltage is applied to the gatel. col. 7

Il. 14-16. If the gate oxide breaks down, a conductive link forms between the source
and drain, allowing current to flow through the transistdrcol. 7 Il. 16-20. The flow

of current indicates that the transistor is in a programmed state, while the absence of

current flow indicates that it is in a non-programmed sthte.
Kilopass, 738 F.3d at 1304.

Claim 1 of the '751 patent, which is represen&at¥ the patents-in-suit, claims the followi
(terms relevant to Sidense’s motion in bold):

1. A programmable memory cell useful in a memory array having column bitlines and
row wordlines, the memory cell comprising:

a transistor having a gate, a gate dielectric between the gate and over a substrate, al
first and second doped semiconductor regiorfermed in said substrate adjacent said
gate and in a spaced apart relationshipfioda channel region therebetween and under
said gate; and

wherein the second doped semiconductor region of the transistor is connected to
one of said row wordlines and wherein said gate dielectric is formed such that the gate
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dielectric is more susceptible to breakdown near the first doped semiconductor region|
than said second doped semiconductor region.

'751 Patent at 14:30-44 (emphasis added).
Two claim limitations are relevant to the present motion. First, all the asserted claimg

patents-in-suit require “the second doped regiobhgaonnected to a row wordline, but Sidens

1T-Fuse product connects the second doped region to the column biihmpass, 738 F.3d at 130%
(citing Kilopass Tech., Inc. v. Sdense Corp., No. C 10-02066 Sl, 2012 WL 3545286, at *7 (N.D. ¢

Aug. 16, 2012)). Second, all of the asserted clairttssgbatents-in-suit require “first and second do
semiconductor regions.” “Sidense’s 1T-Fuse chlisyever, utilize a shallow trench isolation (‘ST
region for the transistor drain instead of a first doped regikh (citing Kilopass, 2012 WL 3545286
at *10).

lll.  Kilopass's Pre-Filing Investigation
The following summary of Kilopass’s pre-filing instégation is largely taken from the Fede

Circuit’'s opinion in this matterSee Kilopass, 738 F.3d at 1305-07. In 2005, Kilopass’s founder

an inventor on all three of the patents-in-suit, JAekg, reviewed an international patent applicat

submitted by Sidense that was directed to pratg@idense’s competing 1T-Fuse memory cell.
Peng believed that the 1T-Fuse was similar to Késfsapatented cells, except that Sidense used 3
gate implementation. Mr. Peng contacted a patesrngy, Mr. Chun Ng, at the law firm Perkins C¢
to discuss potential infringement. In an e-mailthe Perkins attorye Mr. Peng explained thg
“[Kilopass] did not file [a] dedicated patent ftris split gate implementation” and that “we sho
[have] . . . a long time ago even though we werg asy.” Docket No420-1, Durie Decl. Ex. 24 3
A10576, A10580. According to Peng, itsvaot a priority to Kilopass at that time because Sider
“split gate [memory cell] is not self-aligned, so thgiactical cell size will be larger than [Kilopass
1.5T cell.” Id. at A10576.

The Perkins counsel nonetheless believed that thas a sufficient basis to challenge Side
with infringement contentions “ia friendly way . . . to see what their reaction is.” Docket No. 42

Durie Decl. Ex. 24 at A10578 (“[W]e have prettyold claims that | believe would cover any sin
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poly gate oxide breakdown memory.”). On Nmleer 28, 2005, the Perkins counsel sent a lett
Sidense advising that it “should be interested in abtgia license to Kilopass’[s] patents” or otherw
“provide [Kilopass] with an explanation of how tlegsroducts avoid the claims” of the patents-in-g

inter alia. Docket No. 420-1, Durie Decl. Ex. 23 at A10583-86.

Sidense responded on January 20, 2006, stdfjifjgis our opinion that no products producg

by Sidense, nor their methods of operation, fall withe scope of the claims.” Docket No. 420
Durie Decl. Ex. 23 at A10590. Specifically, Sidense noted:

[The independent claims of the '751 patamid '757 patent] each require that the

transistor have (fjrst and second doped semiconductor regionsformed in the substrate

adjacent the gate; and) (@ second doped semiconductor region connected to the row

wordline. . . . Such elements are not preser@igense’s memory cell transistors. For

at least these reasons, . . . we do not believe any license of these patents is hecessar
Id. (emphases added). Sidense also proposed that it was “prepared to consider a th
examination, on a confidential basis” to confirm whether Sidense’s products infringed, “pr
[Kilopass] agreed to pay the costs of same and to be bound by any findings in this rédaad
A10593.

After reviewing Sidense’s response, the Perkiounsel sent the following e-mail to Peng «
Kilopass’s CEO on January 20, 2006:

Here is my report on Sidense’s response to our charge of infringement.

| still believe given our knowledge of Sidense’s technology, that they infringe our

patents. Please keep in mind that | @suaning that their memory design is the same

as detailed in their patent application . Nate that it is possible that Sidense may have

changed their memory design to be difféarérom what is shown in their patent
application. . ..

. .. In speaking with Jack [Peng] earlier today, we speculated that Sidense may have

eliminated the first doped region (112 in Figdy and replaced it with a shallow trench
isolation [STI] of some sort. . . . [l]f iratt they have eliminated the first dope region
(112), then they would NOT infringe our afas literally. If that is the case, then we
would have to go through a “reissue” proceeding in the patent office that may take 2
years in order to modify our claims to inde the situation where there is no first doped
region.

The most crucial bit of information we need to find out is the design of their
memory cell. We have been. . assuming that their péent application shows their
memory cell. This is not always the casend it would be good if we could find out
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definitively how their memory cell is constucted. | still feel strongly about our case

if they are using the memory cell described in their patent application.

Docket No. 420-1, Durie Decl. EZ3 at A10600-02 (emphasis in original). “That e-mail made ¢
that: (1) the analysis by Perkins counsel up to that point had been based on the assumptio
design of Sidense’s 1T-Fuse cell was the sameeasethdescribed in Sidense’s international pa
application; and (2) if that assumption was incoreaal Sidense had in fact replaced the first dg
region (i.e., the drain) with an STl region, thedeise ‘would NOT infringe [the] claims literally?”’
Kilopass, 738 F.3d at 1306 (quoting. at A10601).

In June 2007, a Kilopass employee obtainediaggram of Sidense’s 1T-Fuse cell af
presentation, which confirmed that Sidense had replaced the drain with an STI. The Perkins
then sent the following e-mail to Kilopass officialsty preliminary review of all the Sidense materig
indicates thathey have redesigned their memory cell to avoid infringement of our patents. Or at |east
make our case much tougher.” Docket No. 420-1, Durie Decl. Ex. 24 at A10604 (emphasis ad
Counsel also noted that Sidense employed an oppasithine and bitline configuration, viz., the ga
of each transistor was connected to a row woeddind the source was connected to a column bit
Id. Counsel stated that he was “not so worried atfmiinterchange of the bit line and word line,” |
that he was “more worried about the fact that [Sidersadl] uses an [STI] on one side of the gate

not a [drain].” Id.

“Despite that advice from its Perkins patent calittsat Sidense did ‘NOihfringe [the] claims
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literally,” and that Kilopass’s case was ‘much tougher,’” Kilopass retained the law firm of Mofrisc

Foerster (“MoF0”) to conduct another analysi¥Kflopass, 738 F.3d at 1306. On March 19, 20
counsel from MoFo, Mr. Shane Brun, e-mailed Kilopass’'s CEO the following:

As we mentioned during the meeting, assuming Sidense’s NVM product uses . . . [an]
STI region[] (as opposed to two N+ regionsyidine the channel below the gate . . .,
Kilopass appears to have a valid claim that Sidense’s NVM product is at least
“equivalent” to the invention claimed by afail of Kilopass’s '751 patent, and therefore
that Sidense infringes that patent.

As we also discussed, the next step is for us to conduct a more detailed investigation an
analysis to confirm our initial impressionghich you asked us to complete before your
April 2nd meeting with Kilopass’s Board.

2 In addition, despite the Perkins counsel’s advice that Kilopass institute reissue procg
Kilopass never sought a reissue of the patents-in-suit.
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Docket No. 420-1, Durie Decl. Ex. 28 at A11487 (eng@saadded). MoFo estimated that this “mjore
detailed investigation” would take approximately 30-35 hours at a cost of approximately $17,2!
$20,125 and would be completed by Friday, March 28th.
MoFo then immediately began its “more detailed investigation” in order to meet Kilopass
deadline. However, eight days later, on Ma¢h2008, Kilopass instructed MoFo to stop all work on

the project. See Docket No. 420-1, Durie Decl. Ex. 28/411490. The reason is unclear, but MgFo
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subsequently sent Kilopass an invoice for 44 houveook at a cost of $20,125 “relating to Kilopas$
investigation of potential infringement claims against Sidensd.”at A11490. The invoice wds
accompanied by “a preliminary infringement charttfe ‘751 patent reflecting [MoFo’s] analysig.
Id.

The infringement chart provided an analysmncerning the doctrine of equivalents and
concluded that “Kilopass appears to have a redsersagument that Sidense’s field oxide region is
equivalent to the doped region in claim 1 of thgl patent, and therefore satisfies this limitation.
Docket No. 420-1, Durie Decl. Ex. 28 A11497. “[I]n the context aflaim 1 of the '751 patent, the
field oxide region performs thers& function and achieves the same result as the first doped region
claim 1 (i.e., it is positioned in the same location saxgles as a channel stop to define the channgl
region below the gate) in arguably the same way (by not carrying any currédt)dt A11500
(emphasis added). With regard to literal infringement, the MoFo counsel opined:

[1]f “doped region” is defined as anea on the semiconductor where the electrical

properties have been changed, it may beddiffito argue that #hfield oxide region is

a doped region . . . . If, however, “dopedion” could reasonably be defined more

broadly as simply an area to which a dopant is applied, then we may be able to argue that

the field oxide region is a “doped regionDetermining the potential viability of this

argument will require additional investigati, technical feedback from Kilopass and

possibly input from an independent expert.
Id. at A11497.

“Although MoFo’s preliminary infringement chiampined favorably to Kilopass regarding the

doctrine of equivalents, there is no evidence inr¢loerd that MoFo’s analiswas complete at that

time, nor is there any evidence that Kilopass considered MoFo’s preliminary infringement ghar

deciding to bring suit against Sidens&ilopass, 738 F.3d at 1307. Moreover, there is no evidenge in
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the record showing that Kilopass informed Mobmat the Perkins counsel’s prior analysis or
Peng’s prior statements about the size differences between Sidense’s memory cells and K
memory cells. “Kilopass retained MoFo to conduct an infringement analysis but terminat
relationship only eight days latdt.does not appear that Kilopagas aware of how much work MoR
had done up to that point or that MoFo was even in the process of completing an infringeme
In other words, it appears that Kilopass officiald klaeady set their mind prior to learning of MoF
infringement analysis.’ld.

In October 2008, Kilopass hired a new CEO, Charlie Cheng. In a presentation on Oc
2008 to the Kilopass board of diregpMr. Cheng listed as a plarrfOctober Q4: “Get ready to s\
Sidense.” Docket No. 417-6, Tadlock Decl. Ex. 240626. In another presentation to the Kilop
Board, Mr. Cheng noted that for Kilopass towrit would need to “Take out Sidensed. at A10671.
Also in 2008, Kilopass performed a “Competitor An&édysf Sidense’s memory cell. Docket No. 36
Tadlock Decl. Ex. 12 at 1. The apsik stated that Sidense’s memory cell array was “much larger
than a comparable Kilopass memory cell arriady.

In 2009, a team of engineers led by Kilopass’'s CTO, Dr. Luan, sent an exemplary $
memory device to a third-party for reverse-engineering. After receiving the results, the CTO
a slide presentation for a meeting of Kilopass’srdawting that Kilopass had retained the law fi
SNR Denton (“Denton”) to investigate potential infringent against Sidense. The CTO also stated
the Denton “[a]ttorneys don’t have a conclusion getto the reading of 1st doped region and
region” and that their “formal analysis [was]pnogress.” Docket No. 420-1, Durie Decl. EX. 27
A11296. However, in the CTO’s opinion, “[ffrom angineer’s perspective,” Sidense infring

Kilopass’s patents under the doctrine of equivalehts.

IV.  Procedural History

On May 14, 2010, Kilopass filed the present action against Sidense asserting infringe
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the '751 patent. Docket No. 1. On Junt8, 2010, Kilopass filed a first amended complaint adq
allegations of infringement of the 757 and '54@qyds. Docket No. 60n October 14, 2010, Kilopag
filed a second amended complaint. Docket38&. On December 13, 2010, the Court granted in
and denied in part Sidense’s motion to dismiss the second amended complaint, leaving Six ¢
action in the case: three patent infringementdahsserting infringemenf the '751, '757, and '54(
patents, one false advertisement and disparagement claim, one intentional interference with pr
economic relations claim, and one unfair competition claim. Docket Nee&8liso Docket No. 234

(Third Amended Complaint).

In its infringement contentions, Kilopass acalSgdense of infringig claims 1, 3, 5, 6, 9, 12

and 14 of the’'751 patent, clairhis2, 5, 7, 8, 13, and 14 of the '75%¢mat, and claims 1, 3, 5, and 6
the '540 patent. Docket No. 420, Durie Decl. Ex. 12 at A6308. Kilopass’s infringement contg
included allegations of both literal infringement amdingement under the doctrine of equivalents.
at A6307. With respect todH'column bitlines and row wordlines” claim limitation, the contenti
asserted that the accused products merely “switch[] the terms ‘wordlines’ and ‘bitlines’ to cr
artificial distinction. Columns and rows are a matter of perspective orlydt A6311. With resped
to the “first and second doped semiconductor regmaiim limitation, the contentions asserted
“channel stop” theory of infringement that was @anéd in Morrison & Foerster’s preliminary analys

Kilopass asserted that “the STI is the equivatdrthe first doped region. The function of the fi
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doped region is to provide a chana&p. The way it functions is to prevent current from the chgnne

to flow in the area of the STI. The result is tHa end of the channel is defined. Sidense’s

performs substantially the same function, functiarssibstantially the same way, and achievesshe

substantially the same resultd. at A6313. Kilopass also assertidt the first doped semiconductor

region limitation was literally present in the ased device because the device’s Shallow Tre
Isolation (“STI”) “is literally a first doped region forming the channel stojal”

The Court held a claim construction hearing on August 1 and 2, 2011. Kilopass ori

%1n 2011, Kilopass sent letters and emails teesal Sidense customers informing them of
lawsuit and requesting that they obtain a licansi€ilopass’s patents. Docket No. 417-18, Tadl
Decl. Ex. 14.
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argued at the claim construction stage that \ireed and bitlines are interchangeable terSee.Docket

No. 113 at 6 (“[O]ne of ordinary skill in the arowld understand that the current flows can be detg

ctec

in both the bitline and the wordline, again showing the interchangeability of the two, and wfith t

naming of ‘bitline’ or ‘wordline’ being simply a ntizr of perspective.”). As interchangeable ter
Kilopass proposed they be defined identically aat@that connects to one terminal of each men
cell in a memory array.’ld. at 5, 6.

On August 31, 2011, the Court issued a claimttangson order construing disputed terms fr
the 751, 757, and '540 patents. Docket Nd71 The Court did not adopt Kilopass’s propo
construction for the terms “bitline” and “wordline,” datgely found in its favor. The Court noted tf
wordlines and bitlines always appeared orthogor@aéoanother in a memory array, and thus the G
declined to “define two different terms to mearqsely the same thing when they are not identig
Id. at 9. However, the Court limited the differenbesween bitlines and wordlines to their positig
in relation to one another: the Court defineel tikerm “bitline/column bitline” as “a line orthogonal
the row wordline that connects to a terminal of each memory cell in a memory array,” and t
“wordline/row wordline” as “a line orthogonal to thel@mn bitline that connects a terminal of eac
memory cell in a memory arrayId.

Concurrent with this litigation, on December 7, 2(8idense filed with the United States Pat
& Trademark Office (“PTO”) requests fonter partes reexamination of Kilopass’s patents-in-sy
Sidense argued to the PTO thalbliass’s '751 patent was anticipateglan earlier patent, Tanaka
al. (U.S. Patent No. 5,331,181) (“Tanaka”). In Tanalkdike Kilopass’s '751 patent but like Sidens
memory cell, the doped semiconductor region is connéatbitline. The pate examiner in the PT(
proceeding issued an Action ClogiProsecution and ruled that Kilopass overcame Tanaka becal
is well known to one of ordinary skill in the art at the time of the invention that the bitline
wordlines have a distinct functional effect tive operation of memory devices and thus are
interchangeable.”See Docket No. 207-5, Khalig Decl., Ex. 4 at 6 (Feb. 18, 2011 USPTO QO
Action). After Sidense appealed that decisiothtoPTO’s Board of Patent Appeals and Interfere
(the “BPAI"), Kilopass filed a brief explicitly agreeing with the Patent Examiner’s finding:

With respect to claims 5 and 11, the Patent Owner agrees with the Examiner that Tanak
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does not show a gate formed from a column bit line. As can beenssgam [Figure
2(b) of Tanaka, the gates of the transstare coupled to row wordlines. Therefore
claims 5 and 11 are not anticipated by Tanaka.
Docket No. 192-3, Hutchins Decl. Exat 8 (Kilopass’s Jan. 6, 2012 BPAI Brief).
The position Kilopass took before the BPAI was clearly irreconcilable with
“interchangeability” position that it took before this Court. In a May 1, 2012 Order, the Court
that by taking the contrary position it did before BPAI, Kilopass clearlgnd unmistakably disavows

claim scope where the gates of the transistors are connected to row wdr@aéocket No. 224 a|

8-11 (citingComputer Docking Sation Corp. v. Dell, Inc., 519 F.3d 1366, 1374 (Fed. Cir. 2008) (not

its
four
d
|

ng

that a patentee can disavow claim scope “by clearly characterizing the invention in a way to tn

overcome rejections based on prior arffectrumintern., Inc. v. Serilite Corp., 164 F.3d 1372, 137
(Fed. Cir. 1998) (“Claims may not be construed wag in order to obtain their allowance and i
different way against accused infringers.”)). @ay 15, 2012, Kilopass filedraotion for leave to filg
a motion for reconsideration of the Court’s orfieding disavowal of clan scope. Docket No. 22
Kilopass sought reconsideration based on a supplemental statement it filed with the PTO on
2012 stating that it made an error in its stateragnteing with the PTO Examiner and that the te
bitline and wordline are interchangeabld. at 5-11. On May 24, 2012 ,diCourt denied Kilopass’
motion for leave to file a motion for reconsidesati Docket No. 235. In denying the motion, the C¢
stated:

The Court finds that [Local Rule 7-9(b)(2)des not apply where the “new material fact”

is merely a party’s attempt to undo a strategic position for which it has been penalized.
It was in Kilopass’s interest to argue thedrdlines are differentrom bitlines in its

BPAI brief; however, after that position dageal its case in this Court, Kilopass sought

to reverse its position before the BPAI. Moreover, Kilopass vigorously opposed
Sidense’s motion for estoppel and claipediowal that brought Kilopass’s incongruous
position to the attention of the Court. Nowhere in its opposition did Kilopass suggest
that it made a mistake in the BPAI briegee Kilopass’'s Opp. to Sidense’s Mot. for
Recon., Dkt. 207. Instead, Kilopass argued that its “position at the PTO was fully
consistent with its earlier position” and thiatdid not persuade the Court to adopt a
claim construction position that would createsk nf inconsistent judicial rulings Id.

at 6-9. Only after the Court found théllopass adopted inconsistent positions and
disavowed claim scope, did Kilopass re-ctaerize its BPAI position as error and file

a submission with the USPTO to “correcteaaror made without deceptive intenSe

* In its briefing on this issue, Kilopass argubdt its position at the PTO was fully consist
with its earlier position during claim construction and that its “positions have been gross
purposefully mischaracterized.” Docket No. 207 at 6-8.
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dkt. 228-7. This type of gamesmanship is not the purpose for which Civil Local Rule
7-9 allows for reconsideration.

Id. at 5-6.

On August 16, 2012, the Court granted 8mkis motion for summary judgment of ng
infringement of the patents-in-suit. Docket No. 272. In the order, dliet @und that there was 1
genuine issue of material fact that Sidengethnology does not satisfy (1) the “row wordling
connected to the “second doped semiconductor region” claim limitation; (2) the “first
semiconductor region” claim limitation; and (3ettspaced apart relationship” claim limitatioBee

id. at 7-17. With respect to the “row wordlifieennected to the “second doped semiconductor reg

n_
0

ES”
Hope

H b

ion

claim limitation, the Court noted that it was undigulthat Sidense’s technology has a row word|ine

connected to the gate and a column bitline connected to the second doped semiconductor r¢
opposite configuration of the patents-in-suit.at 7-8. Moreover, Kilopss had disavowed claim sco

for transistors with gates connected to wordlingsat 10. In addition, the Court rejected Kilopag

attempt to introduce a new theory of infringementingieg the term bitlines as simply lines that provCine
n,

higher voltage.ld. at 10-11. With respect to the “firdbped semiconductor region” claim limitati
the Court noted that the parties agreed thadgi&e’s memory cell has only one doped “semicondy
region,” the “second doped semiconductor regidd.’at 11. “The parties also agree that Sidense
not have a ‘first doped semiconductor region’ dngstthis limitation is not literally infringed fd. The

Court then rejected Kilopass's argument that $ié contained in Sidense’s memory cells is

Pgio
he

S'S

ctol

Hoe:

the

equivalent of a first doped semiconductor region.t Rine Court noted that Kilopass had impermissibly

“amended its infringement contentions with respect to the doctrine of equivalents far past the aj
deadlines without Court approval.ld. at 12. In its April 4, 2011 infringement contentions, Kilop
asserted the “channel stop” theory of equivaleaoyying that the function of the first doped regio
to provide a channel stop and that it does this bygmtavg current from the channel to flow in the a
of the STI.1d. But, on April 13, 2012, Kilopass filed its expert report on infringement by Dr. Nei

asserting a different equivalency theory. In the report Dr. Neikirk asserted:

® The Court noted that: “Kilopass’s assertionaofiew theory of equivalence is particulafly

inappropriate in light of evidence that Kilopdss known for many years that Sidense does not lite
infringe its patents.” Docket No. 272 at 13 n.8.
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[T]he function of the first andesond regions is clearly statéolgeometrically delineate

or define a channel region between them. . . . The way in which each region functions
to geometrically delineate or define a channel region is by being separated from each
other in a cross section of the device, bygen the substrate, and by being adjacent to
the gate. . . . The result produced by the two regions required by this claim limitation is
to create or delineate a defined region of the device that is a channel region.

Docket No. 420-1, Durie Decl. Ex. 13 at A6070, {1 62-64. “This equivalence theory focuseg on

geometry of the cell, rather th#éime electrical properties of theh@annel stop.” Docket No. 272 at 13.

Because Kilopass had failed to properly amend itfigément contentions to include this new thepry

of equivalency, summary judgment of this limitation was appropriéde. In addition, the Court

rejected Kilopass’s new equivalency theory omtiegits. The Court found that Kilopass had proviged

no evidence showing that insulators are the equivalent of semiconduckdrsat 14 (“The

uncontroverted evidence demonstrates that there is a non-trivial difference between insulators

semiconductors.”). The Court also noted thatpdents-in-suit’s use of a first doped semicondugtor

rather than an STI, rendetise memory cells smallerld. This represented a non-insubstantial

U

difference between the patents-in-suit and the accused technology, and it also meant that the

technology did not achieve the same results as the patents-ihesait.14-15.

On October 2, 2012, the Court granted Kilopagsstgion to dismiss its remaining claims fpr

ac

false advertising, intentional interference witbgpective economic relations, and unfair competition

with prejudice, and the Court entered judgmethéaction. Docket Nos. 327, 328. Kilopass appepled

the Court’s order granting Sidense’s motion fanswary judgment of non-infringement. Docket No.

330. On April 10, 2013, the Federal Circuit summaatifyrmed the Court’s order granting Sidensg’s

motion for summary judgmenkilopass Tech., Inc. v. Sdense Corp., 501 Fed. Appx. 980 (Fed. Cir.
2013).

While that appeal was pending, the parties filed cross-motions for attorney’s fees. Kilop:s

moved for sanctions and attorney’s fees unddy.Z3C. § 1927. Docket No. 337. Sidense moved for

attorney’s fees under 35 U.S.C. § 285 of theriadet and 15 U.S.C. §117(a) of the Lanham Act.

Docket No. 339. On December 18, 2012, the Courtedietiie parties’ motions for attorney’s fegs.

Docket No. 370. With respect to Sidense’s regisestttorney’s fees under 35 U.S.C. § 285, the Cpurt

held that “Sidense ha[d] not met its burden aélelishing with ‘clear and convincing evidence’ that

12
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Kilopass brought or maintained the prosecutioitsopatent infringement in bad faithld. at 5 (citing
MarcTec, LLC v. Johnson & Johnson, 664 F.3d 907, 916 (Fed. Cir. 2012) (“Absent litigat

misconduct or misconduct in securing the patentstuich court can award attorney fees under 8

only if the litigation is both: (1) brought in subjective bad faith; and (2) objectively baseless.”)).

Sidense appealed the Court’s denial of adpisifees under 35 U.S.C. § 285. Docket No. 3
On December 26, 2013, the Federal Circuit vacated the Court’s order denying Sidense’s m
attorney’s fees.Kilopass, 738 F.3d at 1317-18. In the order, the Federal Circuit explained
determination of whether the patentee acted inestilbp bad faith must take into account the totg
of the circumstances and does not require a stgpthiat the patentee had actual knowledge thg
claims are baselessSee id. at 1309-12. The Federal Circuit also explained that “[o]bjeq
baselessness alone can create a sufficient infeoébegl faith to establish exceptionality under § 2
unless the circumstances as a whole shaeladf recklessness on the patentee’s pad.’at 1314.
Accordingly, the Federal Circuit remanded the actmrthis Court to consider “whether Kilopasg
doctrine of equivalents theory was objectivelysdédass, and then, whether the totality of
circumstances demonstrates that Kilopass actiélal subjective bad faith. If the district coy
determines that the case is exceptional afpgrying the correct legal standards, it should t
determine, in its discretion, whether to award attorneys’ fees under § 2Baf'1317.

After the case was remanded, on April 29, 20letSipreme Court issued its decisio®atane
Fitness, LLC v. ICON Health & Fitness, Inc., 134 S. Ct. 1749 (2014), setting forth the standard
determining whether a case is “exceptional” unde35.C. § 285. By the present motion, Side

renews its motion for attorney’s fees pursuant to 35 U.S.C. § 285. Docket No. 417.

LEGAL STANDARD
“Section 285 of the Patent Act authorizes a district court to award attorney’s fees in

litigation.” Octane Fitness, 134 S. Ct. at 1752. Section 285 provides: “The court in exceptional

may award reasonable attorney fees to the pieygarty.” 35 U. S. C. § 285. “When deciding

whether to award attorney feesder § 285, a district court e in a two-step inquiry.MarcTec,

LLCv. Johnson & Johnson, 664 F.3d 907, 915 (Fed. Cir. 2012). Fitls& court must determine wheth
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the prevailing party has proven that the case is exceptithallf the district court finds that the ca
is exceptional, it must then determine whetiieaward of attornefges is justified.”ld. at 916 (citing

Cybor Corp. v. Fas Techs. Inc., 138 F.3d 1448, 1460 (Fed. Cir. 1998) (en banc)).

bE

In Octane Fitness, the Supreme Court held that “an ‘extiepal’ case is simply one that stands

out from others with respect to the substargivength of a party’s litigating position (considering b

the governing law and the factstbé case) or the unreasonable maimehich the case was litigated.

Octane Fitness, 134 S. Ct. at 1756 (stating that “exceptidmaeans “uncommon,” “rare,” or “nof

ordinary”). “District courts may determine whether a case is ‘exceptional’ in the case-by-case ¢

of their discretion, considering thatality of the circumstances!t. In determining whether to awa

fees, district courts may consider a nonexclu$isteof factors, including frivolousness, motivatign,

objective unreasonableness (both in the factual and legal components of the case) and th
particular circumstances to advance considerations of compensation and detéd.eatcg756 n.6
“[A] case presenting either subjective bad faitlerceptionally meritless claims may sufficiently
itself apart from mine-run cases to warrant a fee award.at 1757. There is no precise rule
formula for determining whether to award attorsefges, but instead equitable discretion shoulg
exercised in light of the above consideratiohts.at 1756.

Entitlement to fees under § 285 must bevsn by a preponderance of the eviderige Octane
Fitness, 134 S. Ct. at 1758. A district court’s deterntioia of whether to awarattorney’s fees undg
35 U.S.C. § 285 is reviewed for abuse of discretidighmark Inc. v. Allcare Health Mgnt. Sys., 134
S. Ct. 1744, 1749 (2014).

DISCUSSION
l. Whether the Case is Exceptional

After consideration of the totality of the circatances in this action, the Court concludes

hth

pxXer

d

£ NE

or

| be

=

that

the present action is “one that stands out framerst’ with respect to both the substantive strength of

Kilopass'’s litigating position and the unreasonable mamenhich the case was litigated. Thus,
Court, exercising its sound discretion, finds that the present action is an “exceptional” case U

U.S.C. § 285.5ce Octane Fitness, 134 S. Ct. at 1756.
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A. Kilopass’s Claims for Literal Infringement of the Patents-In-Suit®

As an initial matter, the Court notes that infsingement contentions, Kilopass asserted
literal infringement and infringement under the doctahequivalents of the patents-in-suit. Kilopa
did this despite the fact that it had no reasonlaags for accusing Sidense of literal infringement.
the contrary, Kilopass was advised by the Perkins coum2e06 that if Sidense had eliminated the f
doped region and replaced it with an STI, thateB8se’s technology “would NOT infringe [Kilopass
claims literally.” Docket No. 420-1, Durie Deélx. 23 at A10600-02. By &ast early 2008, Kilopag
was able to confirm that Sidense had in fact replaced the drain with an STI, meaning that it

literally infringe the patents-in-suieeid. Ex. 24 at A10604-05. MoFo speculated that it might be

oth
1SS
To
rst
s]
s
did

Able

to present a reasonable argument that the first doped region was literally present in Sider

technology. However, MoFo cautioned Kilopass tbairoperly assess the potential viability of t
argument it needed to engage in an additionakitiy&tion, obtain technical feedback from Kilopa
and potentially obtain input from an independexrpert. Docket No. 420-1, Durie Decl. Ex. 28
A11497. Kilopass instructed MoFo to stop all workdpe this additional investigation was performg
Accordingly, Kilopass proceeded with claims for literdtingement in this action despite the fact t
one counsel had instructed Kilopass that therengdieral infringement and a different counsel K
only speculated that there may be literal infringembat stated that further research needed t

performed. Indeed, the objective baselessness of Kilopass's claims for literal infringement is su

® Atthe hearing, Kilopass argued that it is imprdpethe Court to consider Kilopass's assert
of literal infringement of the patents-in-suit becaiisditeral infringement claims do not serve as
basis for Sidense’s motion for attorney’s fees, &ittnse has not attempted to show that it suff
any separate harm specifically due to the literal infringement claims. The Court disagree
Supreme Court has instructed that in detenmgimvhether a case is “exceptional” under § 285, a dig
court should consider the totality of the circumstan€gane Fitness, 134 S. Ct. at 1756. One of t
circumstances in this case is that Kilopass asskdidtclaims for literal infringement and infringems
under the doctrine of equivalents. Moreover, thengjth or weakness of Kilopass’s claims for lite
infringement is evidence as to whether Kilogédggted the present action in an unreasonable ma

’ Prior to filing the lawsuit, Kilopass's CTOsal provided an analysis of whether Sidens
technology literally infringed the '751 patent. DetlNo. 420-1, Durie Decl. Ex. 27 at A11296. As
from the fact that he is not an attorney and his analysis was from “an engineer’s perspdgtttie,
CTO does not appear to have concluded in hisyaisathat there was litdranfringement. In the
analysis, the CTO only states what his argument€erning literal infringement would be, but dd
not opine as to the meritoriousness of these argumientther, in the summary section of his analy|
he only opines that there is “at least eqlent” infringement of the '751 patenid.
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by the fact that by the time the action reactte®l summary judgment stage, Kilopass dropped its

assertion of literal infringement and agreed that the accused product does not literally infri

patents-in-suit because it does not possess a “first doped semiconductoréeamkét No. 272 a|

nge

|

11. The Court recognizes that valid infringementataimay be asserted under either a theory of liferal

infringement or a theory of infringemeunder the doctrine of equivalent§&ee Schumer v. Lab.

Computer Sys., 308 F.3d 1304, 1314 n.7 (Fed. Cir. 2002) (exptaginat infringement may occur under

the doctrine of equivalents even when it has beand that there is no literal infringement). But,

he

fact that Kilopass asserted entirely baseless claifite @l infringement in this action is evidence that

it litigated this action in an unreasonable manner.

In addition, with respect to the claim litation requiring that the second doped region be

connected to a row wordline, the Court notes Kilipass had a reasonable argument at the outget o

the case that this limitation was literally presen®idense’s technology. Kilopass’s argument re
on it obtaining favorable construotis from the Court for the tesriwordline” and “bitline,” and it

succeeded in doing s&ee Docket No. 147 at 9. However, Kpass then proceeded to take a posi

before the BPAI that was clearly irreconcilabliéhwhe “interchangeability” position it took before this

Court during claim constructiohSee Docket No. 192-3, Hutchins Dedx. 7 at 8; Docket No. 224

ied

tion

ht

8-11. Inits opposition to the present motion, Kilopasggies that this statement was a mistake and wa:

the result of the fact th#tte protective order in this case peated litigation counsel from coordinating

with reexamination counsel. Docket No. 420 at 10, 16. However, the Court has already

reje

Kilopass’s argument that the statement to the Bfa a mistake. In its opposition to Sidense’s motion

for disclaimer, Kilopass did not argue that theesta&gnt was a mistake. Rather, Kilopass argued

tha

its position before the BPAI was fully consisterithwits earlier position before this Court during claim

construction and that its “positions have been gyaasll purposefully mischaracterized.” Docket |

8 Kilopass’s infringement expert, Dr. Neikertated during his deposition that none of
asserted claims were infringed literally. DetlNo. 417-11, Tadlock Decl. Ex. 8 at 25:9-19, 25:
26:12.

°The Court notes that in its opposition to the pnésnotion for attorney’s fees, Kilopass apps
to concede that the position it took before the BPAI was contrary to the position it took befg
Court. Docket No. 420 at 10.
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207 at 6-8. It was only after the Court entereaiter finding a disavowal of claim scope on May
2012 that Kilopass began to claim that the priateshent was a mistake and attempted to corre
error before the BPAISee Docket No. 228 at 5-11; Docket No. 228-7, Khalig Decl. Ex. E. Mored
the Court notes that Kilopass’s present argument — blaming the alleged mistake on the ing

litigation counsel and reexamination counsel to coordinate with each other due to the protecti

1,

Ct its
ver.
bilit

Ve O

— was not contained in either Kilopass’'s motionlé&ave to file a motion for reconsideration of the

Court’s disclaimer order or Kilopass'’s reply brief in support of that moseeDocket Nos. 228, 233.

The present argument is brand new. Thus, Kilogasssertion that the prior statement was a mig
resulting from the protective order in this casengmy not credible. Moreover, as the Court note
its order denying Kilopass’s motionrfeave to file a motion for reconsideration, Kilopass'’s atte
to argue one thing to this Court, then argue a wiffething to the BPAI, and then attempt to cha
its position before the BPAI only after it resultedam unfavorable ruling from this Court amounts

“gamesmanship.” Docket No. 235 at 6. The ganaaeship that Kilopass enged in with respect t

this claim limitation is also evidence showing tlitahas litigated this dmn in an unreasonable

manner®

B. Kilopass’s Claim for Infringement of the Patents-In-Suit Under the Doctrine of
Equivalents

A review of the record also demonstrates Kiktpass never had a legitimate basis for assel
that Sidense infringed the patents-in-suit under the doctrine of equivalents.

The doctrine of equivalents holds that eveamifaccused product does not literally infringe

asserted claims of a patent, the product maynigériif the differences beeen the element of the

accused product at issue and the claim limitation at issue are insubst&ravah Equip. Co. v.
Kentucky Farms, Inc., 140 F.3d 1009, 1015-16 (Fed. Cir. 1998). etfier equivalency exists may

determined based on the “insubstantial differentest’ or based on the “function-way-result” te

°The Court also notes that at the summary jusigratage, Kilopass attempted to present a
theory of infringement with respect to this ahlimitation that improperly attempted to redefine
term “bitline” and would have rendered the Couklay 1, 2012 disavowal order meaningless. Dog
No. 272 at 10-11.
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which asks whether the element of the accuseddéiperforms substantially the same function
substantially the same way to obtain the same resililt?’Systems, LLC v. Phillips& Brooks/Gladwin,
Inc., 529 F.3d 1364, 1376 (Fed. Cir. 2008) (quotivay ner-Jenkinson Co. v. Hilton Davis Chem. Co.,
520 U.S. 17, 38-40 (1997))The essential inquiry is whether ‘the accused product or process con
elements identical or equivalent to eachrokil element of the patented invention[.]d. at 1367-77.
The Court first notes that thasmo evidence in the record showing that the Perkins counse
engaged in any analysis to determine whethir&ie’s technology infringed the patents-in-suit un
the doctrine of equivalents. The only conclusioms the Perkins counsel appeared to reach wag
Sidense’s technology did not literally infringe the pa$ein-suit and that Kilopass should seek a reis
of the patents. See Docket No. 420-1, Durie Decl. Ex. 23 at A10600-02, Ex. 24 at A10604
Therefore, the Perkins counsel did not providi®pass with any advice upon which it could hg
reasonably relied to assert that Sidense infringegatents-in-suit under the doctrine of equivale

Kilopass argues that it is entitled to rely on MoRofsingement analysis opining that Sidens

technology infringed the patents-in-suit under thetritoe of equivalents. Docket No. 420 at 21-P

But, there is no evidence in the record showingM@fo’s analysis was complete at the time Kilop

instructed MoFo to stop all work, nor is teeany evidence that Kilopass considered Mok

preliminary infringement chart in deting to bring suit against SidensgeeKilopass, 738 F.3d at 1307.

Kilopass argues that there is no evidence in thedestwowing that MoFo did not complete its wd
and its infringement analysis. Docket No. 420 at 7221-But, this is simply not true. That Kilopa
had to tell MoFo to stop working is evidence showing that, at that time, MoFo was contint
perform work and had not completed its analysiddFo had finished its work, then there would hz
been no need for Kilopass to instruct thenstop working. Further, the record shows Kilop
instructed MoFo to stop wordn March 27, 2008 even though MoFahestimated that its analys
would not be completed until the next day, March 28, 2@@8Docket No. 420-1, Durie Decl. Ex. 2
at A11487. Moreover, the Court notes that MoHuolkéng records reflect that on March 27, 2008,

day Kilopass instructed MoFo to stop workinge tattorneys were “[p]repar[ing] prelimina

infringement analysis for Sidense’s 1-Hic] fuse cell; [performing] research in support of same,”

in
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performing “[rlesearch regarding application of thectrine of equivalents to patents for integrated
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circuits.” Id. at A11493. Therefore, the billing recaiows that not only was MoFo working on
infringement analysis when Kilopass instructed it to stop working, but it was performing re

related to the potential application of the doctrine of equivalents—a critical issue in this case.

Kilopass also argues that there is no evidehogsng that it withheld relevant evidence frgm

its

Seal

MoFo. Docket No. 420 at 21. Tkmurt disagrees. MoFo’s infringement analysis does not show the

it took into account the statements from Mr. Peng, the lead inventor on all three patentst

regarding the practical cell size difference betwienpatents-in-suit and Sidense’s memory célls.

See Docket No. 420-1, Durie Decl. Ex. 24 at A10576 (stating that the reason why Kilopass

implement Sidense’s cell design “in our product, [is] because [Sidense’s] split gate cell

Nn-<

id

iS |

self-aligned, so their practical cell size will be rghan our 1.5T cell.”). These statements wquld

appear to be relevant to MoFalsctrine of equivalents analysis, in determining whether there yas

substantial difference between the limitation in pegten-suit and the element in the accused technglogy

and whether the relevant element of the accusglthblogy achieved the same results as the relgvar

limitation in the patents-in-suitKilopass argued at the hearingtlat the time MoFo performed its

analysis, Kilopass and MoFo could not have knownraPeng’s statements about the size differgnce

between the memory cells would become an impbitsue years later in the litigation. The Cqurt

disagrees. Both tests for determining infringenuenter the doctrine of equivalents revolve around the

differences between the claimed invention and the accused product. The “insubstantial differerjces

asks whether the differences betweeretkeents at issue are insubstantgee VVodav. Cordis Corp.,
536 F.3d 1311, 1326 (Fed. Cir. 2008). The “function-wayHte test asks does the different elem
in the accused product perform substantially the ganwion in substantially the same way to obt

the same results as the claimed elem&ed.TIP Systems, 529 F.3d at 1376. Therefore, to allow Mo

1%
>
—

Ain

Fo

to properly perform this analysis, it should have been apprised of any potentially substantial differer

between the accused product and the invention disciogbd patents-in-suit, such as the differe

in cell size.

1ce

In defense of MoFo’s doctrine of equivaleatslysis, Kilopass argues that there is nothing in

" The Court also notes that there is no evigein the record showing that Kilopass provided

MoFo with the Perkins counsel’s prior analysis and opinions.

19




United States District Court
For the Northern District of California

© 00 N o g M~ W N PP

N NN N N N N NDND P B P B P P P PP
© N o 00 A W N P O © © N OO o » W N B O

the claims about cell size. This may be true tbete is language in the specifications distinguishing

and criticizing the prior art by stating that “in eaaftthe memory cells described above, the cell
is relatively large. The present invention progidemuch smaller cell size, thereby allowing a hig
density.” '751 Patent at 5:23-2@57 Patent at 4:45-47; '540 Patent at 4:49-52. “While it is true
not every advantage of the invention must appeavény claim, it would be peculiar for the claims

cover prior art that suffers from precisely thmsgroblems that the specification focuses on solvi

Size
her
that

to

ng.

LizardTech, Inc. v. Earth Res. Mapping, Inc., 424 F.3d 1336, 1343-44 (Fed. Cir. 2005) (citation

omitted);see also GE Lighting Solutions, LLC v. AgiLight, Inc., 750 F.3d 1304, 1309 (Fed. Cir. 201
(“IW]e have used disclaimer to limit a claim element to a feature of the preferred embodiment w
specification described that feature as a ‘very important feature . . . in an aspect of the
invention,” and disparaged alternatives to that featur€V)/Beta Venturesv. TuraLP, 112 F.3d 1146
1160 (Fed. Cir. 1997) (“In construing claims, the problem the inventor was attempting to sd
discerned from the specification and the prosecutistoty, is a relevant coiteration.”). Kilopassg
has never disputed the fact that the use ofrat‘@loped semiconductor region” allows it to achig
higher density by combining the first doped semiconduetions of adjacent cells rather than us
STl regions.See Docket No. 272 at 14. As the Court noted in its order granting summary judgn
non-infringement: “In the nanometer world of memoejis, a feature allowing for higher density g
smaller size is more than an dlacy benefit; it is one of the cemtrpurposes of the design. The |
of the first doped semiconductor over an STI therefgneesents more than arsubstantial difference.
Id. at 15 (“the ‘result’ [of the first doped semiconductor region is] that it produces a higher d
memory array”). Kilopass also argues that Sidaasvrong and reducing cell size is not the func
of the first doped semiconductor region. Docket No.at2®. But, this argument fails to consider t

the “function” of the claimed limitation is only ongart of the “function-way-results” test. Ev¢

4)
hen

pre

Ve,

bve
ing
ent
nd

|Se

ens
ion
hat

N

assuming MoFo and Kilopass were correct and the “function” of the first doped semiconductor is

provide a channel stop—not to reduce the cell size—to prevail under the “function-way-resul
Kilopass would still be required to show that #lement in the accused product that performs
“function” obtains substantially the same “resultsilopass never disputed the use of an STl rathg

than a first doped semiconductoesults in a larger sized memory celfee Docket No. 272 at 14.
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Moreover, the weakness of MoFdteory of infringement isupported by the fact that by the

time the action reached the expert discovery statmass and its infringement expert were unwilling

to rely on MoFo’s “channel stop” theory of infrirgent and instead attempted to assert a new theor

of infringement under the doctrine of equivaleRtKilopass argues that tlewolution of its theory o
infringement as to the doctrine of equivalentssdoet show bad faith. R&et No. 420 at 23-24. THe
Court recognizes that a party may revise its thebigfringement in an action without acting in bad
faith. See Medtronic Navigation, Inc. v. BrainLAB Mediznische Computer systeme GMBH, 603 F.3d
943, 955 (Fed. Cir. 2010) (finding no bad faith whereptitentee revised its theory of infringement in
light of the district court’s claim construction mdj). But, here, Kilopass bBaot presented the Coyrt
with any legitimate reason for why it had to changéhieory of infringemensgo late in the litigatiorn
and without following the proper procedures for seglamendment of its contentions. Kilopass dpes

not argue that the change was necessitated by théaim construction order or its disavowal ordgler

or by the receipt of discovery that contaimesv nonpublic information about the accused technolpgy.

Instead, it simply appears thatlépass, its infringement expert, or both did not like the theory of

infringement that was containedKilopass’s infringement conteotis and decided to try a differegnt
theory at the expert discovery stage, hoping it would be better.

In conclusion, it was not reasonable for Kilopass to rely on the MoFo opinion because it yas
complete and because Kilopass had failed to pravideo with all relevant facts allowing MoFo {o

perform a proper analysis. Moreover, the opimi@s never confirmed by an independent techrjical

12|n its opposition, Kilopass argues that the gisharst of Dr. Keikirk’s doctrine of equivalents

analysis is the same as MoFo0’s analysis. Dadke?t20 at 11, 23-24. The Court disagrees. The recorc

shows that Dr. Neikirk’s theory of infringement untige doctrine of equivalents was a new theory that

differed from MoFo’s theorgf infringement. In their infringement analysis, the MoFo attorneys opinec
that the function of the first doped region was tovefras a channel stop to define the channel regipna

below the gate.” Docket No. 420-1, Durie DeclAat1500. In contrast, Dr. Neikirk opined that the

function of the first doped semiconductor regiotittsgeometrically delineate or define a chanpel

region between [the first and second regionBjdcket No. 420-1, Durie Decl. Ex. 13 at A6070 1 p2-
64. Moreover, Dr. Neikirk stated that his infyement analysis was not based on Kilopags'’s
infringement contentions, which included MoFo’s “nhal stop” theory of infringement. Docket No.
417-11, Tadlock Decl. Ex. 8 at 27:3-5. Dr. Neikirk edsated that he had opinion as to whether th
first doped region functions as a channel stop anditheds not part of what he believed was the
function of the first doped region, and stated thafitist doped region only serves a structural funcgion
and that it does not serve anytpaular electrical functionSeeid. at 30:11-32:13, 34:12-35:4; Dockget
No. 421-3, Tadlock Decl. at 40:6-41:14.
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expert®® In addition, the opinion was objectively baseless because it did not take into account
difference between the accused technology and the patents-in-suit.

Kilopass also argues that it was entitled to rely on the doctrine of equivalents analysis pe
by its CTO, Dr. Luan. Docket No. 420 at 23. Howeteegre is no evidence the record showing tha
Kilopass’s CTO was an attorney or properly untterd the legal requirements for proving infringem
under the doctrine of equivalents. Further, thermisvidence in the record showing that Kilopas
CTO ever showed his analysis to counsel to confihether his analysis and conclusion were cotfe
SeeEon-Net LPv. Flagstar Bancorp, 653 F.3d 1314, 1329 (Fed. Cir. 20{&}plaining that a reasonab

pre-suit investigation “requiresunsel to perform an objective evaluation of the claim terms W

reading those terms on the accused device” (emphasis added¥ed, Dr. Luan noted that his

conclusions were from “an engineer’s perspectivDocket No. 420-1, Die Decl. Ex. 27 at A11294.

Moreover, as Kilopass’s CTO, Dr. Luan had a stakbe outcome, and, therefore, his analysis lag
objectivity. See Minnesota Mining & Mfg. Co. v. Johnson & Johnson Orthopaedics, Inc., 976 F.2d
1559, 1580-81 (Fed. Cir. 1992) (finding infringemerdlgnis was not objective where it was base
part on information obtained, not from an indepenapert, but from a person “who had a stak
the outcome”). Kilopass notes that it did not rely on Dr. Luan’s analysis alone, and it argueg
reliance on Dr. Luan’s analysis in addition to MoFo’s analysis shows that Kilopass had non-A
claims with which it could proceed and shows thags acting in good faith. But, there is no evide
in the record showing that Dr. Luan relied on teempted to confirm MoFo’s prior analysis when
performed his own analysis. Moreover, Dr. Luan’algsis differed from MoFo’s prior analysis. Tl

MoFo attorneys opined that the function of thietfdoped region was to “serve[] as a channel stg

13Kilopass asserts that the MoFo infringemeratgsis was later confirmed by the analysis {
its CTO, Dr. Luan, performed. As Dr. Luana Kilopass employee, he is notiagiependent technical
expert. In addition, there is no evidence in thengtsbowing that Dr. Luan relied on or attempteq
confirm MoFo’s prior infringement analysis when he performed his own analysis.

14 Kilopass notes in its oppositionahDr. Luan stated in an email that “Mark’s team [at
Denton law firm] is very comfortable with the revemngineering work we di’ Docket No. 42 at 8
However, in that same email, Dr. Luan notes thatlaw firm was still in the process of analyzing
claims of the patents-in-suit. Docket No. 4RMurie Decl. Ex. 27 at A11294. There is no evide
in the record showing that the law firm evemyweted this analysis or evidence showing
conclusions of that analysis. Indeed, theradsevidence in the record showing the opinions
analysis of the Denton law firm prior to the initiation of the present action.
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define the channel regional below the gatedcket No. 420-1, Durie €cl. At A11500. Nowhere i
his analysis does Dr. Luan opine that the first dapgion’s function is tprovide a channel stojsee
Docket No. 420-1, Durie Decl. Ex. 27 at A11296.

In sum, during its pre-filing investigatiomd the present lawsuit, Kilopass relied on &
presented three different theories of infringemerer the doctrine of equivalents: MoFo’s theory,
Luan’s theory, and Dr. Neikirk’s thep Kilopass argues that the gist of these theories is essential
same. The Court disagrees. But, even assumingatieeyssentially the same, all three theories \
objectively baseless because none of them taokaiccount the size difference between the acc
technology and the claimed invention. During the liima Kilopass never disputed that the use
“first doped semiconductor region” allows it to achieve higher density by combining the first
semiconductor regions of adjacent cells rather than using STI re@@iBocket No. 272 at 14. Ye
none of the infringement theories explained homeis possible that the resulting size difference c
be considered only an insubstantial difference in light of the patents’ criticism of the prior art 3
Peng’s prior statements. In addition, none othieeries explained how the accused technology’s
obtained the same results as the patents-in-suit’s first doped semiconductor region in ligh
resulting difference in cell size. Accordingly, the Court concludes that Kilopass’s clain
infringement under the doctrine of equivalents vadrjectively baseless, and that Kilopass did not 1
a reasonable basis for asserting that Sidense infringed the patents-in-suit under the do

equivalents when it filed the present action.

C. Conclusion

In sum, Kilopass failed to conduct an adequatefifing investigation prior to filing the prese
action. Its pre-filing investigation essentially cotesisof getting an opinion from one counsel that th
was no literal infringement and getting an incomplete opinion from a different counsel
infringement under the doctrine of equivalents.e Tiheories of infringement that Kilopass asse
during the present action against Sidense were objectively baselesis ait@ims for literal
infringement were exceptionally meritless. Moreover, Kilopass litigated the present actior

unreasonable manner by failing to conduct an adeguetfling investigation, shifting its theories
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infringement late in the litigation and without following the proper procedures for amendment

contentions, and engaging in conduct that at times amounted to gamesmanship. This is a
stands out from others with respect to the sulbista strength of plaintiff’s litigating position and tf
unreasonable manner in which the case was litigated. Accordingly, based on the totality
circumstances in the present action, the Courtgesirg its sound discretion, concludes that the pre|

action is an “exceptional” case under 35 U.S.C. §'2&%e Octane Fitness, 134 S. Ct. at 1756.

Il. Whether the Court Should Award Attorney’s Fees

Having found that the present action is‘@xceptional” case under § 285, the Court must 1
“determine whether an award attorney fees is justified.MarcTec, 664 F.3d at 916. “The decisig
whether or not to award fees is still committed to the discretion of the trial judge, and ‘e
exceptional case does not require in all cirstances the award of attorney feedvibdine Mfg. Co.
v. Allen Group, Inc., 917 F.2d 538, 543 (Fed. Cir. 1990). In deti@ing whether to award attorneyj
fees, the trial judge may consider “the closenesbatase, the tactics obunsel, the conduct of th
parties, and any other factors that may contrilboita fair allocation of the burdens of litigation
between winner and loserS.C. Johnson & Son, Inc. v. Carter-Wallace, Inc., 781 F.2d 198, 201 (Fe
Cir. 1986).

As explained above, Kilopass asserted infringet claims that were objectively basele
including literal infringement claims that were fiaularly meritless. Kilopass relied on these base
claims to force Sidense to engage in a long and expensive patent litigation. Further, Kilopass
the present action in an unreasonable manner, engaging in conduct that at times amg

gamesmanship. Based on these factors, the Court, exercising its sound discretion, conclud

> The Court notes that its conclusion that the present case is “exceptional” under § 28
based on Sidense’s arguments: (1) that Kilopagsd improperly by asserting patents on techno
that Kilopass never used; and (2) that Sidense Igtbaers as a result of teevsuit. Kilopass has ng
provided the Court with any authority showing thia¢ fact that the patentee does not practice
invention is relevant to the determination of wWieata case is “exceptional” under § 285. Further
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evidence presented by Sidense is insufficient to kstethat it lost any current or potential customgrs

as aresult of Kilopass’s lawsuffee Docket No. 418-3, Wania Decl. 11 2-3. In addition, the Court
not reach any conclusions as to Kilopass’s motives in filing the present action.
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award of attorney’s fees in the present action is appropfiate.

CONCLUSION

For the foregoing reasons, the Court GRANTS wiééat’'s renewed motion for attorney’s fe
Docket No. 417. In addition, th@ourt sets forth the following briefing schedule on the approp
amount of attorney’s fees to be awarded:
1. Sidense must file its opening brief on #ppropriate amount of attorney’s feesAygust 29,

2014
2. Kilopass must file its opposition brief I8eptember 12, 2014
3. Sidense may file a reply brief Beptember 19, 2014
4. The Court will hold a hearing on the appriate amount of attorney’s feesenday, October

17, 2014at9:00 a.m.

IT 1S SO ORDERED.

Dated: August 12, 2014 %W« W

SUSAN ILLSTON
United States District Judge

%1n its opposition, Kilopass argues that the Colooisd decline to award attorney’s fees ba

ES.

riate

sed

on principles of equity. Docket No. 420 at 24. dfiass notes that the Court stated in its prior oyder

denying attorney'’s fees that both sides were “disingenuous and obdurate” in their litigation ¢
Id. Kilopass argues that Sidense, therefore, camithsunclean hands and may not receive an a\
of attorney’s fees under traditional principles of equity.However, the passage cited by Kilopass
in reference to the parties’ conduct with respect to their business tort claims. Docket No. 370 &
statement was unrelated to Sidense’s defensdlopdss’s patent infringement claims. Sideng
cor&du%t with respect to its business tort claims is not a proper basis for the denial of attorng
under 8 285.
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