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This matter was tried to the Court anpigy from April 16, 2012 to April 30, 2012. The
Court, having duly considered the evidence is #ttion, now finds the following with respect t
the issues that were tried to the Court:

l. PROPOSED FINDINGS OF FACT REGARDING OWNERSHIP

1. Sun Microsystems, Inc. (“Sun”) obtamheopyright registrations on the Java
platform and the JDK from the Copyright Q#, including copyrights in J2SE 1.2 Beta 2, 1.2,
1.3, 1.4, 5.0, and 6.0 Platforms, and the “Javaliégiion Programming lierface, Volume 1

Core Packages” book.

TX 475, 450, 451, 452, 453, 454, 455, 460, 461, 462, 463, 464, 476, 509, 51
518, 520, 521, 523, 524, 526, 598, 599, 601, 602, 603, 659 (registration
certificates)

ECF No. 525 (Stipulated Facts 15-16 (J2SE 1.4 and 5.0).)

2. J2SE 1.4 and J2SE 5.0 were both registered as derivative works, and both the

copyright registrations incorpoeaby reference Sun’s copyrighgistrations for prior versions.

TX 3529 (J2SE 5.0);
TX 3530 (J2SE 1.4)
RT 2233:6-2234:20; 2234:20

3. Under the heading “Materials Added tasthVork,” the copyright registration for

J2SE 1.4 lists “New and revised computer cadeé accompanying documentation and manuals.

The registration was accompanied by a hard gaptially redacted excpt of source code for

java.nio and included a CD-ROM entitled Ja¥a2 SDK Standard Edition Documentation 1.4.

TX 3530
Reinhold at RT 2233:6-2234:20.

4. Similarly, under the heading “Materia#glded to this Work,” the copyright
registration for J2SE 5.0 lists “New and redsmmputer code and accompanying documenta

and manuals.” The registration was accompanied by a hard copy excerpt of source code f

J2SE 5.0, and included a CD-ROM containinglimary code and documentation for J2SE 5.0.

TX 3529

Reinhold at RT 2234:20-2238:19
Dare at RT 2257:5-2266:25

TX 1076, 1077, 1078, 1081
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5. The individual code files from which Go@gtopied are all padf the source code

for J2SE version 5.0.

Reinhold at RT 693:1-695:9
TX 623.1-10

6. Sun changed its name to “Oracle America, Inc.” when Oracle Corporation

purchased Sun. Oracle Americdhs plaintiff in this action.
ECF No. 525 at 8 (Stipulated Fact 3)

7. Google has submitted no evidence showirag the registrations cover anything
other than what they purport to claim.

8. Google has submitted no evidence that tigestered code differs from what was
identified at trial.
. PROPOSED FINDINGS OF FACT REGARDING COPYRIGHTABILITY

9. Class libraries in Java are software libranéprewritten code that can be reusec
by software developers in a wide varietyddferent programs. There are over 400 classes
containing prewritten code segments, contained in the 37 accused API packages of the cla

libraries for J2SE Version 5.0.

Reinhold at RT 584:10-585:15
Mitchell at RT 1248:13

10. Java Application Programming Interfaqé8PIs”) are documentation, sometime
referred to as specifications, tltEscribe the many elements that make up the class libraries
the relationships among them.

Reinhold at RT 585:16-586:6

11. The Java API packages describe the streabfithe class libraries, the names of
the elements, and includes English prose thatriteschow every element is expected to work|
The class libraries contain the compiled code.

Reinhold at RT 592:18-23

12. The 37 API packages asserted in this latvare java.awt.fonjava.beans, java.io,

java.lang, java.lang.annotation, java.lang.j@fa.lang.reflect, java.net, java.nio,

java.nio.channels, java.nio.channels.spi, jagechiarset, java.nio.chatsspi, java.security,
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java.security.acl. java.security.cert, java.secuntgrfaces, java.security sp, java.sgl, java.text,
java.util, java.util.jar, java.util.logging, java.uptefs, java.util.regex, java.util.zip, javax.crypto,
javax.crypto.interfaces, javax.crypto.speegpanet, javax.net.ssl, javax.security.auth,
javax.security.auth.callback, javax.security.auth.login,jaeurity.auth.x500,
javax.security.cert, and javax.sql
TX 1072
13. The java.net.ssl APl package is useddi@ating secure transactions over the
internet. The package java.sqgl is used for atngsa wide variety of relational databases.
Reinhold at RT at 6:16:2-24
14.  Android incorporates APIs for the 37 Jgyackages asserted in this lawsuit.
TX 51
15. The Java APIs for the 37 packagessatie include thousas of individual
elements, organized into packages, classegfates, exceptions, constructors, methods, and
fields. The designers of the Java APIs fast packages selected the elements and arrangeg

them into a complex structure, sequence and organization.

Reinhold at RT 589:2-18, 628:22%8, 585:16-586:6, 621:7-622:5, 634:1-25
TX 1028

Mitchell at RT 1238:13-12392, 1248:11-1249-1, 2283:9-20

TX 624 at 23-26

16. There is an intricate relationship oeharchies and dependencies among Java A
elements within and across packages. Thesdastated in part in th Java API package poste

used by developers when programming for J2SE version 5.0.

Mitchell at RT 2283:6-20
Reinhold at RT 586:7-603:6
TX 1028

17.  The intricate structure of the API paclkeagooster reflects onthe high level class

and interface relationships feome of the API packagesversion 5.0, because it would be

impossible to fit a description afl the relationships even on a large poster with extremely sn
print.

Reinhold at RT 599:11-600:3
PLAINTIFF'S PROPOSED FINDING®F FACT AND CONCLUSIONS OF LAW 3
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18. There is a hierarchical relationship amorgssks. Classes can have one or mofe

subclasses, each of which initethe characteristiasf the classes abovwein the hierarchy.

Reinhold at RT 588:5-11
Mitchell at RT 1218:15-19, 1225:10-16

19. There are many other types of relatioips among classes, interfaces, and
packages that include connections within andsgpackages. Interfaces, for example, can bg
used to relate different classes that share cmmcharacteristics thare located in different
packages.

Reinhold at RT 589:138, 590:5-23, 601:22-25

20. Methods can contain parameters that are defined in ods=esl located within,
or outside, the package in which the methodisiéb Methods can also return members of oth
classes.

Reinhold at RT 602:4-603:6
21. Classes and subclasses can be contawtbd the hierarchy of one package but

defined in another.

Reinhold at RT 601:14-21
Mitchell at RT 1221:24-1222:2

22. Interfaces themselves are often arrangiedarchically in a manner similar to
classes.
Mitchell at RT1219:14-23, 1236:19-1237:2
23. The structure, sequence and organizati®@sQ”) of the 37 Java API packages 4
expressed in both their specifications and thelémentations. The specifications describe the
SSO of the Java APl implementations, andused by developers to understand and use the

implementation.

Reinhold at RT 619:16-620:6
Mitchell at RT 12363-1237:8; 1234:9-17
Bornstein at RT 1843:3-1844:1

24. InJava, the SSO is the same for thd #pcifications and the implementations

because both are derived from the same source code. The English language comments a

PLAINTIFF'S PROPOSED FINDING®F FACT AND CONCLUSIONS OF LAW 4

CASE NO. CV 10-03561 WHA
sf-3138210

er

nd



© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

declarations are extracted from the source comhg @stool called javadoc. The source code is|

also compiled into executable byte cddethe implementation by a compiler.

25.

implementations because both are derived from the same source code.

26.

Reinhold at RT 607:2-608:3
Reinhold at RT 613:3-614:10
Mitchell at RT 1228:2-9
Mitchell at RT 1332:14-1333:8
Mitchell at RT 1257:3-13
Mitchell at RT 1236:19-1237:2

Similarly, in Android, the Android spd@tations have the same SSO as the

Lee at RT 1169:8-15
Bornstein at RT 1841:11-15

The source code and documentatiantifie 37 accused Android API packages

have the same selection, structure, sequerterganization described in the documentation gnd

source code for the 37 Java API packages at issue.

27.

span 11,000 pages, filling thraad a quarter banker’s boxes.

28.
Android documentation perform tisame functions as their corpesmding elements in the Java

source code that are descdhr the Java documentation.

Astrachan at RT 2214:22-2215:5 (SSO ofitiethod declarations are the same
Java and Android)

Astrachan at RT 2215:24-2216:2 (methaghsitures are in ghsame location
within the SSO in both Java and Android)]

Reinhold at RT 606:14-16 (tistructure of the Java APIs is “exactly the same” as

the structure of the Java class libraries)

Reinhold at RT 606:18-608:3 (atture of names is same as structure of source

code because the Java Documentation Extractor pulls names from source cqade)

Mitchell at RT 2282:17-24
Mitchell at RT 2286:9-16

The printed copy of the documentation floe 37 Java API packages in suit wou

Reinhold at RT 617:2-15

The individual elements included in tAedroid source code and described in th

Astrachan at RT 2219:7-18 (“| wouldrite source code based on the
specification.”)

Mitchell at RT 1253:16-18 (th&narrative” of the documentian is reflected in the
source code)
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29.

30.
31.

32.

33.

Mitchell at RT 2282:17-2283:2 (“The decla@ts on the left are literally copied
into the code, and that represents notffustnames, but whetkey related as far
as the hierarchy”)

Bornstein at RT 1836:19-1837:2 (Andro&htn looked at Java specifications to
derive information from them to write code)

Designing APIs is an activity that requirgignificantly creativity and skill.
Astrachan at RT 2209:7-8

Mitchell at RT 1238:13-18

Reinhold at 627:21-629:5

Screven at RT 513:14-18ee als0516:24-517:3

Bloch at 751:14-18

TX 624 at 47

No witness testified at trial that APl design is not creative.

“Designing a good API is tough” “[lke any work of craftsmanship.”

Bloch at RT 751:14-1&ee als@B30:18-19; 831:7-12

APls are works of authorship.
Bloch at RT 741:23-742:3, 7433,-743:12-18, 746:9-16; 748:17-22

“In anything except the mo#tvial APl design, there arso many choices to be

made” that an engineer “wouldn’t even know how to start counting them.”

34.“Original, as the term is &sl in copyright, means only that the work was independe

Reinhold at RT 627:21-628:23

created by the author (as opposed to copmu fother works), anthat it possesses at

least some minimal dege of creativity.” Feist Publ'ns, Inc. v. Rural Tel. Serv. Co.

499 U.S. 340, 345(1991). The selection, striigstsequence and organization of the

API packages in suit constitutes original, creative expression. (FOF _- )

35.

Java API design is a task that is aofeessigned to a company’s “most senior

experienced and talented software engineers.”

36.

Ellison at RT 291:11-16

The selection, structure, sequence and orgdéion of the elements of the APIs fa

the 37 packages at issue representsyetoriginal and creative design.

Screven at RT 516:24-517:3 (the APt tbe 37 packages “reflect creative
design”)
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Reinhold at RT 687:25-688:13 (Sun has bdeweloping APIs since 1996; APIs
for the 37 packages have “evolved over time”)
Mitchell at 1243:4-1244:16 {@Ilution of java.ultil)

37. Ittook almost two years for Chief Jagachitect Mark Reinhold, working with
other engineers, to develop the APIs for javaamd its related sub-packages when he was at

Sun.

Reinhold at RT 623:7-624:1; 627:21-629:6

38. The collections framework, which is in taeserted Java API package java.util, i

a set of APIs that developesaid “changed their life.”

Bloch at RT 750:5-21
Bloch at RT 772:25-773:6

39. The collections APIs in other develment environments such as C++ and

Smalltalk are structured very differently.

Mitchell at RT 1240:23-1244:16

40. Third parties have created totally diffatéAPIs for Java that accomplish similar
things to Oracle’s Java APIs

Reinhold at RT 518:419:15; 630:11-631:18
Screven at RT 290:15-291:6

41. The Java API packages have grown dramatically, from the seven API packag
that were included in the firselease, to the 166 packagesluded with version 5.0, to 209
packages included with version 7.0.
Reinhold at RT 631:19-25
42. The complex structure of the Java APIs for the 37 packages at issue and the
associated implementations is mequired in order for the Java ARor their implementations to
operate with the virtuahachine or computer. A primary qpose of the selection structure,

sequence and organization of the APIs is to ntlaém easier for programmers to learn and usg

Reinhold at RT 597:9-17
Reinhold at RT 595:20-596:18
Reinhold at RT 606:14-21
Bloch at RT 741:2-742:3
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TX 624 at 4

43.  Writing Java APIs involves multiple design choices and requires attention to

aesthetic considerationsot just function.

Reinhold at RT 627:21-628:146 many choices to be made | wouldn’t know hag
to start”)

Reinhold at RT 597:9-13 (jawio “could have had many alternative structures.
As we worked on this design, manyfdrent ideas were suggested and
evaluated.”)

Reinhold at RT 628:22-629:6

Bloch at RT 746:9-16

TX 624

Reinhold at RT 68:21-629:6

44. The “aesthetics of an API design are pdrthis noble and rewarding craft” of
designing a Java API.
Bloch RT at 752:5-11
45.  When designing an API, the engineer nmegtsider not only the functionality tha
is required by the potentiallyrige number of users, but alsécamplex web of classes [to] lay

out and design” and “the implicatiaj[for the underlying implementation.”

Screven at RT 513:21-514:1ske als®15:14-23 (need to understand what is
required to implement, otherwise the AR&y be unimplementable, very slow, o
cumbersome to build)

46. Oracle and Sun had many choices for whatneints to include in the 37 Java AF

packages and how to structure them. It was rptired to structure them ey particular way.

Reinhold at RT 630:11-631-X8ifferent structures for logging packages)
Mitchell at RT 1240:23-1244:16 ifterent structures focollections and java.util)

47.  The structure, sequence and organtratf the Java API packages is not

commonplace, and was not an indispensabstamdard way of expressing any idea.

Reinhold at RT 630:11-631:18
Mitchell at RT 124@®3-1242:25, 1243:6-1244:16

48.  Functionality did not dictatthe organization of the ARlackages in suit. If
function were the only concern, all thfe classes could have been pthm a one large package.

Reinhold at RT 619:13-23

PLAINTIFF'S PROPOSED FINDING®F FACT AND CONCLUSIONS OF LAW 8

W

t

1

CASE NO. CV 10-03561 WHA
sf-3138210



© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

49. The choice of names is significantdathe Java API designers thoughtfully

selected thousands of names for agtsthpurposes and consistency.

Reinhold at RT 628:2-21

TX 624 (Bloch presentation) at(7TCode should read like prose.”)
Bloch at RT 746:20-748:13

Mitchell at RT 1248:14-20

50. The Java API packages are distinctirthe Java programming language. The
programming language is described in the Javeyuage Specification (“*JLS”). Only about 6Q
classes are required by the programming languagk,except Object, none are specified in

detail in the JLS.

TX 1062 at 1-2

Reinhold at RT 676:14-678:13
Reinhold at RT 684:16-685:2
Astrachan at RT 2196:1-4

TX 984

51. Google did not need to copy Oracle’s JARiIs for these 3packages to make
use of the Java programming language. Google designed many of its own API packages fi

Android and could have d@gned its own APIs for these packages as well.

Mitchell at RT 2288:6-12
Astrachan at RT 2212:25-2213:19, 2220:1-7
Reinhold at RT 518:419:15; 630:11-631:18

52.  Android is not compatible with Jav&oogle “supersetted” and “subsetted” the
Java APIs—adding in its own APIs for other packates are not includeith Java and failing to

include APIs for other packages that are preseddva. As a result, many applications written

for Java will not run on Android, and many applions written for Android will not run on Java,.

Mitchell at RT 133116-1332:2, 2287:23-2288:5
Morrill at RT 1007:6-11
TX 383 at 8

53. Oracle and Sun did not dedicate the ABlthe public domain. They consistently
included copyright notices on tldava API specifications. Thesepyright notices were includeq

in the books that published eaxlgrsions of the specifications and are prominently featured o
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the website that contains ther@opyright notices are also imcled in the source code for the

class libraries.

54,
license is a specification license that allowsifalependent implementations of the APIs, but

only if the specification megftcertain requirements.

55.

specifications on the same paggethe copyright notice.

56.

web pages that describe the API specifications.

57.
corresponding design, including teeucture, sequence and organization, of the 37 Java AP

packages set forth in the Ja&RIl documentation and source code.

TX 610.1 at 1 (Specification license)

TX 610.2 (Java APl web documentation with copyright notice)
TX 980 at 6 (The Java Pragnming Interface Volume )

TX 981 at 6 (The Java Pragnming Interface Voume 1)

TX 18 at 1, 3/24/2006 email fromndy Rubin to Greg Stein

TX 623 at lines 151-152 (Java Source Code)

Reinhold at RT 695:11-697:19

Sun, and now Oracle, only make the APlaiable through licenses. One type ¢

Ellison at RT 293:16-295:6
Kurian at RT 370:6-381:25
TX 610.1

Cizek at RT 1071:4-17

TX 1026

The specification license was includediie books that published the API

TX 980 at 6
TX 981 at 6

A link to the specification license is inled next to the copight notices on the

Lee at RT 982:22-983:12
Reinhold at RT 671:9-25
Reinhold at RT 697:2-10
TX 610.2 (Java web documentation)

Google deliberately chose to base 3feaccused packages in Android on the

TX 30

Bornstein at RT 18279-1828:14; 1836:19-1837:7
Lee at RT 981:7-21; 984:25-985:18; 1174:2-16
Astrachan at RT 2214:22-2215:5; 2215:24-2216:2
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[I. PROPOSED FINDINGS OF FACT REGARDING GOOGLE'’S EQUITABLE
DEFENSES

A. Google’'s Knowledge Of Sun Intellectual Property

58. Sun posted a notice of copyright on itsalapecifications both online and in

books.

TX 984

TX 2564
TX610.1
TX 610.2

59. Google executives and engineerpmssible for Android knew that Sun
copyrighted, among other things, the method signattine specifications for the APIs, and the

code.

Swetland at RT 951:8-953:9 (Sun clash@opyright on method signatures)

TX 149 (5/31/2006: “Whatever happenedheir ‘we own copyright on the
method signatures’ bullshit argument?”)

Bloch at RT 756:9-18 (Bloch was awawgile at Sun, that Sun regularly and
routinely attached copyright noticesboth code and documentation)

Lee at RT 983:4-15 (Lee copied despiéeing copyright notices on the Java AP
specifications when he consulted them)

60. The head of Android, Andy Rubin, knew that Sun copyrighted the Java APIs:
wrote that “java.lang apis are copyrighted” dhdt “[S]un gets to say who they license the

[TCK] to.”

TX 18 at 1 (java.langpis are copyrighted)
Rubin at RT 1356:6-19

61. Andy Rubin believed that APIs are not copyrightable, and admitted that his bg

was based on “folklore.”

Rubin at RT 1746:13-1747:8 (folklore)

62. Andy Rubin and other Android team meenb knew Sun’s license requirements
from their prior work at Danger, Inc. Dangeeated an implementation of the Java specificati
using no Sun source code. Danger complied withisSrequirement to take a Java license and

conform to the Java standard.
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Swetland at RT 948:24-950:15 (Swetland hadctontact with Sun source code,
but Danger took a license and achieved compatibility)

Swetland at RT 952:22-953:9 (“| knew thatone time [Sun claimed that the
method signatures were copyrigtlf while | was at Danger”)

Swetland at RT 953:19-954:7 (identifig Danger employees at Android)
Rubin at RT 1587:10-1588:2 (Dangepk license and had clean room
implementation)

TX 1026 (Sun-Danger license)

Cizek at RT 1054:21-1059:14, 1062:16-1084:1071:4-17 (Rubin had been told
about Sun’s requirements about alldamplementations and that Danger
eventually entered into a license)

TX 610.1 (J2SE 5.0 Specification License)

63. Andy Rubin in particular had been imfoed of Sun’s licensing requirements

multiple times by Sun employees, through higatations both at Danger and at Google.

TX 565 at 2 (8/2/07: Gupta: “Andy canrgdy he was not aware of the licensing
requirements - as he had to go thru #ti®anger - and we discussed this during
Project Android Phase, and then durihg Sun/Google collaboration attempt as
well.”)

64. In 2005 and 2006, Sun and Google negadidbe a license that would have

permitted Google to use Sun tectow, including the APIs in suit.

TX 1 at 9 (7/26/2005: “Must take license from Sun”)

TX 3 at 3 (7/29/2005: Google needs “a TCK license”)

TX 7 at 1 (10/11/2005: “My proposa that we take a license”)

TX 12 at 1 (12/20/2005: “Either a) we’ll gaer with Sun as contemplated in our
recent discussions or b) we’ll take a license”)

TX 17 at 1 (2/10/2006critical license”)

65. Google knew that it needed a licensereif it did not partner with Sun and

developed a “clean room” implementatiinstead, i.e. without Sun code.

TX 1 (7/26/2005: “Developing a clean-room implementation of a JVM . . . Mu
take license from Sun.”)
TX 12 (12/20/2005: Rubin: “Myeasoning is that either a) we’ll partner with Su
as contemplated in our recent dissioss or b) we’ll take a license.”)
TX 10 (8/6/2010: Long after ‘clean roormbmpleted, “We conclude that we nee
to negotiate a license for Java”)
TX 610.1 (specification license; alable on all specifications)
66. The evidence shows that all other companies that developed an independent
implementation of the Jawachnology took a license.
Ellison at RT 293:8-294:21
PLAINTIFF'S PROPOSED FINDING®F FACT AND CONCLUSIONS OF LAW 12
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67.

68.

and informed Google of the requirement of folah and AP compatibility in its licenses.

69.

worked actively to prevent fragmentation.

Kurian at RT 385:20-386:8
In 2005, Google and Sun specifically negted for a license to Sun’s APIs.

TX 2 at 1 (7/26/2005: “sergey: Applicatialelivery part of API8 (Yes, but actual
delivery is a negotiation)”)

Page at RT 500:23-501:2 (“And in that conaien that you partipated in and is
memorialized in this e-mail that y@ot a copy of in 2005, what Sergey was
talking about was a negotiationth Sun about APIs. Thatdear; isn't it, sir? A.
Yeah.”)

In 2005 and 2006, Sun expressed concbauathe potential fiofragmentation

TX 9 (10/13/2005: “Alan presumably wantsshtoth for tactical reasons (preser

e

TCK and implementation revenue, defend franchise against fragmentation which

is his main threat for long-term erosion” “He just needs to be compensated far

collateral short-term revendess and get comfortableatthis won'’t allow Google
or anyone else to run away with the platform”)

TX 125 at 1 (10/26/05 Lindholm: “If we dornshow strong efforts toward avoidin
fragmentation we are also going tovreanuch more trouble from Sun”)

TX 612 at 2 (11/21/2005: “Had a quick calith Andy Rubin .. . there are three
key pillars we care about: 1) Compatityil- we want to be sure we are
minimizing fragmentation)

TX 7 at 1 (10/11/2005: “My proposal is thae take a license . . . We’'ll pay Sun
for the license and the TCK. Before we release our product to the open sour

«Q

ce

community we’ll make sure the JVM passes all TCK certification tests so thatwe

don’t create fragmentation.”)

TX 213 (4/5/2006: Lindholm comments orafirlicense agreement, and states,
“The fact that the definition of Comnmal Stack includes the words ‘subsetted
and/or supersetted’ is significant in thlaeése are special words for Sun, some o
the key things that they have histaily resisted going open to prevent.”)

Google knew that compatibility was areqgroposition of Java and that Sun

X7
TX9
TX 125
TX 612
TX 1048
Page at RT 471:6-18
Ellison at RT 296:2-4
Kurian at RT 381:15-25
70. Google knew that “Java had vditfle fragmentation.”
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TX 21

71. Google hired numerous former Sumeeers, including Tim Lindholm, who

represented to Andy Rubin in 2005 that he shbel@ “project advisor” for Android because he

was familiar with the “legal ecosystem.”

TX 321 (8/9/2005: Lindholm to Rubin: “I thk my main value would be as J2ME

runtime generalist and interpreter oé thngineering/business/legal ecosystem.”
TX 1 (7/26/2005: “Google/Android, witeupport from Tim Lindholm, negotiates
the first OSS J2ME JVM license with Sun”)

72. Additionally, Google executives and engers responsible for Android knew
about the requirements of Susigecification license, because Google was a member of the J

and participated dectly in Sun’s dspute with Apache.

Lee at RT 1186:2-16 (Apache never gokfise, never accepted FOU restriction
Rubin at RT 1689:19-25 (knew Apacheldit have a license from Sun)

Schmidt at RT 1541:3-7 (no right toauSun IP as result of Apache license)

TX 273 at 1 (Rubin to Bornstein: Aphe forbidden from ME versions)

TX 405 at 1 (Lee to Schmidt: Harmony &ter under the bridge” for Android)
TX 1051 at 1 (Rubin agreeing to sitgtter to Sun regarding Harmony)

TX 2347 (Letter to Schwartz regardift@rmony signed by Google representativ
Deemed Admission at RT 978:16-979:D@F prevents TCK from being run on
mobile devices)

73.  Google knew that Apache Harmony could betused in mobile devices because

Android’s Core Library Lead, Mr. Le#old Mr. Schmidt that Sun prevented

“Apache Harmony from independently inephenting Java SE (Harmony can’t put
those restrictions on their own users atill Apache license the code) not to
mention Android (though that's watender the bridge dhis point).”

TX 405
Lee at RT 986:5-987:19 (describing TX 405)

74.  Google also knew that Sun permitted opearce projects only for “non-mobile
areas — areas where they dontdéa well defined revenue streaApache is an example.”
X7
75.  Apache had no license from Sun that watklow it to distribute the Java APIs

commercially under the Apache license.
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Kurian at RT 393:23-3218; 396:3-9; 399:10-33
Screven at RT 523:25-525:3; 527:18-20

76.  On April 10, 2007, Apache posted on its wigba letter to Sun and acknowledged

on its website that Apache needed a TCK “to demonstrate compatibility with the Java SE

5specification, as required by Sun sfieation license for Java SE 5.”

TX 917 atl
77. Ina“FAQ” accompanying the letter to SuApache publicly stated that users of

Apache Harmony “wouldn’t be assured that thegt &thnecessary IP righ from the spec’s
contributors.” On December 9, 2010, Apache againigyldtated “that Java specifications are|

proprietary technology that must be licensaéedatly from the spec lead.”

TX 1045 at 2 (Apache statement resigning from JCP)
TX 1047 at 6 (Apache open letter FAQ)
Lee at RT 1207:9-1209:20 (admitting hevs@pache resignation at the time)

Apache therefore itself recognizétht the code it devgb@d was not authorized t
be used commercially wibut a license from Sun.

78. The evidence shows that no other companies use Apache Harmony in comm

devices other than Google.

Kurian at RT 401:25-403:11
Screven at RT 530:11-24
Rubin at RT 1761:25-1762:6

79. Google nonetheless used Harmony code in Android.

Bornstein 1837:21-1838 (“an awful lot stuff came from Apache Harmony”)

80. According to Google’s Executive Chairminic Schmidt, Google does not assef

that it has any rights to use a8yn intellectual property as thesudt of the Apache license.

Schmidt at RT 1541:3-25

81. Eric Schmidt, then CEO of Google, “would have assumed” the TCK “was one

the licensing requirements” of a Ssipecification license for Java APIs.

Schmidt at RT 1559:5-11
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82.

Sun’s and then Oracle’s copyrights.

B.

83.

specification, even if those implemetibas did not bear the Java brand.

84.

commercial products and require them to takeesmse and make the implementation compatil

85.

discussions with Google regardidgva licensing for Android.

Google conducted no dependabivestigation into whether it was infringing

Swetland at RT 952:22-953:18 (did no istigation if method signatures still
copyrighted)

Schmidt at RT 1463:9-13 (no investiga about using Harmony for mobile)
Page at RT 466:3-6 (Page never askegbne to investigate whether Google’s
engineers had copied)

Lee at RT 1209:21-1210:14 (Lee did not retythe advice of legal counsel in
determining the legal permissibility of reimplimenting APIS)

Sun’s Actions

It was not Sun’s practice to permit imopatible implementations of the Java

TX 610.1 (J2SE 5.0 Specification License)

McNealy at RT 2055:22—-2056:4 (“Was thazver a time, when you were
chairman of Sun, when it was Sun’dipg or practice to permit someone to
incompatibly implement API specificatiors long as they did not call it Java?
A. Uhm, our API licenses were all abamampatibility for Java. So in the Java
space | — | don’t recall that that waseewa — a strategy that we pursued nor
allowed in the marketplace.”)

Cizek at RT 1071:4-7 (Sun’s practice wasequire compatibility and commercia
use licenses)

Gupta at RT 2306:6-2307:14 (“QUESTIOM licensee was required to pass the

TCK, even if they didn’t want to ugke Java brand; ibat right? ANSWER:
Yes.”)

Sun would contact companies that hadaséel incompatible implementations in

Cizek at RT 1054:21-1059:14
Cizek at RT 1071:4-17
TX 1026 (Sun-Danger license)

From 2005 up through the time of tfi&un and now Oracle had ongoing

TX 565

TX 1002

Cizek at RT 1071:23-1073:18

TX 1029 (Buchholz email reporting convati®n with Cizek, Lindholm responds
McNealy at RT 2065:14-2066:14 (onggidiscussions with Google)

TX 1074 (2010 Eustace email to Catz)

Catz at RT 2313:23-2314(%/2010: Oracle told Andrdithey needed a license)
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Rizvi at RT 1941:20-1942:12 (3 mtgs wRubin re: license for Java in Android)

86. In fact, the Sun-Google net@tions never broke off.

Page at RT 492:18-22 (“But | also say Ifmat sure they’ve ever broken off.
Continue to have disissions to this day.”)

87. In 2007, before Google announced Andr&@dn repeatedly tried to engage

Google in discussions on Java licensing for Android.

TX 538 (emails from Gupta to Rubin)
TX 565 at 3

88. By 2007, Sun had released its technology uladgarticular open source license,
the GNU General Public License (GPL), a “giveldorce back” license that requires users to

open source certain portionstbkir own code if theysed the GPL-licensed code.

Schwartz at RT 2021:16-23 (GPLas'give and force back” license)
EllisonatRT 292:2-293:4

89. The GPL is not a business-friendly lisen and most companies accordingly will

not take the GPL license to use the open-salveesion of the Java APIs, called OpenJDK.

Kurian at RT 387:13-388:3
Screven at RT 531:3-20

90. The GPL did not suit Google’s businesede for Android, and Android did not

use GPL-licensed open source code.

TX 230
TX 154
Rubin at RT 1754:9-21

91. Before Google announced Android, Sud dot know what Google would do with
Android, or whether Google would require a commercial Javadecér Android, or whether it

would use GPL code.

TX 565 at 3 (describing Google’s tigns and Sun’s strategy around each)
Schwartz at RT 2023:2-9 (“prior to thhelease of Android, we were presuming
they were going to be using GPL code”)
92.  On November 5, 2007, when Sun’s @Eesponded to the announcement of
Android in a blog post, Googlead not yet released the Apndi Software Development Kit

(“SDK”), and Sun therefore did not knawe facts regarding Google’s infringement.
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93.
Google identified the APIs to hesed in Andoid publicly.

94.

certify Android as compliant wh the Java specification.

95.
Green, Executive Vice President of Softwaté&un, publicly expressed concern regarding

Android and the incompatible setAPIs. He is quoted as stating:

96.

internally that “[t]his is a very touchy subject.”

Morrill at RT 1041:14-16 (* Q. But on November 5, 2007 Google had not released

the Android SDK, had it? A. Thattorrect. The SDK was released a week
later.”)

Google released the SDK on November 12, 2007. This was the first time that

Morrill at RT 1041:14-16 (“a week later” after November 5)

Schmidt at RT 1546:14-16 (“roughly corretttiat you'd have to have the SDK to
know the APIs were in Android)

Rubin at RT 1702:22-1704:9 (eight dafter Android announced, SDK released,;
APIs were in the SDK)

As of November 12, 2007, Sun’s CEO undevdtthat Google might still agree tg

TX 1055
On November 15, 2007, three days afteo@e released the Android SDK, Rich

“Anything that creates a more diversr fractured platform is not
in (developers’) best interests.”

“The feedback from developeis ‘Help us fix this.”

“We're really interested in wiking with Google to make sure
developers don’'t end up with factured environment. We're
reaching out to Google and assumihgy’ll be reaching out to us

to ensure these platforms and APIs will be compatible so
deployment on a wide variety of platforms will be possible.”

TX 1048 (“Sun concerned Googledmdroid will fracture Java”)
Rubin at RT 1725:23-1726:10 (acknowledgartjcle; acknowledging that he sav
it at the time of Android’s release)

=~

When asked to comment on Mr. Greenbmments, Rubin responded to Google

TX 180
Rubin at RT 1725:23-1726:10
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97. On May 23, 2008, Google Android erogkes received, circulated, and

commented on an article that reported on Saohtinuing concern garding Android:

“Sun Microsystems has expressed contleah Google’s development of Dalvik
could fragment the Java world so tdawa software for running Android
applications wouldn’t work on othdava phones and vice-versa.”

TX 245

98. In September and October 2008, prior woGle's release of the Android platforn

Sun engaged in another round of discussions with Google.

TX 1002 (November 24, 2008 email from Ralm which he wrote that Sun had
asked Google “to certify Adroid through the Java process and become license
of Java”)

99. In April 2009, Sun communicated to Goedhat Google needed a license for

Android, and that Google needed to make Android compatible.

Cizek at RT 1071:23-1073:18 (conversatiaith Martin Buchholz at Google)
TX 1029

100. Oracle has continued txgress concern regarding Google’s use of Oracle’s

intellectual property in Android.

Kurian at RT 391:15-395:1

Rizvi at RT 1942:20-1943:1

Ellison at RT 304:23-305:8

Catz at RT 2309:15-2310:11

TX 2237 (Form CO, submitted to the EU, that notes that “Harmony project
(financed by IBM, IntelMicrosoft, Google, and othg) and Google’s Android OS
are examples of Java’s fracturing.”)

101. Sun’s words and actions in response to the Android announcement in Novenmn
2007 were neither intended to be, nor reasonailjddoe understood to ban endorsement of a

Android that used only some of the Java SE AdPid that failed to comply with Sun’s licenses.

Schwartz at RT 1991:9-14
McNealy at RT 2059:2-2060:13 (Suraptice to require compatibility)

102. From 2006 to the present, Sun’s actionsontinuing a strategy of negotiation,

rather than litigation, were reasot@abnd consistent with its histoal interactions with Google.

See cites for 63, 66, and 84 above.
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103. Sun did not intend to relinquish any rigiwith regard to its copyrights or

Android.

TX 563 (3/8/2007: “The Google thing isaley a pain. They are immune to
copyright laws, good citizenship, they don’t share.”)

TX 565 (9/19/2007: “It will end up in discussion around compatibility and
licensing around Java”)

TX 2371 (11/6/2007: “As for how thegvoid these licenses, | don’t know”)

TX 1056 (3/26/2008: “take Java for Anddewithout attribution or contribution...
scroogle”)

TX 2070 (10/23/2008: ®/patents hammer”)

TX 2362 (4/20/2009 “battles” with Android)

McNealy at RT 2065:14-2066:14 (onggidiscussions with Google)

104. No credible evidence showlsat Sun ever communicated to Google, expressly
implicitly, that Sun was giving up any rightsdesert legal claims against Google based on
Google’s use of the asserted Java APIs for Android.

105. No credible evidence shows that Suteided or expected that Google would
interpret Sun’s statements amduct — including Sun’s repeateffioets to negotiate with Google
to take a Java license for Android — tean that Google did not need such a license.

106. Sun never unequivocally or intentionallyinguished any known right to assert it
copyrights in the Java APIs against Google.

107. Sun’s words and conduct were consistent withnt to enforce its rights to the
intellectual property at issue.

108. The credible evidence cited above, as w&elBun’s financial difficulties in 2007 t

2009 explain any period of Sun’s delay in filing suit against Google.

Schwartz at RT 2033:12-24 (Sun was strugglilue to the financial crisis before
Schwartz resigned)

McNealy at RT 2048:9-14 (Sun was struggliduring the last years that McNeal
was chairman of the company)

C. Reliance

109. Android was a “critical asset” for@dgle that is “hugely profitable.”

TX 431
TX 1091 (RT 2226:20-23 (Agarwal Dep.)
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110. In 2005, Google was concerned about trengng number of individuals using
mobile phones to search the intetrand its ability to attraciha retain those users. Android
would give Google more control of the useperience and built-in Google applications on

mobile phones.

TX 3215
X1
TX 10

111. The vast majority of Google’s revenuetlaat time and today comes from search
revenue. A primary reason to have Androith&t people will do more searches and Google
would get more money as a result.

Schmidt at RT 1458:12-16
112. In 2005, 2006, and 2007 Google was under tremendous time pressure to bea

others, such as Microsoffymbian and Apple, into éhsmartphone market.

TX 6
Schmidt at RT 1-11
Bornstein at RT 1844:15 -1847:1

113. Google knew that the time to market was crucial and using Java dramatically

accelerated their schedule, witlhet alternatives being suboptimal.

TX 15

TX7

Page at RT 490:1-7
Schmidt at RT 1462:2-13

114. In 2005 and 2006, Google stated in intemrakils and presentations that Google

needed a license from Sun for Android.

TX 1 (7/26/2005: “Mustake license from Sun”)

TX 3 (7/29/2005: “Goo@ needs a TCK license”)

TX 7 (7/15/2005: “My proposal is that iake a license.”; License would require
passing TCK to go commercial”)

115. However, Google did not want the obligas that the GPL and specifications
license imposed. The GPL terms required Goodileensees to contribute back any additions

Google’s code. The specification license requedgle to create a comgale version of Java.
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116.

117.
executives and engineers acknowlkedignternally that launchingm&roid without a license, as a

incompatible implementation, would place Gaogl an adversarial stance against Sun.

118.

119.

Schwartz’s blog post on November 5, 2007.

120.

the announcement of Android.

Schmidt at RT 2021:16-23
TX 610.1
See also cites in 89 above.

Google announced Android on November 5, 2007.

Schmidt at RT 1546:5-7.

Prior to Google’s public announcemeritAndroid in November 2007, Android

TX 7 at 2 (10/11/2005: “Do Java anywagd defend our decision, perhaps mak
enemies along the way”)

TX 125 at 1 (10/26/05: Lindholm: “If wdon’t show strong efforts toward
avoiding fragmentation we @also going to have much more trouble from Sun’
TX 12 (12/20/2005: Rubin: “Myeasoning is that either a) we’ll partner with Su
as contemplated in our recent discussimmig) we’ll take a license. | think a

clean-room implementation is unlikelg&ause of the teams prior knowledge, and

it would be uncharacteristically aggressofaus to position ourselves against the
industry.”)

TX 22 at 12 (4/21/2006: “What if weéon’t do this deal?” ... “Adversarial
Approach” or “Takea lesser license”)

TX 207 (5/11/2007: “They won't be pbay when we release our stuff”)
TX 565 at 3. (8/2/2007: Gupta: have semtails to Andy re: need for Java
licensing)

Android was not and is not compatible with Java.

Mitchell at RT 1331:16-20 (Googls Android is not really compatible with Java
because they supersetted and subsetted APIs)

TX 383 at 8 (11/6/2007: “Is Adroid Java compatible? No.”)

Morrill at RT 1010:4-7 (“Now, [A]ndrad does not support Java applications,

correct? A. That is correct). And so Android is not ¥a compatible, correct? A.

That's correct.”)
Google decided to use the APIs \indr@006 to early 2007—before Jonathan

Bornstein at RT 1850:4-1851:2

Android head Andy Rubin only “vaguely” remembers any comments by Sun &

Rubin at RT 1446:23-1447:8
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121. No credible testimony shows that befdNovember 5, 2007, Google relied on ar
statement by Sun in making any decision reigarthe technology toclude in Android.
122. After November 2007, Google knew Sun had expressed concern regarding

Android, and in particular @gle’s use of a subset of the Java APIs for Android.

Rubin at RT 1725:21-1726:10 (discussipress article on November 15, 2007,
after the SDK was announced: “Sun cemed Android will fracture Java”)
TX 180 (11/15/2007: re: article, Ssnconcerns are a “touchy subject”)

123. Shortly before releasintpe Android SDK and afterards, Google attempted to

hide its infringement by removing the word “Jawahich it called the “jword,” from Android.

TX 26 at 1 (11/17/2007 “Sab out a few more J's)
TX 104 (5/12/08 Remove j word from everywhere)
TX 233 at 1 (8/5/2009 “How aggressive do we scrub the J word?”)

124. In November 2007, Google took stepdimait public discussions regarding

Android to certain authorized individls and avoid references to Java.

TX 382
TX 165
TX 217

125. In January 2008, Google made public préstons that included a graphic that
described the Android core libras as “Core Java librariesGoogle later changed this graphic

to delete the word “Java.”

TX 34
TX43.1

126. In March 2008, Google took steps to pavits employees from demonstrating

Android to any Sun employees or lawyers.

TX 29 at 1 (3/24/08: don’t demonstrdateany sun employees or lawyers)
127. On May 23, 2008, Google Android erogkes received, circulated, and

commented on an article that reported on Soafginuing concern regardy Android. That

article stated:
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“Sun Microsystems has expressed contleah Google’s development of Dalvik
could fragment the Java world so tdawa software for running Android
applications wouldn’t work on othdava phones and vice-versa.”

TX 245

Morrill at RT 1043:1-10 (saw that othemnad reported that Sun had concerns; ha
no conversations with Sun at all)

128. In May 2008, Google employee Bob Lieéormed Google CEO Eric Schmidt
about the dispute regarding Sun licensingApache’s Harmony projechut wrote that was

“water under the bridge” for Android.

TX 405
129. In September through November 2008, Google engaged in additional negotia

with Sun regarding Android, and that discossincluded the possibility of buying Java from

Sun.

TX 203
TX 183
TX 1002

130. InJanuary and February 2009, Google abered the possibility of buying Java

from Sun, including Sun’s Java copyrightspart because it would prevent lawsuits.

Schmidt at RT 1559:20-23; 1560:10-12
TX 406 (1/29/09 buying full rights — sahall of these lawsuits we're facing)
TX 326 (2/20/2009: Lindholm has a good Isatsi answer questions about buying
Java, but “would rather do it in person than in email”)
131. In April 2009, Google sought to avoid dissims with Sun antb instead see if

Sun would sue Google before engaging in further discussions.
TX 1029 (4/29/2009: “we really don’t want tieadvertently stir anything up for

Android”. . . “we should step away, andly respond further if Sun chases after
us”)

132. As late as August 2010, despite its claims that it had used only Sun’s API

specifications, Google internalgcknowledged that it needed a Java license for Android.

TX 10 at 1 (8/6/10 “we need tmegotiate a license for Java”)
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133. After November 2007, Google continueddiscuss a license with Sun, and

negotiations continued up to and bay the date this lawsuit was filed.

Page at RT 492:18-22 (continuehave discussions to this day)

Catz at RT 2313:23-2314:7 (6/2010 t@&aogle it needed a license for
Android)

Rizvi at RT 1941:20-1942:12 (3 mtgstiwRubin re: license for Java in
Android)

TX 1002 at 1. (11/24/08 certify Andibthrough Java process & become
licensee)

See also cites for 84 above.

134. In all of its licensing discussions witlu® and with Oracle, Ggle never asserted
that it had believed that Sun happroved of its use of JavaAmdroid, or that it had relied on

any such belief.

Catz at RT 2315:22-2316:14
Rizvi at RT 1941:20-1943:1

135. Itis unreasonable to treabdog post as if it is a license.

136. No credible evidence shows that Gaogtlied on any statements by Sun in
continuing to use Java in Android.

137. No credible testimony shows that Goobkdieved that Sun or Oracle did not
intend to enforce any intellectual profyerights in connection with Android.

138. No credible evidence shathat, but for any statement or conduct by Sun or
Oracle, Google would have done anythdifjerently in connection with Android.

139. No documents and no testimony in the rdcguggest that gone at Google relied
on Sun’s actions toward GNU Classpath in creating or distributing Android.

140. No documents and no testimony in the rdcguggest that gone at Google relied
on Sun’s actions toward Apachedreating or distributing Android.

141. Google did not change its position withspect to Android as a result of any ac
or statement by Sun or Oracle; rather, Googhldimes continued ith the same strategy.

V. PROPOSED CONCLUSIONS OF LAW
A. OWNERSHIP
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142. The Certificate of registration constitutgsima facie evidence of the validity of
the copyrights and of the facts statedha certificate.” 17 U.S.C. 8§ 410(c).

143. Google “has the burden of rebutting the faetsforth in the copyght certificate.”
United Fabrics Int’l, Inc. v. C&J Wear, Inc630 F.3d 1255, 1257 (9th Cir. 2011). Google failg
to meet that burden.

144. Under 37 C.F.R. 202.3(b)(4)(1)(A), “when a single published unit contains
multiple elements ‘that are otherwise recognizalslself-contained works,’ the unit is consider
a single workor the limited purpose of registratipwhile its elements may be recognized as
separate works for other purposeECF No. 433 at 6.)See Tattoo Art, Inc. v. TAT Int'l, LL.C
794 F. Supp. 2d 634, 651 (E.D. Va. 2011) (interpreting 202.3(b)(4)(i)(A).).

145. Oracle owns the copyrights the documentation, source code and compiled cd
of the 37 API packages and the 11 source codediléssue, including tilve structure, sequence
and organization of the 37 API packages. (FOF 1-8.)

B. COPYRIGHTABILITY

146. Copyright protection subgssin literary works. 17 U.S.C. § 102(a)(1).
The English language Java API documentatianisriginal, literary work and is thus
copyrightable under section 102(a).

147. *“Original, as the term is used @opyright, means only that the work was
independently created by the author (as opptsedpied from other works), and that it
possesses at least some mididegree of creativity.”Feist Publ'ns, Inc. v. Rural Tel. Serv. Co
499 U.S. 340, 345(1991). The selection, strg;tesequence and organization of the 37 API
packages in suit consttes original, creative expssion. (FOF 29-39, 42-43, 48.)

148. Google has admitted that The Java APIs as a whole meet the low thre
for originality required by the Constitution.’'S€eECF No. 938 at 1.)

149. “[Clopyright protection etends not only to thditeral’ elements of
computer software — the souraedeobject code — but also &gprogram’s nonliteral elements,
including its structure, sequence, organaatiuser interface, screen displays and menu

structures.”Merch. Transaction Sys., Inc. v. Nelcela, Ji2009 U.S. Dist. LEXIS 25663, at *29
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(D. Ariz. Mar. 17, 2009) (citation omitted). Tlk&ucture, sequencen@organization of the 37
API packages in suit is copyrightable subject matter.

150. “Whether the nonliteral componentsafprogram, including the structure,
sequence and organization and user interfacgratected depends on whet, on the particular
facts of each case, the component in questiolifiggaas the expression of an idea, or an idea
itself.” Johnson Controls, Inc. v. Phoenix Control Sys., 886 F.2d 1173, 1175 (9th Cir. 1989

151. The structure, sequence, and organiratif the 37 API packages in suit i
the detailed expression of an idea, not an iedf. (FOF 29-39, 42-43, 46, 48.) The idea for «
API package may be to have a library of préten computer code relevant to the area of
programming to which the package relates. é&s@mple, the idea for java.net.ssl is to have a
library of pre-written code relating to securetwork transactions. (FOF 13.) The selection,
structure, sequence and organization of the ousthfields, classes and other elements in the

java.net.ssl package, and the relationships artisg elements is thagression of that idea.

152. The detailed, creative expression o #P| packages is not a method of
operation or system or othese barred by section 102(bJohnson Controls886 F.2d at 1175.
See also Mitel, Inc. v. Igtel, Ind24 F.3d 1366, 1370 (“We conclude that although an elemer
a work may be characterized as a methaoopefation, that element maevertheless contain
expression that is eligibker copyright protection.”)Toro Co. v. R&R Prods. Cor87 F.2d
1208, 1211-12 (8th Cir. 1986) (section 102(b) didlaat copyright protection for parts number
system: question is whether particubapression is copyrightable); INemmer on Copyright
§ 2.03[D].

153. “Under the merger doctrine, courtdl not protect a copyrighted work
from infringement if the idea underlying the coigihted work can be expressed in only one wa
lest there be a monopobn the underlying idea.Satava v. Lowry323 F.3d 805, 812 n.5 (9th
Cir. 2003). The structure, sequenand organization of the 3AdaAPI packages in suit have
not merged with the underlying ideas becausesther multiple ways to express an API with th

same or similar functionality. (FOF 33, 38, 39, 45-47.)
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154. *“Under the scenes a faire doctrine, when certain commonplace expressions

are indispensable and naturally associated with the treatment of adgaethose expressions

are treated like ideas and therefoot protected by copyright3wirsky v. Carey376 F.3d 841,

850 (9th Cir. 2004). The SSO of the 37 Java ARlk@ages in suit are not scenes a faire becauyse

these elements are not commonplace, nor arendespensable or standard to expressing any
idea. (FOF 46.)

155. The SSO of the 37 API packages is not dictated by function since very
little structure is required for the code to openatitr the virtual machine and computer. (FOF
47.)

156. Google was not required to copy tBie API packages for compatibility
with the Java programming language. (FOF50t51.) Google could have designed its own
APIs, and did in other areas for Android. (FOF 50.)

157. *“Words and short phrases such as names, titles, and slogans” are “not
subject to copyright.” 37 C.F.R. 8 202.1(&)A] combination of unprotectable elements is
eligible for copyright proteabin only if those elements are neraus enough and their selection
and arrangement original enough that their doatiibn constitutes an original work of
authorship.” Satava v. Lowry323 F.3d 805, 811 (9th Cir. 2003p this case, the original
combination of the thousands names of the elésrarthe 37 Java ARpackages in suit is
copyrightable. (FOF 15, 16, 29-39, 41-43, 46, 48.)

158. The structure described in writtenadmentation is copyrightable when it
reflects creative expressiofsee, e.g., Situation Mgmt. Syac. v. ASP Consulting Group60
F.3d 53, 61 (1st Cir. 2009) (overall arrangensend structure of training manuals found to be
subject to copyright protection even thoubhly described uncopyrightable systeda¢obsen v.
Katzer, 2009 U.S. Dist. LEXIS 115204, at *9-10.(N Cal. Dec. 10, 2009) (selection and
arrangement of data reflecting infioation obtained from model reslad manufacturers entitled to
copyright protection).

159. The structure, sequence, and orgation of the documentation for the 37

Java API packages is the same as the strusegeence, and organizatiof the class libraries
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to which they relate since both are generatenhfthe same source code. (FOF 24-25.) These

aspects of the documentation are copyrightabléhitosame reasons that the structure, sequen
and organization of theode are copyrightable.

160. Google copied the structure, sequeand organization for the 37 Java Al
packages into the Android documentation. (FOF 14, 26, 28.)

C. DERIVATIVE WORKS

161. A copyright owner has the exclusixght “to prepare derivative works
based upon the copyrighted work.” 17 U.S.C08(2). “A ‘derivative work’ is a work based
upon one or more preexisting works, sasha translation.” 17 U.S.C. § 101.

162. Because Google based the code ferAhdroid core libraries on the Javi
API specifications’ SSO, as well as the Englmsbse descriptionsontained therein, Google
infringed Oracle’s copyright by creag a derivative work. (FOF 24-26.)

163. In theSheldon v. Metro-Goldwyn Pictures Cqrjpudge Learned Hand
found copyright infringement when the defendenstated a movie that copied much of the
detailed plot outline of the plaintiff’'s playlthough it included none of the dialogue and chang
many of the specifics: “The play is the seqeeenf the confluents of all these means, bound
together in an inseparable unitymay often be most effectively pirated by leaving out the
speech, for which a substitute can be found, which keeps the whole dramatic meaning. That as
it appears to us is exthcwhat the defendants have done héne dramatic significance of the
scenes we have recited is the same, altodsie letter.” 81 F.2d 49, 50-56 (2nd Cir. 1936)
(emphasis addedSee also eScholar LLC v. Otis Educational Sys., 2805 U.S. Dist. LEXIS
40727, at *25 (S.D.N.YNov. 3, 2005) (citingSheldorand stating “[c]opyright protection of the
non-literal elements of a computer program iaglagous to protection that has been extended
other areas in this circuit"win Peaks Prods. V. Pul'n Int’'l Ltd996 F.2d 1366, 1373-74 (2nd
Cir. 1993) (detailed recounting of plot outlioETV series held to be infringement).

164. While the ideas behind particular individual elements described in the
documentation for the 37 API packages thab@e copied may not be copyrightable, Google

chose to copy the protectable selection, strectsgquence and organipatifor the thousands of
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elements expressed in that documentation, almatst entirety, and to effectively give all of
these elements the same “dramatic maginwithin that copied structureSheldon81 F.2d at 56.
165. In SAS Institute, Inc. v. S&H Computer Sys.,I605 F. Supp. 816, 830
(M.D. TN. 1985), the court held defendant creatednfringing derivative work that was “baseq
on” the SAS statistical analysis software byyiag its structure.The court rejected the
defendant’s attempt to downplay the 44 exampfeopying specific lines of code: “In addition,
the copying proven at trial does radtect only the specifilines of code cited by Dr. Peterson ir
his testimony. Rather, the extent that it represents copying of the organizational and
structural details of SAS, such copying pervades the entire S&H product.” Id. (emphasis
added). Similarly, itMeredith v. Harper & Row, Publishers, Inthe court found copyright
infringement based on the defentlacopying of 11% of a book along with its structure: “Thus
conclude while the Meredith text contas@mmeindependent ideas of the auth&mme
independent researctpmeadditional topics andomediffering structure, tl topic selection and

arrangement of the Meredith boolkean substantial part the rdsaf copying of the Mussen bool

N\

not attributable to independegifort by Meredith or the necessary result of limited possibilitie

U)

for organizing and presenting the materiabécovered.” 413 F. Supp. 385, 387 (S.D.N.Y.
1975) (emphasis in originakkoogle’s deliberate copying tie structure, sequence and
organization of the 37 Java APIs pervadik®f the 37 accuselindroid API packages,
notwithstanding Google’s claim that it weothe implementing source code itself.

D. WAIVER

166. To show waiver, Google must prove S0recle had an intent to relinquis

=)

its known rights to its copyrights in the 37 Wpackages and code and that Sun/Oracle
manifested that intent ian unequivocal mannetnited States v. King Features Entm’t, Inc.
843 F.2d 394, 399 (9th Cir. 198&cidas Am., Inc. v. Payless Shoesource, 6 F. Supp. 2d
1029, 1074 (D. Or. 2008) (“waiver must be man#esh an unequivocal manner” (internal
citations omitted))see Novell, Inc. v. Weird Stuff, In£993 U.S. Dist. LEXIS 6674, at *54
(N.D. Cal. May 14, 1993).
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167. “Animplied waiver of rights will bdound where there is ‘clear, decisive
and unequivocal’ conduct which indicates a pggto waive the legal rights involvedAdidas
546 F. Supp. 2d at 107d4yotingGroves v. Prickett, 420 F.2d 1119, 11(®8h Cir. 1970)).

168. In light of all the credible evide®, Sun/Oracle did not unequivocally
intend to relinquish its intellectual guerty rights. (FOF 82-87, 94-100, 102-103, 105.)

169. The fact that Sun and Oracle expressentinued concern and engaged in
repeated negotiations with Goodtepersuade it to take a licensegates any inference from blgg
posts or otherwise that Oracle had an unequivotahirno relinquish its rights to the 37 Java API
packagesKing, 843 F.2d at 399; Adidas, 546 F. Supp. 2d at 1074. (FOF 84-86, 97-98, 101.

170. Whether Sun/Oracle failed to prevéhird parties, such as Apache or GNU
Classpath, from infringing is naufficient to prove Sun/Oracle’xgress and affirmative intent tp
relinquish its copyrights against Googledidas 546 F. Supp. 2d at 1074-75 (citiNgvell 0094
WL 16458729, at *13 ([E]ven if [plaintiff] failed ttake preventative measures to stop
[defendant’s infringement-relatedttivities, failure to act, wiiout more is insufficient evidence

of the trademark owner’s intent to waive itghi to claim infringement.”)). (FOF 34, 38.)

—

171. Because Google has not proved that Sus¢@rmanifested an unequivocal inten
to relinquish its rights, Google’s defense of waiver fails.

E. ESTOPPEL

172. *“Estoppel arises only when a party@cluct misleads another to believe that a
right will not be enforced and causes him totadtis detriment in reliance upon this belief.”
Novell 1993 U.S. Dist. LEXIS 6674, at *4Adidas 564 F. Supp. 2d at 1075.

173. Four elements must be present to estalthe defense of exgipel: (1) The party to
be estopped must know the fag®); he must intend that his condstall be acted on or must so
act that the party asserting the estoppel has atadiglieve it is so intended; (3) the latter musi
be ignorant of the true facts; and (4) he mrabt on the former’s conduct to his injury.
Hampton v. Paramount Pictures Car@79 F.2d 100, 104 (9th Cir. 1960)ovell 1993 U.S.

Dist. LEXIS 6674, at *42, 54-55 (N.D. Cal. May 14, 1993).
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174. Google had the burden of establishing each of the four elements of estoppel.|.

Adidas 546 F. Supp. 2d at 1075 (“Because Payless cannot prove each element of equitabl
estoppel, the defense must fail.”).

175. Google’s defense relied heavily upamNovember 5, 2007 blog post by Jonathal
Schwartz and a statement made by Larry Ellisofpril 2009, but Google failed to prove that
Sun or Oracle knew of Google’sfiilngement when it made those two public statements, or a
other statements or conduct by Sun or OrafF 90-93.) As such, Google failed to establis|
the facts necessary for the first element of this defense.

176. Google also failed to prove that Sun@nacle intended its conduct to give Goog
a reason to believe that Sun or Oracle wouldseek to enforce any intellectual property rights
against Google in connection with Androi(FOF 93-94, 96, 98, 102.) Sun continued to purst
discussions with Google regardiAgdroid, and Sun and then Orattdd Google that it needed ¢
license for Android. Thesadts undermine Google’s defense. (FOF 84-85.)

177. Google also failed to prove that it wiggsorant of any facts, including Sun’s
assertions of its copyrights @aonnection with the JavaP| or Google’s use dbun’s intellectual
property for Android. (FOF 57-59, 61-64, 66-6D-71, 73, 80.) This element cannot be
established given Google’s knowinise of Sun’s copyrighted APIs without any license and
Google’s recognition, in its internal documentsitt@oogle faced potential legal action by Sun
connection with Android.

178. Google also failed to prove reliancg any conduct by Sun or Oracle in

connection with Android. Google’s documentsmbastrated that Google was acutely aware of

Sun’s concerns in connection with Android, and Sun sought to have Google take a license
make Android compatible. (FOF 581-63, 66-72, 86, 95-96, 98, 113, 116, 119-121, 130.) In
response, Google took steps to conceal its coritrotSun and to avoid fther discussions with
Sun. Such evidence bars applioatof this defense. (FOF 122-125.)

179. Google was never “lulled into a sendesecurity” by Sun or OracleA.C.
Aukerman Co. v. R.L. Chaides Constr.,@&0 F.2d 1020, 1043 (9th Cir. 1992) (“to show

reliance, the infringer must havad a relationship or communication with the plaintiff which
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lulls the infringer into a sense of securitygoing ahead”). To theonitrary, Google was acutely
aware of Sun’s concerns over Android, andra point considered approaching Sun with a
proposal to buy Java for hundreds of millionglofiars, including the Java copyrights and
patents, and in doing so make Googldava lawsuits go away.” (FOF 128-129.)

180. Google’s defense also fallecause Google did not chantgeposition in reliance
on any conduct of Sun or Oracle to its detrimgROF 135-140.) It had chosen to use Sun’s
copyrighted Java APIs long before it announced Android, and before the statements by
Mr. Schwartz and Mr. EllisonSee Hamptar279 F.2d at 105 (finding no estoppel where “any
change of position by [infringeryas in reliance upon the represeiotas of the third parties and
despite the notice conveyed tarhby [copyright holder’s] asseotn of right printed on each
film.”); Novell 1993 U.S. Dist. LEXIS 6674, at *54-5Bdidas 546 F. Supp. 2d at 1075
(“[T]here is no evidence that Payless actuallieteon Adidas’ alleged inaction. Because Payl
cannot prove each element of equitable estpppe defense must fail.”). (FOF 109-115, 118,
122))

181. Because Google has not proven each eléofesstoppel, the defense fails.

F. IMPLIED LICENSE

182. For the equitable defense of implied license, Google must prove that Oracle/!
affirmatively granted permission to Google to use 3@ API packages at issand that the entire
course of conduct between thetpes over the relevant time ped led Google to reasonably infe
Oracle/Sun’s consenkffects Assocs. v. Coheé08 F.2d 555, 558-559 (9th Cir. 1990) Implied
licenses exist “only in ‘narrow’ circumstances wéene party ‘created a work at [the other’s]
request and handed it overtanding that [the othedopy and distribute it.”/A&M Records,

Inc. v. Napster, In¢239 F.3d 1004, 1026 (9th Cir. 2001) (citiaffects Assocs908 F.2d at 558)
(alterations in original)©ddo v. Ries743 F.2d 630, 634 (9th Cir. 1984) (in a partnership to
create and publish a book, plaihhanded copyrighted manuscript to defendant for publicatio
thus court found plaintiff “impliedl gave the partnership a licertseuse the articles insofar as
they were incorporated in the manuscripietro-Goldwyn-Mayer Studios, Inc. v. Grokster,

Ltd., 518 F. Supp. 2d 1197, 1226 (C.D. Cal. 2007 €teng implied license defense where
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“[o]bviously, Plaintiffs did notcreate their copyrighted works &treamCast’s request or for
StreamCast’s benefit”).

183. Sun/Oracle did not affirmatively grantnogission to Google to use the 37 API
packages or code at issue herthout a license; in fact the recbshows the contrary. (FOF 66,

83-84, 98, 106, 131, 133.)

184. It was not reasonable for Google to infensent to use the 37 Java APIs without a

license because the entire csiof conduct between the pastelemonstrated Sun/Oracle’s
assertion of its IFights. (FOF 82-107.)

G. LACHES

185. For the equitable defense of lach@sogle must prove that (1) Oracle/Sun
unreasonably delayed filing the lawsuit; (2) théageavas inexcusable, and (3) that Google hag
suffered material prejudice dte Oracle/Sun’s delayDanjaq LLC v. Sony Corp263 F.3d 942
(9th Cir. 2001) (three-ptanalysis of “delay,” “reasonablenasfsthe delay,” and “prejudice”).

186. First, “the relevant delaig the period from whethe plaintiff knew (or should
have known) of the allegedly infringing conduantil the initiation of tle lawsuit in which the
defendant seeks to counterpose the laches defeDa@jaqg 263 F.3d at 952.

187. Oracle filed suit in August 2010, within & years of the first time that the APIs
and the code in Android were made availdbléhe public (in November 2007). (FOF 92.)

188. Courts recognize negotiations witlethccused as an excuse for delgyre Katz
Interactive Call Processing Patent Litjg7.12 F. Supp. 2d 1080, 1110 (C.D. Cal. 2010) (“the
negotiation must ‘ordinarily be continuous antatarally progressing, with a fair chance of
success, so as to justgignificant delays™)Lucent Techs., Inc. v. Gateway, &80 F. Supp.
2d 1016, 1053 (S.D. Cal. 2008%),C. Aukerman Cp960 F.2d at 1033.

189. Courts have found delay reasonable ausable where evidence shows that for
several years leading up to tharsof litigation, plaintiff engagenh efforts to sell a license to
defendant or engaged in bilateral negadizs with a fair chance of succedaicent 580 F. Supp.

2d at 105jn re Katz 712 F. Supp. 2d at, 1110-11.
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190. Since Sun/Oracle’s continued discussiand negotiations with Google regardin

Q7

licensing options wereilateral and had a faghance of success, incling through the time of
Google’s CEO Larry Page’s testimony at triahnBOracle’s delay in bringing suit is excusable.

In re Katz 712 F. Supp. 2d at 1110-11 (rejecting argahthat correspondence between partie

[

were “sporadic” and futile and holding thheir 6 year correspondence, up until defendant

conclusively communicated that it does not need a license, constituted rebuttal of presumption ¢

laches and raised genuine issif excuse); Lucent Techs., 580 F. Supp. 2d at 1053 (“Court
concludes that any delay wasasonable or excusable since Lucent attempted to seek
compensation for its patent through the poter manufacturers”). (FOF 84, 85, 97-99, 101,
132))

191. Third, Google has failed to demonstratejpdice by showing that it took actions
or suffered consequences that it wouldimete, had Sun/Oracle brought suit prompidanjaqg
263 F.3d at 955. (FOF 140.)

192. Indeed, “[t]he very purpose of lachesaasequitable doctrine — and the reason that
it differs from a statute of limitations — is ththe claim is barred because the plaintiff's delay

occasioned the defendant’s prejudi@anjag, 263 F.3d at 955 (quotintelink Inc. v. U.S.24

F.3d 42, 45 (9th Cir. 1994)K%.C. Aukerman Cp960 F.2d 1020, 1033 (9th Cir. 1992) (“Materia
prejudice to adverse parties risg from the plaintiff's delg is essential to the laches

defense.”).

1S4

193. Google’s policy was to push forward andrd®p Android with the infringing Java
APIls, “making enemies along the way,” and tldicsnot change itposition in reliance on
Oracle’s inaction. (FOF 57-64, 71-73, 108-118.)

194. Moreover, “laches is not available ircase of willful infringement, when the
infringing conduct occurs ‘with knowledge ththe defendant’s conduct constitutes copyright
infringement.” Winn v. Opryland Music Group, In@22 Fed. Appx. 728, 729 (9th Cir. 2001)
(internal citations omitted).

195. As the evidence indicates that Google’s infringement was willful, Google is

ineligible to assert the defenstlaches. (FOF 57-64, 71-73, 108-118.)
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Dated: May 1, 2012 BOIES, SCHILLER & FLEXNER LLP

By: Steven C. Holtzman
Steven C. Holtzman

Attorneys for Plaintiff
ORACLE AMERICA, INC.
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