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Defendant Google hereby submits the following responses to Plaintifie@r&orrected
Proposed Findings of Fact and Conclusions of Law [Dkt. 1049].

Google respondselowto eachof Oracle’sproposedindings of fact (“OFOF”) and
conclusions of law (“OCOL”) below. Where appropriate, Google crefesences its own
Proposed Findings of Fact (“GFOF”) and Conclusions of Law (“GCOL” [Dkt. 1047]. @oogl

also makes thregeneral objections to Oracle’s proposed findjragsdestbed below.

First, several of Oracle’s proposed findings argue that “no credible” evidence suppof

given statementSege.g, OFOF 104-105, 121, and 136-13But Oracle never identifies what

evidence it finds to be not credible, or why any evidence that contradicts '©tatdapported

statements is not credibl®racle’s failure to explain the basis of its attack, is, standing along

sufficient reason to reject those proposed findings.
Second, Oracle repeatedly mischaracterizes as “fesctatedstatements from exhibits
that were never discussed by either party at t6ale e.g, OFOF63, 98, 103, 123, 129, 131.

Attorney argumenis not evidence and cannot change the meaning of the documents in evic

jenc

At trial, Oracle insisted that@dgle stipulate to the admission of over 150 exhibits. Oracle fajled

to question even a single witness about many of those exhibits. Oraclethedtact gloss on af
exhibit that played no role in the trial should be afforded no weight.

Third, manyof Oracle’s proposed findings are not cited in support of any of its propo
conclusions of lawSee, e.g. OFOF 910, 12, 17, 22-23, 27-28, 40, 44, 49, 53-54, 56, 75-80,
134-135. These proposed findings are therefore irrelevant and should be disregarded.

l. [ORACLE’'S] PROPOSED FINDINGS OF FACT REGARDING OWNERSHIP

1. Sun Microsystems, Inc. (“Sun”) obtained copyright registrations on the Java
platform and the JDK from the Copyright Office, including copyrights in J2SE 12Bét2,
1.3, 1.4, 5.0, and 6.0 Platforms, and the “Java Application Programming Interface, Volume

Core Packages” book.

TX 475, 450, 451, 452, 453, 454, 455, 460, 461, 462, 463, 464, 476, 509, 51
518, 520, 521, 523, 524, 526, 598, 599, 601, 602, 603ré§Btration
certificates)
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ECF No. 525 (Stipulated Facts 15-16 (J2SE 1.4 and 5.0))

Google’s ResponseDisagree.The only copyright regisaitions pleaded in OrackeAmended

Complaint are théhreeregistrations introduced as TX 464, TX 475 and TX 476 (the “Assertg
Registrations”), one of which (TX 476) is a “supplementary registratiot’stiiglements TX
475 by providing additional alterhiee titles of the work The Asserted Rgistrations are for
copyrights in works entitled “Java 2 Standard Edition 1.4” (TX)464 “Java 2 Sindard
Edition, Version 5.0" X 475, TX 476). No copyrights in any works other than the two that
the subjetof the Asserted Registrations atdssue. For purposes of this response to Osacle
proposed findings, Google shall refer to the complete work covered by TX 464 as “the k4
and the complete work covered by TX 475 and TX 476 as “the 5.0 Workabra accurate

finding that correctlyaddressethe issue addressed@racle’s FOFL would be:

Sun Microsystems, Inc. (“Sun”) obtained from the Copyright Office numerous
copyright registrations on works relating to the Java platform, including the
twenty-seven registrations admitted into evidence. Of the registrations intcbduce
into evidence, only three are at issue: (1) TX 464, which is Registration No. TX
6-196-514, for a work entitled “Java 2 Standard Edition 1.4” (the “1.4 Work”); and
(2) TX 475 and TX 476, which are Registrations Nos. TX 6-066&68BTX
6-143-306, both for a work entitled “Java 2 Standard Edition, Version 5.0” (the
“5.0 Work?”).

2. J2SE 1.4 and J2SE 5.0 were both registered as derivative works, and both th

copyright registratins incorporate by reference Sun’s copyright registrations for prior versio

TX 3529 (J2SE 5.0)

TX 3530 (J2SE 1.4)

Reinhold at RT 2233:6-2234:20
Reinhold at RT 2234:20

Google’'s ResponseDisagree.The Asserted Registrations indicate that both the 1.4 Work ar

the 5.0 Work were derivative works, i.e., that they were works that included pregristterial.
Oracle’s FOF 2nischaracterizes the references to prior registrations in the Asserted
Registrations. The references do not “incorporate by refetemy registrations for prior
versions of the works; they simplyentify, by registration number and year of registration, pri
registrations of the works or earlier versions of the warkaccordance with the applicable

CopyrightOffice regulations iad forms. TX 464 at 2, space 5; TX 475 at 2, space 5.

2
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3. Under the heading “Materials Added to this Work,” the copyright registration
J2SE 1.4 lists “New and revised computer code and accompanying documentation artsl’ma
The registration was accommpad by a hard copy partially redacted excerpt of source code fq

java.nio and included a CD-ROM entitled Java ™ 2 SDK Standard Edition Documentation

TX 3530
Reinhold at RT 2233:6-2234:20

Google’s ResponseAgree in part.The first sentence @reacle’s FOF 3 is accurate; no

objection. Disagree withtlie second sentence. The application for the registration was
accompanied by fifty pages of heavily redacted source code from the package javal.@io,
computer disc bearing the legend “Java(TM) 2 SDK, Standard Edition Documentation 1.4.
4. Similarly, under the heading “Materials Added to this Work,” the copyright
registration for J2SE 5.0 lists “New and revised computer code and accompargingedeation
and manuals.” The registration was accompanied by a hard copy excerpt of sdarfreroathe

J2SE 5.0, and included a CD-ROM containing the binary code and documentation for J2S

TX 3529

Reinhold at RT 2234:20-2238:19
Dare at RT 2257:5-2266:25

TX 1076, 1077, 1078, 1081

Google’s ResponseAgree in part.The first sentence of Oracle’s F@Hs accurate; no

objection. Disagree withhie second sentence. The application for the registration was
accompanied by fifty pages of heavily redacted source code, which appears to berfreraus
different files included within J2SE 5.0. The certified records of the CopyriglteQ#iating to
TX 475, namely TX 3529, do not reflect that any disc was submitted with the application.
5. The individual code files from which Google copied are all part o$tluece code

for J2SE version 5.0.

Reinhold at RT 693:1-695:9
TX 623.1-10

Google’s ResponseOracle’s FOFs is argumentative and therefore an improper proposed

finding of fact. Oracle’s FOF5 also is unduly general and vague, and does not identify the

“individual code files” to which Oracle is referrin@ased on the exhibits and testimony cited
3
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Oracle, Google agrees that the individual files that comprise exhibits TX 628ubh 623.10
are all contained in exhibit TX 623.

6. Sun changed its name to “&te America, Inc.” when Oracle Corporation
purchased Sun. Oracle America is the plaintiff in this action.

ECF No. 525 at 8 (Stipulated Fact 3)

Google’s ResponseAgree.

7. Google has submitted no evidence showing that the registrations cover anytt
other than what they purport to claim.

Google’s ResponseDisagree. Oracle’s FOFmisstates the burden of proof as to what the 1

Work and the 5.0 Work consisted of and which party has the burden of proving what the A
Registrations cover. Because the Copyright Office regulations alltwveeteposit of “identifying
material” (such as the redacted source code) rather than a complete copy of theisvork, it
Oracle’s burden to produce and authenticate a complete copy of each Work dedtaxisf the
date the applications for the Asserted Registrations were fled. Tradesqgse.com v. Shivaram
77 F. Supp. 2d 408, 413 (S.D.N.Y. 1999). Under 17 U.S.C. 103(b), it is also Oracle’s burd
show that Oracle owns the copyright rights to any individual component parts of the 1.4 an
Works and, therefore, whether the Asserted Registrations “cover” or “exteanything other
than the work as a whole, i.e., the entire derivative w8éeBoisson v. Banian Ltd273 F.3d
262, 268 (2d Cir. 2001)%imply because a work is copyrighted does not mean every eleme
that work isprotected.}. Oracle’s FOF/ is therefore both incorrect and irrelevant.

8. Google has submitted no evidence that the registered code differs from what
identified at trial.

Google’s ResponseDisagree.Like Oracle’s FOF/, Oracle’s FOR misstates thburden of

proof as to what the 1.4 Work and the 5.0 Work consisted of and which party has the burdg
proving what the Asserted Registrations cover. Because the Copyrigid @fjulations alloweq
the deposit of “identifying material” (such as the m&dd source code) rather than a complete

copy of the work, it is Oracle’s burden to produce and authenticate a complete eagh ®/ork

4
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as it existed as of the date the applications for the Asserted RegistratierfdederSee
Tradescape.com Bhivaram,77 F. Supp.2d 408, 413 (S.D.N.Y. 199Gppyright Office
Compendium Il of Copyright Office Practices, Section 108.04 (“the coverage os&aggn
cannot, subject to certain exceptions, extend beyond the materiaitel@posnake that
registration’). Under 17 U.S.C. 103(b), it is also Oracle’s burden to show that Oracle owng
copyright rights to any individual component parts of the 1.4 and 5.0 Wonexle’'s FOR is
therefore both incorrect and irrelevafracle’s FOR also uses the pls@ “registered code,”
which is ambiguous. The Asserted Registrations register Sun’s (now Gyatdén of copyright
in the 1.4 Work and the 5.0 Work; it is tblaim to thecopyright in the identified work (not any

body of “regisered code”) that is registered

Il. [ORACLE’S] PROPOSED FINDINGSOF FACT REGARDING
COPYRIGHTABILITY

9. Class libraries in Java are software libraries of prewritten code that candsel r
by software developers in a wide variety of different programs. There ard@¥elasses
containing prewritten code segments, contained in the 37 accused API padkhgedass

libraries for J2SE Version 5.0.

Reinhold at RT 584:10-585:15
Mitchell at RT 1248:13

Google’s ResponseAgree. This finding is not cited by OracleGOL.

10. Java Application Programming Interfaces (“APIs”) are documentatiorgtioes
referred 0 as specifications, that describe the many elements that make up the @ass kind
the relationships among them.

Reinhold at RT 585:16-586:6

Google’s ResponseDisagree. The APIs are distinct from the documentation. The APIs ar

names, worsl, and set of rules a programmer uses to communicate with a library and laeces
prewritten code contained in that library. The documentation (i.e., the spemif&)as the
Englishlanguage explanation that describes what tRésAlo. Copyright MSJOrder [Dkt. No.
433] at 10-11.This finding is not cited by OracleGOL.
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1 Bloch at RT 763:21-24
Mitchell at RT 1297:23-1298:7

2 GFOF 2

3 Copyright MSXOrder[Dkt No. 433] at 1, 3, 4

4 11. The Java API packages describe the structure of the class libraries, the names of

5 the elements, and include English prose that describes how every element iscetqecirk.

6 The class libraries contain the compiled code.

7 Reinhold at RT 592:18-593:13

8 Google’s ResponseDisagree. The cited testimony does not support the proposed finding af fact

9 Dr. Reinhold did not testify that the Java API packages “describe” anything. t€ddestimony
10 also does not support the finding that the API packages “include English prose thaeddsoy
1 every element is expected to workThis finding is not cited by OracleGOL.
1 12. The 37 API packages asserted in this lawsuit are java.awt.font, java.bgans, ja
13 java.lang, java.lang.annotation, java.lang.ref, java.lang.reflect, java.reeti@gv
14 java.nio.channels, java.nio.channels.spi, java.nio.charset, java.nio.charset.spi, jatyg.secur
15 java.security.acl. java.security.cert, java.security.interfaces, javatgespec, java.sql, java.text
16 java.util, java.util.jar, java.util.logging, java.util.prefs, java.util.regex, javazigj javax.crypto,
17 javax.crypto.interfaces, javax.crypto.spec, javax.net, javax.net.ssl, janaxygauth,
18 javax.security.auth.callback, javax.security.auth.login, javax.security.80th.x
1c javax.security.cert, and javax.sql.
2Q TX 1072
1 Google’s ResponseAgree. Not cited by Oracle’€OL.
2o 13. The java.net.ssl API package is used for creating secure transactions over the
93 internet. The package java.sql is used for accessing a wide variety ohedldatabases.
24 Reinhold at RT at 6:16:2-24
o Google’s ResponseAgree.
26 14.  Android incorporates APIs for the 37 Java packages asserted in this lawsuit.
27 TX 51
08 Google’s ResponseAgree that Android implegnents the 37 API packabes are substantially

GOOGLE'SRESPONSE TO ORACLE'®ROPOSED FINDINGS OFACT
A Case No. 31003361
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the same in regard to the elements required for compatibility with thoselARdssagredhat
Android “incorporates” the APl packageshich is not supported by TX 51. This finding is no
cited by Oracle’<COL.

15. The Java APIs for the 37 packages at issue include thousands of individual
elements, organized into packages, classes, interfaces, exceptions, constnethads, and
fields. The designers of the Java APlIs for these packages selected the elemamésgad

them into a complex structure ggence and organization.

Reinhold at RT 589:2-18, 628:22-629:6, 585:16-586:6, 621:7-622:5,
634:1-25

TX 1028

Mitchell at RT 1238:13-1239:12, 1248:11-1249-1, 2283:9-20

TX 624 at 23-26

Google’s ResponseAgree that there are thousands of elements thatrgamiaed as indicated,

and that the designers (who were not all employed by Sun) generally setesieeélements and

arranged themglthough the arrangement typically was driven at least in part by industontu

and practicethe requirements of the Java programming languwagepther external constraints|

Reinhold at RT 709:11-711:9
Reinhold at RT 623:7-16
Bloch at RT 748:17-22

16. There is an intricate relationship of hierarchies and dependencies among Jav
elements within and across packages. These are illustrated in part in the Upsiek@Be poster,

used by developers when programming for J2SE version 5.0.

Mitchell at RT 2283:620
Reinhold at RT 586:7-603:6
TX 1028

Google’s ResponseAgreeto the extent that this finding repeats the facte@®has agreed to

above. Disagree as to “intricate.” Agrdbkat TX 1028 illustrates at least some of these
relationshipsmany of which (including any hierarchical structure) reflect compdiavith the
requirements of the Java programming languagegtfl@ast some of the API packages.

17.  The intricate structure of the API packages poster reflects only theevigihclass

and interface relationships for some of the API packages in version 5.0, because it would K
7
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impossible to fit a description of allglrelationships even on a large poster with extremely snj
print.

Reinhold at RT 599:11-600:3

Google’s ResponseDisagredo the extent that Oracle characterizes the “structure” as “intric

Moreover, Dr. Reinhold testifieith the cited testimonthat itwouldbe possible to describe thes
relationships with a large enough poster or small enough fdrims. finding is not cited in
Oracle’s COls.

18. There is a hierarchical relationship among classes. Classes can have one ol

subclasses, each of which inherits the characteristics of the classes abtve ti@narchy.

Reinhold at RT 588:5-11
Mitchell at RT 1218:15-19, 1225:10-16

Google’s ResponseAgree.

19. There are many other types of relationships among classes, interfaces, and
packages that include connections within and across packages. Interfaeganfple, can be
used to relate different classes that share common characteristics that are |atiffere

packages.

Reinhold at RT 589:13-18
Reinhold at RT 590:5-23
Reinhold at RT 601:22-25

Google’s ResponseAgree as to interfaces, but disagtieat there are “many other” such

relationships. The index to the third edition of the Java Language Specificatiossdis
“inheritance” of fields, members and methaatdy in the contexof classes and interfaces,

suggesting that there amet“many” similar types of relationships.

TX 984 at 615-665

20. Methods can contain parameters that are defined in other classes located wi
outside, the package in which the method is found. Methods can also return members of ¢
classes.

Reinhold at RT 602:4-603:6

Google’s ResponseAgree.

8
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21. Classes and subclasses can be contained within the hierarchy of one packag

defined in another.

Reinhold at RT 601:14-21
Mitchell at RT 1221:24-1222:2

Google’s ResponseAgree.

22. Interfaces themselves are often arranged hierarchically in a manner samilar t
classes.

Mitchell at RT 1219:14-23, 1236:19-1237:2

Google’s ResponseAgree, except for the term “oftenyhich is not supported by the cited

evidence.

23.  The structure, sequence and organization (“SSQO”) of the 37 Java API packag
expressed in both their specifications and the implementations. The specifickscribe the
SSO of the Java APl implementations, and are used by developers to understand and use

implementation.

Reinhold at RT 619:16-620:6
Mitchell at RT 1236:31237:8; 1234:9-17
Bornstein at RT 1843:3-1844:1

Google’s ResponseDisagreehat the SSO is “expressed” anywhedes the testimony cited by

Oracle makes clear, the sgaations describe the API packages, and in that sense disclose
various functional relationships between the elements of the APIssolinee code for the API
packagesncludesdeclarations reflectinthose functional relationships. Agrémat specifichons
are, at least sometimes, used by developers to understand #nel AB¢ packages

24. InJava, the SSO is the same for the API specifications and the implementati
because both are derived from the same source code. The English language caminents
declarations are extracted from the source code using a tool called javadocurtbecede is

also compiled into executable byte code for the implementation by @ileom

Reinhold at RT 607:2-608:3
Reinhold at RT 613:3-614:10
Mitchell at RT 1228:29
Mitchell at RT 1332:14-1333:8
Mitchell at RT 1257:3-13

9
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1 Mitchell at RT 1236:19-1237:2

2 || Google’s ResponseDisagreehat “derived,” which is a legal term of art, is sugpdrby the

3 || testimony. Disagree that the “implementations” include the SSO at issue, because several

4 || witnesses testified that the “implementing code” excludes the declarations.

5 Bloch at RT 789:19-790:23

Schmidt at RT 1565:7-1567:10

6 Astrachan at RT 2186:11-12

7 || Disagreehat the testimony supports a finding that the SSO is the “same” f8iPthe

8 || specifications and the compilable code in the API packdgpesuse the evidence does not

9 || edablish that the SSO of the API packagetheonly SSO in the specificains andhe
10 || compilable code in the API packages that any additional SSO is the same in the specifications
11 || andthe compilable code in the API packag@¥ecompilable code for any given method, for
12 || example, can have its own SSO, which would not be part of the SSO of the API specificatipns
13 || Agree that Englisttanguage comments and declarations are extracted from the source cod¢ usil
14 || atool called javadoc, and that source code is also compiled into executable bytg @ode b
15 || compiler.
16 25.  Similarly, in Andrad, the Android specifications have the same SSO as the
17 || implementations because both are derived from the same source code.
18 Lee at RT 1169:8-15

Bornstein at RT 1841:11-15
19 Google’s ResponseAgreein part. Disagreghat “derived,” which is a legal term aft, is
20 supported by the testimonyisagree that the “implementations” include the SSO at issue,
21 because several witnesses testified that the “implementing code” excludes theideslarat
2 Disagredhat the testimony supports a finding that the SSeissame” for thé\PlI
23 specifications and the compilable code in the APl packagesGoogleResp. 24.
24 26. The source code and documentation for the 37 accused Android API packagges
25 have the same SSd&scribed in the documentation and source code for the 3ARapackages
26 at issue.
27
0 Astrachan aRT 2214:22-2215:%SS0 of the method declarations are the
GOOGLE'SRESPONSE TO ORAC:ZLLOE’QROPOSED FINDINGS OFACT
A Case No. 31003361
661479.02
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same in Java and Android)

Astrachan at RR215:24-2216:Zmethod signatures are in the same
location within the SSO in both Java and Android)

Reinhold at RT 606:146 (the structure of the Java APIs is “exactly the
same” as the structure of the Java class libraries)

Reinhold at RT 606:1808:3 (structure of names is same as structure 0
source code bagcise the Java Documentation Extractor pulls names from soul
code)

Mitchell at RT 2282:17-24

Mitchell at RT 2286:916

Google’s ResponseAgreethat the specifications (i.e., documentation) describe the API

packages, and in that sense disclose various functional relationships bévelemtents of the

APIs. Agreehat thecompilable code for the Android versions of the 37 packages include

—

ce

dechrations thateflectthose functional relationships. Agree that these functional relationshjps

are substantially the same as those described by the J2SE documentation for thpa&k#geis,
andreflected in the compilable code filve 37 J2SE API packas.

27.  The printed copy of the documentation for the 37 Java API packages in suit \
span 11,000 pages, filling three and a quarter banker’s boxes.

Reinhold at RT 617:2-15

Google’s ResponseGoogle does not dispute that this could be true, for some undisclosed g

and formattingsetings. This finding is mt cited in Oracle’<OL.
28. Theindividual elements included in the Android source code and described i
Android documentation perform the same functions as their corresponding elementiawvathe

source code that are described in the Java documentation.

Astrachan at RT 2219:7-18 (“I would write source code based on the
specification.”)

Mitchell atRT 1253:16-18 (the “narrative” of the documentation is
reflected in the source code)

Mitchell at RT 222:17-2283:2 (“The declarations on the left are literally
copied into the code, and that represents not just the names, but where they
as far as the hierarchy”)

Bornstein at RT 1836:19-1837:2 (Android team looked at Java
specifications to derive information from them to write code)

Google’s ResponseAgreethat this generallysitrue.

29. Designing APIs is an activity that requires significant creativity and skill.

Astrachan at RT 2209:7-8
11
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1 Mitchell atRT 1238:13-18
Reinhold at 627:21-629:5
2 Screverat RT 513:14-18see als®b16:24-517:3
Bloch at 751:14-18
3 TX 624 at 47
4 || Google’s ResponseAgree that dsigning at least some APIs requires creativity and skill, buf the
5 || evidence does not support a finding that the resuiéingible works that express the ideas of the
6 || APIs are creativexpression Rather, designing APIs consists of creatirgystem for expressior]
7 Bloch at RT 746:24-747:9
3 Bloch at RT 747:25-748:6
GFOF 14, 15
° 30. No witness testified at trial that API desigmit creative.
10 Google’s ResponseAgree but Google additionally notes that no witness testified that the APIs
1111 themselves are creatiegpression.Instead, various witnesses testified thatgrecesof
12 designing APIs can be a creative process.
13
Screvermat RT 513:14-18
14 Mitchell at RT 1238:11-16
15 31. “Designing a good APl is tough” “[lJike any work of craftsmanship.”
16 Bloch at RT 751:14-18&ee als@30:18-19; 831:7-12
17 || Google’s ResponseAgree Google notes, however, that Dr. Bloch testified that craftsmanship is
18 || different from art, and that the aesthetics of the craft of APl design aemdry the goal of
19 || creating APIs that are “easy to usef’e. that are highlyunctional.
20 Bloch at RT 751:19-21
21 Bloch at RT 752:7-11
Reinhold at RT 623:7-16 (describing paftcraft of APl design as
292 identifying bugs—i.e. ensuring correct functionality)
23 32.  APIs are works of authorship.
24 Bloch at RT 741:23-742:3, 743:1-3, 743:12-18, 746:9-16; 748:17-22
o || Google’s ResponseThis is not dinding of factbecause whether something lifies as a work
26 || of “authorship” is aconclusion of lavthat requires interpretation of 17 U.S.C. § 102(b).
27 || Moreover, in each cited piece of Dr. Bloch’s testimony, the word “author” ondaiag” was
28 12
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used by Mr. Jacobs in questioning Dr. Bloch, not by Dr. Bloch himBelfBloch never used thq
word “author,” “authoring,” or “authorship” in describing his work designing APIs, nor did hi
answers suggest that he agreed with the use of those words in describing the qira&d
design. Certainly nothing in Dr. Bloch'’s testimony suggests he intendedpgbthdderm
“authorshig in its legal sense.

33.  “In anything except the most trivial API design, there are so many choibes t
made” that an engineer “wouldn’t even know how to start counting them.”

Reinhold at RT 627:21-628:23

Google’s ResponseDisagreeinsofar as Oracle contends that any meaningful conclusions ¢

drawn from this testimony. Dr. Reinhold did not testify abwoliat qualifies as a “trivial” API
design. Moreover, Dr. Reinhold téged thathe lacked knowledge about how to start counting
the choices anthat “an engineer” would lack such knowledge. In addition, Dr. Reinhold
testified that choosing the “right” name requires a lot of thought, implyirtghbee is a “right”
name rather than an unconstrained universe of choices. He further testified thainfpr m
elements, short names are important, imposing another external constraint\aaldidea
choices.

34. [Omitted.]

35. Java APl design is a task that is often assigned to a company’s “most senior
experienced and talented software engineers.”

Ellison at RT 291:11-16

Google’s ResponseAgree thatMr. Ellison testified that this is the case at Oracle. Mr. Ellison

was not offered as an expert on API design, or custom and practice in assigningigi® htle
companies generally.
36. The selection, structure, sequence and organization of the elements of therA

the 37 packages at issue represent years of original and creative design.

Screven at RT 516:24-517:3 (the API for the 3@kaaes “reflect creative
design”)

Reinhold at RT 687:25-688:13 (Sun has been developing APIs since 1

APIs for the 37 packages have “evolved over time”)
13
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Mitchell at 1243:41244:16 (evolution of java.util)

Google’s ResponseAgreethat the API packages have evolved over a peiodany yearsor

purposes such as adding “little bits of missing functionalitijttte bugs in the APL.” Agreéhat

at least some aspects of the degigycesswvere creative, without any implication about whethe

the APIs are creativexpression.Disagreeas to the use of the word “original,” which is not
supported by the cited testimonRisagreehat Dr. Mitchell’s testimony is relevant to this
finding, because no foundation was laid about Dr. Mitchell’'s personal knowledge of the
development of the java.util package, and Dr. Mitchell was not qualified as an expee
history of the J2SE API packages.

37. Ittook almost two years for Chief Java Architect Mark Reinhold, workinly wit
other engineers, to develop the APIs for java.nio and its relatepaskdages when he was at
Sun.

Reinhold at RT 623:17-624:1; 627:21-629:6

Google’s ResponseDisagreen part. Dr. Reinhold testified that he was not working tintle on

this effort during those two years, and also testified that it took two yeamsrk on the design

and implementatioof java.nio and related suyiackages.

38. The collections framework, which is in the asserted Java API package java.util

a set of APIs that developers said “changed their life.”

Bloch at RT 750:5-21
Bloch at RT 772:25-773:6

Google’s ResponseNot disputed that this was said, but this evidence is not admissible to p

the truth of the matter asserted by these developers. Fed. R. Evid. 802.
39. The collections APIs in other development environmemtd s C++ and
Smalltalk are structured very differently.

Mitchell at RT 1240:23-1244:16

Google’s ResponseNot disputed.

40. Third parties have created totally different APIs for Java that accomphghrs

things to Oracle’s Java APRIs
14

GOOGLE'SRESPONSE TO ORACLE’'®ROPOSED FINDINGS OFACT
AND CONCLUSIONS OF 1aw
Case No. 3:1@v-03561

h

=

[ove



1 Reinhold at RT 518:4-519:15; 630:11-631:18
Screven at RT 290:15-291:6
2
Google’s ResponseNot disputed that this is true for at least soAPIs. This finding is ot cited
3
in Oracle’sCOL.
4
41. The Java API packages have grown dramatically, from the seven API packages
5
that were included in the first release, to the 166 packages included with version 5.0, to 209
6
packages included with version 7.0.
7
Reinhold at RT 631:19-25
8
Google’s ResponseNot disputed.This finding is not cited by OracleGOL.
9
42. Thecomplex structuref the Java APIs for the 37 packages at issue and their
10
associated implementatioissnot required in order for thlavaAPIs or their implementationt®
11
operatewith the virtual machine aomputer. A primary purpose of t8&&0of the APIs is to
12
make them easidor programmerso learn and use.
13
Reinhold at RT 597:9-17
14 Reinhold at RT 595:20-596:18
Reinhold at RT 606:14-21
15 Bloch at RT 741:2-742:3
TX 624 at 4
16
Google’s ResponseDisagreehatthe evidence supports a finding that the structure of the ARIs is
17
“complex.” Object to the remainder of the first sentence as unintellighdeee that, among
18
other functional purposes, the SSO of the APIs is intended to serve the functional purpose|of
19
making them easier for programmers to use.
20
43.  Writing Java APIs involves multiple design choices and requires attention to
21
aesthetic considerations, not just function.
22
Reinhold at RT 627:21-628:1 (“so many choices to be made | wouldn’
23 know how to start”)
Reinhold at RT 597:9-13 (java.nio “cout@ve had many alternative
24 structures. As we worked on this design, many different ideas were suggestéd ar
evaluated.”)
25 Reinhold at RT 628:22-629:6
Bloch at RT 746:9-16
26 TX 624
Reinhold at RT 68:21-629:6
27
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Google’s ResponseAgree except that none of tloited testimony suggests aesthetic

considerations that are distinct from functional considerations.

Bloch at RT 752:10-11 (“Generally, an API that displays good aesthetics
will be easy to use.”)

44. The “aesthetics of an API design are part of this noble@ndrding craft” of

designing a Java API.

Bloch at RT 752:5-11

Google’s ResponseAgree but Dr. Bloch used “aesthetics” to refer to functional consideratigns,

and distinguished craftsmanship from art.

Bloch at RT 752:10-11 (equating “good aesttsstior APIs with ease of
use)
Bloch at RT 751:19-21

45.  When designing an API, the engineer must consider not only the functionality
is required by the potentially large number of users, but also a “complex web eEdlagsay

out and design” and “thienplication[s] for the underlying implementation.”

Screven at RT 513:21-514:1ske als®15:14-23 (need to understand wh
is required to implement, otherwise the APl may be unimplementable, very s
or cumbersome to build)

Google’s ResponseAgreethat API design choices are constrained by the functional needs

users of the APIs, and by the functional concerns of those who will implement the APIs.
Disagreeto the extent that any other implicit findings are intended, because they would be
unsupjrted by the testimony.

46. Oracle and Sun had many choices for what elements to include in the 3PJav

packages and how to structure them. It was not required to structure them in aoyepavay.

Reinhold at RT 630:11-631-X8ifferent structuresdr logging packages)
Mitchell at RT 1240:23-1244:16 (different structures for collections and java.l

Google’s ResponseDisagreeto the extent that the finding ignores constraints imposed by th

Java language, the functional needs of the users of the APIs, and functional cond¢erse of t
who will implement the APIssuch as efficiencyAgreed, however, that at the time that Sun

designed the APIs, it could have made at least some different choices.
16
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Astrachan at RT 2187:18-2188:4, 2190:16-23
Mitchell at RT 1274:16-24

Schwartz at RT 1961:13-19

Schmidt at RT 1477:2-1478:9

Bornstein at RT 1782:6-17

GFOF 5, 6, 16, 17, 22, 31

47. TheSSOof theJava API packageas not commonplace, and was not an

indispensable or standard way of expressing any idea.

Reinhold at RT 630:11-631:18
Mitchell at RT 1240:23-1242:25, 1243:6-1244:16

© 00 N oo o A w N e

Google’s ResponseDisagree The SSO of the J2SE APIs is commplace, in that it is relied

1C upon by millions of Java language developers, and by the code they have written.
11
Reinhold at RT 685:5-20 (“If people are designing their own APIs for Java,
12 then they are building on top of the Java programming languktgsy
are building typically on top of all of the standard Java APIs
13 .
(emphasis added))
14 Bornstein at RT 1782:6-17
Astrachan at RT 2195:10-2201:17, 2202:6-11, 2203:11-15
15 GFOF 27, 28, 30, 31
16 48.  Functionality did not dictate the organization of the API packagestini§u
17 || function were the only concern, all of the classes could have been placed ilmyepackage.
18 Reinhold at RT 619:13-23
19 || Google’s ResponseDisagree Functional concerns of the users of the APIs constrained the
20| design choicesSeeGFOF 2132. For example, if all classes were placed in one large package, it
21 || would be more difficult for developers to find math functions when they needed to use thode
22 || functions than if they were in a class called “Math.”
23 Reinhold at RT 619:16-23
24 49. The choice of naes is significant, anthe JavaAPI designers thoughtfully
25| selected thousands of names for aesthetic purposes and consistency.
26 Reinhold at RT 628:2-21
TX 624 (Bloch presentation) at 7 (“Code should read like prose.”)
21 Bloch at RT746:20-748:13
28 Mitchell at RT 1248:14-20
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Google’s ResponseAgreethat testimony shows that names chosen have strong functional

implications, and that aesthetics in this functional sensergreriant when choosing namesf
course whatever importance attaches to individual names, those individual names are not
protected by copyright. CopyrighMtSJOrder[Dkt. No. 433] at 13.

50. The JavaAPI packagesre distinct from the Java programming language. The
programming language is described in the Java Language Specification (“JO8IYy about 60
classes are required by the programming language, and, except Object, nonefaé speci

detail in the JLS.

TX 1062 at 1-2

Reinhold at RT 676:14-678:13
Reinhold at RT 684:16-685:2
Astrachan at RT 2196:1-4

TX 984

Google’s ResponseDisagee SeeGFOF 1132.

51. Google did not need to copy Oracle’s Java APlIs for these 37 packages to mpke

use of the Java programming language. Google designed many of its own API péokage

Android and could have designed its own APIs for these packageslas w

Mitchell at RT 2288:612
Astrachan at RT 2212:25-2213:19
Astrachan at RT 2220:1-7
Reinhold at RT 518:4-519:15
Reinhold at RT 630:11-631:18

Google’s ResponseDisagree SeeGFOF 1136.

52. Android is not compatible with Java. Googgipersettédand “subsettetithe

Java APIs—adding in its own APIs for other packages that are not included in Java and failing tc

include APIs for other packages that are present in Java. As a result, macgtiapplwritten

for Java will not run on Android, and many applications written for Android will not run on Java.

Mitchell at RT 133:16-13322, 2287:23-2288:5
Morrill at RT 1007:6-11
TX 383 at 8

Google’s ResponseAgree that Android is not fully compatible with all of the APIs in Java SH

but Android is compatible with the APIs in the 37 packad&seGFOF 33365eeGFOF 3336.
18
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This finding is not cited by OracleGOL.

53. Oracle and Sun did not dedicate the APIs to the public domain. They consis
included copyright notices on the Java API specifications. efoegyright notices were include
in the books that published early versions of the specifications and are promieattigd on
the website that contains them. Copyright notices are also included in thecsmeder the

class libraries.

TX 610.1 at 1 (Spefication license)

TX 610.2 (Java APWvebdocumentation with copyright notice)
TX 980 at 6(The Java Programming Interface Volume 1)

TX 981 at 6 (The Java Programming Interface Voume II)
TX 18 at 1, 3/24/2006 email from Andy Rubin to Greg Stein
TX 623 at lines 151-152 (Java Source Code)

Reinhold at RT 695:11-697:19

Google’s ResponseDisagree SeeGFOF 11-32.

54.  Sun, and now Oracle, only make the APIs available through licenses. One ty
license is a specification license that allowsifiolependent implementations of the APIs, but

only if the specification meetsertain requirements

Ellison at RT 293:16-295:6
Kurian at RT 370:6-381:25
TX 610.1

Cizek at RT 1071:4-17

TX 1026

Google’s ResponseDisagree SeeGFOF 1132.

55.  The specification license was included in the books that published the API

specifications on the same page as the copyright notice.

TX 980 at 6
TX 98l at6

Google’s ResponseAgreethat a form license agreement appears along with the “front mattg

the cited exhibits
56. Alink to the specification license is included next to the copyright notices on

web pages that describe the API specifications.

Lee at RT 982:22-983:12
Reinhold at RT 671:9-25
Reinhold at RT 697:2-10

19
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TX 610.2 (Java web documentation)

Google’s ResponseThe Lee éstimony does not support this findinGoogle has filed a

statement about the relevance of the “specification licerfSeeDkt. 1052.
57. Google deliberately chose to base the 37 accused packages in Android on th
corresponding design, including t8&Q of the 37 Java API packages set forth in the Java AR

documentation and source code.

TX 30

Bornstein at RT 1827:19-1828:14; 1836:19-1837:7
Lee at RT 981:7-21; 984:25-985:18; 1174:2-16
Astrachan aRT 2214:22-2215:5; 2215:24-2216:2

Google’s ResponseAgreethat Google implemented the APIs in the 37 packages at issue fg

reasons of interoperability and compatibilityeeGFOF 3336.

[I. [ORACLE’S] PROPOSED FINDINGS OFFACT REGARDING GOOGL E’'S
EQUITABLE DEFENSES

A. Google’s KnowledgeOf Sun Intellectual Property
58.  Sun posted a notice of copyright on its Java specifications both online and in

books.

TX 984

TX 2564
TX 610.1
TX 610.2

Google’s ResponseDisagree. The citeexhibits do not support the finding, and the finding is

irrelevant because none of the exhibits address the SSO of API packages. TX 984 and TX

are books that describe thava language specification. TX 610.1 and 610.2 are, accorddrg {o

Reinhold, subsets of the “JDK documentatiorot specifically the API specificatiorRT
672:16-18.

59. Google executives and engineers responsible for Android knew that Sun
copyrighted, among other things, the method signatures, the specificationsA&ishand the

code.

Swetland at RT 951:8-953:9 (Sun claimed copyright on method signat
TX 149 (5/31/2006: “Whatever happened to their ‘we own copyright o
method signaturegullshit argument?

20
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Bloch at RT 756:9-18 (Bloch was aware, while at Sun, that Sun regulg
and routinely attacttecopyright notices to both code and documentation)

Lee at RT 983:4-15 (Lee copied despite seeing copyright notices on t
Java API specifications when he consulted them)

Google’s ResponseDisagree. Theited evidenceloes not support the finding, arfektfinding

is irrelevant because it does not address the SSO of API pacKdgasSun affixed copyright
notices to the documentation or code as a whole is beside the point, as is the facotigh a G
engineer was aware of a Sun claim that it owneddlpgright to method signatures, especially
the extent that the engineer regarded this claim as “bullshit.”

60. The head of Android, Andy Rubin, knew that Sun copyrighted the Java APIs:
wrote that “java.lang apis are copyrighted” and that “[S]un getayovho they license the

[TCK] to.”

TX 18 at 1 (java.lang apis are copyrighted)
Rubin at RT 1356:6-19

Google’s ResponseAgree that TX 18 includes the quoted language. Disagree that the eviq

supports a finding that Sun copyrighted the Java APIs. Mr. Rubin testified that when &éhwe
statements in TX 18, he was referring to the class libraries (implementation)e SSO of the
API package itself. RT 1615:5-16. As Oracle itself points out in OFOF 61, Mr. Rubin did n
believe that the Java API packages themselves were copyrighted.

61. Andy Rubin believed that APIs are not copyrightable, and admitted that his b
was based on “folklore.”

Rubin at RT 1746:13-1747(®lklore)
Google’s ResponseAgree that Mr. Rubin believed that APIs are not copyrightable. Disagrg

that Mr. Rubin’sbeliefwas based solely on “folklore.” Rubin at RT 1746:13-1747:8.

62. Andy Rubin and other Android team memblengw Sun’s license requirements
from their prior work at Danger, Inc. Danger created an impiatien ofthe Java specification
using no Sun source code. Danger complied with Sun’s requirement tolake licensand

conform to the Java standard.

Swetland at RT 948:24-950:15 (Swetland had no contact with Sun sod
code, but Danger took a énse and achieved compatibi)ity

21
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1 Swetland at RT 952:22-953:9 Knew that at one time [Sun claimed that
the method signatures were copyrighted] while | was at Dgnger
2 Swetland at RT 953:19-954:7 (identifying Danger employees at Androjd)
Rubin at RT 1587:10-1588:2 (Danger took license and had clean roon
3 implementatiol
TX 1026 (SunBangerlicense)
4 Cizek at RT 1054:21-1059:14, 1062:16-1064:14, 1071:4-17 (Rubin had
been told aboubun’s requirements about all Java implementatantsthat
5 Danger eventaily entered into a license)
TX 610.1 (J2SE 5.0 Specification License)
6
Google’s ResponseAgree that Danger created an independent implementation of a virtual
7
machine and that Dangeventuallytook a license from Sun, which provided trademark rights
8
and access to proprietary technology such as source code and th®iBagtree that the licensg
9
Danger took is related tBX 610.1, which did not even exist when Mr. Rubin worked at Danger.
10
63. Andy Rubin in particular had been informed of Sun’s licensing rements
11
multiple times by Sun employees, through his negotiations both at Danger and & Goog
12
TX 565at2 (8/2/07: Gupta: “Andy cannsty hewas notaware of the
13 licensingrequirements as he had to go thru this@anger- and we discussed this
during Project Android Phase, and then during the Sun/Google collaboration
14 attempt as well)’
15 || Google’s ResponseDisagree. TX 565 is hearsay and should be afforded no weight. Mr. Rubin
16 || testified that Mr. Gupta never told him the statements attributed to iytaGn TX 565. RT
17 || 1726:11-1729:13. Oracle did not ask Mr. Gupta (called by video) to confirm the statementg, an
18 || TX 565 contains no explanation of what Mr. Gupta believed to be Sun’s “license requifemgnts
19 64. In 2005 and 2006, Sun and Google negotiated for a license that would have
20| permitted Google to use Sun technology, includiregAPIs in suit.
21 TX 1at9 (7/26/2005: Must take license from Stn
TX 3 at 3(7/29/2005: Google needa TCK licens®&)
22 TX 7 at 1(10/11/2005: My proposal is that we take a licefise
TX 12 at1 (12/20/2005: Either a) wél partner with Sun as contemplated
23 in our recent discussions or b) Weake a licens§
TX 17 at 1(2/10/2006: tritical licensé)
24
Google’s ResponseAgree thatSun and Gogle negotiated for partnership that would have
25
involved Google taking a license to Sun technology, like source code implementationsnand bra
26
rights. Disagree that Google ever needed or negotiatedl lioense to “the APIs in suit.”
27
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65. Google knew that it needed a license even if it did not partner with Sun and

developed a “clean room” implementation instead, i.e. without Sun code.

TX 1 (7/26/2005: “Developing a clean-room implementation of a JVM
Must take license from Sun.”)

TX 12 (12/20/2005: Roin: “My reasoning is that either a) we’ll partner
with Sun as contemplated in our recent discussions or b) we’ll take a license

TX 10 (8/6/2010: Long after ‘clean room’ completed, “We conclude tha
we need to negotiate a license for Java”)

TX 610.1 (secification license; available on all specifications)

Google’s ResponseDisagree. The evidendeesnot support this findingAs reflected in the

cited evidence, Google considered several options for developing Android. TX 1 and TX 1
addres®ptionslike aclean room implementation, a partnership, a license to source code, a
of Sun’s TCK. The evidence does not state or imply that a license would be needegléf God
developed a clean room implementation and made no use of the Java logo dfthe TC
TX 10 was written after Oracle threatened to sue Gddj{e€l074), and addresses the viability
of Google switching to a Jaaadternative in response to Oracle’s thgeaAs Mr. Lindholm
testified TX 10 has nothing to do with whether Google wouldda license in the first instancs
to independently implemedavaAPI packages in Android. RT 856:6-857:21

66. The evidence shows that all other companies that developed an independen

implementation of the Java technology took a license.

Ellison at RT293:8-294:21
Kurian at RT 385:20-386:8

Google’s ResponseDisagree. Apache (Harmony) and GNU (Classpath) developed and

distributed independent implementations of the Java API package specificationd aatitdke
licenses.Schwartz at RT 1972:8-1974:12; Kurian at RT 396:8-398:4; Screven at RT 561:2-

67. In 2005, Google and Sun specifically negotiated for a license to Sun’s APIs.

TX 2 atl (7/26/2005: “srgey: Application delivery part of AP Yes, but
actual delivery is a negotiatidi)

Page at RB00:23-501:2 (“And in that conversation that you participated

in and is memorialized in thismail that you got a copy of in 2005, what Serge
was talking about was a negotiation with Sun about APIs. That's cledrit,isir?
A. Yeah.”)

Google’s Respore Disagree.The evidence does not support this finding. TX 2 notesdhat,

23
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1|| of July 26, 2005, the method applicationdelivery; i.e., how to deliverapplicationgwhich
2 || would be performed via APIsyyas “a negotiation."Indeed Mr. Page testified thatX 2 referred
3 || “[n]ot[to] actual delivery of the APIs, but application delivery, and the actual delivery of
4 || thoe™—i.e., it was a “technical negotiation,” notliaensenegotiation. RT 499:11-25.
5 68. In 2005 and 2006, Suxpressed conceabout the potatial for fragmentation
6 || and informed Google of the requirement of platform and API compatibility in @sdes.
7 TX 9 (10/13/2005: “Alan presumably wants this both for tactical reasons
(preserve TCK and implementation revenue, defend franchise against
8 fragmentation which is his main threat for letegm erosion” “He just needs to bge
compensated for collateral shéerm revenue loss and get comfortable that this
9 won’t allow Google or anyone else to run away with the platform”)
TX 125 at 1 (10/26/05 Lindhim: “If we don’t show strong efforts toward
10 avoiding fragmentation we are also going to have much more trouble from Sy¢in”)
TX 612 at 2 (11/21/2005: “Had a quick call with Andy Rubin . . . there are
11 three key pillars we care about: 1) Compatibilitwe wantto be sure we are
minimizing fragmentation)
12 TX 7 at 1 (10/11/2005: “My proposal is that we take a license . . . We’'l
pay Sun for the license and the TCK. Before we release our product to the open
13 source community we’ll make sure the JVM passes all TéHfication tests so
that we don’t create fragmentation.”)
14 TX 213 (4/5/2006: Lindholm comments on draft license agreement, and
states, “The fact that the definition of Commercial Stack includes the words
15 ‘subsetted and/or supersetted’ is significant at these are special words for Sun,
some of the key things that they have historically resisted going open to
16 prevent.”)
17 || Google’s ResponseAgree that Sun claimed it wanted to ensurelibahseef its proprietary
18 || Java technology or the Java brand met Sun’s standards for compatibility. Google &umot
18 || licensee and does not use the Java brand. None of the cited eodnltais even aingle
20 || mention of‘APIs,” let alone any reference to licensing requirements for “API compayibili
21 69. Google knew that compatibility was a core proposition of Java and that Sun
22 || worked actively to prevent fragmentation.
23 TX 7
TX9
24 TX 125
TX 612
25 TX 1048
Page at RT 471:648
26 Ellison at RT 296:2-4
7 Kurian at RT 381:15-25
Google’s ResponseAgree that Google knew Sun claimegvanted to ensure that licensees of
28
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its proprietary Java technology or the Java brand met Sun’s standards for cditypdiiisagree
thatSun'’s feelings about “fragmentatioal’ “compatibility for its licensees are relevant.
70. Google knew thatlava had very little fragmentation.”

TX 21

Google’s ResponseDisagree.An isolated statement from an unknown person in TX 21 is

insufficient to support this finding, particularly in light of all the trial evidenaeashg that Java
was badly'fragmened.” TX 3508; Reinhold at RT 724:24-725:20relevant in any event.

71. Google hired numerous former Sun engineers, including Tim Lindholm, who
represented to Andy Rubin in 2005 that he should be a “project advisor” for Android becau

was familiar wih the “legal ecosystem.”

TX 321 (8/9/2005: Lindholm to Rubin: “I think my main value would be
J2ME runtime generalist and interpreter of the engineering/business/lega
ecosystem.”)

TX 1 (7/26/2005: “Google/Android, with support from Tim Lindholm,
negotates the first OSS J2ME JVM license with Sun”)

Google’s ResponseAgree that Google hired Mr. Lindholm in July 200Agree that in latduly

and early August 2005, Mr. Lindholm aht. Rubin discussed Mr. Lindholm becoming a
“Project Advisor” for Android. This proposed finding is irrelevant, however, as.Mdholm
was not involved in the design or development of Android. Lindholm at RT 862:19-863:16
72.  Additionally, Googleexecutives and engineers responsible for Android knew
about theequirements foSun’sspecification licensebecaus&ooglewas a member of the JCP

and patrticipated directly in Sun’s disputéh Apache

Lee at RT 1186:2:6 (Apache never got license, never accepted FOU
restriction)

Rubin at RT 1689:19-25 (knespachedidn’t have dicense from Sun)

Schmidt at RT 1541:3-7 (no right to use Sun IP as result of Apache lic

TX 273at1 (Rubin to Bornstein: Apache forbidden from ME versions)

TX 405at1 (Lee to Schmidt: Harmonywater under the bridgdor
Android)

TX 1051at1 (Rubh agreeing to sign letter to Stegarding Harmony

TX 2347 (Letter to Schwartzegarding Harmongigned by Google
representative

Deemed Admission at RT 978:16-979:1 (FOU prevé@K from being
run onmobile devices)

Google’'s ResponseAgree that Google employees wevell aware that Sun publiclgndorsed
25
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Apache’s independent implementation of the Javapskages (Harmony), and that Sun and
Apache had a dispute about whether Apache could use the Java brand in mobile phones.
Schwartz at RT 2010:5-12; Rubin at RT 1688:16-23; Lee at RT1186:2-16; Swetland at RT
965:22-966:4; GFOF 37, 52. None of the cited exhileftsrence a“specification license.”

73.  Google knew that Apache Harmony could not be used in mobile devices bec

Android’s Core Library Lead, Mr. Lee, told Mr. Schmidt that Sun prevented

“Apache Harmony fronindependently implementing Java §armony
can't put those restrictions on their own users and still Apache license the co
not to mention Android (though that's water under the bridge at this point).”

TX 405
Lee at RT 986:5-987:19 (describing TX 405)

Google’s ResponseDisagree.The uncontradicted evidence shows that Harmony could be {

in mobile phones so long as Apache and its licengegsGoogle) did not use the Java brand.
Google Resp. 725FOF 46 TX 405 itself addres®strictions on the TCK licensethe license
necessary for those who wished to use the Java brand or claim to be “Java-compeXiizles.

74. Google also knew that Sun permitted open source projects only fonfinbile

areas- areas where they don’t have a well defined revenue stream. Apache is an example|

X7
Google’s ResponseAgree that Sun did nothing to stop Apache from im@etmg the Java AP

packagesn Android. RT 1863:20-1864:2Disagree that Sun’s inaction was limited to hon
mobile areas.” To the contraigun took the public position that Apache could ship Harmonyj
mobile so long as it did not use the Java brand. Google Resp; GFOF 46

75.  Apache had no license from Sun that would it allow it to distribute the Java A

commercially under the Apache license.

Kurian at RT 393:23-394:18; 396:3-9; 399:10-33
Screven at RT 523:25-525:3; 527:18-20

Google’s ResponseAgree that Apache never took a license from Sun. Disagree that Apag

needed a licensg any kind todistributeHarmony GoogleResp. 72-7AGFOF 4546. This

finding is not cited by OracleGOL.
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76. On April 10, 2007, Apache posted on its website a letter to Sun and acknowls
on its website that Apache needed a T@Kdemonstrate compatibility with the Java SE
specification, as required by Sun specification license for Java’ SE 5.

TX 917 atl
Google’s ResponseAgree As the letter states, Apache wangedess to th& CK to showthat

its code was Javeompatible TX 917 at 2 (“Our intention has always been to produce a cert
compatible implementation of Java SE distributed under the &packnse€’). This finding is
not cited by Oracle’€OL.

77. In a“FAQ” accompanying the letter to Sun, Apache publicly stated that users
Apache Harmony “wouldn’t be assured that they had all necessary IPfraghtthe spec’s
contributors.” On December 9, 2010, Apache again publicly stated “that Java speosicat

proprietary technology that must be licensed directly from the spec lead.”

TX 1045at2 (Apachestatementesigning from JCP)
TX 1047at 6 (Apache open letter FAQ)

Lee at RT 1207:9-1209:20 (admitting he saw Apache resignation at the

time)

Google’s ResponseAgree that TX 1047 and TX 1045 include the quoted language. TX 10

reflects Apache’s desire to use the Java brand for Harmontp @novide patent protection to itg
licensees. (TXL047 at 3 (defining “necessary IP”)). TX 1047 is Apache&tion to this
lawsuit—posted after Oracle sued Googleifarorporaing Harmony implementaticr-and to
Oracle’s false assertion that a license is needed to impleh@e8S0 oain API packageThis
finding is not cited by OracleGOL.

78. The evidence shows that no other companies use Apache Harmony in comm

devices other than Google.

Kurian at RT 401:25-403:11
Screven at RT 530:11-24
Rubin at RT 1761:25-1762:6

Google’s ResponseDisagree. The evidence shows tMatorola, Samsung, Sony Ericsson,

HTC, LG, ZTE, Huawei, Amazon, Barnes & Noble, and IBM use (or uApdfhe Harmony

code in commercial device®Rubin at RT 1762:19-1763:Morrill at RT 1019:17-1020:6
27

GOOGLE'SRESPONSE TO ORACLE’'®ROPOSED FINDINGS OFACT
AND CONCLUSIONS OF 1aw
Case No. 3:1@v-03561

edge

fied

of

A7

ercie




661479.02

© 00 N oo o A w N e

N N N N N N N NN P P P R R R R Rp B
® ~N oo M KN W N B O © 0 ~N o ;N W N Rk O

Schwartz1977:21-1978:4 This finding is not cited by OracleGOL.

79. Google nonetheless used Harmaogein Android.

Bornstein 1837:21-1838 (“an awful lot of stuff came from Apache
Harmony”)

Google’s ResponseAgree.

80. According to Google’s Executive Chairman Eric Schmidt, Gealgles not assert
that it has any rights to use any Sun intellectual property as the reqdtApache license.

Schmidt at RT 1541:3-25
Google’s ResponseAgree. This finding is not cited by OracleGOL.

81. Eric Schmidt, then CEO of Google, “would leag&ssumed” the TCK “was one of

the licensing requirements” of a Sun specification license for Java APIs.

Schmidt at RT 1559:841

Google’s ResponseAgree that Mr. Schmidt assumed Sun would require its licensees to pa

TCK testto be certified as Javeompatible and use the Java brand. Google is not a Sun lice
and does not use the Java brand.
82. Google conducted no dependaioleestigation into whether wasinfringing

Sun’s and the@raclés copyrights.

Swetlandat RT 952:22-953:18 (did no invegdtion if method sigatures
still copyrighted)

Schmidt at RT 1463:9-13 (no investigation about using Harmony for
mobile)

Page at RT 466:8 (Page never asked anyone to investigate whether
Google’s engineers had copied)

Lee at RT 1209:21-1210:14 (Lee didtmely on the advice of legal couns
in determining the legal permissibility of reimplimenting APIS)

Google’s ResponseDisagree. Thisfinding” is argument. That Google engineers and high-

level executives were unaware of an investigation into copyrights thdtedast is irrelevant.
B. Sun’'s Actions
83. It was not Surs practiceto permit incompatible implementations of the Java

specificdion, even if those implementations did not bear the Java brand.

TX 610.1 (J2SE 5.0 Specification License)
McNealy at RT 2055:22—-2056:4\Was there ever a time, when you wereg
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chairman of Sun, when it was Sarpolicy or practice to permit someone to
incompatibly implement API specifications, so long as they did not call it Java
A. Uhm, our API licenses were all about compatibility for Java. So in the Jav
space I | dont recall that that was everaa strategy that we pursued nor
allowed in the marketplac®.

Cizek at RT 1071:4-7 (Sun’s practice was to require compatibility and
commercial use licenses)

Gupta at RT 2306:6-2307:14QUESTION: A licensee was required to
pass the TCK, even if they didn’t want to use the Java bratidgtisight?
ANSWER:Yes.”)

Google’s ResponseDisagree.Sun never considered the Java APIs to be proprietary, and §

knew it could not limit the usef or enforce restrictions on APIs it did not own. Schwartz at R

1966:1-12, 1973:24:1974:8; 2010:5:ZFOF 23 Mr. Gupta’s statement about requirements
imposed on Sun “licensees” is irrelevant, because Google was not a licensekrasichded a
license to use the SSO of the API packadés. Cizek—a salesma#n-did not set corporate
policy. Mr. McNealy’'stestimonyabout a “strategy” he could not “recall” is insufficient to
support this finding in light of Mr. Schwartz’s detailed testimony about Sun’s coegooaties
and practices.

84.  Sun would contact companies that had released incompatible implementatio

commercial products and require them to take a license and make the implementatictibtem

Cizek at RT 1054:21-1059:14
Cizek at RT 1071:4-17
TX 1026 (SunBanger license)

Google’s ResponseAgreeonly that Mr. Cizelattempted to (and did) sell a licensébanger

85.  From 2005 up through the time of trial, Sun and now Oracle had ongoing

discussions with Google regarding Java licensing for Android.

TX 565

TX 1002

Cizek at RT 1071:23-1073:18

TX 1029 (Buchholz email reporting conversation with Cizek, Loidh
responds)

McNealy at RT 2065:14-2066:14 (ongoing discussions with Google)

TX 1074 (2010 Eustace email to Catz)

Catz at RT 2313:23-2314:7 (6/2010: Oracle told Android they needed
license)

Rizvi at RT 1941:20-1942:12 (3 mtgs with Rubin re: licenseléwa in
Android)

Google’s ResponseDisagredghat discussionwere “ongoing.” Sun and Google discussed a
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partnership in 2005-06GFOF54. After that, Sun would periodically contact Google to try to
sell Sun products to Google, or to encourage Googlak® a license to Sun’s TCK and Java
brand. TX 565, TX 1029, TX 1074. Pdatvsuit “discussions” are irrelevant.

86. In fact, the Sun-Google negotiations never broke off.

Page at RT 492:18-22 (“But | also say I'm not sure they've ever broke
off. Continue to have discussions to this day.”)

Google’s ResponseDisagree. Mr. Page’s testimony references irrelevantlipigstion talks.

87. In 2007, before Google announced Android, Sun repeatedly tried to engage

Google in discussions on Java licensing for Android.

TX 538 (emails from Gupta to Rubin)
TX 565 at 3

Google’s ResponseDisagree.The evidence does not support this finding. TX 538 says nothing

about a license; TX 565 is an internal Sun email that is hearsay and should be affordigghto
88. By 2007, Sun had released its technology under a particular open source lice
the GNU General Public License (GPL), a “give and force back” license that reggsmssto

open source certain portions of their own code if they used theiG#ised code.

Schwartz at RT 2021:1@3 (GPL is a “give and force back” license)
Ellison at RT 292:2-293:4

Google’s ResponseAgreein part. After Google had begun to develop Andr8idin released tq

the public for free under thepecific terms of a particular versioftbe GPL all of the
“technology”for whichit now claims protection. Rubin at RT 1757:2-25.
89. The GPL is not a business-friendly license, and most companies accordirgly

not take the GPL license to use the open-sourced version of the Java APIpald®K.

Kurian at RT 387:13-388:3
Screven at RT 531:3-20

Google’s ResponseDisagree. Many components of Android are licensed under the GPL, af

this has not hindered Android’'s adoption. Furtheg,dited Screven testimony statiest

“‘commercial use” of GNU Classpath became unnecessary 8imeneleased OpenJDK.
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90. The GPL did not suit Google’s business needs for Android and Android did njot

use GPLlicensed open source code.

TX 230
TX 154
Rubin at RT 1754:9-21

Google’s Response Agreethat Google used the Apache licenmsstead of th&sPL for many

parts of Android. Disagree that GPL did not suit Google’s business needs at allic&ignif
components of Android, including the Linux kernel, are licensed under the GPL. Also, Sun
nat release Java under the GPL until a faanths before Android was released.

91. Before Google announced Android, Sun did not know what Google would do
Android, or whether Google would require a commercial Java license for Androitietrew it

would use GPL code.

TX 565 at 3 (describing Google’s options and Sun’s strategy around e
Schwartz at RT 2023:2-9 (“prior to the release of Android, we were
presuming they were going to be using GPL code”)

Google’s ResponseDisagree.By at least April 27, @06 (seven months before Android was

announced) Sun knew Google would be implementing Java APl packages in Argbowdartz
atRT at 1983:22-19825 (discussing TX 435); Schwartz at RT 198%;22024:15; GFOF 53
59.

92. On November 5, 2007, when SarCEOresponded to the announcement of
Android in a blog post, Google had not yet released the Android Software Development Ki

(“SDK"), and Sun therefore did not know the facts regarding Ga®gi&ingement.

Morrill at RT 1041:14-16Q. But on November 5, 2007 Google had no
released the Android SDK, had it? A. Tlsatbrrect. The SDK was released a
week later?)

Google’s ResponseAgree that Google had not yet released the SDisagree that Sun did n

know that Google would be implementing the Java API packages in An@e&500gle Resp.

91.

93. Google released the SDK on November 12, 2007. This was the first time that

Google identifiedhe APIsto be used ii\ndroid publidy.
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Morrill at RT 1041:14-16 (& week latér after November 5)

Schmidt atRT 1546:1416 (“roughly correct” that you'd have to have the
SDK to know the APIs were in Android)

Rubin at RT 1702:22-1704:9 (eight days after Android announced, SD
released; APIs were in the SDK)

Google’s ResponseAgree that Google released the SBiKNovember 12, 2007 and that the

SDK included the APlpackages Disagredhat Google’s use of the Java APIs was unknown
until the SDK release. As Mr. Schwartz testified, “everyone in the industry’lofeé@oogle’s
use of the API packages before the SBS released. RT at89:2-7; Google Resp. 92-93.

94.  As of November 12, 2007, Sun’s CEO understood that Google might still agr
certify Android as compliant with the Java specification.

TX 1055
Google’s ResponseAgree that Mr. Schwartzopedthat Google mightone day decide to certify]

Android as compatible witldava, thereby giving Google rights to the Java brangbatahtially
provide Sun with additional revengeneratingossibilities

95. On November 15, 2007, three days aft@ogle released th&ndroid SDK,Rich
Green, Executive Vice President of Software at Sun, publicly expressed comegding

Android and the incompatible set of APIs. He is quoted as stating:

“Anything that creates a more diverse or fractured platform is not in
(developery best interests.

“The feedback from developers is, ‘Help us fix this.

“We're really interested in working with Google to make sure developg
don’t end up with a fractured environment. We’'re reaching out to Google and

K

e {o

rs

assuming they’ll be reaching out to us to ensure these platforms and APIs will be

compatible so deployment on a wide variety of platforms will be possible.”

TX 1048 (“Sun concerned Google’s Android will fracture Java”)
Rubin at RT 1725:23-1726:10 (acknowledging article; acknowledgirg
he saw it at the time of Andrdglrelease)

Google’s Response Agree But Sun’s purported “concerns” about “fragmentation” are a

product marketing issue for Sun, not an assertion of legal rights in the SSO of ARitigmc
Those“concerns” are irreleant. Mr. Green said nothing about the need for Google to take a

license from Sun, alleged copyrights in the SSO of API packages, or the pgssibitigation.
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96. When asked to comment on Mr. Green’s comments, Rubin responded to Go

internally that‘[ t]his is avery touchy subject

TX 180
Rubin at RT 1725:23-1726:10

Google’s Response Agree SeeGoogleResp. 95.

97. On May 23, 2008, Google Androamployees receivedirculatedand

commented on an article that reported on Sun’s continuing concern regarding Android:

“Sun Microsystems has expressed concern that Geatgleelopment of
Dalvik could fragment the Java world so that Java software for running Andrg
applications wouldn’t work on other Java phones and wv&rea’

TX 245
Google’s Reponse Agree SeeGoogle Resp. 95.

98. In September through November 2008, prior to Google’s release of the Andr

platform, Sun engaged in another round of discussions with Google.

TX 1002 (November 24, 2008 email from Rubin in which he wrote that
Sun had asked Google “to certify Android through the Java process and bec
licensees of Java”)

Google’s ResponseAgree that Sun approached Google in 2008 to try to sell Google a licer

brand Android Java. TX 1002. Oracle never questioned a singlessvaéibeud X 1002. There
is no evidence Sun never told Google (in November 20@8anry other time) that itlaimed
copyrights in the SSO of API packages, or that Sun could sue Gmaglédndroid GFOF 60,
87.

99. In April 2009, Sun communicated to Google that Google needed a license fof

Android, and that Google needed to make Android compatible.

Cizek at RT 1071:23-1073:18 (conversation with Martin Buchholz at
Google)
TX 1029

Google’s ResponseAgree that a Sun salesmair. Cizek—tried to sell Google a license for

Android. There is no evidence Mr. Cizek (or anyone else from Suhitmbgle it was infringing
Sun copyrights or that Googleaslegally requiredto take a licensb'om Sunat all,let alone for

the SSO of the Java API packagds< 1029; GFOF 60, 87.
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100. Oracle has continued to express concern regaféougyle’s use of Oracle’s

intellectual propertyn Android.

Kurian at RT 391:15-395:1

Rizvi at RT 1942:20-1943:1

Ellison at RT 304:2335:8

Catz at RT 2309:15-2310:11

TX 2237 (Form CO, submitted to the EU, that notes tHairfnony project
(financed by IBM, Intel, Microsoft, Google, and others) and Google’s Android
are examples of Ja\safracturing’)

Google’s ResponseDisagree. Orde attempts to equate ipgirporteddesire for “compatibility”

andconcerns about “fragmentation” with its legal rightsimspecified‘intellectual property.”
There is no evidence that Oracle ever suggested to Google that Google could emoeimjh
Android the SSO of Java API packagé&x-OF 92.Oracle’s purported desire for “compatibility

or concerns about “fragmentation” are product marketing issues, not an assertiyah 0glhds.

101. Sun’swords andhctions inresponse to the Android announcement in Novembe

2007 were neither intended to be, nor reasonably could be understood to be, an endorsen

Android that used only some of the Java SE APIs and that failed to comply with Sun'edicer

Schwartz at RT 1991:9-14
McNealy at RT 2059:2060:13 (Sun practice to require compatibility)

Google’s ResponseDisagree. There is no other reasonable way to interpret a public state

of congratulations and pledge of support posted on Sun’s official corporate website $y Sun

0OS

ent c

\S

ment

Chief Executive Officer.Schwartz at RT 1968:11-15 (blog post was “equivalent to me of holding

a press conference”Every witness questioned about Mr. Schwartz’s blog post confirmed th
they interpretd it as an endorsement of Android. Rubin at RT 1706:4-15; Morill at RT 10271
1028:11; Bornstein at RT 1824:22-1825:7; GFOF 72, 75, 82.

102. From 2006 to the present, Sun’s actions in continuing a strategy of negotiatic

rather than litigation, weneeasonhle and consistent with its historical interactions with Gaogle

Seecites for 63, 64, and 85-87 above.
Google’'s ResponseDisagree.SeeGoogleResps. 63, 64, 67, 85-87, 101.

103. Sun did not intend to relinquish any rights with regard to its copyrights or

Android.
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TX 563 (3/8/2007: “The Google thing is really a pain. They are immun
copyright laws, good citizenship, they dbshar€’)

TX 565 (9/19/2007: “It will end up in a discussion around compatibility
and licensing around Java”)

TX 2371 (11/6/2007°As for how they avoid these licenses, | don’t know

TX 1056 (3/26/2008: “take Java for Android, without attribution or
contribution... scroogle”)

TX 2070 (10/23/2008:1P/patents hamm@r

TX 2362 (4/20/2009Battles with Android)

McNealy at RT2065:14-2066:14 (ongoing discussions with Google)

Google’s ResponseDisagree. Mr. Schwartz testified that Sun made an affirmative decisiof

to sue Google. RT 2002:5-7. All of the contemporaneous documentary evidence supports
Schwartz’s trial testimonyTX 2352, TX 3441, TX 34660racle attempts in this proped
finding to misconstrue internal Sun emaiene of which were ever communicated to Google
any other third party, to make it appear as though Sun intended to one day sue Google ov{
Android. Oracle’s gloss on these exhibits is not evidence. Oracle did not question egén o
the email authors-Mr. McNealy (TX 563), Mr. Gupta (TX 565, TX 2070), and Mr. Schwartz
(TX 2371, TX 1056, TX 2362)-about the statemenits these exhibits.
The only witness questioned about any of the statements quoted above was Jonathan Sch
Regarding Mr. Gupta’s statements in TX 2070, Mr. Schwartz testified: “Q. So SQctaber
23rd, 2008, was considering using tRepatents hammer to bring Google into Java compliang
correct, sir?A. No. | think Vineet was congering that. Schwartz at RT 2030:6; GFOF 6387.
104. No credible evidencshowsthatSun ever communicated to Google, expressly
implicitly, that Sunwas giving up any rights to assert legal claims ag&asiglebased on
Google’suse of the asserted Ja&RIs for Android

Google’s ResponseDisagree.Sun CEO Jonathan Schwartz (and other Sun employees) pu

and privately approved of and endorsed Android. GFOF 64, 68, 73-74, 76-81, 88-89.

105. No credible evidencehowsthat Sun intendedr expected thaBoogle would
interpret Sun’s statements or conduct — including Sun’s repeated effoegdtae with Google
to take a Java licenser Android— to meanthat Google did not neexdich a license.

Google’s ResponseDisagree.Every Google witness whestified at trial confirmed that they

understood Sun'’s statements and conduct to mean that Sun approved of and endorsed Arj
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Schmidt at RT 1514:8-9; Rubin at RT 1708:3-Morrill at RT; 1027:25L028:11 Bornstein at RT
1824:22-1825:7; GFOF 66, 67, 75, 82.

106. Sun never unequivodglor intentiondly relinquisted any known righto assert its
copyrights in the Java APIs against Google.

Google’s ResponseDisagree. Thisfinding” is a legal conclusiomithout any factual support.

Sun never considered APIs to be proprietary in the first place, Schwartz at RT 19661d;12, i
even if it did, it intentionally relinquished its right $goe Google over them. Google Resp. 103
104; GFOF 23, 72; GCOL 40-44.

107. Sun’s words and conduct were consistent with intent to enifisraghts tothe

intellectual property at issue.

Google’s ResponseDisagree.This “finding” is a legal conclusion without any factual support.

Sun’s words and conduct wareonsistent wit an intent to enforce copyrights in the SSO of t
API packagesfor all thereasonstated in Google Resp. 103, 105 and GCOL 31, 38, 42.
108. The credible evidence cited above, as well assSurancial difficulties in 2007 to

2009,explainany period of Suis’ delay in filing suit against Google

Schwartz at RT 2033:12-24 (Sun was struggling due to the financial cy
before Schwartz resigned)

McNealy at RT 204844 (Sun was struggling during the last years that
McNealy was chairman of the company)

Google’s Response Disagree. There is no evidencpatticularly not the cited testimonrythat

Sun’s delay in filing suit against Google had anything to do with Stinancial difficulties.”

C. Reliance

109. Android was a “critical asset” for Google that is “hugely profitable.”

TX 431
TX 1091 (RT 2226:2@3 (Agarwal Dep.)

Google’s ResponseAgreethat the presentation in TX 431 describes Android, along with ot}

Google productsas a “critical asset Mr. Agarwal’'sstatementeflecs aurrent profit margins

which do not take account of costs incurred in initially developing the platform.
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1 110. In 2005, Google was concerned about the growing number of individuals using
2 || mobile phones to search the internet and its ability to attract and retain theseArs#noid
3 || would give Google more control of the user experience and built-in Google aippiscan
4 || mobile phones.
5 TX 3215
™>X1
6 TX 10
7 || Google’s ResponseAgree.
8 111. The vasimajority of Google’s revenue at that time and today comes from seaich
9| revenue. A primary reason to have Android is that people will do more searches arel Googl
10 || would get more money as a result.
11 Schmidt at RT 1458:126
12 || Google’s ResponseAgree.
13 112. In 2005, 2006, and 2007 Google was under tremendous time pressure to beat
14 || others, such as Microsoft, Symbian and Apple, into the smartphone market.
15 TX 6
Schmidt at RT 411
16 Bornstein at RT 1844:15 -1847:1
17 || Google’s ResponseAgree thatGoogle wanted to beabtentialcompetitors to market.
18 113. Google knew that the time to market was crucial and uking dramatically
19 (| accelerated their schedule, with other alternatives being suboptimal.
20 TX 15
X7
21 Page at RT 490:%
22 Schmidt at RT 1462:2-13
Google’s ResponseAgree in part. Time to market was important, but “using Java” did not
23
“dramatically accelerate” the schedul&he cited documents show tlepartnership with Sun in
24
which Google obtained Sun’s source codrild have accelerated the schedulésagreeltat the
25
alternatives to Java were “suboptimal.” TX 7 notes alternatives to a panmnerghiSun; those
26
alternatives were viewed as suboptimsicomparednly to the possibility of a partnership with
27
Sun, not to an independent implementation of original code written in the Java language.
28
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114. In 2005 and 2006, Google stated in internal emails and presentations that Gg

needed a license from Sun for Android.

TX 1 (7/26/2005: “Must take license from Sun”)

TX 3 (7/29/2005: “Google needs a TCK license”)

TX 7 (7/15/2005: “My proposal is that we take a license.”; License wou
require passing TCK to go commercial”)

Google’s ResponseAgreein part. Google discussed the need to take a license frohaSed

upon the assumption that it would use Sun proprietary technology in Android. The cited e
clearly discuss proprietary Sun technology for which a license would be ndedéd:‘Need
coffeecup logo for carrier certificationsind “convince[fSun to Open Source their MVM
implementationy; TX 3 (“Google desires to be able to call the resulting work Java”); TX 7
(“We'll pay Sun for the license and the TCKGFOF 54

115. However, Google did not want the obligations that the GPL and specification
license imposed. ThBPLterms required Google’s knsees to contribute back any additions

Google’s code. The specification license required Google to create a ilenpaitsion of Java.

Schmidt at RT 2021:183
TX 610.1
See also cites i88-90 above.

Google’s ResponseAgree thatbefore Sun madeva available under the GPL, Googlese a

different open source license (the Apache Software License versioth2)@smary license for
Android. Disagree that Sund®-called “specification license” imposed any obligations on
Google. There is no edénce that Google ever saw that license, much less accepted its terr
116. Google announced Android on November 5, 2007.
Schmidt at RT 1546:5-7

Google’s ResponseAgree.

117. Prior toGoogle’s public announcemenit Android in November 2007, Android
executives andngineersacknowledgednternallythat launching Android without a license, as

incompatible implementationyould place Google in an adversarial stance against Sun.

TX 7 at 2 (10/11/2005: “Do Java anyway and defend our decision, per
making enemies along the way”)
TX 125 at 1 (10/26/05: Lindholm: “If we don’t show strong efforts towal
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1 avoiding fragmentation we are also going to have much more trouble from Syin”)
TX 12 (12/20/2005: Rubin: “My reasoning is that either a) we’ll partner
2 with Sun as contemplated in our recent discussions or b) we’ll take a license] |
think a clearroom implementation is unlikely because of the teams prior
3 knowledge, and it would be uncharacteristically aggressive of us to position
ourselves against the industry.”)
4 TX 22 at 12 (4/21/2006: “What if we don’t do this deal?” ... “Adversarial
Approach” or “Take a lesser license”)
5 TX 207 (5/11/2007: “They won’t be happy when we release our stuff”)
TX 565 at 3 (8/2/2007: Gupta: have sent emails to Andy re: need for Java
6 licensing)
7 || Google’s ResponseAgree that Google understood Sun might view Android as a competitivie
8 || threat, particularly after Google and Sun tried but failed to reach a coadenatt deal.
9 118. Android was not and is not compatible with Java.
10 Mitchell at RT 1331:16-20 (Google’s Android is not really compatible with
Java because they supersetted and subsetted APIS)
11 TX 383 at 8 (11/6/2007: “Is Android Java compatible? No.”)
Morrill at RT 1010:4-7 (“Now, [A]ndroid does not support Java
12 applications, correct? A. That is correct. Q. And so Androidtsana
compatible, correct? Ahat’s correct.”)
13
Google’s ResponseAgree hat Android is not fully compatible with all of the APIs in Java SH,
14
but Android is compatible with the APIs in the 37 packadgeseGFOF 3336
15
119. Googledecided taise the APIs in mi@006 to early 2007—Dbefore Jonathan
16
Schwartzs blog post on November 5, 2007.
17
Bornstein at RT 1850:4-1851:2
18
Google’s ResponseAgree Google decided to implement Java API packagesn it decided to
19
use the free Java language, as the API packages are necessary to use the langivalye effect
20
GFOF 22
21
120. Android headAndy Rubin only “vaguely” remembers any comments by Sun agter
22
the announcement of Android.
23
Rubin at RT 1446:23-1447:8
24
Google’s ResponseAgreein part. Mr. Rubin “vaguely” remembered “comments,” which he
25
defined assomething that you hear, you know, from somebody in passing,enayhbe hallway
26
or something.” RT 1722:2-1723:19. Mr. Rubin clearly remembered personal conversatmons wit
27
Sun and a public blog post by Sun CEO Jonathan Schwartz RT 1706:4-15, 1708:6-T139:2
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finding is not cited by OracleGOL.
121. No credible testimony shows that before November 5, 2007, Google relied of
statement by Sun in making any decision regarding the technology to include in Android.

Google’s ResponseDisagree While there is no testimony about specific statements Sun m

beforeNovember 5, 2007here isplenty ofevidence that Google relied on Suatgions and
inactionspre-November 5, 2007. Sun had allowed and publicly encouraged GNU and Apad
implement Java API packages before that time, and Google knew that Sun wasanell aw
Google intended to do the same thing. TX 617; Schwartz at RT 1983:22-1985:2, 1989:2-7
2024:1-5, Schmidt at RT 1505:22-1506:2.

122. After November2007, Google knew Sun had expressed concern regarding

Android, and in particular Google’s use of a subset of the Java APIs for Android.

Rubin at RT 1725:21-1726:10 (discussing press article on November
2007, after the SDK was announced: “Sun concerned Android will fracture Ja
TX 180 (11/15/2007: re: article, Sun’s concerns are a “touchy subject”

Google’s ResponseAgree that Google was aware that Sun &gatessed business concerns

about “fragmentation.” SeeGoogle Resp95.
123. Shortly before releasing the Android SDK and afterwaBisgle attempted to

hide its infringement by removirtge word “Java,” which it callethe“j word,” from Android.

TX 26 at 1 (11/17/2007Scrub out a few more$)
TX 104 (5/12/08 Remove j word from everywhere)
TX 233 at 1 (8/5/2009 “How aggressive do we scrub the j word?”)

Google’s ResponseDisagree.First, Dan Bornstein testified that documents likesewere

based on routine code scans to ensure that the word “Java” was not used in a way #wt vig
Sun/Oracle’s trademark in the Java brand. Oracle never showedpleede exhibitdo any
witness, and there is no testimony (other than Mr. Bornsdaahcerning thesg/pes of
documents.Secondthe idea that Google could or would “hide” its use of the 37 Java API
packages isinsupportablegiven that each of the APlIs in each of &fl packagebegins with
either“java’ or “javax”” Third, the cital exhibits clearly show that the purpose of “scrubbing”

was to remove inaccurate or inappropriate uses of the word Java (and other trademark
40
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inappropriate words), not to hide anything that Google had deaeexample:

TX 1072 (every accused API package begins with java or javax)

TX 233 (email from Bornstein to Jesse Wilson writing that the purpose of
changing “JVM” references to “VM” was to “make our docs more
consistent” and that it would be “safe to ignore it” and leave as JVM if
Jesse is not “sti€iently motivated to make the change”)

TX 104 (specifically notes that “we can't just find and replace java with
dalvik” and includes no suggestion that the purpose of the activity was
to “hide” anything)

TX 26 (no suggestion that the purpose was toe’hahything)

Bornstein at RT 1819:18-1822:9

124. In November2007, Google took steps to limit public discussions regarding

Android to certain authorized individuals and avoid references to Java.

TX 382
TX 165
TX 217

Google’s ResponseAgreein part. Googlelimited who at Google could speak about Android,

and it was careful not to use SufJgava” in its trademark or create any impression that Sun h
certified Android as Javeompatible

125. InJanuary2008, Google made public presentations that indwadgraphic that
described the Android core libraries as “Core Java libraries.” Google |aiegehthis graphic

to delete the word “java.”

TX 34
TX43.1

Google’s ResponseAgree that TX 34 includes a graphical representation of the Android sy

thatis different(in many waysjfrom the graphical repsentationn TX 43.1, one of which ighat
it describes the core libraries (all of which are in the “java” or “javax” namespacepes Java
libraries” instead of “Core librariés.Disagree that this has any relevance whatsoever to any
the issues in this cas&eeGoogleResp. 123-125.

126. In March 2008, Google took steps to prevent its employees from demonstrati

Android to any Sun employees or lawyers.

TX 29 at 1 (3/24/08: dondemonstrate to any sun employees or lawyer
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Google’s ResponseAgree thatMr. Rubin advised Google representatives natamonstrate the|

tooling, emulator, or developer environment to Sun employees or lawyers. Disegreestis
relevant to this cseor evidences any effort to hide Google’s use of the Java API packages,
was known by everyone in the industry long before Google announced Android. RT at 19§
127. On May 23, 2008, Google Androaimployees receivedirculatedand
commented on aarticlethatreported on Sun’s continuing concern regarding Android. That

article stated:

“Sun Microsystems has expressed concern that Geatgleelopment of
Dalvik could fragment the Java world so that Java software for running Andrg
applications wouldn’t work on other Java phones and wv&rea’

TX 245

Morrill at RT 1043:1-10 (saw that others had reported that Sun had
concerns; had no conversations with Sun at all)

Google’s ResponseAgree. SeeGoogleResp. 97.

128. In May 2008,Googleemployee Boliee informed Google CEO Eric Schmidt
about the dispute regarding Sun licensing for Apache’s Harmony project, but witot@sha
“water under the bridge” for Android.

TX 405

Google’s ResponseAgree that Bob Lee wrote to Eric Schmidt about the Apache dispute, ar

that he used the phrase “water under the bridge” to describe the fact that Androidithed thec
implementthe Java API packages and not to use the Java brand in connection with Ahdeoi
at RT 987:24-989:3; TX 405.

129. In Septembethrough November 2008, Google engaged in additional negotiat

with Sun regarding Android, and that discussion included the possibility of buying Java from

Sun.

TX 203
TX 183
TX 1002

Google’s ResponseAgree that in lat€2008 Google and Sun engaged in discussions over a

“toolbar deal” in which Google paid Sun in order to distribute the Google toolbar, andlzajree
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those discussions sometimes touched on Android and sometimes involved Sun attempting
convince Google toly Sun. None of these exhibits were discussed with any trial witnhess.
130. In JanuaryandFebruary 2009, Google considered the possibility of buying Ja

from Sun, including Sun’s Java copyrights, in part because it would prevent lawsuits.

Schmidt at RT 159:20-23; 1560:10-12

TX 406 (1/29/09 buying full rights solve all of these lawsuits we
facing)

TX 326 (2/20/2009: Lindholm has a good basis to answer questions a
buying Java, but “would rather do it in person than in email”)

Google’s ResponseAgree that in TX 326 and 406 a programmer in the Google Aggws(not

on the Android teanmamed Brett Slatkin emailed several Google executives suggesting tha
Google consider buying Java, and that he also noted that this would make unspsied “
lawsuts” go away. Disagree that that there were in fact amgva lawsuits,” Schmidt at RT
1571:21-23, or that this evidence is connected to Android in any way. None of the cited ex
nor Mr. Schmidt’s trial testimonynentions‘Java lawsuits” regardingndroid.
131. In April 2009, Google sought to avoid discussions with Sun and to instead se

Sun would sue Google before engaging in further discussions.

TX 1029 (4/29/2009: “we really don’t want to inadvertently stir anythin
up for Android”. . . “we should step away, and only respond further if Sun chg
after us”)

Google’s ResponseDisagree. TX 1029 involves business discussions between Sun and Gg

unrelated to AndroidMr. Lindholm recommended stepping away frbosiness negotiations
and only responidg further if Sun “chases after us,&. took steps to reopen these business
negotiations. Nothing in TX 1029 sugget$tat Google fearedlawsuitfrom Sun Oracle never
showed TX 1029 to a single witness; its argumentative gloss on the exhibit is natevide
132. As late as August 2010, despite its claims that it had used only Sun’s API
specificationsGoogleinternallyacknowledged that iteededa Java license for Andraid

TX 10 at 1 (8/6/10We need to negotiate a license for Java

Google’s ResponseDisagree. At the time of the se@alled“Lindholm email” Oracle had not

even informed Google that it was asserting copyrights in the Java API pafleagésne the
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SSO of those packages)X 1074 (email from Alan Eustace to SafragWe will not pay for
code that we are not using, or license IP that we strongly believe we arelatihgj and that
you refuse to enumerate.”J.X 10 therefore could not possibly relate to the need to license
“Sun’s API specifications.” Indeed/r. Lindholm testified that heasalways believed APIs
were free and open for anyone to use, even during his days at Sun. RT 861:9-23.

133. After November2007, Google continued to discuss a license with Sun, and

negotiations continued up to and beyond the tlas lawsuit was filed.

Page at RT 492:18-22 (continue to have discussions to this day)

Catz at RT 2313:23-2314:7 (6/2010 told Google it needed a license for

Android)

Rizvi at RT 1941:20-1942:12 (3 mtgs with Rubin re: license for Java in
Android)

TX 1002 at 1. (11/24/08 certify Android through Java process & becon
licensee)

See also cites f@5 above.

Google’s ResponseAgree that Google and Sun have discussed Android several times sing

was released. Disagree that there has been one contimeguiggtion, or that any negotiations

after 2006 involved any sort of “partnership” concerning Android, as opposed to Sun’steffof

sell products to Google or persuade Google to license its compatibilitabtesfava brand. TX

2008 (Cizek contact report from 5/26/06: “After many meetings incl. Alan Breitweas agreed

ne

eit

that the two companies cannot come to a meeting of minds on how to work together K CDC-

and open source.”). After May 2006, Sun’s overtures to Google were limited to attesgits tq
Google Sun products or a TCK licensgeege.g, TX 1002.

134. In all of itslicensing discussions with Sun and with Oracle, Google never ass
that it had believed that Sun had approved of its use of Java in Android, or that it had relieq

any swch belief.

Catz at RT 2315:22-2316:14
Rizvi at RT 1941:20-1943:1

Google’s ResponseAgree that Mr. Rizvi and Ms. Catz testifi@bogle did not suggest in 201

discussions with Orackhat it did not need a license because faohfailed to object to Android,

The cited testimony does not address Sun in any way. The fact that Google did i thent
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issue at the 2010 meetimgirrelevant to the case, as evidenced by the fact that Oracle does
rely onit for any of its conclusions of law.
135. Itisunreasonabl® treat a blog post as if it is a license.

Google’s ResponseThis is not a fagtit is anargument. In any everGoogle has never argued

that a blog post is a licens®ir. Schwartz’s blog post, along with other statements and cond\
of Sun support Google’s equitable defenses of estoppel, waiver, laches, and ingtigel ibis
finding is not cited by OracleGOL.

136. No credibleevidence shows that Google relied on any statements by Sun in
continuing to use Java in Android.

Google’s Reponse Disagree.Mr. Rubin, head of the Android projetestified thathe relied on

Sun’s public and private statements of support and encouragement for Androidathuneso

assert at any time that the SSO of API packages was proprieta§uaisdefforts to build

not

ICt

products to work with Android in deciding to invest additional time, money, and resources into

developing the Android platform. RT 1715:2-1717:Z500gle CEO Eric Schmidt likewise
testified that, based on public and private communications from Sun, he believed that Sun
approved of Android. RT 1528:13-1529:@racle does not cite a single piece of evidence in
support of this “finding” and provides no reason why Google’s evidence fsnedible.”

137. No credible testimony shows thabogk believed that Sun or Oracle did not
intend to enforce any intellectual property rights in connection with Android.

Google’s ResponseDisagree. Nearly every Google engineer or executive who testified

explained that they did not think they needed a license to use the 37 Java API packages in
Android. Oracle does not cite a single piece of evidence in support of this “finding”@andgs

no reason why the testimony cited below was not credible.

Google Proposed Finding of Fact 61
Rubin at RT 1691:15-21

Schmidt at RT 1505:22-1506:2
Bornstein at RT 1857:20-1858:6
Lindholm at RT 861:23
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138. No credibleevidence shows that, but for any statement or conduct by Sun or
Oracle, Google would have done anything differently in connection with Android.

Google’s ResponseDisagree. Whileo Google witness speculated as to act®asglewould

have taken in response to statements Sun never made or actions Sun never took, the evid
supports a finding that Google wouldve takerifferent actions had Swever asserted that the
SSO of the Java API packages was protected by copyright.

Google knew that GNU Classpath and Apache Harmony independently implemente
37 API packages, and that Sun had never taken the position—publicly or privtitatythe SO
of API packages was proprietari..g., Rubin at RT 1688:16-23; Swetland at RT 965:22-966:

With this background in mind, Google decided to independently implement Java API packa

Android. After Google announced Android Sun publicly and pelyatongratulated Google arld
committed to support the Android platform. TX 2352; TX 3441; GFOF 69, 73-74, 76-78, 88.

Mr. Rubin, head of the Android projecglied on these statements in not investigating
alternatives to Java and in continuing to invest significantly in Android’s developfRént.
1715:2-1717:25. Oracle does not cite a single piece of evidence in support of this “fimting’
provides no reason why Googl@&sgidence is not credibleThe totality of the evidence is more
than sufficient tasupport the inference that Google would have acted differently but for Sun
statements and conduct before and after November 5, 2866@GFOF 55, 61, 66-67, 75, 82,
GCOL 2144.

139. No documents and no testimoimythe record suggest that anyoné&abglerelied
on Sun’s actions toward GNU Classpath in creating or distributing Android.

Google’s ResponseDisagree.SeeGoogle Resp. 138t is true that 0 Google witness

speculated as to actions they would have taken seven years ago had Sun evedshgy&NU
Classpath was violating its copyright in the SSO of the 37 Java API packagesonsdigitDr.
Bloch testified that he helped GNU implemenag&ipatiwhile he was at Sun and with full
knowledge of his bosRT at805:10-807:15.0racle does not cite a single piece of evidence i

support of this “finding” and provides no reason why the cited testimony is not cre@ibse
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evidence and the ewedce cited in Google Resp. 138 is more than sufficient to support the
inference that Google relied on Sun’s actions towards G8keGFOF 55, 61, 66-67, 75, 82;
GCOL 2144.

140. No documents and no testimoimythe record suggest that anyone at Google re
on Sun’s actions toward Apache in creating or distributing Android.

Google’s ResponseSeeGoogle Resp. 138-13Agree that no Google witness speculated as

actions they would have taken seven years ago had Sun ever suggested that Ajpachyg Ha

ed

violated Sun copyrights by using the SSO of the 37 Java API packages. The evidenced cited in

Google Resp. 138-139 is more than sufficient to support the inference that Goodlenehien’s
actions towards Apachkeindeed, Android used the Apache Harmony code in AndrSeke
GFOF 55, 61, 66-67, 75, 82; GCOL 21-44.

141. Google did not change its position with respect to Android as a result of any §
statement by Sun or Oracle; rather, Googlaldtmes continued with the same strategy

Google’s ResponseDisagree.Google planned to and dishplementthe 37 Java API packages

at issue in this lawsuit becays@atil this lawsuit was filegdneither Sun nor Oracle ever suggest
that Google’s use of the SSO of the 37 Java API packages violated Sun or Oracleghtopy

Sun and Oracle’s actions consistently suggested that Googjeewastedto use the 37 Java AR
packages, so there was no reason for Google to alter its consisténanapdrenstrategy. See

GFOF55, 61, 66-67, 75, 82; GCOL 21-44.

V. PROPOSHED CONCLUSIONS OF LAW
A. Ownership

142. The Certificate of registration constitutgwima facie evidence of the validity of
the copyrights and of tHacts stated in the certificatel7 U.S.C. § 410(c).

Google’s ResponseDisagree. Oracle’s COL 142 is irreletamd, as worded, misleadinghe

prima facie evidentiary effect of a registration under 17 U.S.C. 8§ )@t best, of limited
scope in a situation such as this where a complete copy of the work is not avaallee

Copyright Office and individual elements or components of the complete work (inclatimgt
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limited to the SSO of any packages and any individual files) were not refererdaohad in the

applications for registrationSeeTradescape.com v. Shivaraid¥ F.Supp.2d 408, 413 (S.D.N.Y|.

1999) see alsdoisson v. Banian, Ltd273 F.3d 262, 268 (2d Cir. 20085imply because a
work is copyrighted does not mean every element of that work is protectéde prima facie
effect of Section 410(c) makes no sense when, as he@opyight Office cannot examine the
material for which copyright is claimed because the applicant did not provide it@dfite to

examine. Google incorporates by reference its response to Oracle’'s&G&pra

143. Google “has the burden of rebuttirgetfacts set forth in the copyright certificate.

United Fabrics Int’'l, Inc. v. C&J Wear, Inc630 F.3d 1255, 1257 (9th Cir. 201 00gle failed
to meet that burden.

Google’s ResponseDisagree. Oracle’s CO143 is irrelevant, misleading and, in pantorrect.

Google does not dispute the first sentenc€E®L 143; the prima facie effect, however, is narrg
and limited, and relates only to the validity of the copyright and the fatésl $tethe registration
17 U.S.C. 8 410(¢c)keeUniversal Furniture International Inc. v. Collezione Europa USA,,Inc.
618 F.3d 417, 430 (4th Cir. 2010) (presumptitarty easy to rebut because the Copyright
Office tends toward cursory issuance of registratipr&pon v. DC Comi¢2002 WL 485730
(S.D. N.Y. 2002). Google does not dispute that Oracle owns a valid copyright in the works
registered, as a whole. Nor does Google dispute atfne déctsstated in the Asserted
Registrations (such as, e.g., the dates on which the works were first publishéer wetvorks
included preexisting material or whether the identified earlier registratieresfor earlier
versions of the works). Google incorporates by reference its response @<zl 142,
supra Google further states that the issue of what therdes$ Registrations cover or “extend
under 17 U.S.C. 8§ 103(b) is a question of law for the Court, as to which Oracle has the bur
proving the underlying facts, including Oracle’s ownership of any individual comsoottite
1.4 Work or the 5.0 Work in which Oracle seeks to assert rights as standalone works.

144, Under 37 C.F.R. 202.3(b)(4)(1))(A), “when a single published unit contains

multiple elements ‘that are otherwise recognizable ascealiained works,’ the unit is considerg
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a single workor the limited purpose oggistration while its elements may be recognized as
separate works for other purposes.” (ECF No. 433 at 6 (emphasis in origBed)Jattoo Art,
Inc. v. TAT Int'l, LLC 794 F. Supp. 2d 634, 651 (E.D. Va. 2011) (interpretir®fy30)(4)(i))(A).).

Google’s ResponseDisagree. Oracle’s CO144 is irrelevant and misleading. Section 202.3

the Copyright Office regulations relates only to administrative proces$iagplications for

registration.See37 C.F.R. § 202.3(b) (ent “Administrative classification and application

of

forms”). The regulation does not purport to and could not change or override the plain languag

of section 103(b) of the Copyright Act regarding the elemendsdafrivativework to which a
copyright inthatwork extends.Seel7 U.S.C. § 408(c)(1) (administrative classifications have
“no significance with respect to the subject matter of copyright or the exeltights provided
by” the Copyright Act).

145. Oracle owns the copyrights to the documentation,cgocode and compiled codg
of the 37 API packages and the 11 source code files at issue, including to the streqhemses
and organization of the 37 API packages. (FOF 1-8.)

Google’s ResponseDisagree. Oracle’s COL 145 is incorrect as a matter af ldnder 17

U.S.C. § 103(b), absent proof by Oracle that it owns all rights to any of the sepesate f
elements included in the works that are the subject of the Asserted Registr@tiacle’s
copyright rights extend only to materials that were original in the wortksvane owned by
Oracle. Section 103(b) makes clear that the copyrights in the 1.4 Work and the 5.0 Work
imply any exclusive right in the preexisting material.” Oracle introduteevidence regarding
which parts of the 1.4 Work or the 5.0 Work were original with those version of the Java
platform, or regarding whether Sun or Oracle owned all rights to any individsabfilether
materials that were included in the works. The only copyright rights tlaate€Ocan rely on are
therefore its rightén the copyright in the works as a whole and notraghyts in anyindividual

portions or elements of the works.
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1 B. Copyrightability

2 146. Copyright protection subsists in literary works. 17 U.S.C. § 102(a)(1). The

3 || English language Java API documentation is an original, literary work and isophyrggbtable

4 || under section 102(a).

5 || Google’s Responsedliterary works are copyrightable subject matter, subject to many limiting

6 || doctrines.See, e.g17 U.S.C. § 102(b). Oracle’s J2SE documentation as a whole is

7 || copyrightable, but this does not mean that all elements of that documentation aightaipl,

8 || and Oracle cites no evidence to support its contrary assertion.

9 147. *“Original, as the term is used in copyright, means only that the work was
10 || independently created by the author (as opposed to copied from other works), and that it
11|| possesses at least some minimal degree of credtigist Pubins, Inc. v. Rural Tel. Serv. Go.
12| 499 U.S. 340, 345(1991). The selection, structure, sequence and organization of the 37 API
13 || packages in suit constitute original, creative expression. (FOF 29-40, 42-44, 47-48.)
14 || Google’s ResponseGoogle does not dispute that the API packages as a whole are original{ but
15 || disputes the copyrightability of the SSO of the 37 API packages for all thensesatated in
16 || Google’s findings of fact and conclusions of law, and its prior briefs on copyrititytabi
17 148. Google has admitted thadte Java APIs as a whole meet the low threshold for
18 || originality required by the Constitution (SeeECF No. 938 at 1.)
19|| Google’s ResponseAgree.
20 149. *“[Clopyright protection extends not only to tHaéral' elements of computer
21|| software- the source and object code — but also to a prograariliteral elements, including its
22 || structure, sequence, organization, user interface, screen displays and meuatesttuderch
23|| Transaction Sys., Inc. v. Nelcela, In2009 U.S. Dist. LEXIS 25663, at *29 (D. Ariz. Mar. 17,
24 || 2009) ¢citation omitted. The structure, sequence, and organization of the 37 API packages [n sui
25 || is copyrightable subject matter.
26 || Google’s ResponseJnder Ninth Circuit lawthe SSO of an executable computer program
27 || having an execution sequence and elements such as a user itedfacecen displays is
28 50
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potentiallycopyrightable, depending on the facts. Google disputes the copyrightabihty of t
SSO of the 37 API packages for all the reasons stated in Google’s findingsarfdac
conclusions of law, and its prior briefs on cogtiability.

150. “Whether the nonliteral components of a program, including the structure,
sequence and organization and user interface, are protected depends on whether, culkie

facts of each case, the component in question qualifies as the expodsaiadea, or an idea

itself.” Johnson Controls, Inc. v. Phoenix Control Sys., 886 F.2d 1173, 1175 (9th Cir. 1989).

Google’s ResponsdJnder Ninth Circuit lawthe SSO of an executable computer progisam

potentiallycopyrightable, depending one facts. On the facts of this case, the SSO of the 37
API packages is not copyrightable for all the reasons stated in Googbhisgs of fact and
conclusions of law, and its prior briefs on copyrightability.

151. The structure, sequence, and organization of the 37 API packages infsaiit is
detailed expression of an idea, not an idea it$€IOF 29-40, 42-44, 46-48.) The idea for an A
package may be to have a library of-pnétten computer code relevant to the area of
programming to which the packagsdates. For example, the idea for java.net.ssl is to have g
library of pre-written code relating to secure network transactionsF (BQ The selection,
structure, sequence and organization of the methods, fields, classes and o#@setethe
java.net.ssl package, and the relationships among those elements is the exprdsaiacest. t

Google’s ResponseDisagree. The fact that there are “ideas” at levels of generality above t

APIs does not mean the APIs themselves are not ideas, as well. For examelstditg” is an
unprotectable story idea. That does not mean that “boy meets girl,” which ispecréc than
“love story,” is automatically protectable. The SSO of the 37 API packages igpyoightable
for all the reasons stated in Google’s findings of fact and conclusions of laws aniditbriefs

on copyrightability.

part

-

Pl

152. The detailed, creative expression of the API packages is not a method of ope@ratio

or systenor otherwise barred by section 102(Bphnson Controls886 F.2d at 1175See also

Mitel, Inc. v. Iqtel, Ing.124 F.3d 1366, 1370 (“We conclude that although an element of a work
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may be characterized as a method of operation, that element may nevertheles&xpreaasion
that is eligible for copyright protection.”J;oro Co. v. R&R Prods. Cor87 F.2d 1208, 1211-12
(8th Cir. 1986) (section 102(b) did not bar copyright protection for parts number systenmomy
is whether particular expression is copyrightable;Nimmer on Copyrigh§ 2.03[D].

Google’s ResponseDisagree The SSO of the 37 API packages is not copyrightable for all t

reasons stated in Google’s findings of fact and conclusions of law, and its pristoorie
copyrightability.

153. *“Under the merger doctrine, courts will not protect a copyrighted ok
infringement if the idea underlying the copyrighted work can be expressed iarenlyay, lest
there be a monopoly on the underlying ideSdtava v. Lowry323 F.3d 805, 812 n.5 (9th Cir.
2003). The structure, sequence, and organization of tdav@rAPI| packages in suit have not
merged with the underlying ideas because there are multiple ways to expredsnatm Aie
same or similar functionality. (FOB3, 38-40, 43, 45-49.)

Google’s ResponseDisagree SeeGFOF 19, 11-36 & COL 13-17, 20.

154. “Under the scenes a faire doctrine, when certain commonplace expressions
indispensable and naturally associated with the treatment of a given idea, fhressiers are
treated like ideas and therefore not protected by copyri@wiisky v. Carey376 F.3d 841, 850
(9th Cir. 2004). Th&SOof the 37 Java API packages in suit are not scenes a faire becausg
elements are not commonplace, nor are they indispensable or standard to exapngssieg.
(FOF 33, 39-40, 42-43, 45-48.)

Google’s ResponseDisagree SeeGFOF 19, 11-36 & COL 13-16, 18-20.

155. The SSO of the 37 API packages is not dictated by function since very little
structure is required for the code to operate with the virtual machine and computerd JH3-
48.)

Google’s ResponseDisagree SeeGFOF 19, 16-22, 33-36 & COL 6-9.
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156. Google was not required to copy the 37 API packages for compatibility with t
Java programming language. (FOF 40, 42, 50-51.) Google could have designed its own A
and did in other areas for Android. (FOF 40, 50, 51.)
Google’s ResponseDisagree. SeelBOF 19, 16-22, 33-36 & COL 6-9.

157. “Words and short phrases such as names, titles, and sl@yafisdt subject to
copyright.” 37 C.F.R. § 202.1(a). “[A] combination of unprotectable elements is eligible
copyright protection only if those elements are numerous enough and theiosedact
arrangement original enough that their combination constitutes an original work of
authorship.” Satava v. Lowry323 F.3d 805, 811 (9th Cir. 2003j this casethe original
combination of the thousands names of the elements in the 37 Java API packages in suit i
copyrightable.(FOF15, 16, 18-23, 29-39, 42-49.)

Google’s ResponseDisagree The SSO of the 37 API packages, including the selection of t}

names theein, is not copyrightable for all the reasons stated in Google’s findingst @frfd.c
conclusions of law, and its prior briefs on copyrightability.

158. The structure described in written documentation is copyrightable whefteitts
creative expressionSee, e.g., Situation Mgmt. Sys., Inc. v. ASP Consulting 60d-.3d 53,
61 (1st Cir. 2009) (overall arrangement and structure of training manuals found todwt ®ubj
copyright protection even though they described uncopyrightable syg&rojjsen \Katzer,
2009 U.S. Dist. LEXIS 115204, at *9-10 (N.D. Cal. Dec. 10, 2009) (selection and arrangen
data reflecting information obtained from model railroad manufacturers entttEgpyright
protection).

Google’s ResponseThe SSO of the 37 API packages is not copyrightable for all the reason

stated in Google’s findings of fact and conclusions of law, and its prior briefs gngtapbility.
For the same reason, that SSO is not copyrightable to the extent it alsatedefiehe
documentation.

159. The structure, sequence, and organization of the documentation for the 37 J3

API packagess the same athe structure, sequence, and organization ofltss librariego
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which theyrelatesince both are generated from the same source ¢e@#-23-24.) These
aspects of the documentation are copyrightable for the same reasons thattheesgequence,
and organization of the code are copyrightable.

Google’s ResponseThe SSO of the 37 API packages is not copyrightable for all the reason

stated in Google’s findings of fact and conclusions of law, and its prior briefs gngtapbility.
For the same reason, that SSO is not copyrightable to the extent it alseciedeth the
documentation.

160. Google copied the structure, sequence and organization for the 37 Java API
packages into the Android documentation. (FOF 14, 25-26, 28, 57.)

Google’s ResponseThis is not a proper conclusion of law. First, whether Googleiéddjs a

guestion of fact for the jury. Second, to the extent that Oracle is arguingtitlisdeto judgment
as a matter of law of copying, the proper vehicle for that argument was Oradie’S(Ra)
motion.

C. Derivative Works

161. A copyright owner hade exclusive rightto prepare derivative works based up
the copyrighted work.” 17 U.S.C. 8§ 106(2). “A ‘derivative work’ is a work based upon one
more preexisting works, such as a translation.” 17 U.S.C. § 101.

Google’s ResponseAgree however thiaexclusive right is subject to limitations on the scope

copyright protection, including but not limited to 17 U.S.C. 88 102(b) (idea/expression), 101}
use), and thecenes a fairand merger doctrines. In order to be an infringing derivative work
moreover, an accused work must include protectable elements of the underlying wor

162. Because Google based the code for the Android core libraries on the Java A
specificationsSSQ, as well as the English prose descriptions contained therein, Google infr
Oraclés copyright by creating a derivative work. (FOF 23-26, 57.)

Google’s ResponseThis is not a proper conclusion of law. First, whether Google created a

derivative work would be a question of fact for a jury. Second, the Court declined to itistru

jury on this theory. Third, to the extent that Oracle is arguing it is entitled to judges@mhatter
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of law on its derivative work theory, the proper vehicle for that argument was ©iaale 504)
motion.

163. In Sheldon v. Metro-Goldwyn Pictures Cqrjudge Learned Hand found
copyright infringement when the defendant created a movie that copied much of tleel gl
outline of the plaintiff's play, although it included none of the dialogukclranged many of the
specifics: “The play is the sequence of the confluents of all these means, botimel timgan
inseparable unityif may often be most effectively pirated by leaving out the speech, for which a
substitute can be found, which keeps the whole dramatic meaning. That as it appears to us is
exactly what the defendants have done here, the dramatic significance of the scemas we h
recited is the same, almost to the letter.” 81 F.2d 49, 50-56 (2nd Cir. 1936) (emphasis add
See als@Sholar LLC v. Otis Educational Sys., In2005 U.S. Dist. LEXIS 40727, at *25
(S.D.N.Y. Nov. 3, 2005) (citingheldorand stating “[c]opyright protection of the néteral
elements of a computer program is analogous to protection that has been extendedraaghg
in this circuit”); Twin Peaks Prods. V. Pul'n Int'l Ltd996 F.2d 1366, 1373-74 (2nd Cir. 1993)
(detailed recounting of plot outline of TV series held to be infringement).

Google’s ResponseAgreethat the cited cases include the quoted passd&yjsagreehat this is

analogous to the facts in the present case. The SSO of the 37 API packages is igbtaioleyr
for all the reasons stated in Google’s findings of fact and conclusions of laws aniditbriefs
on copyrightability.

164. While the ideas behind particular individual elements described in the
documentation for the 37 API packages that Google copied may not be copyrightable, Gog
chose to copy the protectable selection, structure, sequence and organizatiothtardieds of
elements expressed in that documentation, almost in its entirety, and to effectieehll @f
these elements the same “dramatic meaning” within that copied struStugilon81 F.2d at 56.

Google’s ResponseThe SSO of the 37 API packages is not copyrightable for all the reason

stated in Google’s findings of fact and conclusions of law, and its prior briefs gngtapbility.

Moreover, the issue of “copying” is a question of fact for the jury, not an issue &frine
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Court.

165. In SAS Institute, Inc. v. S&H Computer Sys.,1605 F. Supp. 816, 830 (M.D. TN.

1985), the court held defendant created an infringing derivative work that was “bagbd on”
SAS statistical analysis software by copying its structure. The @ected the defendant’s
attenpt to downplay the 44 examples of copying specific lines of code: “In addition, thimgop
proven at trial does not affect only the specific lines of code cited by Drseterhis
testimony. Rather, tthe extent that it represents copying of the organizational and structural
details of SAS, such copying pervades the entire S& H product.” Id. (emphasis added).
Similarly, inMeredith v. Harper & Row, Publishers, Inthe court found copyright infringemen
based on the defendants copying of 11% of a book along with its structure: “Thus | eonclug
while the Meredith text contairsomeindependent ideas of the authewmeindependent
researchsomeadditional topics andomediffering structure, the topic selection and arrangem
of the Meredith book are in substantial part the result of copying of the Mussen book not
attributable to independent effort by Meredith or the necessary result ofilipussibilities for
organizing and presenting the material to be covered.” 413 F. Supp. 385, 387 (S.D.N.Y. 1
(emphasis in original)lGoogle’s deliberate copying of the structure, sequence and organizat
the 37 Java APIs pervades all of the 37 accused Android API packages, notwithstandintg G
claim that it wrote the implementing source code itself.

Google’s ResponseThe SSO of the 37 API packages is not copyrightable for all the reason

stated in Google’s findings of fact and conclusions of law, and its prior briefs gngtapbility.
Moreover, the issue of “copying” is a question of fact for the jury, not an issue &frine
Court.

D. Waiver

166. To show waiver, Google must prove Sun/Oracle had an intent to relinquish it
known rights to its copyrights in the 37 API packages and code and that Sun/Oraféstedni
that intent in an unequivocal mamn&Jnited States v. King Features Entm't, [ri843 F.2d 394,

399 (9th Cir. 1988)Adidas Am., Inc. v. Payless Shoesource, B#6 F. Supp. 2d 1029, 1074
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(D. Or. 2008) (“waiver must be manifested in an unequivocal manner” (internal citations
omitted));see Novell, Inc. v. Weird Stuff, In£993 U.S. Dist. LEXIS 6674, at *54 (N.D. Cal.
May 14, 1993).

Google’s ResponseAgree that intentional relinquishment of a known right is the touchstong

waiver, but disagree that a defendant must prove thanteat was “manifested in an
unequivocal manner.” It is enough that the abandonment of righhanfifested by some overt
act indicating an intention to abandon that righPropet USA, Inc. v. Shuga2007 WL
3125275 at *1 (W.D. Wash. Oct. 24, 2007) (quotitigro Star v. Formgen, Inc154 F.3d 1107,
1114 (9th Cir.1998)). For instance, direct evidence of intent, such as Jonathan Schwartz’s
testimony that he had decided that Sun would not pursue litigation against Google, catlple
statements anactions consistent with that intent, are enough to satisfy the waiver standard
167. *“Animplied waiver of rights will be found where there is ‘clear, decisive a
unequivocal’ conduct which indicates a purpose to waive the legal rights involkdatias
546 F. Supp. 2d at 1074yotingGroves v. Prickett, 420 F.2d 1119, 11®éh Cir.1970).

Google’s ResponseAgree that a finding of waiver is appropriate in thoseumstancs, but

disagree that such findings are necessaegtablishwaiver. SeeGoogleResp.166.
168. In light of all the credible evidence, Sun/Oracle did not unequivocally intend t
relinquish its intellectual property rights. (FOF 83-85, 95-101, 103-107.)

Google’s ResponseDisagree.SeeGCOL 42.

169. The fact that Sun and Oracle expressetinaed concern and engaged in repea
negotiations with Google to persuade it to take a license negates any infesenbéog posts or
otherwise that Oracle had an unequivocal intent to relinquish its rights to the 37 Java AP
packagesKing, 843 F.2cat 399 Adidas, 546 F. Supp. 2d at 1074. (FOF 85-87, 98-99, 102.

Google’s ResponseDisagree. Sun/Oracle expressed concabasit Android as a potential

competitive threatnot concern that Android’s use of the 37 Java API packages infringed their

copyright. SeeGoogleResp. 95, 117, 122. Sun/Oracle’s negotiations with Google focused

attemptdy Sunto sell Google Sun products likeétual machine implementations or Sun
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branding rights.SeeGoogleResp.85-87, 98-99, 102. There is no evidetitat Sun/Oracle
suggested in any of those negotiations that Android’s use of the 37 Java API packanggslinf
its copyright, or even that the negotiations were an attempt to solve an uniddegéeproblem
(as opposed to addressing a business opportunity). And nothing in the cited authority supj
the argument that business concerns and negotiations unrelated to the asséettdanhtel
property precludes or even undermiadmding of waiver.

170. Whether Sun/Oracle failed to prevent third parties, such as Apache or GNU
Classpath, from infringing is not sufficient to prove Sun/Oracle’s expresdfanibsive intent to
relinquish its copyrights against Googledidas 546 F. Supp. 2d at 1074-75t{eg Novell| 0094
WL 16458729, at *13 ([E]ven if [plaintiff] failed to take preventative measures to stop
[defendant’s infringementelated activities, failure to act, without more is insufficient evideng
of the trademark owner’s intent to waive its rightlaim infringement.”)).

Google’s ResponseAgree that inaction alone is insufficient to prove waiveut Googlerelies

on Sun’s inaction in addition to significant actidaken by Sun/OracleSeeGCOL 42. In
Adidas the defendant’s waiver argument was based on plaintiff's failure to take agdimsta
some companies even though the plait@tl enforced its rights against other companies.
Adidas 546 F. Supp. 2d at 1074. It concluded that plaintiff's “failure to prealéttiird parties
from selling” infringing products was insufficient to prove waivet. (emphasis in original).
Unlike in Adidas there is no evidence that Sun enforced its alleged rights in the SSO of the
Java API packages agaimstyone And there is plenty of evidence showing that Sun took
affirmative actions to approve of and endorse Andr&deGFOFs.

171. Because Google has not proved that Sun/Oracle manifested an unequivocal

to relinquish its rights, Google’s defense of waialst

borts

e

37

inter

Google’s ResponseDisagree. Google has proven that Sun/Oracle’s conduct was so inconsister

with the intent to enforce any rights in the 37 Java API packages as to induce ia &oogl|
reasonable belief that Sun/Oracle had relinquished any rights it may lthivethase API

packages, and thus has proven waigeeGCOL 4344.
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E. Estoppel

172. *“Estoppelarises only when a party’s conduct misleads another to believe tha
right will not be enforced and causes him to act to his detriment in reliance igpbeliéf.”
Novell 1993 U.S. Dist. LEXIS 6674, at *4Adidas 564 F. Supp. 2d at 1075.

Google’s ResponseAgree, except thab require estoppel conduct does not need to be

intentionally “misleading,” but can consist of conduct such that “the party agstré estoppel
has a right to believe” the other party’s actions were intentid®eOFOF 173.

173. Four elements must be present to establish the defense of estoppel: (1) The
be estopped must know the facts; (2) he must intend that his conduct shall be acted on or
act that the party asserting the estoppel has a right to believe it is sodni@)dee latter must
be ignorant of the true facts; and (4) he must rely on the former’s conduct to his injury.
Hampton v. Paramount Pictures Car@79 F.2d 100, 104 (9th Cir. 1960)ovell 1993 U.S.
Dist. LEXIS 6674, at *42, 54-55 (N.D. Cal. May 14, 1993).

Google’s ResponseAgree.

174. Google had the burden of establishing each of the four elements of estoppel.

Adidas 546 F. Supp. 2d at 1075B¢cause Payless cannot prove each element of equitable
estoppel, the defense must fail.

Google’s ResponseAgree.

[a

party

must

175. Google’s defense relied heavily upon a November 5, 2007 blog post by Jonathan

Schwartz and a statement made by Larry Ellisoflgnl 2009, but Google failed to prove that
Sun or Oracle knew of Google’s infringement when it made those two pubémstatls, or any
other statements or conduct by Sun or Oracle. (FOF 91-94.) As such, Google faitaetlishes
the facts necessargifthe frst element of this defense.

Google’s ResponseDisagree. Jonathan Schwartz unequivocally testified that he knew that

Google used the 37 API packages before November 5, 2007. Schwartz at RT 1989:2-7. And

April 2009, Google’s use of the 3WPI packagesvas publicly known. GFOF 71Further, there

was no change in Sun’s public course of conduct before or after November 5, 2007.
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176. Google also failed to prove that Sun or Oracle intended its conduct to give G
a reason to believe that Sun or Oracle would not seek to enforce any intellempealyprghts
against Google in connection with Android. (FOF 94-95, 98-101.) Sun continued to pursu
discussions with Google regarding Android, and Sun and then Oracle told Googled¢ealsd a
license for Android. These facts undermine Getsgtlefense. (FOF 886.)

Google’s ResponseDisagree. Jonathan Schwartz testified Subelieved ithad no grounds

to pursue litigation against Google. Schwartz at RT 2002:5-7. Further, Google doesdntat n
prove that Sun/Oracle actually intended its conduct to lead Google to believe it woeldaroe
any intellectual property rights against Google. Google only needs to proveti@r&le acteg

such that Google reasonably believed that Sun/Oracle intended not to enforghtniy the 37

Java API packagesSeeOCOL 173;Aukerman960 F.2d at 1043 (“Properly focused, the issug

here is whether Aukerman’s course of conduct reasonably gave rise to arcemfar@maides
that Aukerman was not going to enforce the '133 and '633 patents against Chaides.”). Go
has made this showingseeGCOL 31. Indeed, Oracle fails even to propose a conclusion of
disputingthatGoogle made this showing.

177. Google also failed to prove that it was ignorant of any facts, including Sun’s
assertions of its copyrights in connection with the Java API or Google’s use sfistetiectual
property for Android. (FOF 53-56, 58-60, 63; 6774, 81-82.) This element cannot be
established given Google’s knowing use of Sun’s copyrighted APIs withoutcamgd and
Google’s recognition, in its internal documents, that Google faced potential ¢¢igallay Sun in
connection with Android.

Google’s ResponseDisagree. Google withessespeatedly testified that theyddhot bdieve

Googleneeded a license to implemeng 37 Java APl packageSeeGFOF 61; Rubin at RT

1691:15-21; Schmidt at RT 1505:22-1506:2; Bornstein at RT 1857:20-1858:6; Lindholm at
861:9-23. There is no evidendbat Google was concerned about potential legal action by Su
connection with Android, and certainly notiat suggests that Google faced potential legal ag

relating to the 37 Java API packages
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178. Google also failed to prove reliance on any conduct by Sun or Oracle in
connection with Android. Google’s documents demonstrated that Google was amated\yoa
Sun’s concerns in connection with Android, and Sun sought to have Google take a license
make Android compatible. (FOF 60, 62-63, 65-72, 85-86, 95-96, 98, 114, 117, 121-122, 1
response, Google took steps to conceal its conduct from Sun and to avoid further discussi
Sun. Such evidence bars application of this defense. (FOF 123-126.)

Google’s ResponseDisagree. Google’s awareness of Simisinesoncerns with Android ang

its business-basedesire that Google make Android Jas@npatibleand adopt the Java braace
irrelevant. Google never concealed its use of the 37 Java API packages from Sun aedeb

raised the issue of Google’s use of those ARRkpges SeeGoogleResp 123. Google proved

significant reliance on Sun/Oracle’s condugeeGCOL 31, 33.

179. Google was never “lulled into a sense of security” by Sun or Ora&l€.
Aukerman Co. v. R.L. Chaides Constr.,@&0 F.2d 1020, 1043 (9th Cir. 1992) (“to show
reliance, the infringer must have had a relationship or communication with thigffplehich
lulls the infringer into a sense of security in going ahead”). To the contraogléwas acutely
aware of Sun’s concerns over Android, and at one point considered approaching Sun with
proposal to buy Java for hundreds of millions of dollars, including the Java copyrights and
patents, and in doing so make Google’s “Java lawsuits go away.” (FOF 129-130.)

Google’s ResponseDisagree. Googls awareness of Surbaisinesoncerns with Android is

irrelevant. Google never seriously considered buying Java from Sun and anyiaiisotiss
buying Java was not tied to Android, let alone the 37 Java API packdgeSoogle Resp. 129-
130.

180. Google’sdefense also fails because Google did not change its position in reli

and
32.)

DNS V

a

ance

on any conduct of Sun or Oracle to its detriment. (FOF 136-141.) It had chosen to use Sun’s

copyrighted Java APIs long before it announced Android, and before the statements by
Mr. Schwartz and MrEllison. (FOF 119.)SeeHampton 279 F.2d at 105 (finding no estoppel

where “any change of position by [infringer] was in reliance upon the repaéises of the third
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parties and despite the notice conveyed to him by [copyright holder’s] assertigint @irinted

on each film.”);Novell 1993 U.S. Dist. LEXIS 6674, at *54-5BAgidas 546 F. Supp. 2d at 1075
(“[T]here is no evidence that Payless actually relied on Adidas’ allegetion. Because Payles
cannot prove each element of equitable estoppel, the defense must fail.”). (FOE51029,
123.)

Google’s ResponseDisagree.SeeGCOL 31, 33see alsaNVhitman v. Walt Disney Prods., Inc.

263 F.2d 229, 231 (9th Cir. 1958) (“It is the general rule that one cannot have kreonid¢ldg
alleged infringement, and then stand idly by while the infringer embarks otlyaeqsansion
program.”).

181. Because Google has not proven each element of estoppel, the defense fails.

Google’s ResponseDisagree.SeeGCOL 2734.

F. Implied License

182. For the equitable defenseiofplied license Google must prove that Oracle/Sun
affirmatively granted permissiaie Google to use the 37 API packages at issue and that the
course of conduct between the parties over the relevant time period lec Googdsonably infe
Oracle/Sun’s consenk&ffects Assocs. v. Coheé08 F.2d 555, 558-559 (9th Cir. 1990) Implied
licenses exist “only in ‘narrow’ circumstances where one party ‘created a wakle atther’s]
request and handed it over, intending that [the other] copy and distribugekit’ Records,

Inc. v. Napster, In¢.239 F.3d 1004, 1026 (9th Cir. 2001) (citiBffects Assocs908 F.2d at 558)
(alterations in original)©ddo v. Ries743 F.2d 630, 634 (9th Cir. 1984) (in a partnership to
create ad publish a book, plaintiff handed copyrighted manuscript to defendant for publicat
thus court found plaintiff “impliedly gave the partnership a license to use thkesiutisofar as
they were incorporated in the manuscripMetro-Goldwyn-Mayer Studios, Inc. v. Grokster,
Ltd., 518 F. Supp. 2d 1197, 1226 (C.D. Cal. 2007) (rejecting implied license defense wherg
“[o]bviously, Plaintiffs did not create their copyrighted works at Streasti€eequest or for
StreamCast’s beneijt

Google’s ResponseAgree that for the defense of implied license Google must prove that th
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entire course of conduct between the parties over the relevant time period (gd tBoo
reasonably infer Oracle/Sun’s consent. Disagree al ather statementsA&M provided one
example of an implied license, however district courts have not intergk&ddas overturning
the “course of conduct” test froEffectsAssociates In Field v. Google InG.412 F. Supp. 2d
1106 (D. Nev. 2006), decided af#&&M, the court wrote: “An implied license can be found

where the copyright holder engages in conduct from which the other party mashpnajee that

the owner consents to his use. Consent to use the copyrighted work need not be manifested

verbally and may be inferred based on silence where the copyright holder knbesisétand
encourages it.1d. at 1115-16. The court concluded that “with knowledge of how Google wq
use the copyrighted works [plaintiff] placed on those [web] pages, and with knovttedde
could prevent such use, [plaintiff] instead made a conscious decision to permit ionHigTis
reasonably interpreted as the grant of a license to Google for thatldisat”1116see also
Wang Labs., Inc. v. Mitsubishi Elecs. Am., JA@3 F.3d 1571, 1580-81 (Fed. Cir. 1997)
(analyzing the range of legal theories and fact scenarios that can giveansinplied license).
183. Sun/Oracle did not affirmatively grant permission to Google to use the 37 AP
packages or code at issue here without a license; in factdbel shows the contrary. (FOF 66
83-84, 98-99, 107, 133.)

Google’s ResponseAgree that Sun/Oracle did ngpecifically andaffirmatively grant

puld

permission to Google to use the SSO of the 37 API packages, but this was only because no on

believed Google needed Sun’s permissi8reGFOF 61, 72. The entire course of conduct
between the parties reasonably led Google to infer that Sun/Oracle cdrisatgaise of the 37
Java APIs.SeeGFOF 2123, 37-50, 52-61, 64-66, 68-83, 87-92.

184. It was not reasonabfer Google to infer consent to use the 37 Java APIs withg
license because the entire course of conduct between the parties demonstV@eateis
assertion of its IP rights. (FOF 83-108.)

Google’s ResponseDisagree.SeeGCOL 38.
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G. Laches
185. For the equitable defenselathes Google must prove that (1) Oracle/Sun

unreasonably delayed filing the lawsuit; (2) the delay was inexcusable, ahdt(Gpibgle has

suffered material prejudice due to Oracle/Sun’s del2gnjag LLC v. Sony Corp263 F.3d 942

(9th Cir. 2001) (thregrart analysis of “delay,” “reasonableness of the delay,” and “prejudice’).

Google’s ResponseAgree.

186. First, “the relevant delay is the period from when the plaintiff knew (or should
have known) of the allegedly imfiging conduct, until the initiation of the lawsuit in which the
defendant seeks to counterpose the laches defebs@jaqg 263 F.3d at 952.

Google’s ResponseAgree.

187. Oracle filed suit in August 2010, within three years of the first time that the Al
and the code in Android were made available to the public (in November 2007). (FOF 93.

Google’s ResponseAgree. However, Jonathan Schwartz, Sun’s CEO, knew that Google

planned to use the APIs as far back as 2006, more than three years before|€aastlé. fi
Schwartz at RT 1983:22-24 (Q. So you knew fras ¢fApril 27, 2006, the date on TX 4Bthat
Android would be based on the Java language and the Java APIS? A. Yes.).

188. Courts recognize negotiations with the accused as an excuse for ldelayKatz
Interactive CallProcessindgPatent Litig, 712 F. Supp. 2d 1080, 1110 (C.D. Cal. 201he
negotiation must ‘ordinarily be continuous and bilaterally progressing, with enfance of
success, so as to justify significant delayd”Qrent Techs., Inc. v. Gateway, 880 F. Supp.
2d 1016, 1053 (S.D. Cal. 2008#).C. Aukerman Cp960 F.2d at 1033.

Google’s ResponseAgree, so long as the negotiations specifically concern the allegedly

infringing technology, as theydlin all cases cited by Oragland which is not the case here.
189. Courts have found delay reasonable or excusable where evidence shows tha

several years leading up to the start of litigation, plaintiff engaged insftosell a license to

defendant or engaged in bilateral negitins with a fair chance of successicent 580 F. Supp.

2d at 105]n re Katz 712 F. Supp. 2dt, 1110-11.

64

GOOGLE'SRESPONSE TO ORACLE’'®ROPOSED FINDINGS OFACT
AND CONCLUSIONS OF 1aw
Case No. 3:1@v-03561

it for




661479.02

© 00 N oo o A w N e

N N N N N N N NN P P P R R R R Rp B
® ~N oo M KN W N B O © 0 ~N o ;N W N Rk O

Google’s ResponseAgree. In those cases the negotiations were for a license for the specif|

technology at issue, which is not the case here.
190. Since Sun/Oracle’s continued discussions and negotiations with Google regs
licensing options were bilateral and had a fair chance of success, including tir@tghet of

Google’s CEO Larry Page’s testimony at trial, Sun/Oracle’s delay inibgragit is excusable.

ic

rding

In re Katz 712 F. Supp. 2dt 1110-11(rejecting argument that correspondence between parties

were “sporadic” and futile and holding that their 6 year correspondence, udafanddant
conclusively communicated that it does not need a license, constituted rebuttaliofgii@s of
laches and raised genuine issue of excuse); Lucent TBBOS-. Supp. 2d at 1053Court

concludes that any delay was reasonable or excusable since Lucent attersgédéd to

compensation for its patent through the computer manufacturers”). (FOF 85, 86, 98-100, 1

133.)

Google’s ResponseDisagree. The partnership discussions between Google and Sun ende|

2006. SeeGFOF 57. After that, the evidence cited by Oracle shows that discussions evelse
“sporadic” and Google did not seriously consider taking a license. Further, tdghetbere
were discussions between Google and Sun after 2006, none of the discussions involved lic
the 37 Java API packageSeeGFOF 59, 60, 74.

191. Third, Google has failed to demonstrate prejudice by showing that it took acti
or suffered consequences that it would not have, had Sun/Oracle brought suit pr@apjag
263 F.3d at 955. (FOF 141.)

Google’s ResponseDisagreeSeeGCOL 31, 33see alsaNVhitman v. Walt Disney Prods., Inc.

263 F.2d 229, 231 (9th Cir. 1958) (“It is the general rule that one cannot have knowledge g
alleged infringement, and then stand idly by while the infringer embarks otlyaeqsansion
program.”).

192. Indeed, “[t]he very purpose of laches as an equitable doetramel the reason tha
it differs from a statute of limitationsis that the claim is barred because the plaintiff's delay

occasioned the defendant’s prejudi@anjag 263 F.3d at 955 (quotintelink Inc. v. U.S.24

65

GOOGLE'SRESPONSE TO ORACLE’'®ROPOSED FINDINGS OFACT
AND CONCLUSIONS OF 1aw
Case No. 3:1@v-03561

02,

d in

censi

ons

f the

t




1|| F.3d 42, 45 (th Cir. 1994));A.C. Aukerman Cp960 F.2d 1020, 1033 (9th Cir. 1992) (“Material
2 || prejudice to adverse parties resulting from the plaintiff's delay is gasenthe laches
3 || defense.”).
4 || Google’s ResponseAgree that laches reqes a showing of prejudice.
5 193. Google’s policy was to push forward and develop Android with the infringing Java
6 || APIs, “making enemies along the way,” and thus did not change its position in reliance on
7 || Oracle’s inaction. (FOF 58-65, 71-74, 82, 109-119.)
8 || Google’s ResponseAgree that Google’s consistent strategy was to include its independent
9 || implementation of the 37 Java API packages in Android. Because Sun/@eeetsuggested
10 || that it claimed a copyright in the SSO of those packages before this ldasogle never had
11 || reason to change this strategy. This in no way undermines Google’s relm8ca/Oracle’s
12 || action and inaction in developing and continuing to implement this strategy.
13 194. Moreover, “bches is not available in a case of willful infringemeviten the
14 || infringing conduct occurs ‘with knowledge that the defendant’s conduct consitgright
15 || infringement” Winn v. Opryland Music Group, In@22 Fed. Appx. 728, 729 (9th Cir. 2001)
16 || (internal citations omitted)
17 || Google’s ResponseAgree, although there is no evidence in the record that Google ever believe
18 || the SSO of Sun API packages was a copyrighted work, or that Sun had ever clainedthat
19 195. As the evidence indicates that Google’s infringement was willful, Google is
20| ineligible to assert the defense of laches. (FOB%/69-74, 79, 10919, 122132.)
21|| Google’s ResponseDisagree. Google’s infringement was not willful because Google did ngt
22 || believe—and still contests-that the SSO of the 37 Java API packages was protected by
23 || copyright. SeeGFOF 61. Indeed, Oracle itself (Sun) did not believe that APIs were proprietary
24 || until it decided to file this lawsuit. Schwartz at RT 196621
25
26
27
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