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l. INTRODUCTION

The copyright violations that thary and Court have determinéam a very small part of the
overall copyright violations for wbh Google is liable. That ishy Oracle has separately urged that
the remedy phase for the unlawful copying that thais far been established should await the
completion of the liability phase of the case.

However, if there is to be a copyright remedgltat this time, there is simply no basis for
Google’s argument that this Court should, as a mattaw, eliminate Oracle’s claim for infringer’s
profits. Google’s motion for summary judgment resklg misstates the re@h interprets settled
precedent as no court ever has before, and igtloeedear statutory command of 17 U.S.C. 8
504(b).

The copyright statute could not bkearer that once a copyrighwner presents “proof only of
the infringer’s gross revenue . . . the infringereiguired to prove ...the elements of profit
attributable to factors other than thapyrighted work.” 17 U.S.C. 8§ 504(lg¢cord Frank Music
Corp. v. Metro-Goldwyn-Mayer, Inc/72 F.2d 505, 518 (9th Cir. 1985F¢ank Music T).

Google’s argument confuses casdeere there is no proof that arfringing product resulted in
revenue with a case like this one, where tlfienging product (Android) admittedly generates
“huge” revenues and profits, and iy question is how much of those revenues and profits shou
be allocated to factors oththan the copyrighted work.

Google cites no case, and we are aware of,nehieh holds that wére a copyright owner
has proven (i) that a product (in this case Andrmifi)nges because it illegally includes copyrighted
material (e.g., rangeCheck and the decompiled fidas),(ii) that that praact generates substantial
revenue, the plaintiff has the furtheurden of proving (iii) what poxin of those revenues, if any, is
attributable to the included copyrighted workopposed to “other factors.” Such an additional
requirement would be flatly inconsistewith the plain language of § 504(b).

Each of Google’s cases turns on what the tgmoss revenues” means. And in each case,
the court holds that “gross revenues” megnass revenues from the infringing product which
incorporates the copyrighted worklo case holds that the “gross reues” must be from the use of

the copyrighted work itself; to so hold, as Googlesahis Court to hold, auld be inconsistent with
1
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the plain language of § 504(mMdthe many cases discussed below.

Oracle has never claimed that all, most, or evéarge percentage shdroid’s profits are
attributable to rangeCheck and the decompiled.fil®racle does assert that an infringer who
deliberately copies a copyrighted work into ghty profitable product cannot completely avoid an
award of any infringer’s profits,na that the burden of proving what pons of the infringer’s profits
should be allocated to the copyrtgd work is on the infringer.

Perhaps recognizing the weakness of its laggliment, Google misstates the record to
suggest that Oracle somehow gave up its infrisgeofits claim. As Google well knows, a
successful copyright plaintiff is entitled to baihtwo separate monetary remedies—the plaintiff's
damagesnd the infringer’s profits As Google also well knows, @xle’s reference to statutory
damages on May 4, 2012 related to wheecle’s expert calculated damagegparately for non-
SSO infringement (RT at 2755:11-13); whetheiGasgle’s counsel put ithere was any “type of
damagesllocated to the literal copying” (RT 2775:16—19); and whether, as the Court asked,
Oracle had “a damagssudy that's tied into that” (RT &775:20-24) (emphasis added in all).

Google’s assertion based on that exchdahge“Oracle conceded it had no remédyany of its

literal copying claims besidesastitory damages (Mot. at 13) ghit be excused as overzealous
advocacy if Oracle’s counsel had not made cleadiktinction the very next court day. (RT at
2890:17-23.)

Google’s motion for summaryglgment should be denied.

. STATEMENT OF FACTS

The jury found that Google’s inclusion dimSort and ComparableTimSort in Android
violated Oracle’s copyright on rangeChexid that Google’s infringement was g minimis The
unrebutted evidence is that rangeCheck plasigraficant role in Android’s functioning. For
example, Dr. Mitchell conducted an analysis int® significance of rangeCheck to other code in theg
same class file. (Mitchell at RT 1329:5-11.) fdend that several otheogrce code files called on
rangeCheck. He also did an experiment in Wiie counted the number of times that rangeCheck
was called in booting up a phone, and found thatuhetion was called 2,600 times just in powering

on the device or starting the emulator: “a prettyriughber for the number of calls to this function.”
2
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(Id. at 1329:5-211) Whereas Google states that it hasoeed rangeCheck from the latest release ¢
Android, Google has admitted that the previous relea$ Android that inclde rangeCheck are still
available on Google’s website, and the evidendghiase 3 will show that these releases (including
the infringing rangeCheck code) continue to bedusy Android handset manufacturers. (See Marc
28, 2012, Hearing Tr. 24:10-25:1B¢rnstein at RT 1832:3-10.)

The Court granted Oracle’s motion for judgmen&asatter of law that Google’s use of sevel
Impl.java files and one ACL file violated &cle’s copyrights and that such use wasdeominimis
As Dr. Mitchell's unrebutte testimony shows, even if the filegdtest” files, this does not mean
they are unimportant: “testing is aryemportant part of the softwadevelopment. It's expensive.
And software companies want to do it correctiytrsat the code they ship bug free and usable to
their customers.” (Mitchell at RT 1330:15-24.pdgle developers would have benefitted from
these decompiled files because, if indeed they arélesst"if this helped them test other code they
were developing, and speed up argsén the cost of testing and gtyaissurance, then that would
have a big value to them(Mitchell at RT 1330:25-1331:5.)

Google’s gross revenues from Android as regmbby Google itself are included in trial
exhibits, and require no expert iesbny or analysis to establish. Asted above, there is no dispute
that Android included rangeCheck and was at ligagtitated by seven Imphva files and one ACL
file.

Google could have written softneato perform the rangeCheakriction itself, and in fact did
so in the latest releasé Android. However, the record shewhat Google initially did not do so,
and that from approximately mid-2009 @gh mid-2011, Android included rangeCheckedBloch
at RT 822:4-5, Bloch at RT 825:16-19.)

I

I

1In its motion, Google argues withetlsignificance of Dr. Mitchell’sestimony. It is, of course, free
to present its arguments to the jury, or introducelmtiniy evidence. It is nagntitled to have this
Court accept its arguments and ignore the evidgnteoord, and rule in Google’s favor as a matter
of law.

3
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[I. ARGUMENT

A. Google misapprehends its burde under the Copyright Act.

i. Established case law demonstrates th&racle need only show a causal nexus
between the infringing work—Android—and Android revenues.

In insisting that it must not have the burdkat the Copyright Act expressly places on it,
Google again fails to deal with the cases thatc@rcited in its May 8,12 brief on this issue.
Those cases, and the district court cases that appty, themonstrate that itmot Oracle’s burden to
show what revenue, if any, is atlmble to the portion of Androitthat represents the copyrighted
work. Instead, Oracle satisfies tausal burden by showing thatdkoid infringes and that Android
generates revenue (both of which it has alrgadyen, the only remaining proof being how much
revenue, exactly, Android has generated). Ga®gle’s burden to pwe that the included
copyrighted work did nohave any effect on revenues.

The Copyright Act provides:

The copyright owner is entitleto recover the actual damages suffered by him or her as a
result of the infringement, and any profitstbé infringer that are attributable to the
infringement and are not taken into accourdamputing the actual dames. In establishing
the infringer’s profits, the copyright owner isjtéred to present proof only of the infringer’s
gross revenue, and the infringe required to prove his trer deductible expenses and the
elements of profit attributable tadtors other than the copyrighted work.

17 U.S.C. 8 504(b). The statute could not be cidhet the burden ofpgortionment of infringer’s
profits to “factors other than th@gyrighted work” is on the defendartbee also Frank Musi¢ 772
F.2d at 518 (“The burden of proving apportionment,,(thee contribution to profits of other elements
other than the infringed propg)t is the defendant’s.”).

In its attempt to persuadeetiCourt to ignore the clear staioy provisions of § 504(b) that
place the burden of proof on it, Goegklies on indirect-profits caseathold that the plaintiff bears
the burden of proving a causal nexus betweemtniaging product and the gross revenues on whic
plaintiff relies. In indirect prfits cases, where thefimging product does notself generate revenue
but is merely an advertisement or promotiondqroduct that generatevemue, the courts require

“a causal nexus between the infringgnt and the gross revenud?blar Bear Prods., Inc. v. Timex

4

ORACLE'S OPPOSITION TO GOOGLE’'S MOTION FOR SUMMARY JUDGMENT ON COPYRIGHT DAMAGES
CASE NO. CV 10-03561 WHA




L P

L

SCHILLER & FLEXNETR
CALIFORNIA

OAKLAND,

B OI E S,

© 00 ~N oo o b~ w N P

N RN N N N N N N DN R P R R R R R R R
0w ~N o s W N kP O O 0 N O 0N~ W N kP o

Corp., 384 F.3d 700, 711 (9th Cir. 2004).

Even in indirect-profits cases, the causakus is met by proof that the product which
includes the copyrighted work gen@srevenues and what those revenare. In all of the cases
upon which Google relies, proof of one, arsially both, of these elements was missing.

For example, Google claims tHaavissupports its positiorhut the case actually shows the
opposite.In Davis an advertisement for clothing froiime Gap included a photograph of a man
wearing eye jewelry covered by copyrighi3avis v. The Gap, Inc246 F.3d 152, 157 (2nd Cir.
2001). The copyrighted eye jewelvas a minute portion of the advertisement, which depicted a
group of seven young people in thewenties standing in a loosef¥rmation and “staring at the
camera with a sultry, pouty, prowatove look. The group projects timmage of funky intimates of a
lively after-hours rock music clubThey are dressed primarily black, exhibiting bare arms and
partly bare chests, goatees (accompanied ircase by bleached, streakwair), large-brimmed,
Western-style hats, and distinctive eye shades, ®ither over their eyes, on their hats, or cocked
over the top of their headsld. at 157. Only one of these youngp& was wearing the copyrighted
eye jewelry.

Davis submitted one piece of evidence to shioevprofits he claingthe was entitled to
recover: that “during and shortfter The Gap’s advertising camga featuring the ‘fast’ ad, the
corporate parent of the Gap stores realizetsales of $1.668 billion, an increase of $146 million
over the revenues earned in the same period of the preceding yeéaat’159. He claimed all
$1.668 billion Id. at 161. This $1.668 billion represented just sales from The Gap label stores
(which was the label promoted bye infringing ad), but revenué®m the parent company that
included that label, as well as sales from otheestor The Gap, Inc.’s corporate family that were
“in no way promoted by the advertisemenkd. In other words, Davis was claiming that because

one of seven people in a single advertisemantii@ Gap’s clothing label was wearing his eye

2 Google’s assertion that this may be an indirecfigroase is contrary tihe undisputed record that
Android generates “huge” revenuesgrofits. The fact that mb¢cbut by no means all, of that
revenue comes from advertising is irrelevahiie issue is whether Oracle has proven that the
product or service that includes t@pyrighted work generates revenas,issue that is not here in
dispute.

5
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jewelry, he was entitled to aiif the revenues of nonly the eye jewelry featad in the ad, not only
the apparel featured in the ad, and not only evenQdp as a whole, but The Gap’s corporate pare
and all of its other labeldd. The court held that Davis was reepa simply to tailor the revenue he

was seeking to only the pauiar business unit—The Gap:

Because the ad infringed only witbspect to Gap label storasd eyewear, we agree with the
district court that it was incumbent on Davis to submit evidence at least limited to the gros
revenues of the Gap label stores, and perhapdiatited to eyewear or accessories. Had he
done so, the burden would then have shifteitié¢odefendant under the terms of § 504(b) to
prove its deductible expenses and elemenpsadfts from those revenues attributable to
factors other than the copyrighted work.

Id. at 160.

Oracle, of course, is not seedf all of Google’s gross revenues, despite Google’s alarmist
rhetoric. (Mot. at 6.) Googls aggregate gross revenues from 2006 to 2010 alone totaled over $
billion. That number does not appear in Oracleid@wce, and Oracle will noty to put it before the
jury. Instead, Oracle has soughteaues tailored particularly the infringing product: Android.
Oracle has thus done more thaat the Second Circuit iDavissaid would be sufficient to shift the
burden to Google: to submit revessulimited to the business unit connected to the infringement.
Davis 249 F.3d at 160.

Nor did Davishold that the copyright holder haddbow that anyone, anywhere, bought any
item of Gap clothing because one figure in the ad wore the copyrighted eye jewelry. Customers
might have bought an item of Gap clothing for ragrreasons that had nothing to do with the
advertisement at all (for exampleecause they liked the fit, colgrice, or material). Customers
might have been enticed by the advertisementforad reasons that had nothing to do with one
person’s eye jewelry—the figure’s lookke Western hats, the bleached h&lavisimposes no
requirement that the infringing eye jewelry bewh to move one penny of Gap revenue; instead, it
was up to The Gap to disprove this premise 8g s the plaintiff established the revenues of The
Gap label stores, as opposed to thial t@venues of the corporate parelat. at 160.

In Cream Records, Inc. v. Joseph Schlitz Brewing tBe.defendant copied ten nofemm a
song, “The Theme From Shaft,” and used thosetdées without permission in a beer commercial.

The plaintiff provided proof of #htotal fees that the advertigicompany, Benton & Bowles, was
6
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paid for producing the infringing commercial, armadight those fees as an infringer’s profits award.
In Cream Il which Google continues to ignotege Ninth Circuit observed that “Cream met its
burden” when it provided that proof; it was then up to the defendant to provide evidence of its
deductible expenses or the elemagitprofit attributable to factgrother than the infringement. 864
F.2d 668, 669 (9th Cir. 1989)Cfeam II'). The Court of Appeals helid was clear error for the
district court to award one percagitthe fees figure based only ds opinion that the infringement
was minimal.Id. at 669—70. Contrary to Google’s argum&ream was not required to show that
the reasomBenton & Bowles received the commission to make the ad was the fact that it decided
use the infringing ten notesCémpareMot. at 3 (claiming that Grcle “must prove that Google
made an identifiable amount of revenue fromitifienging work) (emphasis removed).) To the
contrary:Cream lldemonstrates that the fact that those nota® in the ad at all was sufficient to
shift the burden to the defendatasapportion down their profits.

Frank Music which Google also continues to igndikewise demonstrates that the “causal
nexus” is not what Google claims it it1 Frank Musig the plaintiffs owned the copyrights on a play
calledKismet Twenty years after the play was ficsipyrighted, the defendant, the Las Vegas MGN
Grand Hotel, premiered a musical revue caliedlelujah Hollywoodin its theater.Frank Music |
772 F.2d at 510Hallelujah Hollywoodfeatured ten acts of singing, dancing, and variety
performances; it featured a livedig jugglers, and the magiciang&iried and Roy. One of the ten
acts included a “tribute” t&ismet with six minutes of sekted musical numbersd. at 510.
Notwithstanding the fact that the infringement \West a few minutes of both the copyrighted play
and a much longer revue includingmerous elements beyond the copyrighted material, the Court
Appeals found that the plaintiffs weeatitled not just to profits on tiek sales, but also to indirect
profits amounting to a percent of “the hotel’s guestommodations, restaurantocktail lounges . . .
the casino itself, conventions and banquet faeslj tennis courts, swimming pools, [and the] gym
and sauna,” all becaustallelujah Hollywoodhad some promotional value for the hotel as a whole.
Frank Music Corp. v. Metro-Goldwyn-Mayer In886 F.2d 1545, 1550 & n.4 (9th Cir. 1989)
(“Frank Music IT') (1909 Act).

Google claims that Oracle must show thatitifringing files “caused any consumer to buy a
7
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phone,” but that is simplgot the law under any case—idvis notCream and notFrank Music

In Frank Music there were obviouslgnany, many reasons why people ate in the casino’s restaurants,

stayed at the hotel’s rooms, used the hosgla services, and gambliedthe hotel’s casinos
unrelated to the revue at all, let alone the simut@s of musical numbers. That did not, however,
mean the plaintiff was entitled to zero infringer'sfiis or that the tiny infience of the six minutes
of musical numbersomehow excused the infringer from itatatory burden. Instd, the plaintiff
was entitled to a fraction @l of those indirectlygenerated revenues regardletthe fact that
consumers of those other services may have had no connedfismegtat all. It was up to the
defendant to show that its reuees were due to other things.

Moreover, the Ninth Circuit rejectétie defendant’s argument that

the relative unimportance of tikesmetmusic was proved by its omission and the show’s
continued success thereaftétallelujah Hollywoodwas a revue, comprised of many
different entertainment elements. Each epticontributed significantly to the show’s
success, but no one element wassttle or overriding reason ftiat success. Just because
one element could be omitted and the shovs gwedoes not prove that the element was not
important in the first instance and did not contribute to establishing the show’s initial

popularity.

Frank Music | 772 F.2d at 518 (emphasis added).

In Polar Bear, Timex included Polar Bear’s copyrightethterial in a larger promotional
video shown at a trade show and in a larget jpiomotional booklet prepad with Mountain Dew.
384 F.3d at 704. Timex did not record any revenue fidher promotion. Polar Bear claimed three
types of indirect infringer’s pradb—profits based on revenues fravatches sold at the trade show
where the infringing video played the background, profits based mvenues from watches sold as
part of the Mountain Dew promotion, and profits based on revenue from price increases in Time
watches over a four-year period, which Polar Beaibati&d to the use of the promotional videos at
trade showsld. at 712. ThdPolar Bearcourt held that plaintiff wasentitled to receive infringer’s
profits based on the first two categes, but not the third. Goodltches onto isolated phrases in
Polar Bearthat the nexus is between “infringement and the profits sought” to claim that Oracle n
show that rangeCheck and the depded files generated revenuese@Mot. at 4.) But if one reads

both the holding and the faaté Polar Bear the Court of Appeals’ desion makes clear that Google
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is profoundly mistaken: the nexus mesist between the work that contathg infringing lines and
the revenues, not the infringingdés themselves and the revenues.

For the first category of revenues (trade showitgpfall that Polar Bear needed to show to
establish the causal nexus was that the infringidgovivas played at trade shows and Timex yielde
$360,000 in gross revenue from the trade shdvedar Bear 384 F.3d at 712. Polar Bear was “not
required to separate the gross profits resulting filmerinfringement from the profits resulting from
other sources”—that was Timex’s burddd. Contrary to Google’s terpretation, Polar Bear was
not required to show that thefiimging video actually generatedlass, that customers bought watche;s
at trade shows because the video was playingaothl infringing part othe video was in any way
related to the sales. Instead, the nexusheaseen the materials themselves that inclutied
infringing work and the revenues.

Similarly, for the second category (Mountain Dewrmption profits), Polar Bear did not have
to show that the copyrighted (“&@@leQuest”) images themselves gated any revenue as a result of
the promotional effort with Mountain Dew. Instedolar Bear merely irdduced “evidence that the
Mountain Dew booklet contained adwertisement featuring the infging material, that customers
who ordered Timex Expedition watches throughNfeintain Dew promotionvould have seen the
advertisement, and that Timex profited from the promotidd."at 712. Contrary to Google’s
interpretation, Polar Bear was metjuired to show that the Paddle£3t images were important in
driving any purchaser’s decisionadl, or that the PaddleQuestagpes, as distinguished from the
infringing booklet in which the ieges were incorporated, hagyanexus to the infringement.
Instead, “Polar Bear satisfied its burden of lelsthing the infringer’s devant gross revenue, as
required by 8§ 504(b), by presentigsales figures from Timex’'s preseleases stating that the
Mountain Dew promotion generated $564,000 in sal&b.at 712-13. As with the trade show
images, the nexus that Polar Bear had to esltabies simply that the infringing product was in a
larger product that had some connection to them@ée® There is no reqgament to show profits on
a more granular nexus than this.

By contrast, Polar Bear soughtvemues that were much mattenuated to the infringement

by claiming revenues with no connection at allng enaterial containing PaddleQuest images. Pol3
9
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Bear claimed indirect profits derived from “enhanced prestig&irokx watches due to the brand’s
association with the entisport of extreme kayakindd. at 712—13. This was too far removed.
“Actual retail purchasers were never exposed tartfigging image from the trade shows, nor did
the evidence link retail consumers to the trade ghimmotion. Nor was there evidence that vendor
at the trade shows somehow transmigathusiasm to retail customerdd. at 715. In other words,
there was no evidence that the revenues wererdby anything containinthe infringing work at

all.

In discussing the plaintiffsurden under the Copyright A®plar Bearextensively cites the
Eighth Circuit’s decision ilAndreas v. Volkswagen of Amerida Andreasthe Eighth Circuit held
that a copyright plaintiff adequately estahkd the causal nexustiveen an automobile
manufacturer’s use of infringing material in adefy aired commercial araportion of profits from
the sale of the automobile. Andreas, an artist,draated a drawing titl€dngels of Mercy,” which
he paired with the phrase: “Mqgs¢ople don’t know there are angelsose only job is to make sure
you don’t get too comfortable & Haasleep & miss your life.”Andreas v. Volkswagen of Am., Inc.
336 F.3d 789, 791 (8th Cir. 2003). The infringimtyartisement, featuring the Audi TT coupe,
displayed a car in a garden surrounded by staaeeompanied by a voice-over which says, in its
entirety: “I think | just had a wake-up call, andvids disguised as a candait was screaming at me
not to get too comfortable arall asleep and miss my life.ld. at 792. The jury awarded 10% of
Audi’'s after-tax profits on the TT coupe sales dutimg time that the commercial aired as profits for
the car company’s improper use of the infringing phrimseat 795. After the district court found
there was an insufficient causammection, the Eighth Circuit revexd and reinstated the jury’s
verdict, concluding that “Andreas introducedmnthan mere speculation that the Wake Up
commercial contributed teales of the TT coupe.ld. at 796.

The Eighth Circuit did not requirereexus between the infringing wordsd the revenues; it

required only a nexus between the advertiseraedtthe revenues. In fact, it was error for the
district court to require Andreds establish that the infringingords drove revenues, because to do
so was to improperly shift the burden of praofl “plac[e] the detrient of any speculation on

Andreas rather than Audiid. at 797, contravening the genemnale that “Any doubt as to the
10
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computation of costs or piitf is to be resolved ifavor of the plaintiff.” Id. at 796 (citingFrank
Music |, 772 F.2d at 514). Andreas was required onipttmduce “more than mere speculation that

the Wake Up commerciat not the words themselves — “contrtbd to the sales of the TT coupe.”

Id. at 797-98 (emphasis added). Because “thehjadyenough circumstantial evidence to find that
the commercial contributed todlprofitable introduction of the TToape,” that “shifted the burden
to Audi of showing what effeaither factors had on its profitsid. at 798. Audi’'s burden—not

Andreas’s—included “establishing thgg profit was attributable to factors other than the infringing

words: the other two commercials that did not contain the infringed words, other parts of the Wake

Up commerciglcustomer loyalty, brand recognition, etdd. at 797 (emphasis added).

Both Polar BearandAndreasexpressly reject the idea tabogle now claims must be the
law. Both refuse to hold that a plaintiff must pustomers on the stand tetiéy that they purchased
the product “because of” the infringing portion of the woRalar Bear, 384 F.3d at 715 (“there is
no requirement that Polar Bear put Timex cugimon the witness stand to testify that they
purchased watches because of Timex’s use of ‘PaddleQuest’ imagesrgas 336 F.3d at 797
(rejecting notion that copyright pliff was required to have a coster testify that infringement
caused its purchase decision). There is simplgupport for Google’s claim that Oracle must show
that any dollar of Google’s revenue was generdiedause of” the copied files. That is Google’s
burden, not Oracle’s.

Contrary to Google’s insistende, none of these cases was fit&intiff required to show that
the minute infringing portiomwf its infringing work generated drdentifiable amount of revenue.”
(Mot. at 3.) Instead, the causexus standard required the pldfrtb show only that the work

containingthe infringement generated revenue:

e The plaintiff inPolar Bearwas not required to show thie infringed kayaking video had
any effect on consumers at all. Instead pdantiff had to show only that the entire
infringing advertisement may have been seen by the purchasers.

e The plaintiff inCream Recordwas not required to showahthe advertising company
was paid because it used the ten infringed ndtestead, the platiif had to show only
that the advertising company wasdor the entire infringing ad.

e The plaintiff inOn Daviswas not required to show that the eye jewelry in the infringing
11
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ad had any effect on consumers whatsoelrestead, the plaintiff had to show only
revenues from the subsidiary actually labeled in the advertisement.

e The plaintiff inFrank Musicwas not required to show that the portion&isimethad any
relationship to, for example, gambling revenaeall. Instead, it had to show only that
Kismetwas shown in the casino.

e The plaintiff inAndreaswas not required to show thiie infringed words generated any
additional sales of the Audi TT Coupe. Instehad to show only that the infringing
advertisement generated revenues.

Any further apportionment is for to the defendandigprove. In none of these cases was the plaint
required to produce evidence that the minute portianfaohging work containd in the larger work
had any effect on revenues. In other words;ase holds that Oracle must demonstrate a nexus

between rangeCheand revenues or the decompiled Java codediledsrevenues before the burden

shifts to Google to apportiorit only must (at most) deomstrate a nexus between Andraitd the
revenues. If Google wants tcsiat that rangeCheck and thecompiled files had no effect on

revenues, it may argue that with its own witnesses.

ii.  Google ignores other benefits, which mudte accounted for in any infringer’s
profits award.

The award of infringer’s profits is a remedyd$gorgement. Thedgslative history behind
section 504(b) of the Copyright Actakes clear that the purpose ofaading infringer’s profits is “to
take away incentives favould-be infringers antlo prevent the infringefrom unfairly benefitting
from a wrongful act.” Polar Bear 384 F.3d at 708 (quoting H.Rep.. No. 94-1476, § 504, at 161
(1976)). Thus, if the copying ohg or all of the nine infringedlés saved Google time to market,
Oracle may recover the profits Googlarned from that savings.

Even where an infringer has not sold dvertised the infringingroduct, it can unfairly
benefit from the infringement, entitlirthe plaintiff to infringer’s profits.Associated Residential
Design, LLC v. Molotky226 F. Supp. 2d 1251, 1256 (D. Nev. 2002)Mbiotky, the plaintiff
prepared a set of architectupdns which were used to cangt a home in Reno. After the
defendants obtained a set of the plans and thsad to design their own home in the same

subdivision, the plaintiff sued faopyright infringement The defendant moved for partial summary
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judgment on the issue of damages, arguing that § 5€elfbjres the infringing &m to be sold before
a prevailing copyright holder nacollect infringer’s profits. Té court disagreed, emphasizing the
Copyright Act’s focus on disgongg the benefit from infringementd. at 1254-56 (relying on H.R.
Rep. No. 94-1476, § 504, at 161). The court amtedl the defendants unfairly benefitted from
infringing architectural plans thegtherwise would have had to buy, and also from the value of the
house (which they still owned) to the exté exceeded the cost of constructidd. at 1254-56;
accordBerry v. Hawaii Exp. Service, IndNo. 03-00385 SOM/LEK, 2006 WL 1519996, at *5 (D.
Hawai‘i May 24, 2006) (copyrighted software — whileither sold nor advertised — unfairly
benefitted infringer by allowing it efficiency gains in its distribution operation).

Google unfairly benefitted fromirectly copying Oracle’s nineode files rather than taking
the time to develop its own code or hire someelse to do so without copying or decompiling.
Whatever time Google saved allowed it to bring Aridito market fastesind begin earning revenues
sooner. Thus, Google unfairly benefitted fromiaddal period of sales that it would not have
enjoyed without infringementSee Berry2006 WL 1519996 at *5. Theopyright Act provides
that, to eliminate the gentive to infringe, the court mustsdorge the incremental revenue Google
earned from Android’s early lease. 17 U.S.C. 8§ 504(b).

Moreover, if the direct copyig saved Google development costs, Oracle may recover thos
saved costs as infringer’s profit$his is true regardless of Andd profitability, and regardless of
the nexus between infringement and sales. tCibsit the defendantainot incur because it
infringed a copyright are considel profits for this purpose” alalculating infringer’s profits.

Roeslin v. District of Columbj®21 F. Supp. 793, 799 (D.D.C. 1995).Roeslin the plaintiff
developed a software program, which the defensieémbol district copiedBy copying the software,
the district saved the amount it would have othexvizd to spend purchasiagubstitute system.
Id. at 800. The court awarded those sags to the plaintiff.ld.; see Molotky226 F. Supp. 2d at
1254 (commenting that the parties did not disputeplatiff would be entied to the fair market
value of the architectural plans).

Here, if decompiling the Impl test files saveden one day of Noser engineers’ work, then

Oracle is entitled to rewer the costs Google saveSiee, e.g., Bourns, Inc. v. Raychem C@&p1
13
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F.3d 704, 709-10 (9th Cir. 2003) (affirming an awarda&fed development ceginder a theory of
unjust enrichment where the defendant was found to ingsegppropriated trade secrets). At the ver)
least, those saved costs dentate a direct connection betwethe infringement and Google’s
profits. See also Bucklew v. Hawkins, Ash, Baptie & CbP., 329 F.3d 923, 933 (7th Cir. 2003)
(“Remember that the purpose of allowing suit foritifenger's lost profits is to make infringement
worthless to the infringer. . . . Suppose a defehtad copied a copyrighted book verbatim and he
then offered to sell copies of the book for nothto anyone who would pay him $25 for a bookmark
that had cost him 10 cents and had a markeewalb0 cents. To hold in such a case that the
defendant's profits from infringement were zemuld approve a formalfor evading copyright

law.”) Google’s infringement will not be “worthés” unless and until the delopment costs it saved
and the incremental revenue it earned from babig to bring Android to market faster are

disgorged.

B. Google is not entitled to judgment as a meer of law before Phase 3 even begins, and
Google is wrong about what the evidence shows.

Google insists that the evidence in the recogpsrts a Court-orderetbtermination, prior to
any presentation of evidence in the damages phase, that Oracle is entitl@ufrioger’s profits for
rangeCheck or the decompiled codesfat all. In other word€;00gle seeks judgment before Phase
3 even begins, based only on its own favorablepnétation of the evidence from Phase 1. Google
is wrong. There is no legal tactual basis to take thissue away from the jury.

Because Google misunderstands its burdemisapplies the summary-judgment standard.
Google does not cite any summary-judgment cases or even Rule 56 dagrotion. Oracle’s
burden is only to show that Android generatmsenues, something that cannot reasonably be
disputed. Google therefore has the burden of proof to demonstrate the relative value of the
copyrighted work within Andral. To obtain judgment, and ander denying Oracle any and all
profits, Google must “affirmatively demonstrate thatreasonable trier of facould find other than
for [Google].” Browne v. San Francisco Sheriff's Deptl6 F. Supp. 2d 975, 982 (N.D. Cal. 2009).

Google cannot possibly meet this burd@ranting summary judgment based on Google’s
gloss on the value of the cofiles and the causal nexus betwe¥ndroid and profits would be

14
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inappropriate, particularly beforedlphase of this trial even beginEhis phase is meant to address
exactly this issue, where Google can try to meet itddour It is for the jury to draw inferences about
the value of the code filesd their importance, not Google.

Even if it were appropriate to assess the ealiithe code files on summary judgment (which
it is not), summary judgment is nappropriate here. It is axiotm@athat summary judgment cannot
be granted over a material disputeatf including a credility determination Agosto v.

Immigration & Naturalization Sery436 U.S. 748, 756 (1978), or theigt the jury may choose to
afford to circumstantial evidence. “[A]t theramary judgment stage the judge's function is not
himself to weigh the evidence and determine thé tofithe matter but to determine whether there ig
a genuine issue for trial.Intermountain Fair Hous. Council Boise Rescue Mission Ministrje&l7

F. Supp. 2d 1101, 1109 (D. Idaho 20Hdj'd on other ground$57 F.3d 988 (9th Cir. 2011).

Google’s insistence that these code files havealue is not a substitute for proof. A
reasonable jury could determine that some quantudmdfoid’s profits is atttutable to the literally
copied code files on the oent record. Google’s nion must be denied.

1. The literally copied files in TimSort contribute to Android’s functioning.

The jury found that TimSort and Comparahkt@®$ort infringed Oracles copyrights. Dr.
Mitchell analyzed the significance of rangeChe¢Mlitchell at RT 1329:5-11.) He found that
several other source code files in other files datle rangeCheck. He also did an experiment in
which he counted the number of times thageCheck was called in booting up a phone, and foung
that the function was called 2,60fhes just in powering on the dee or starting the emulator.
Although Google insists that 2,600 calls “could be atmmber relative to other functions,” (Mot. at
9-10 (emphasis removed)), Dr. Mitchell testifttd opposite: that 2,600 was “a pretty big number
for the number of calls to this function.” (Mhiell at RT 1329:5-21.) Google insists that Dr.
Mitchell’s testimony was “barely intelligible,” (Moat 9 n.1), and quibbles with the conclusions tha
the jury should draw from Dr. Mitchell's testimonyd.(at 9-10), but it never cross-examined Dr.
Mitchell on this topic. Google canhsubstitute its argument in aidirfor either proffering evidence
to the contrary or the jury’s own determination of the weight of the evidence.

Google also insists that the rangeCheattecwas “simple” and that a high-school
15
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programmer could write it. But DMitchell noted that rangeCheukas a “useful” component of the
library it was in, and that there was some “suptléo the code. (Mitchell at RT 1316:12-1317:5.)
Again, the determination of rangeCheckigportance is for the jury to decide.

The jury should also be able to draw an inference of the code’s importance from Google’
willful infringement. Bloch admitted that he w@erfectly willing to believe that he copied,
notwithstanding the fact that he wrdtood that Sun asserted copyrigtdtection over its programs.
Bloch at RT 756:9-18. In fact, Bloch copied besa he thought it would Bgood engineering” to
do so. Bloch at RT 754:9-16; Bloat RT 753:23-25. He did so knmg that it was wrong, and even
apologized for it on the stand@®loch at RT 827:5-17. IndeeB|och’s entire presence on the
Android team, and his job writingpode libraries, reveals the falsity Google’s claims that Android
was developed in a clean room; even the copteaneous documentary evidence shows that the
Android team, including chief Andy Rubin, knefat Bloch’s involvemet in Android was a
“conflict.” (TX 1060.) The jury should be able to infer that the Android team placed him on the
code-libraries team in order tdkeadvantage of either his prikmowledge or his access to Sun codeg
and that there was some value to Google as a result.

Finally, the jury should be able to draw afemrence from the fact &t Google continues to
make the infringing code available on its websitdthough Google says it has removed rangeChec
from the latest release of Android, Google has athuitted that all of the previous releases of
Android are still available on égle’s website. The evidenagll show that these releases
(including the infringing rangeCheck code) continode used by Android handset manufacturers.
(SeeMarch 28, 2012, Hearing Tr. 24:10-25:17; Bornsti RT 1832:1-10.) And Dr. Mitchell’s
unrebutted testimony confirms that the code isallytstill available on nllions of phones, including
Samsung phones. (Mitchell at RT 1255:22-1256:4; 1263:11-1264:23.)

2. The decompiled Impl files also have some value to Android.

Google’s contractors reverse-emgered Sun’s class files and put the “decompiled” files in
Android. (Mitchell at RT 1260:11-1263) They could have writtethat code themselves, but
instead they took Sun’s code. Google says thesesrégst” files, but on the Java side, these files

are not test files; they are the default implemeomadif the security functianin Java. (Mitchell at
16
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RT 1329:22-1330:14.) Even if theyeaest files in Android, Dr. Mchell explained why this does
not mean they are unimportant: ‘tieg is a very important part ¢the software development. It's
expensive. And software companies want to doriteotly so that the codéey ship is bug free and
usable to their customers.” (Mitchell at RT 1388:24.) Google developemuld have benefitted
from these decompiled files because, if indeed theyest files, “if this helped them test other code
they were developing, and speedamal lessen the cost of testingdaguality assurance, then that
would have a big value to them.” (Mitdhat RT 1330:25-1331:5.) @gle has proffered no
evidence to the contrary.

Once again, the jury should also be ablafer value from williiness. All of the
decompiled Java code files included the follogvstatement: “Copyriglt004 Sun Microsystems,
Inc. All rights reserved. SUN PROPRIETARY/COMENTIAL. Use is subjetto license terms.”
(TX 623.2 (PolicyNodelmpl.java); TX 623.3 (AclEgtmpl.java); TX 623.4 (Aclimpl.java); TX
623.5 (Grouplmpl.java); TX 623.6 (Ownerlmpl.@gy TX 623.7 (Permissionimpl.java); TX 623.8
(Principallmpl.java); TX 623.9 (CodeSource.java)lhe Noser developers “had access and used t}
Oracle installation and copied from it, in thisedy using a decompiler to produce source code by
this quick and easy method.” Mitchell at RT 128561261:3. Google claimsahits subcontractors
decompiled Sun code in violation thfeir contract with Google, @fsthis was a surprise, but the
evidence shows that Google emmeyg thought the Noser engineersevisuper shady” at the time
(TX 281), but did nothing about it.

Finally, the jury should be able to drawiaference from the fadhat Google has not
removed the infringing files from all version§ Android. (Bornsteirat RT 1832:3-10 (“THE
COURT: Isn't it true that within recentaonths you could still go on ¢hGoogle website and find
these very files with the same code in thefl@@e or not? THE WITNESS: You can look at the
history and see those files. THE COURT:iSothere, available to the public. True? THE
WITNESS: Fair enough.”).) And ¢éhjury should be able to deteine that Google saved time and
cost when the Noser engineers took a shortalida@compiled Sun files. As described above, if
Android got to market even one day faster @@dfogle paid the Noser emgiers even one day’s less

work, the jury could award one day’s profies,one day’s Noser costs, to Oracle.
17
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C. Oracle should notbe precluded, in Phase Thredrom either seeking infringer’'s
profits on the existing record or offeringadditional evidence on the causal nexus.

Google’s final argument is that it is entitledda judgment awardin@racle no profits based
on (1) the Court’s prior ruling on the scope odPCockburn’s testimony and (2) Oracle’s prior
disclosures. But neither theo@rt's prior order on the scoé Prof. Cockburn’s testimony nor
Oracle’s prior disclosures providmy basis for Google’s motion.

Google claims that this Cauprecluded Oracle from seeking infringer’s profits for
rangeCheck based on the fact ttiat Court restricted the testimoafits damages expert on this
subject in a prioDaubertorders. (Mot. at 11 (citing Dkt. No. 6&8& 10).) Not so. Itis true that
Prof. Cockburn did not offer a separate hypotaticense and lost-pfits damages methodology
tailored to the code files as opposed to the ARi&inger’s profits, howver, are not “damages’—
they are a separate disgorgement remedy alareto equitable relief than to damag&ee, e.q.
F.W. Woolworth Co. v. Contemporary Art93 F.2d 162, 167—-68 (1st Cir. 1952) (“an infringer’s
profits from his wrongful act are awarded to tlo@yright proprietornot to inflict punishment on the
infringer, but as appropriatequitable relief incident to a decr@enjunction in oder to prevent the
infringer’s unjust enrichment”) (citations omitte®id & Marty Krofft Telexgdion Productions, Inc. v.
McDonald's Corp, 562 F.2d 1157, 1175 (9th Cir. 1973)perseded on other grounds by stagtute
Copyright Act of 1976, 17 U.S.C. 8§ 504(b) (callimringer’s profits “a creature of equity’Nike,
Inc. v. Wal-Mart Stores, Inc138 F.3d 1437, 1442 (Fed. Cir. 1998) (noting that Congress remove(
the “equitable remedy of the infringer’s profits” from the Patent Act).

Additionally, it is nonsense to contend that &ypanay not seek relief such as infringer’'s
profits without expert testimony. “THaw does not require expert tesbny to establish damages|.]”
DSPT Int'l, Inc. v. Nahup624 F.3d 1213, 1223 (9th Cir. 2010) frimger’s profits are a classic
example of a damages theory where the exp@stemony is not necessary. Oracle can show
Google’s Android revenues with reference eitheddouments from Google’s files (such as Profit &
Loss statements and OC Quarterly Reviewshamugh Google’s own witnesses. No expert
testimony is necessary to put those documents before the jury.

Google also complains about the sufficiencyDofcle’s discovery responses, claiming that
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Oracle did not disclose an infringer’s profitetiy. That, too, is nonss®. Google’s own brief
shows that Oracle has castently put Google on notice thatwts seeking infringer’s profits, and
described the contours of its tlga@onsistently, including the onvidence Oracle needs to carry itS
burden: proof of Android revenuesSgeZimmer Decl. Ex. A at 6—7 (“Oracle seeks . . .
disgorgement of profits made IBoogle that are attributable tive infringement,” explaining
Google’s burden to show “the elements of prafitibutable to factorsther than the infringed
work”), Ex. B at 6—7 (incorporatingitial disclosures by reference); Ex. C at 7-8 (same); Ex. D at
6 (describing facts that would establish infringgorofits, including cost avoided); Ex. E at 1-8
(same); Ex. F at 1-8 (same).) Google has been orersitice the earliest dagkthis litigation that
Oracle would seek a copyright remedy of infringg@rsfits. Nothing more specific was required to
meet Oracle’s discovery obligatis, and the onus is and has alsveeen on Google to provide
evidence of the profits attributiebto factors other than thefiilmging work—and to disclose the
bases for this theory. Google, not Oracle, hasistamdly refused to pohuce competent evidence on
the deductions it will seek from infringer’s profitsSeeDkt. No. 1032 (motion to exclude Kearl’s
cost deductions.) There is no requirement that Oracle tie specifically the factual bases for its
entitlement to disgorgement of profits to eadlGoogle’s infringingacts (copying of rangeCheck,
the test files, and €137 APIs at issue)r.C. Bloxom Co. v. Fireman’s Fund Ins. CNo. C10—
1603RAJ, 2012 WL 1631967, at *3 (W.Wash. May 9, 2012) (denying tan to exclude evidence
of damages where plaintiff “mege] ] did not disclose them ithe way that [the defendant]
preferred).

V. CONCLUSION

Google’s motion for summary judgment should be denied.

Dated: May 13, 2012 BOIES, SCHILLER & FLEXNER LLP

By: Steven C. Holtzman
Steven C. Holtzman

Attorneys for Plaintiff
ORACLE AMERICA, INC.
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