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l. INTRODUCTION

In accordance with Rule 50 of the Federal RueCivil Procedure, as previously set

forth in open court on May 10, 2012 (RT 3707-3709), and as outlined on May 15, 2012 (Dkt.

1151) Google hereby files this brief in supporGogle’s motion for judgment as a matter of

law on Counts V and VIl of @icle’s Amended Complaint.

. LEGAL STANDARDS

—+

Judgment as a matter of law is proper when “a party has been fully heard on an isslie ar

there is no legally sufficient evidentiary basisdareasonable jury torfd for that party on that

issue.” Fed. R. Civ. P. 50(a)(1). Rule 50 “allavs trial court to remove . . . issues from the

jury’s consideration when the facts are sufficientar that the law requires a particular resul.

Weisgram v. Marley Co528 U.S. 440, 448 (2000) (internal quotations omitted). The standa
for granting judgment as a matter of law, in pice mirrors the standard for granting summary
judgment, and “the inquirynder each is the same&nderson v. Liberty Lobby, Inely7 U.S.
242, 250-51 (1986).

lll.  AS TO COUNT V OF ORACLE'S AMENDED COMPLAINT: GOOGLE IS
ENTITLED TO JUDGMENT AS A MATTER OF LAW

To prove patent infringement, Oracle meibw that Android devices meet “each g
every” element of the asserted claimStar Scientific, Inc. v. R.J. Reynolds Tobacco, 665
F.3d 1364, 1378 (Fed. Cir. 2011). Oracle presentediearies of infringement based on (1) t
Resolve.c code in the Dalvikrtwal machine and (2) the dexopbko Oracle has not carried i
burden to show that either tifese Android features meets eacid every element of any of th
asserted claims. Google is tbfare entitled to judgment as matter of law that it has ng

infringed the ‘104 patent.

A. Because Dalvik bytecode instructions do not contain symbolic references,
Google is entitled to judgment as a matteof law that it does not infringe any
of the asserted claims of the '104 patent.

There is no evidence that either Resolve.ahe dexopt tool opate on “instructiong

containing one or more symbolic referencess’required by asserted Claims 11, 27, 29, 39
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and 41 of the ‘104 patent. The Court has coestithe term “symbolic reference” to mean

a reference that identifies data by a name other than the numeric memory location
of the data, and that is resolved dynamically rather than statically
[Dkt. No. 137 at 22.] As DrMitchell conceded, this constriimn makes a distinction betwee
using names to represent data (i.e., symbofereaces) and using numeric memory locatig
[RT 3480:12-15 (Mitchell).] There is no limitatioagarding the type afata being referenced.
It is undisputed, thatach of the asserted c¢fa of the '104 patent gelires that there be
symbolic reference in the instrimns themselves. Even Dr. Mitchell, Oracle’s expert admits

[RT 3477:6-12 (“Q. Because every claim that you've analyzed requires that the sy

reference be in the instructignaght? A. The wording varieacross the claims. Q. BUt,

essentially, either contained in ior each one of the limitations requires that there be a sym
reference in the instructions themselves, right?Yes.”); RT 3487:13-16 (“But you would agrg
with me that whether you're ltang about Resolve.c or dexopt, you've got to find a symb
reference in the instructions? A. Yes.”).] Tieguirement is also cleérom the plain languagyg
of the claims. SeeTX 4015 at col. 13 (claim 11 recitidgnstructions contaiing one or morg
symbolic references”), at col. 14 (claims 27 and&9ting “symbolic data references in the sef
original instructions”), at coll5 (claims 39-41 reciting “instrtion contains a symbolic fielg
reference.”). Thus, to prove infringement, Oealsbre the burden of showing that Resolve.c
the dexopt tool operate on instructions that contain “a reference that identifies data by
other than the numeric menydocation of the data.”

Because Dalvik bytecode instructions—the instructions evaluated by both Resolvg

the dexopt tool—contain refences to numeric memory locations of data, they cannot satig

of the limitations of the asserted claims. Dalliecode instructionsoasist of an opcode aer

operand. [TX 737 (“Each instruction starts with the named opcode and is optionally followy
one or more arguments.”); RT 3590:23-3591(Bornstein); RT 3844:14-3855:12, 3925:4-
(August).] In Android, the accused operands adexes that take the form “field@CCCC” a
reference locations in tablesSdeTX 46.106; TX 735 (“There are separately enumerated

indexed constant pools for references to sjingpes, fields, and methods.”); TX 737; H
2
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3732:15-19, 3736:16-23, 3755:8-9, 3765:9-12 (Mixfem); 3858:5-12, 3858:21-359:11, 3918:]
23, 3923:20-24, 3925:19-3926-9 (August).] Ditchell agrees. [RT 3488:6-8, 3488:19-2
3489:10-12 (Dr. Mitchell) (théclassldx” index inDalvik instructions povides information “to &
location in another tabl); RT 3496:12-3497:6 (DrMitchell) (the “field Idx” in Dalvik
instructions is “an index to a specific locationtire field table”).] Aplying the Court’s claim
construction, these indexes do not qualify as symbolic references.

As Dr. Mitchell confirmed viaestimony, his report refers todexes as numeric rathg
than symbolic references. [RT 3480, 3528:9-22, 3529:1-10, 4037:9-4038:3, 4038
4039:11, 4039:14-4040:9 (Mitchell).] This not surprising in light ofhe fact thatndexes point
to locations in tables. To try to circumvens lprior statements, Dr. Mitell has conjured up
re-interpretation of the term “symbolic refape” that does not comfm with the Court’s
construction. Specifically, Dr. Mitchell basks opinion on a meta ¢fa construction argumer

about what “data” means in the cexit of the Court’s construction:

As far as | can tell, the only contestsdue here is whether the field indexes and
instructions are symbolieferences or notAnd that in the end just seems to turn
on what we mean by dataccording to théast bit of testirony from Professor
August.

[RT 4019:3-7 (Mitchell) (emphasis added).] Dritéhell explains that Isi opinion is based on the

theory that “data” in the Court’s constructionsismething much more restrictive than what

ordinary meaning of the word “data” implieéccording to Dr. Mitchell, the “data” must be th
actual field data in the instanobject, as opposed to any datahe .dex file, inalding the datg
in the constant pool tables. [RT 4025:6-21 (Mitch€bo in order for that to happen, we have
find where that actual data is in the object using $hmbolic reference. . . .”).] In other word
to turn an index, which is a nuniereference to a location in a table, into a symbolic refere
Dr. Mitchell has re-defined “sybolic reference” to mean “eeference that identifiethe actual
field datain the instance objedty a name other than the numeememory location of thactual

field datain the instance objet{emphasis indicating Dr. Mitchedl apparent changes to Court
construction).

Oracle’s overly-restrictive, re-definition of the term “data” was again highlighte
3
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closing arguments whewir. Jacobs argued:

Now, there was another potential sourcecohfusion which we clarified also
through Dr. August and through Professor Mékk. What's the data that this
claim is talking about? Ig talking about what Googlwanted to focus on, which

is the constant pool information (indicating), or is it talking about the data in the
data object, the actual feelvalue, the actual data?

So the whole goal of this exercise is toasbtmeaningful data, the actual data. . . .

Now, Mr. Van Nest agreed that the distion between this is at least the
distinction between meargful data and unmeaningful data. We’re relying on
meaningful data. Google islyeng on unmeaningful data.

[RT 4111:5-11, 4200:7-10 (Jacobs).] This simgdlyes not conform to the Court’s ruling (

claim construction, which simply distinguishéetween a reference to data—any data—I

name rather than locatioigeeClaim Construction Ord€bDkt. No. 137) at 20-22.

Oracle never requested clarification ofetimeaning of the term “data” during the

Markman process. It also declingtie Court’'s offer to seek aditinal claim constructions if
December 2011, months after Dr. Mitchell shad his opinion in response to Dr. Augus
report. [Dkt. Nos. 603, 637.] Mb relevant to this motion, nb&r Dr. Mitchell nor any othe

evidence offered by Oracle suggested that “dated term of art that is understood by thq

skilled in the art to corspond to or encompass only “actual fidlta in the instance object.” |n

fact, there is no such suggestion anywhere énréitord. Accordinglyno reasonable jury coul

conclude, based on the evidenod axpert testimony, that thereadasis for such a meaning.

As is clear on its face, the Court’s ctmstion of “symbolic reference” does naot

incorporate the restrictive meaning ofatd” advanced by Oracle and Dr. MitcheheeClaim

Construction Order (Dkt. No. 137) at 20-22As such, Dr. Mitchell’'s testimony cannot |
credited. [RT 4206:18-21 (Court) (“If a withebas based his view on meanings of the te
contrary to my stated definitions, you shouldadiunt that part of his testimony accordingly.”).]

Without Dr. Mitchell’s testimony, Oracle cannptove that Dalvik bytecode instruction
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contain symbolic references, which each of thseded claims requires. To the contrary,
wealth of evidence presented at trial confirthat Dalvik bytecode structions contain only
numeric references in the form of indexes tocalions in memory whereonstant pool data i
stored in the dex files.SgpeTX 46.106; TX 735 (“There are saptely enumerated and index§
constant pools for references to strings, sygeelds, and methodg;"TX 737; RT 3732:15-19
3736:16-23, 3755:8-9, 3765:9-12 (McFadd&858:5-12, 3858:21-359:11, 3918:13-23, 3923:
24, 3925:19-3926-9 (August).] Thus, reasonable jury could concludigat either the Resolve

code or the dexopt tool inm8iroid infringe the assertethims of the ‘104 patent.

B. Google is also entitled to judgmenas a matter of law that the dexopt
functionality does not infringe Claims27 and 29 of the '104 patent because
dexopt resolves symbolic referencesattically rather than dynamically.

Android’s dexopt functionality perfars static—not dynamic—optimizations. The

the

12}

Court’s claim construction requires that symbolic references be “resolved dynamically rather th

statically.” In light ofthat requirement, there is no disp that if dexopperforms functiong

statically, then dexopt doesn’t infringe. [RT 3506-18 (Mitchell).] Dr. Mitchell’s infringement

opinion at trial was that dexo a dynamic process because it relies on information aboy

runtime environment and that is availablerantime. [RT 4028:14-25 (Mitchell).] But Di.

Mitchell’'s conclusory statementi not provide an adequate bdsisa reasonable jury to reach
verdict of literal patent infringement. Indkethere is no evidence to support Dr. Mitche
opinion that an optimization (e.g., resolutions&d on information about a runtime environm

is “dynamic” and not “static.” To the contraryetie is a wealth of docuentary evidence, fag

testimony, and expert testimony ttiatectly contradicts Dr. Miteell's opinion. [RT 3730:16-22

(McFadden); RT 3940:17-20 (August); RT 359524 (Bornstein); TX 32 at 35, TX 816 ¢
24:05; TX 735 (defining opcodesah“are reasonable candidates static linking”); TX 737
(defining “statically linked” instruction forma}; TX 739 (dexopt performs optimizations tl]
“can be inferred statically.] Accordingly, no reasonable fy could conclude that the dexo

tool infringes claims 27ral 29 of the ‘104 patent.

Only claims 27 and 29 are asserted against dexopt.
5
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C. There is no legal basis for the jury taconclude that Android infringes the '104
patent where Oracle only presenté a literal infringement theory.

To the extent Oracle now contends that certdaim elements ardfectively present in
Android under the doctrine of eguailents, Google is ¢itled to a judgment as a matter of law.

First, having failed to disclosich a theory in its Rule 3-1teat Disclosures under the Patent

Local Rules, Oracle may not now assert an infinget theory under the doctrine of equivalenks.

Second, even if Oracle were not barred froseasg such a theory, Dr. Mitchell’s testimony

would not support a conclusion of infringement under the doctrine of equivalents. The record

contains no evidence that the accused Ddlytkecode instructions, vich contain symbolic
references not in the instructions themselvesrbatshared constant pool reached (directly or
indirectly) via various tables, are substantigliyilar to instructions that literally contain
symbolic referencesSee TIP Sys., LLC v. Phillips & Brooks/Gladwin, J29 F.3d 1364,
1376-77 (Fed. Cir. 2008) (infringement under doetiof equivalents nmyaonly be found where
the accused device contains an “insubstantiadhgle from the claimed invention or where the
accused device functions in substantially the same way as the claimed invention{5(@tiag
Tank & Mfg. Co. v. Linde Air Prods. C&39 U.S. 605, 610 (1950)). Here, Dr. Mitchell has
testified that strings are stat in the string data table thfe dex file. [RT 3290:2-3291:18

(Mitchell).] These strings, which are the namegheffields, classes, methods, and strings usg

ed in

a program, are not stored in thalvik bytecode instructions thesalves. The Resolve.c code and

the dexopt tool use a series of numeric refeesr(indexes) to everglly obtain a symbolic
reference (name) from the string data tabiel then resolve that name to find a numeric
reference corresponding to that syt reference. In contraghe asserted claims of the ‘104
patent require resolving a symbolic reference contaiméte instructionthey do not have to
follow a series of numeric references to obtassiimbolic reference (name). The way in whi
symbolic resolution is performed in Resolvara dexopt is advantageous compared to the
process disclosed in the ‘104 patenthat it allows the Dalvik/M to operate with fixed-width
instructions, which make processing virta@chine instructions easier. [RT 3592:4-3593:4

(Bornstein), 3263:7-3264:8 (McFden), 3878:3-3879:9 (August).]

6
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[I. AS TO COUNT VII OF ORACLE’S AM ENDED COMPLAINT: GOOGLE IS
ENTITLED TO JUDGMENT OF NON-INFRINGEMENT OF THE ‘520 PATENT
AS A MATTER OF LAW

To prove patent infringement, Oracle ms$tow that the accused functionality me

ets

“each and every” element of an asserted cla8tar Scientific655 F.3d at 1378. Oracle has not

carried that burden for either tife asserted claims of the ‘520tgrat. In particular, Oracle hgs

not shown that the code it accuses of infringene@et simulates execution to identify the static

initialization of arrays because, as the undispetedence at trial showethat is not how the d

tool works. The requirement that identification of the initialization of static arrays be performe:

through “simulating execution” is found in botlssarted claims, Claim 1 and Claim 20. TX

4011.

The dx tool does not simulate execution in otdadentify the static initialization of an
array. Instead of going through the steps requoemoduce output showing what the static ar
would look like if the Java byte code ingttions were performed, the dx tool usqsatern-
matching algorithm to determine what the statrcay would look like whernitialized. The
pattern matcher (a method known as parseNewarray found in classdey®e@y) looks for a
repeating sequence of instructions used tcaiig® static arrays. [RT 3800:2-3801:3 (Pairr).]
Although the pattern matcher codecadled by code in the clastef Simulator.java, the pattern
matcher itself does not simulageecution of the bytecode, e.g., by maulating a stack. [RT
3802:25-3804:1 (Parr).] Insteadréturns the operands assaded with the appropriate
instructions in the pattern. TR3343:3-16 (Mitchell).] Moreovethe pattern matcher code will
not work properly when a useld@sstruction is injected into thJava bytecode. As would be
expected, the dx tool, when coofited with revised code thiateaks the pattern, returns the
Dalvik byte code equivalents of the Java byte dbdé performs the steps required to statically
initialize the array rather than &fficient instructiorthat initializes a sitic array. [RT 3808:18-
3809:6; 3809:20-3810-3 (Parr).] A process gsmulated execution would simulate the
execution of each instruction, including the useless instruction, and tlessisedtruction would
end up having no effect on the eventrgult. [RT 3810:4-13 (Parr).]

To prevall on literal infringement of th&20 patent, Oracle needed to prove that the
7
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pattern matching code used imdyoid literally simulates exetian, as required by the asserted
claims. Dr. Mitchell’s infringement opinion &tal was that the “simulation” (not “simulating
execution”) carried out by the parseNewamagthod fell within the claims. [RT 4032:7-22
(Mitchell).] But a conclusory statement etjng pattern matching to simulation (and not even
“simulating execution”) does not provide an adatg basis for a reasonable jury to reach a
verdict of literal patent infringement.

The dx tool source code confirms the aleseof any literal corgpondence between the
“simulating execution” claim limitation and the pattenatching code. Dr. Mitchell testified thg
the identification of the static initialization tfe array was performed by the parseNewarray
code, and agreed that code was distinct fileenSimulator.java class. [RT 3343:3-16; 4061:21
4062:3 (Mitchell).] Both Mr. Bornstein and Dr. P&estified that tk dx tool includes code that
actually performs simulated exeémn by manipulating a stack; hewer, the simulated executio
is not used for identifying hinitialization of arrays. [R3589:11-17; 3589:25-3590:6; 3611:2
3612:10 (Bornstein); RT 3798:2-8; 3798:22-379%arr); TX 46.16, 46.17.] The presence of
word “simulates” in code comments thus do slebw that the dx tool simulates execution for
purposes of identifying the static initializationaf array; instead, simulated execution in the (¢
tool is used onlyor reasonsther than identifyig the initialization of static arrays[RT

3611:22-3612:10 (Bornstein); 3798:3-8 (Parr).] And iindisputed that ¢'520 patent does ng

includeanymention of simulating execution through thge of pattern matching. [TX 4011; RT

3521:10-19 (Mitchell).]

Oracle never requested a construction efghrase “simulating @cution” during the
Markmanprocess, taking the position that it shobé&lconstrued in accardce with its “plain
meaning.” BeeDkt. No. 91 (parties’ joint claim constriign and prehearing statement).] Orag
did not suggest that simulating ex@on is a term of art that isnderstood by those skilled in thg
art to correspond to or encompass pattern matchilagreasonable jury could conclude, based

the evidence and expert testimony, that theeelasis for such a construction of simulating

execution, nor that there is an undansling in the field of computecience as to either of these

terms that supports an assertibat pattern matching is literalgimulating execution. Such a
8
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construction was never sought by Oracle, evaar #ie Court permitted the parties to seek

additional claim constructions earlignis year. [Dkt. Nos. 603, 637.] Because of Oracle’s failure

of proof and its inability to comsie its claims to cover pattematching, there is no basis for a
finding of literal infringemenbf the ‘520 patent by the Andiidx tool. The fact that the
Android code actually does perform simulated execution for some functions is irrelevant—
key issue, as proven by the record, is thatdx tool does not simulate executiontfo purpose
of identifying the initialization of static arrays.

Oracle’s position, as articulated by Dr. Mitdl, depends on an implied theory of
equivalent infringement, thdpattern matching” achievesrasult similarto that of simulated

executior—i.e., identifying the initializabn of a static array withowtctual executin of the byte

code. [RT 4032:11-22 (Mitchell)] But even assng, without conceding, that the two different

processes provide similegsults, that is not a basis for a fingiof infringement. To begin with,

Oracle may not assert an infringaméheory under the doctrine of equivalents, having failed fo

disclose such a theory in its RWlel Patent Disclosures under thedpé Local Rules. But even
Oracle were not barred from assagta belated theory of infigement under the doctrine of
equivalents, Dr. Mitchell's testimony would n&ipport a conclusion of infringement under thq
doctrine of equivalents because the recitedrclanitation of “simulating execution” does not
work in a way substantially similar to the accused pattern matching meche&e&.IP Sys.,
LLC v. Phillips & Brooks/Gladwin, Inc529 F.3d 1364, 1376-77 (Fed. Cir. 2008) (infringeme
under doctrine of equivalents may only berid where the accused device contains an
“insubstantial’ change from the claimed intien or where the accused device functions in
substantially the same way #® claimed invention) (citinGraver Tank & Mfg. Co. v. Linde Al
Prods. Co.339 U.S. 605, 610 (1950)). An argumengdxhon a theory of infringement under t
doctrine of equivalents, not disclosed at the prdéipge, is also ripe for judgment as a matter of
law.

In order to support its literal infringemeeiaiims, Oracle needed liok up the accused
code with the claimed functionality and, if it could, with the othaguage it considered helpful

Oracle could not do so. Unable to prove actimulated execution, Oracle has tried to
9
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reconstrue “simulating execution” to covettpan matching with no gl basis to do so.

Therefore, no reasonable jury could findttthe dx tool infringes the ‘520 Patent.

V. THE PATENT ACT DOES NOT DEFINE INFRINGEMENT TO INCLUDE
MAKING A PRODUCT AVAILABLE FOR FREE.

The evidence shows that Google does notgeharfee for Android source code. [RT
3079:6-13 (Poore).] As such, Google cannot, lagal matter, infringeinder the applicable
statutory language.

The Patent Act defines patenfringement to include only c&in discrete acts: “Except
as otherwise provided in thiglé, whoever without authoritjnakes, uses, offers to sell, or sellg
any patented invention, withhthe United States, amportsinto the United States any patented
invention during the terraf the patent therefore, infringdse patent.” 35 U.S.C. § 271(a)
(emphases added). These terms tag&e well-known, ordinary meaningSeeNTP, Inc. v.
Research in Motion, Ltd418 F.3d 1282, 1319 (Fed. Cir. 20089¢ alsdMed. Sol'ns, Inc. v. C
Change Surgical LLC541 F.3d 1136, 1141 (Fed. Cir. 200Bntec Indus., Inc. v. Mitsubishi
Corp, 215 F.3d 1246, 1255 (Fed. Cir. 2000). None efdategories covers the free distributio
of source code via the Internet.

Labeling free distribution of a pduct as a “sale” would turndhterm on its head. As th
Federal Circuit has held, “[t]he fiigition of ‘sale’ is: ‘1. The transfer of property or tither a
price”” NTP, 418 F.3d at 1319 (quotir§jack’s Law Dictionaryl337 (7th ed. 1999)) (emphasi
added). And one of the “four elements” of a saleasgticein money paid or promised. NTP,
418 F.3d at 1319 (quotir§lack’s Law Dictionaryl337 (7th Cir. 1999)) (emphasis added).
“Plainly, the common, or usual meaning of the teate includes those situations in which a
contract has been made betwéga parties who agree teansfer title anghossession of specific
propertyfor a price” Enercon GmbH v. ITCL51 F.3d 1376, 1382 (Fed. Cir. 1998) (emphasig
added).

By definition, distribution of a product féree does not constitute a transfer &oprice
Thus, in a case involving patents for calieg and using newborn umbilical cord blood, the

Federal Circuit found no “sale” where “[tlhe defendants simply transferred the cord blood u
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designated transplanters upon direction from theliesn Such a transaction does not constitu

a ‘sale’ to a transplanter under agfinition of the term ‘sale.”PharmaStem Therapeutics, Ing.

v. Viacell, Inc, 491 F.3d 1342, 1359 (Fed. Cir. 2007). Simyladistrict courts have concluded
that distributing free samples does not qualifa asle within the meaning of section 271(&ge
Cabot Corp. v. WGM Safety Corp62 F. Supp. 891, 892 (D. Mass. 1983).

If free distribution is not a $& then offering to distributsomething for free cannot be a
offer for sale.SeeRote¢ 215 F.3d at 125%1ollyAnne Corp. v. TFT, Inc199 F.3d 1304, 1309-
10 (Fed. Cir. 1999). “If, as in this case, tHf=pincluded none of the hallmarks of a potential
commercial transaction (i.e., a qaton of a price and a produd¢scription, or a communicatiof
that the item was available for purchase byitbended donee), it cannot be considered an off
for sale.” HollyAnne 199 F.3d at 1310. Applied to the faofghis case, Google does not “offe
Android for sale. Rather, it places the Andraidiice code on a website from which others ca|
download it free of charge.

Oracle has also argued that Google “uses” Aibwithin the meaning of the statute wh
it makes Android available for free download. Thajuiees a strained reading of the term. “Tl
ordinary meaning of ‘use’ is ‘tput into action or service.”"Med. Sol'ns, Inc. v. C Change
Surgical LLG 541 F.3d 1136, 1141 (Fed. Cir. 2008) (quotiigP, 418 F.3d at 1317). The
Federal Circuit has held that displaying a pradund distributing broches were not “uses”
because neither act puethbroduct into serviceSeeMed. Sol'ns541 F.3d at 1141 (“Much morg
would be needed to qualify as an infringing@ usicluding that the device was used to heat
medical items at the show.”). And other colrése held that “using device means usingtd
perform its actuafunction or servicenot using it as a demonstrative displaid’ at 1141 n.4
(citing Union Asbestos & Rubber Co. v. Evans Prods, F.2d 949, 951 (7th Cir. 1964);
Advanced Semiconductor Materials Amg. v. Applied Materials, IncNo. 93-20853, 1995 WL
419747, at *6 (N.D. Cal. July 10, 1995)) (emphasided). Simply making source code availa
on a website—whether for a price or for free—sloet, under that defindn, put the product intd
service. While stored on a network server anallable via a website, ¢hAndroid source code

does not “perform its actual function or servicé&d” To do that, it must first be downloaded an
11
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compiled by a developer. To adopt Oracle’s amytposition would makéhe term “use” so
broad that it would render thehatr statutory terms superfluous.
In short, there is no evidence that Googldgrens any infringing acts. Judgment as a

matter of law is therefore appropriate.

V. THE '104 PATENT IS INVALID FOR LATE BROADENING OF REISSUE
CLAIMS UNDER 35 U.S.C. § 251.

The '104 patent is invalid for failure tmmply with 35 U.S.C. § 251, which requires
broadening reissue applications tofied within two years of the date the original patent issug
There is no dispute that the claioisthe '104 patent are broadbéian the claims of the patent
from which it reissued, U.S. PateNo. 5,367,685 (“the '685 patent’seeT X 4015 (reflecting
that reissued claims 11-41 are hotited to a hybrid-compiler-interpter, unlike original claims
1-10, which require a compiler). Nz there any dispute thatetfil04 patent resulted from a
continuing application that wdded more than two yearstaf the '685 patent issue&ee idat
[22], [64] (reflectingMar. 3, 1999 as filing date of '104 patent application, and Nov. 22, 1994
issue date of ‘685 patent). The patent stateeires that broadeningissue applications be
filed within two years of issuae of the original patent. 35.S.C. § 251. Although the U.S.

Court of Appeals for the Federal Circuit has recently concluded that Iningdgaims filed more

than two years after the issue date of the origpaggnt may be valid if threissue matures out of

a continuation of a timely-filed broadening applicationie Staats671 F.3d 1350, 1356 (Fed.
Cir. 2012), the Court essentially inuit@ petition for rehearing en banid. at 1356. Google
believes that the case will be reheard and tleesa will be reversed, requiring the invalidatio
of the claims of the '104 patent under the plaimms of the statute. dégle therefore moves for
judgment as a matter of law to peege this issue for appeal.

Notably, while the claims of the '104 pateare narrower than theof the '685 patent
because they all include the limitation that syhtieferences be contained in the instructions
the claims of the '"104 patent aatso broader in that they elinaite the requirement of generatin
executable code and compilation meaBeeTX 4015. Thus, though narrower in one respect,

the claims of the 104 patent have neverthebesn broadened for purposes of 35 U.S.C. § 25

12

BRIEF IN SUPPORT OF GOOGLE’S MOTION FOR JMOL ON COUNTS V AND VI
Case No. 3:10-cv-03561 WHA

ol

| as

(@]

1.




© 00 N o g A~ wWw N PP

N N N NN N N NN P P P P B P PP PR
© N o o A W N P O © N O o~ W N B O

A claim of a reissue applicationlisoader in scope than the original
claims if it contains within its scopéa conceivable apparatus or process which
would not have infringed the original pate A reissue clainthat is broader in
any respect is considered toliveader than the original clainegen though it
may be narrower in other respects.

SeeTillotson, Ltd. v. Walbro Corp831 F.2d 1033, 1037 n.2 (Fed. Cir. 1987) (emphasis addg
For these reasons, Google is entitled to judgrasra matter of law that the claims of thg

104 patent are invalid.

V1. AS TO COUNTS V AND VII, GOOGLE IS ENTITLED TO JUDGMENT AS A
MATTER OF LAW OF NO WILLFUL INFRINGEMENT

It is undisputed that Google did not receive actual notice of the ‘104 patent or the '5
patent—a prerequisite for a finding of willfinfringement—until July 20, 2010, only twenty-
three days before this lawsuit svAled on August 12, 2010. RT 3100:10-3101S2e In re
Seagate Technology, LI.@97 F.3d 1360, 1371 (Fed. Cir. 20058g also Gustafson, Inc. v.
Intersystems Industrial Prods., In897 F.2d 508, 511 (Fed. Cir. 1990) (“[A] party cannot be
found to have ‘willfully’ infringed a pateraf which the party had no knowledge.”).

To establish willful infringement, Oraclhaust first show by clear and convincing
evidence that Google acted “@gés an objectively high likehlood that its actions constituted
infringement of a valid patent.Seagate497 F.3d at 1371. Three weeks of total pre-suit
exposure to and awareness of each @fitiiginal seven patents-in-suitgsr seinsufficient to
support a finding of objectiveecklessness as required un8eagate See Finisar Corp. v.
DirecTV Group, InG.523 F.3d 1323, 1339 (Fed. Cir. 2008) (finding no willful infringement e
where accused infringer did naibtain opinion of counsel untiver one yeaafter it received a
notice letter from patenteegee also Gustafsp897 F.2d at 511 (“Nor ithere a universal rule
that to avoid willfulness one must cease manufaabfia product immediately upon learning of
patent, or upon receipt of a patentee’s chargefohgement, or upon the filing of suit.”).
Objective recklessness cannot be estaldiftyeany action taken by, or inaction by, Google

during the three weeks following tite of seven complex paterftsEollowing actual notice of

2 As ordered by the Court on May 14, 2012, Oraclg & rely on any post-filing activity to
prove willful patent ifringement by Google:
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the patents-in-suit, Google promptly studied the miatenvestigated the mtx of Oracle’s patent
infringement allegations and developedisd legal defenses to those allegatidBse, e.g.,
Answer to Plaintiff's Complaint (Dkt. No. 323ee also Gustafsp897 F.2d at 511 (“Exercising
due care, a party may continue to manufactudenaaly present what in good faith it believes tqg
be a legitimate defense without risk of beingrfdwn that basis alone a willful infringer. That
such a defense proves unsuccessful does notislstdiat infringement was willful.”) (citation
omitted).

No evidence at trial suggedtéhat Google received actual netiof the ‘104 patent or the
'520 patent at anpoint in time prior to July 20, 2010S¢e, e.gRT 3771:20-:25 (Gupta Dep.
Tr. (July 26, 2011) 133:2-:15, 239:20) (explaining that Javaisted patents never came up
during the partnership negotiatiobstween Google and Sun).] dtfe attempts to base Google
actual notice on a book co-authored by Tim Lindholm in 1997, which refers to U.S. Patent
5,367,685 (“the '685 patent”), the originahtent that eventually ssued as the '104 patent. TX

25, TX 4015. This book alone is insufficientastablish that Google Hactual notice of the

104 patent prior to July 20, 201E.irst, the reference to the '6®atent in the book predates M.

Lindholm’s arrival at Google in 2005 by eigygars [RT 3033:5-6] and his August 6, 2010 em
to Andy Rubin and Ben Lee regardia Java license by thirteen years. [TX 10.] Since joining
Google, he has had no technical involvenweith Android or Java. [RT 3033:5-3035:1.]
Second, Mr. Lindholm testified that he was perdgnanfamiliar with the '685 patent and did ng
recall who included it in the book. [RT 3022:17-3028] Indeed, in the second version of thg
book, published in 1999, the entireagiter referring to the '685 fent was removed. [TX 987.]

Third, even if Mr. Lindholm hadctual notice of the '685 patent, such notice is insufficient

Here is the answer. This is going to be a mess if we get into post complaint. So
no post complaint. Period. We’re going to go with the ordinary rule under
Seagateand we will craft a sentence in theyunstruction that tells them not to
speculate about events that occurredrdfie filing of the complaint and that the
period for proving willfulness is up to the date of the complaint. . . . So the ruling
Is going to be, we measure things up ®dhate of the filing of the complaint.

[RT 3902:15-3903:17 (Court).]
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grounds to infer that he also had actuatice of a subsequent reissue pat&de Anascape, Ltd.
V. Microsoft Corp. Civil Action No. 9:06-CV-158, 2008VL 7182476, *2-3 (E.D. Tex. Apr. 25,
2008) (finding pre-suit notice of parepatents to the patent-in-sinsufficient to establish actua]
notice of the patent-in-suit and therefore insudiitias a matter of law to establish willful
infringement). Finally, as desbed in section V above, the atas of the '104 patent are very
different from the claims of the '685 patenbeing both broader anthrrower in scope.
Furthermore, even assuming Google had spemeral awareness that Sun had a patent
portfolio, general knowledge of a patent portfak insufficient to support a finding of that
Google acted in an objectively reckless manner spadifiwith respect téhe patents-in-suit in
the years leading up to this lawsuit. This is paréidyltrue in light of the fact that Oracle, and |ts
predecessor Sun Microsystems, actively encadamnd promoted Google’s development and
release of the Andid platform. Bee, e.gTX 2352 (Sun CEO Jonathan Schwartz’s official
corporate blog post, dated Nov. 5, 2007, stating,stl yuant to add my voice to the chorus of
others from Sun in offering my heartfelt coatylations to Google otthe announcement of their
new Java/Linux phone platform, Android. Congtations! . . . Google and the Open Handset
Alliance just strapped another set of rockethh®ocommunity’s momentum . . . . With friends
like Google and Red Hat, it sure seems thie momentum behind Java’s on the rise 2. T)X
2939 (Larry Ellison’s public statement avd®ne 2009, “We’'re flattered by Android. We're
flattered. Android is very excitg. Everyone should be flatteredthink we can see lots of Java
devices. Some coming from our friend<zogle.”); TX 3103 (Eric Klein’s public
demonstration of Java FX running on AndroidataOne 2008).] In light of these public
statements, it is unsurprising—and entirely reaslerabor Google to haveelieved that it had
no reason to investigate the thousaofigatents in Sun’s portfolid.[See, e.gRT 1538:24-

1539:15 (Schmidt) (“Sun management was comiidetéhat we had done that what we had

% The record demonstrates tivit Schwartz’s blog reflected ¢hofficial corporate opinions of
Sun Microsystems rather than merely his own personal vi&esT' X 971 (referring to “CEO
blogs” as a source of Sun’s “ifatations” of its “material news” in its 2008 Form 10-K annual
report to the SEC).

* Oracle’s Chief Corporate ArchitedEdward Screven, testified th@tin had thousands of patents
related to Java. RT 549:12-:14 (Screven).
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done was free and clear of any intellectual property of Sun’s.”); TX 1128 (Rubin Dep. Tr. (July

27,2011) 14:10-:12, 14:14-15:07, 15:09). {explaining that it was ‘ot feasible to look at all
the patents out there in the patent system”).jhénface of such overwhelming evidence of puk
support by Oracle and Sun—and thek of any evidence of actual notice of the specific paten
at issue prior to July 20, 2010—na@s®nable jury could find thatddgle acted in an objectively
reckless manner.

Moreover, following the July 20, 2010 noticetbé& patents-in-suit and the filing of Orag
complaint, Google developed a series of legitendefenses to Orackepatent infringement
allegations following its analysis of the patents-in-suied, e.gAnswer to Plaintiff's
Complaint Dkt. No. 32 (assertinggal defenses of non-infringenteinvalidity, un@éforceability,
etc.).] Nothing in the record suggests thab@le’s defenses were mafilivolously or in bad
faith. Google’s good faith assertion of legitimdefenses to Oracle’s allegations of patent
infringement cannot by itself serve as aibdor finding Google avillful infringer. Gustafson
897 F.2d at 511see also Advanced Fiber Technolodi&ET) Trust v. J&L Fiber Services, Inc.
674 F.3d 1365, 1377 (Fed. Cir. 2012) (affirming sumnadgment of no willful infringement
based in part on defendant’s presentatioftompelling non-infringement and invalidity
arguments”) Spine Solutions, Inc. v. Medtronic Sofamor Danek USA, 626. F.3d 1305, 1319
(Fed. Cir. 2010) (The objectiveqrg “tends not to be met wheaa accused infringer relies on §
reasonable defense to a charge of infringement.”).

Finally, where the thshold objective prong eagates met, “the patentee must also
demonstrate that this objeatiy-defined risk (determined liiie record developed in the
infringement proceeding) was egthknown or so obvious that it should have been known to t
accused infringer."Seagate497 F.3d at 1371. Because Oraclesfhilo carry its burden of pro
by clear and convincing evidencettihe objective prong has been met based on the record,

can be no finding of willfulness and the Coneed not consider the subjective prosge

Accentra Inc. v. Staples, In€ase No. CV 07-5862 ABC (RZx), 2011 WL 7563039, *23 (C.D.

Cal. Dec. 19, 2011) (citingniloc USA, Inc. v. Microsoft Corp632 F.3d 1292, 1311 (Fed. Cir.

2011);DePuy Spine, Inc. v. Medtronic Sofamor Danek,, 1567 F.3d 1314, 1337 (Fed. Cir.
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2009)). In any event, even if Oracle had bakle to meet the clear and convincing standard
required by the first, objectiy@rong, Oracle failed to introduceyevidence sufficient to meet
the requirements of the second, subjective prong.

For the foregoing reasons, Google is entitlegittgment as a matter of law that Oracle

has not proven that Google willfully imfiged the '104 Patent or the ‘520 Patent.

Google’s Rule 50 motion is based Google’s Motion (Dkt. 1151), Google’s
May 10, 2012 oral motion for judgment as a matter of law [RT 3707-09], this brief in
support and the evidence andhaurities cited thezin, the entire trial record, and such

argument as the Court allows on this Motion.

Dated: May 16, 2012 KEKER & VAN NEST LLP
/s/ Robert A. Van Nest

By: ROBERT A. VAN NEST

Attorneys for Defendant
GOOGLE INC.
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ATTESTATION
I, Bruce W. Baber, am the ECF User wht3eand password are lvgj used to file this

Google’s Brief In Support Of Motion For Judgment As A Matter Of Law On Counts V And
of Oracle’s Amended Complaint. In compliancghwGeneral Order 45, X.Bl hereby attest tha

Robert A. Van Nest haoncurred in this filing.

Date: May 16, 2012 /s/ Bruce W. Baber
BRUCE W. BABER
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