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Exam nation Cuidelines for Conputer-Related I nventions
| nt roduction

These Exam nation Cuidelines for Conputer-Rel ated
| nventions® ("Quidelines") are to assist Ofice personnel in the
exam nation of applications drawn to conputer-rel ated
inventions. 2 The Quidelines are based on the Office's current
under standi ng of the |aw and are believed to be fully consi stent
wi th binding precedent of the Supreme Court, the Federal G rcuit
and the Federal CGrcuit's predecessor courts.

These Quidelines do not constitute substantive rul emaki ng
and hence do not have the force and effect of law These
Qui del i nes have been designed to assist Ofice personnel in
anal yzing cl ai med subject nmatter for conpliance with substantive
law. Rejections will be based upon the substantive law and it is
these rejections which are appeal able. Consequently, any failure
by Ofice personnel to follow the Quidelines is neither
appeal abl e nor petitionable.

The Quidelines alter the procedures (fice personnel wll
fol | ow when exam ning applications drawn to conputer-rel ated
inventions and are equally applicable to clained inventions
inplenented in either hardware or software. The Cuidelines al so
clarify the Ofice's position on certain patentability standards
related to this field of technology. fice personnel are to
rely on these Quidelines in the event of any inconsistent
treatnent of issues between these Quidelines and any earlier
provi ded gui dance fromthe O fice.

The Freeman-Wal ter-Abele ° test may additionally be relied
upon in analyzing clains directed solely to a process for sol ving
a mathematical al gorithm

G fice personnel have had difficulty in properly treating
clains directed to nethods of doing business. dains should not
be categorized as nmet hods of doi ng business. Instead, such
clains should be treated |ike any other process clains, pursuant
to these Quidelines when relevant. *

The appendi x includes a flow chart of t he process Ofice
personnel will followin conducting exam nations for conputer-
rel ated inventions.



1. Det erm ne What Applicant Has Invented and Is Seeking to
Pat ent

It is essential that patent applicants obtain a pronpt yet
conpl ete examnation of their applications. Under the principles
of conpact prosecution, each claimshould be reviewed for
conpliance with every statutory requirenment for patentability in
the initial review of the application, even if one or nore clains
are found to be deficient with respect to sone statutory
requirenent. Thus, O fice personnel should state all reasons and
bases for rejecting clains in the first Gfice action.
Defi ci enci es shoul d be explained clearly, particularly when they
serve as a basis for a rejection. Wenever practicable, Ofice
per sonnel shoul d i ndicate how rejections nmay be overcone and how
probl ens may be resolved. A failure to follow this approach can
| ead to unnecessary delays in the prosecution of the application.

Prior to focusing on specific statutory requirenents,
G fice personnel nust begin exam nation by determ ning what,
precisely, the applicant has invented and is seeking to patent,
and how the clains relate to and define that invention
Consequently, Ofice personnel will no | onger begin exam nation
by determning if a claimrecites a "mathenatical algorithm"”
Rather, they will review the conplete specification, including
the detail ed description of the invention, any specific
enbodi nents that have been disclosed, the clains and any specific
utilities that have been asserted for the invention.

A | dentify and Understand Any Practical Application Asserted
for the Invention

The subject matter sought to be patented nust be a
"useful " process, nmachine, nanufacture or conposition of natter,
i.e., it nust have a practical application. The purpose of this
requirenent is to limt patent protection to inventions that
possess a certain level of "real world" value, as opposed to
subject matter that represents nothing nore than an idea or
concept, or is sinply a starting point for future investigation
or research. ® Accordingly, a conplete disclosure shoul d contain
sone indication of the practical application for the clained
invention, i.e., why the applicant believes the clained invention
is useful.

The utility of an invention nmust be within the
"technol ogical " arts. 7 A conputer-related invention is wthin
the technological arts. A practical application of a conputer-
related invention is statutory subject matter. This requirenent
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can be discerned fromthe variously phrased prohibitions agai nst
the patenting of abstract ideas, |aws of nature or natura
phenonena. An invention that has a practical application in the
technol ogi cal arts satisfies the utility requirenent. 8

The applicant is in the best position to explain why an
invention is believed useful. fice personnel should therefore
focus their efforts on pointing out statenents nade in the
specification that identify all practical applications for the
invention. fice personnel should rely on such statenents
t hr oughout the exam nati on when assessing the invention for
conpliance with all statutory criteria. An applicant nmay assert
nmore than one practical application, but only one is necessary to
satisfy the utility requirenent. O fice personnel should review
the entire disclosure to determne the features necessary to
acconplish at | east one asserted practical application.

B. Review the Detailed D sclosure and Specific Enbodi nents of
the Invention to Determ ne Wat the Applicant Has | nvented

The witten description will provide the clearest
expl anation of the applicant's invention, by exenplifying the
invention, explaining howit relates to the prior art and
explaining the relative significance of various features of the
invention. Accordingly, Ofice personnel should begin their
eval uation of a conputer-related invention as foll ows:

- determ ne what the programed conputer does when it
perforns the processes dictated by the software ( i.e., the
functionality of the programred conputer); °

- determ ne how the conputer is to be configured to provide
that functionality ( i.e., what elenents constitute the
programed conputer and how t hose el enents are confi gured
and interrelated to provide the specified functionality);
and

- if applicable, determne the relationship of the
programed conputer to other subject matter outside the
conputer that constitutes the invention ( e.g., nachines,
devices, materials, or process steps other than those that
are part of or performed by the programed conputer). 10

Pat ent applicants can assist the Ofice by preparing applications
that clearly set forth these aspects of a conputer-rel ated
i nvention.



C. Revi ew t he Cl ai ns

The clains define the property rights provided by a
patent, and thus require careful scrutiny. The goal of claim
analysis is to identify the boundaries of the protection sought
by the applicant and to understand how the clains relate to and
define what the applicant has indicated is the invention. Ofice
personnel must thoroughly anal yze the | anguage of a claim bef ore
determning if the claimconplies with each statutory requirenent
for patentability.

O fice pers onnel should begin claimanalysis by
identifying and evaluating each claimlimtation. For processes,
the claimlimtations will define steps or acts to be perforned.

For products ', the claimlimtations will define discrete
physical structures. The discrete physical structures nay be

conprised of hardware or a conbi nation of hardware and software.

O fice personnel are to correlate each claimlimtation to
all portions of the disclosure that describe the claim
limtation. This is to be done in all cases, i.e., whether or
not the clained invention is defined using neans or step plus
function | anguage. The correlation step will ensure that Ofice
personnel correctly interpret each claimlimtation.

The subject matter of a properly construed claimis
defined by the terns that limt its scope. It is this subject
matter that nust be examned. As a general natter, the grammar
and intended neaning of terns used in aclaimwll dictate
whet her the language |imts the clai mscope. Language that
suggests or nmakes optional but does not require steps to be
perfornmed or does not limt a claimto a particular structure
does not limt the scope of a claimor claimlimtation. 12

G fice personnel nust rely on the applicant's disclosure
to properly determne the neaning of terns used in the clains.
An applicant is entitled to be his or her own | exicographer, and
in many instances will provide an explicit definition for certain
terns used in the clains. Were an explicit definitionis
provided by the applicant for a term that definition wll
control interpretation of the termas it is used in the claim
G fice personnel should determne if the original disclosure
provides a definition consistent with any assertions nade by
applicant. * If an applicant does not define a termin the
specification, that termw || be given its "comon neani ng."



If the applicant asserts that a termhas a meani ng that
conflicts with the terms art-accepted nmeaning, Ofice personnel
shoul d encourage the applicant to anend the claimto better
reflect what applicant intends to claimas the invention. |If the
application beconmes a patent, it becomes prior art agai nst
subsequent applications. Therefore, it is inportant for later
search purposes to have the patentee enpl oy commonly accepted
termnol ogy, particularly for searching text-searchabl e
dat abases.

O fice personnel must al ways renenber to use the
perspective of one of ordinary skill in the art. Jdains and
di scl osures are not to be evaluated in a vacuum |If elenents of
an invention are well known in the art, the applicant does not
have to provide a disclosure that describes those elenents. In
such a case the elenents will be construed as enconpassi ng any
and every art-recogni zed hardware or conbi nati on of hardware and
sof tware techni que for inplenenting the defined requisite
functionalities.

O fice personnel are to give clains their broadest
reasonable interpretation in light of the supporting
disclosure. ** Were nmeans plus function |language is used to
define the characteristics of a nmachine or nanufacture invention,
claimlimtations nust be interpreted to read on only the
structures or materials disclosed in the specification and
"equival ents thereof." ' Disclosure may be express, inplicit or
inherent. Thus, at the outset, Ofice personnel nust attenpt to
correlate clainmed neans to elenments set forth in the witten
description. The witten description includes the specification
and the drawings. fice personnel are to give the clained nmeans
plus function limtations their broadest reasonable
interpretation consistent with all correspondi ng structures or
materi al s described in the specification and their equival ents.
Further guidance in interpreting the scope of equivalents is
provided in the Exam nation Guidelines For Cains Reciting A
Means or Step Plus Function Limtation In Accordance Wth 35
U.S.C. 112, 6th Paragraph ("Means Plus Function Quidelines"). '8

Wile it is appropriate to use the specification to
determne what applicant intends a termto nean, a positive
limtation fromthe specification cannot be read into a claim
that does not inpose that limtation. A broad interpretation of
a claimby Ofice personnel will reduce the possibility that the
claim when issued, will be interpreted nore broadly than is
justified or intended. An applicant can always anend a claim



during prosecution to better reflect the i ntended scope of the
claim

Final ly, when evaluating the scope of a claim every
limtation in the clai mnust be considered. 19 O fice personne
may not dissect a clainmed invention into discrete el enents and
then evaluate the elenents in isolation. Instead, the claimas a
whol e nmust be consi der ed.

L1, Conduct a Thorough Search of the Prior Art

Prior to classifying the clained invention under § 101,
O fice personnel are expected to conduct a thorough search of the
prior art. GCenerally, a thorough search invol ves review ng both
U S and foreign patents and non-patent literature. In many
cases, the result of such a search will contribute to Gfice
personnel ' s understanding of the invention. Both clained and
uncl ai med aspects of the invention described in the specification
shoul d be searched if there is a reasonabl e expectation that the
uncl ai med aspects may be later clained. A search nust take into
account any structure or material described in the specification
and its equival ents which correspond to the clai ned neans pl us
function limtation, in accordance with 35 U S. C § 112, sixth
par agr aph and the Means Plus Function Quidel i nes. 20

| V. Det erm ne Whether the O ainmed Invention Conplies with
35 US C § 101

A Consi der the Breadth of 35 U.S.C. 8§ 101 Under Controlling
Law

As the Suprenme Court has held, Congress chose the
expansi ve | anguage of 8§ 101 so as to include "anything under the
sun that is made by man." 2 Accordingly, § 101 of title 35,
United States Code, provides:

Wioever invents or discovers any new and useful process,
machi ne, manufacture, or conposition of matter, or any new
and useful inprovenent thereof, may obtain a patent
therefor, subject to the conditions and requirenents of
this title. ?

As cast, 8 101 defines four categories of inventions that
Congress deened to be the appropriate subject matter of a patent;
nanel y, processes, nachi nes, nmanufactures and conpositions of
matter. The latter three categories define "things" while the
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first category defines "actions" ( i.e., inventions that consist
of a series of steps or acts to be perforned). 23

Federal courts have held that § 101 does have certain
limts. First, the phrase "anything under the sun that is nade
by man" is limted by the text of 8 101, neaning that one nay
only patent sonething that is a nmachine, manufacture, conposition
of matter or a process. % Second, § 101 requires that the
subject matter sought to be patented be a "useful " invention.
Accordingly, a conplete definition of the scope of § 101,
reflecting Congressional intent, is that any new and useful
process, nachi ne, manufacture or conposition of matter under the
sun that is nmade by man is the proper subject matter of a patent.

Subject matter not within one of the four statutory invention
categories or which is not "useful” in a patent sense is,
accordingly, not eligible to be patented.

The subject matter courts have found to be outside the
four statutory categories of inventionis |[imted to abstract
i deas, laws of nature and natural phenonena. Wile this is
easily stated, determning whether an applicant is seeking to
patent an abstract idea, a |law of nature or a natural phenonenon
has proven to be chall engi ng. These three exclusions recognize
that subject nmatter that is not a practical application or use of
an idea, a law of nature or a natural phenonenon is not
pat ent abl e. 2°

Courts have expressed a concern over "preenption” of
i deas, laws of nature or natural phenomena. 2° The concern over
preenption serves to bolster and justify the prohibition against
the patenting of such subject matter. |In fact, such concerns are
only relevant to claimng a scientific truth or principle. Thus,
a claimto an "abstract idea" is non-statutory because it does
not represent a practical application of the idea, not because it
woul d preenpt the idea.

B. Classify the ainmed Invention as to Its Proper Statutory
Cat egory

To properly determne whether a claimed invention conplies
with the statutory invention requirenments of 8§ 101, Cfice
personnel should classify each claiminto one or nore statutory
or non-statutory categories. If the claimfalls into a non-
statutory category, that should not preclude conpl ete exam nation
of the application for satisfaction of all other conditions of
patentability. This classificationis only an initial finding at
this point in the examnation process that will be again assessed
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after the examnation for conpliance with 88 102, 103 and 112 is
conpl eted and before i ssuance of any (Ofice action on the nerits.

If the invention as set forth in the witten description
is statutory, but the clains define subject natter that is not,
the deficiency can be corrected by an appropriate anmendnent of
the clainms. In such a case, (Ofice personnel should reject the
clains drawn to non-statutory subject matter under 8§ 101, but
identify the features of the invention that woul d render the
claimed subject matter statutory if recited in the claim

1. Non- St at ut ory Subj ect Matter

dains to conputer-related inventions that are clearly
non-statutory fall into the same general categories as non-
statutory clains in other arts, nanely natural phenonena such as
magneti sm and abstract ideas or |aws of nature which constitute

"descriptive material." Descriptive material can be
characterized as either "functional descriptive nmaterial" or
"non-functional descriptive material." |In this context,

"functional descriptive material" consists of data structures
and conputer prograns which inpart functionality when encoded on
a conput er-readabl e nedium "Non-functional descriptive
material" includes but is not limted to nusic, literary works
and a conpilation or nere arrangenent of data.

Both types of "descriptive material" are non-statutory
when cl ai ned as descriptive nmateri al per se. Wen functiona
descriptive material is recorded on sone conputer-readabl e nedi um
it becones structurally and functionally interrelated to the
mediumand wi || be statutory in nmost cases. 2 Wen non-
functional descriptive material is recorded on sone conputer-
readabl e medium it is not structurally and functionally
interrelated to the nediumbut is nmerely carried by the nedi um
Merely clai mng non-functional descriptive material stored in a
conput er - readabl e nmedi um does not nmake it statutory. Such a
result woul d exalt formover substance. % Thus, non-statutory
nmusi ¢ does not becone statutory by nerely recording it on a
conpact disk. Protection for this type of work is provided under
the copyright |aw

dains to processes that do nothing nore than sol ve
mat hemat i cal probl ens or mani pul ate abstract ideas or concepts
are nore conplex to anal yze and are addressed bel ow. See
sections IV.B.2(d) and 1 V.B. 2(e).



(a) Functional Descriptive Material: "Data Structures”
Representing Descriptive Material Per Se or Conputer
Prograns Representing Conputer Listings Per Se

Data structures not clained as enbodi ed i n conputer -
readabl e nmedi a are descriptive materi al per se and are not
statutory because they are neither physical "things" nor
statutory processes. * Such clained data structures do not
define any structural and functional interrelationships between
the data structure and other clained aspects of the invention
which permt the data structure's functionality to be realized.
In contrast, a claimed conputer-readabl e nedi umencoded with a
data structure defines structural and functiona
interrel ati onshi ps between the data structure and the nedi um
which permt the data structure's functionality to be realized,
and is thus statutory.

Simlarly, conputer prograns clainmed as conputer |istings
per se, i.e., the descriptions or expressions of the prograns,
are not physical "things," nor are they statutory processes, as
they are not "acts" being perfornmed. Such clai ned conputer
prograns do not define any structural and functional
interrel ati onshi ps between the conputer program and ot her clai nmed
aspects of the invention which permt the conputer programs
functionality to be realized. |In contrast, a clainmed conputer-
readabl e medi um encoded wi th a conputer program defi nes
structural and functional interrelationshi ps between the conputer
program and the medi umwhich permt the conputer programs
functionality to be realized, and is thus statutory.

Accordingly, it is inportant to distinguish clains that define
descriptive material per se fromclains that define statutory
i nventi ons.

Conputer prograns are often recited as part of a claim
G fice personnel should determ ne whether the conputer programis
bei ng claimed as part of an otherw se statutory manufacture or
machine. |n such a case, the claimrenains statutory
irrespective of the fact that a conputer programis included in
the claim The sane result occurs when a conputer programis
used in a conputerized process where the conputer executes the
instructions set forth in the conputer program nly when the
claimed invention taken as a whole is directed to a nere program
listing, i.e., toonly its description or expression, is it
descriptive material per se and hence non-statutory.

Since a conputer programis nmerely a set of instructions
capabl e of being executed by a conputer, the conputer program
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itself is not a process and Ofice personnel should treat a claim
for a conputer program w thout the conputer-readabl e nedi um
needed to realize the conputer programis functionality, as non-
statutory functional descriptive material. Wen a conputer
programis clained in a process where the conputer i s executing
the conputer programis instructions, Ofice personnel should

treat the claimas a process claim See Sections I V.B.2(b)-(e).

Wien a conputer programis recited in conjunction with a
physical structure, such as a conputer nenory, Ofice personne
should treat the claimas a product claim See Section
| V.B. 2(a).

(b) Non- Functi onal Descriptive Materia

Descriptive material that cannot exhibit any functional
interrelationship with the way i n which conputing processes are
performed does not constitute a statutory process, machine,
manuf acture or conposition of matter and shoul d be rejected under
8 101. Thus, O fice personnel should consider the clainmed
invention as a whol e to determ ne whet her the necessary
functional interrelationship is provided.

Were certain types of descriptive material, such as
nmusic, literature, art, photographs and nmere arrangenents or
conpi |l ations of facts or data, 3' are nerely stored so as to be
read or outputted by a conmputer w thout creating any functional
interrelationship, either as part of the stored data or as part
of the conputing processes perforned by the conputer, then such
descriptive naterial alone does not inpart functionality either
to the data as so structured, or to the conputer. Such
"descriptive material" is not a process, machi ne, nmanufacture or
conposition of matter.

The policy that precludes the patenting of non-functiona
descriptive naterial would be easily frustrated if the sane
descriptive material could be patented when clained as an article
of manufacture. 3 For exanple, nusic is comonly sold to
consuners in the format of a conpact disc. In such cases, the
known conpact disc acts as nothing nore than a carrier for non-
functional descriptive material. The purely non-functional
descriptive naterial cannot al one provide the practical
application for the manufacture.

G fice personnel should be prudent in applying the
foregoi ng gui dance. Non-functional descriptive naterial nay be
clainmed in conbination with other functional descriptive nateri al
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on a conputer-readabl e nediumto provide the necessary functional
and structural interrelationship to satisfy the requirenments of
8§ 101. The presence of the clainmed non-functio nal descriptive
material is not necessarily determnative of non-statutory
subject matter. For exanple, a conputer that recognizes a
particul ar grouping of nusical notes read fromnenory and upon
recogni zing that particul ar sequence, causes another defi ned
series of notes to be played, defines a functional
interrelationship anong that data and the conputing processes
perfornmed when utilizing that data, and as such is statutory
because it inplenents a statutory process.

(c) Nat ural Phenonmena Such as El ectricity and Magneti sm

dains that recite nothing but the physical
characteristics of a formof energy, such as a frequency,
voltage, or the strength of a nmagnetic field, define energy or
magnetism per se, and as such are non-statutory natura
phenonena. * However, a claimdirected to a practical
application of a natural phenomenon such as energy or nagnetism
is statutory. ¥

2. Statutory Subject Matter
(a) Statutory Product C aims?®

If a claimdefines a useful nmachi ne or manufacture by
identifying the physical structure of the machine or manufacture
interns of its hardware or hardware and software conbination, it
defines a statutory product. 3

A machi ne or manufacture claimmay be one of two types:
(1) a claimthat enconpasses any and every nachine for performng
t he underlying process or any and every nanufacture that can
cause a conputer to performthe underlying process, or (2) a
claimthat defines a specific nmachine or nmanufacture. Wen a
claimis of the first type, (fice personnel are to evaluate the
under | ying process the conputer will performin order to
determne the patentability of the product.

(1) Cl ainms that Enconpass Any Machi ne or Manufacture
Enbodi nent of a Process

O fice personnel nust treat each claimas a whole. The
nmere fact that a hardware elenent is recited in a clai mdoes not
necessarily limt the claimto a specific machine or
manuf acture. % If a product clai menconpasses any and every
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conputer inplenentation of a process, when read in light of the
specification, it should be examned on the basis of the
underlying process. Such a claimcan be recognized as it wll:

- define the physical characteristics of a conputer or
conput er conponent exclusively as functions or steps to be
performed on or by a conputer, and

- enconpass any and every product in the stated class ( e.g.,
conput er, conputer-readabl e menory) configured in any
manner to performthat process.

G fice personnel are remnded that finding a product claim
to enconpass any and every product enbodi ment of a process
invention sinply means that the Ofice wll presune that the
product cl ai menconpasses any and every hardware or hardware
pl at form and associ ated software inpl enmentati on that perforns the
specified set of clained functions. Because this is interpretive
and nothing nore, it does not provide any information as to the
patentability of the applicant's underlying process or the
product claim

Wen O fice personnel have reviewed the claimas a whol e
and found that it is not limted to a specific nachine or
manuf acture, they shall identify how each claimlimtation has
been treated and set forth their reasons in support of their
concl usion that the clai menconpasses any and every nachi ne or
manuf act ure enbodi ment of a process. This will shift the burden
to applicant to denonstrate why the clained invention should be
limted to a specific machi ne or nmanufacture.

If a claimis found to enconpass any and every product
enbodi nent of the underlying process, and if the underlying
process is statutory, the product claimshould be classified as a
statutory product. By the same token, if the underlying process
invention is found to be non-statutory, O fice personnel should
classify the "product” claimas a "non-statutory product." |If
the product claimis classified as being a non-statutory product
on the basis of the underlying process, Ofice personnel should
enphasi ze that they have considered all claimlimtations and are
basing their finding on the analysis of the underlying process.

(ii) Product Cains--Clains Directed to Specific Machi nes and
Manuf act ur es

I f a product claimdoes not enconpass any and every
conputer-inplenentation of a process, then it nust be treated as
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a specific nmachine or manufacture. dains that define a
conputer-related invention as a specific machine or specific
article of manufacture nust define the physical structure of the
machi ne or manufacture in terns of its hardware or hardware and
"specific software." 3 The applicant may define the physical
structure of a programmed conputer or its hardware or software
conponents in any manner that can be clearly understood by a
person skilled in the relevant art. GCenerally a claimdrawn to a
particul ar programred conputer should identify the el ements of
the conputer and indicate how those el enents are configured in
ei ther hardware or a conbinati on of hardware and specific
sof t war e.

To adequately define a specific conputer nenory, the claim
must identify a general or specific nenory and the specific
sof tware whi ch provides the functionality stored in the nenory.

Aclaimlimted to a specific machine or nmanufacture,
whi ch has a practical application in the technological arts, is
statutory. In nost cases, a claimto a specific machine or
manuf acture will have a practical application in the
technol ogi cal arts.

(ii1) Hypothetical Machine Cains Which Illustrate dains of the
Types Described in Sections IV.B.2(a)(i) and (ii)

Two applicants present a claimto the follow ng process:

A process for determning and displaying the structure of
a chem cal conpound conpri sing:

(a) solving th e wavefunction paraneters for the conpound
to determne the structure of a conpound; and

(b) displaying the structure of the conpound determ ned
in step (a).

Each applicant also presents a claimto the foll ow ng appar at us:

A conputer systemfor determning the three di mensiona
structure of a chem cal conpound conpri sing:

(a) neans for determning the three dinmensional structure
of a conpound; and
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(b)

I n addition,
support the

D scl osure

Resul t

Expl anat i on

means for creating and displaying an i mage

representing a three-di nensi onal

conpound.

each applicant provides the noted disclosures to

cl ai ns:

Applicant A

The di scl osure descri bes
specific software, i.e.
speci fi c program code
segnments, that are to be
enpl oyed to configure a
general purpose

m croprocessor to create
specific logic circuits.
These circuits are

i ndicated to be the
"means" corresponding to
t he cl ai nred nmeans
limtations.

A ai mdefines specific
conputer, patentability
stands i ndependently from
process claim

Di sclosure identifies the
speci fi ¢ nmachi ne capabl e
of performng the

i ndi cat ed functi ons.

14

Applicant B

The discl osure states that
it would be a matter of
routine skill to select an
appropri ate conventiona
conput er system and

i npl erent the cl ai med
process on that conputer
system The discl osure
does not have specific

di scl osure that
corresponds to the two
"nmeans” limtations
recited in the claim
(i.e., no specific
software or |ogic
circuit). The disclosure
does have an expl anation
of how to sol ve the

wavef uncti on equations of
a chem cal conpound, and

i ndi cates that the

sol utions of those

wavef uncti on equati ons can
be enpl oyed to deternine

t he physical structure of
t he correspondi ng
conpound.

A ai m enconpasses any
conput er enbodi nent of
process claim
patentability stands or
falls with process claim

D scl osure does not
provide any information to
di stinguish the

"inpl erentati on” of the
process on a conputer from
the factors that will
govern the patentability
determination of the
process per se. As such,
the patentability of this

per spective of the



apparatus claimw |l stand
or fall with that of the
process claim

(b) Statutory Process d ains

A claimthat requires one or nore acts to be perforned
defines a process. However, not all processes are statutory
under 8 101. To be statutory, a claimed conputer-rel ated process
must either: (1) result in a physical transformation outside the
conputer for which a practical application in the technol ogi cal
arts is either disclosed in the specification or woul d have been

known to a skilled artisan (discussed in (i) below, % or (2) be
l[imted by the language in the claimto a practical application
within the technol ogical arts (discussed in (ii) below. 0 The

claimed practical application nust be a further limtation upon
the claimed subject matter if the process is confined to the
internal operations of the conputer. |If a physical

transformati on occurs outside the conputer, it is not necessary

to claimthe practical application. A disclosure that permts a
skilled artisan to practice the clained invention, i.e., to put
it to a practical use, is sufficient. On the other hand, it is
necessary to claimthe practical application if there is no
physical transformation or if the process nerely mani pul at es
concepts or converts one set of nunbers into another.

A clainmed process is clearly statutory if it results in a
physi cal transformati on outside the conputer, i.e., falls into
one or both of the follow ng specific categories ("safe
har bors") .

(1) Saf e Harbors
- | ndependent Physi cal Acts (Post-Conputer Process Activity)

A process is statutory if it requires physical acts to be
performed outside the conputer independent of and follow ng the
steps to be perforned by a programmed conputer, where those acts
i nvol ve the mani pul ati on of tangible physical objects and result
in the object having a different physical attribute or
structure. ** Thus, if a process claimincludes one or nore post-
conputer process steps that result in a physical transformnation
out side the conputer (beyond nerely conveying the direct result
of the conputer operation, see Section IV.B. 2(d)(iii)), the claim
is clearly statutory.
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Exanpl es of this type of statutory process include the
fol | ow ng:

- A met hod of curing rubber in a nold which relies upon
updati ng process paraneters, using a conputer processor to
determne a time period for curing the rubber, using the conputer
processor to determne when the tinme period has been reached in
the curing process and then opening the nold at that stage.

- A nethod of controlling a mechanical robot which relies
upon storing data in a conputer that represents various types of
mechani cal novenents of the robot, using a conputer processor to
cal cul ate positioning of the robot in relation to given tasks to
be performed by the robot, and controlling the robot's novenent
and position based on the cal cul ated position.

- Mani pul ati on of Data Representing Physical Objects or
Activities (Pre-Conmputer Process Activity)

Anot her statutory process is one that requires the
measurenents of physical objects or activities to be transforned
outside of the conputer into conputer data, “2 where the data
conprises signals corresponding to physical objects or activities
external to the conputer system and where the process causes a
physi cal transformati on of the signals which are intangible
representations of the physical objects or activities. 43

Exanpl es of this type of clained statutory process inc | ude
the fol |l ow ng:

- A met hod of using a conputer processor to anal yze

el ectrical signals and data representative of human cardi ac
activity by converting the signals to tinme segnments, applying the
time segnments in reverse order to a high pass filter neans, using
t he conputer processor to determne the anplitude of the high
pass filter's output, and using the conputer processor to conpare
the value to a predetermned value. 1In this exanple the data is
an intangi bl e representati on of physical activity, i.e., human
cardiac activity. The transformati on occurs when heart activity
is neasured and an electrical signal is produced. This process
has real world value in predicting vulnerability to ventricul ar
tachycardia immedi ately after a heart attack.

- A met hod of using a conputer processor to receive data
representing Conputerized Axi al Tonography ("CAT") scan inmages of
a patient, performng a calculation to determne the difference
between a | ocal value at a data point and an average val ue of the
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data in a region surroundi ng the point, and displaying the
difference as a gray scale for each point in the inage, and

di splaying the resulting inage. In this exanple the data is an

i ntangi bl e representati on of a physical object, i.e., portions of
the anatony of a patient. The transformation occurs when the

condi tion of the human body is neasured with X-rays and the X-

rays are converted into electrical digital signals that represent
the condition of the human body. The real world value of the
invention lies in creating a new CAT scan i mage of body tissue

w t hout the presence of bones.

- A met hod of using a conputer processor to conduct seismc
exploration, by inparting spherical seismc energy waves into the
earth froma seismc source, generating a plurality of reflected
signals in response to the seismc energy waves at a set of
receiver positions in an array, and summng the reflection
signals to produce a signal simulating the reflection response of
the earth to the seismc energy. In this exanple, the electrica
signal s processed by the conputer represent reflected seismc
energy. The transformation occurs by converting the spherical
seismc energy waves into electrical signals which provide a
geophysi cal representation of formations belowthe earth's
surface. Geophysical exploration of formations bel ow the surface
of the earth has real world val ue.

If a claimdoes not clearly fall into one or both of the
safe harbors, the claimmay still be statutory if it is limted
by the language in the claimto a practical application in the
t echnol ogi cal arts.

(ii) Conputer-Related Processes Limted to a Practica
Application in the Technol ogical Arts

There is always sone form of physical transfornation
within a conputer because a conputer acts on signals and
transfornms themduring its operation and changes the state of its
conponents during the execution of a process. Even though such a
physi cal transformati on occurs within a conputer, such activity
is not determnative of whether the process is statutory because
such transformati on al one does not distinguish a statutory
conputer process froma non-statutory conputer process. Wiat is
determnative is not how the conputer perforns the process, but
what the conputer does to achieve a practical application. 4

A process that nerely mani pul ates an abstract idea or
perforns a purely mathematical algorithmis non-statutory despite
the fact that it nmight inherently have some usef ul ness. > For
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such subject matter to be statutory, the clainmed process nust be
l[imted to a practical application of the abstract idea or

mat hematical algorithmin the technol ogical arts. *  For exanpl e,
a conputer process that sinply cal culates a mat henatica
algorithmthat nodels noise is non-statutory. However, a clai nmed
process for digitally filtering noi se enpl oyi ng the nat hemati cal
algorithmis statutory.

Exanpl es of this type of clained statutory process include
the fol |l ow ng:

- A conputerized nethod of optimally controlling transfer
storage and retrieval of data between cache and hard di sk storage
devi ces such that the nost frequently used data is readily
avai | abl e.

- A nethod of controlling parallel processors to acconplish
mul ti-tasking of several conputing tasks to nmaxi mze conputing
efficiency. ¥

- A met hod of nmaking a word processor by storing an executabl e
word processing application programin a general purpose digital
conputer's nenory, and executing the stored programto inpart
word processing functionality to the general purpose digital
conputer by changing the state of the conputer's arithnetic logic
unit when programinstructions of the word processing programare
execut ed.

- A digital filtering process for renoving noi se froma
digital signal conprising the steps of cal culating a nmathenatica
algorithmto produce a correction signal and subtracting the
correction signal fromthe digital signal to renove the noise.

(c) Non- Statutory Process d ai ns

If the "acts" of a claimed process nanipul ate only
nunbers, abstract concepts or ideas, or signals representing any
of the foregoing, the acts are not being applied to appropriate
subject matter. Thus, a process consisting solely of
mat henat i cal operati ons, i.e., converting one set of nunbers into
anot her set of nunbers, does not mani pul ate appropriate subj ect
matter and thus cannot constitute a statutory process.

In practical terns, clains define non-statuto ry processes
if they:

18



- consi st solely of mathemati cal operations without some
claimed practical application ( i.e., executing a
"mat hematical algorithm); or

- sinply mani pul ate abstract ideas, e.g., a bid*® or a bubble
hi erarchy, *° without sone claimed practical application.

A cl ai med process that consists solely of nmathenati cal
operations is non-statutory whether or not it is performed on a
conputer. Courts have recogni zed a distinction between types of
mat hemati cal al gorithns, nanely, sone define a "law of nature” in
nathen%gical terns and others nerely describe an "abstract
i dea."

Certain mat henatical algorithns have been held to be non-
statutory because they represent a nmathematical definition of a
| aw of nature or a natural phenonenon. For exanple, a
mat henatical algorithmrepresenting the formula E=nt is a"law
of nature"--it defines a "fundanmental scientific truth” ( i.e.,
the rel ati onship between energy and nmass). To conprehend how t he
law of nature relates to any object, one invariably has to
performcertain steps ( e.g., miltiplying a nunber representing
the mass of an object by the square of a nunber representing the
speed of light). In such a case, a clained process which
consists solely of the steps that one nust followto sol ve the
mat hemat i cal representation of E=nt 2 is indistinguishable from
the law of nature and would "preenpt” the |aw of nature. A
pat ent cannot be granted on such a process.

G her mat henatical al gorithns have been held to be non-
statutory because they nerely descri be an abstract idea. An
"abstract idea" may sinply be any sequence of nathenati cal
operations that are conbined to solve a mathematical probl em
The concern addressed by hol di ng such subject natter non-
statutory is that the nmathemati cal operations nerely describe an
idea and do not define a process that represents a practi cal
application of the idea.

2

Accordingly, when a claimreciting a nmathemati cal
algorithmis found to define non-statutory subject natter the
basis of the 8 101 rejection nust be that, when taken as a whol e,
the claimrecites a |law of nature, a natural phenonenon, or an
abstract idea.
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(d) Certain CaimlLanguage Rel ated to Mat hematical Operation
Steps of a Process

(1) I ntended Use or Field of Use Statenents

d ai m | anguage that sinply specifies an intended use or
field of use for the invention generally will not limt the scope
of aclaim particularly when only presented in the claim
preanble. Thus, CGfice personnel should be careful to properly
interpret such | anguage. °' Wen such |language is treated as non-
l[imting, Ofice personnel should expressly identify in the
G fice action the claimlanguage that constitutes the intended
use or field of use statenments and provide the basis for their
findings. This will shift the burden to applicant to denonstrate
why the |l anguage is to be treated as a claimlimtation.

(ii) Necessary Antecedent Step to Performance of a Mathemati cal
Qperation or Independent Limtation on a C ainmed Process

In some situations, certain acts of "collecting" or
"selecting" data for use in a process consisting of one or nore
mat hemati cal operations will not further limt a clai mbeyond the
speci fied mat hemati cal operation step(s). Such acts nerely
determne val ues for the variables used in the nmathemati cal
formul ae used in naking the cal cul ati ons. 2 |In other words, the
acts are dictated by nothing other than the performance of a
mat hemat i cal operation. 3

If aclaimrequires acts to be performed to Create data
that will then be used in a process representing a practi cal
application of one or nore nmat hemati cal operations, those acts
nmust be treated as further limting the clai mbeyond the
mat hemat i cal operation(s) per se. Such acts are data gathering
steps not dictated by the algorithmbut by other limtations
which require certain antecedent steps and as such constitute an
i ndependent limtation on the claim

Exanpl es of acts that independently limt a claimed
process invol ving mat henati cal operations include:

- a nmethod of conducting seismc exploration which requires
generating and mani pul ati ng signals fromsei smc energy
waves before "summng" the val ues represented by the
signal s; > and

- a nethod of displaying X-ray attenuation data as a signed
gray scale signal in a "field" using a particul ar
20



algorithm where the antecedent steps require generating
the data using a particular machine (  e.g., a conputer
t onogr aphy scanner). *°

Exanpl es of steps that do not independently limt one or
nore nmat hemati cal operation steps include:

- "perturbing" the values of a set of process inputs, where
the subject matter "perturbed" was a nunber and the act of
"perturbing” consists of substituting the nunerical val ues
of variables; °® and

- selecting a set of arbitrary nea surenent point val ues. °’

Such steps do not inpose independent Iimtations on the scope of
t he cl ai m beyond those required by the nat hemati cal operation
[imtation.

(ii1) Post-Mathematical Operation Step Using Solution or Merely
Conveyi ng Result of Qperation

In sone instances, certain kinds of post-solution "acts"
will not further limt a process claimbeyond the perfornmance of
the precedi ng mat henati cal operation step even if the acts are
recited in the body of a claim |f, however, the clained acts
represent sone "significant use" of the solution, those acts will
invariably inpose an independent limtation on the claim A
"significant use" is any activity which is nore than nerely
outputting the direct result of the mathenatical operation.

O fice personnel are remnded to rely on the applicant's
characterization of the significance of the acts being assessed
to resolve questions related to their relationship to the

mat hemati cal operations recited in the claimand the invention as
a whole. ®® Thus, if a claimrequires that the direct result of a
mat henat i cal operation be evaluated and transformed into
sonething el se, Ofice personnel cannot treat the subsequent
steps as being indistinguishable fromthe perfornmance of the
mat henati cal operation and thus not further limting on the
claim For exanple, acts that require the conversion of a series
of nunbers representing val ues of a wavefunction equation for a
chem cal conpound into val ues representing an i nage that conveys
i nformation about the three-di nmensional structure of the conpound
and the displaying of the three-dinensional structure cannot be
treated as being part of the mathenatical operations.
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O fice personnel should be especially careful when
review ng clai mlanguage that requires the performance of "post-
solution"” steps to ensure that claimlimtations are not ignored.

Exanpl es of steps found not to independently limt a
process involving one or nore mat henatical operation steps
i ncl ude:

- step of "updating alarmlimts” found to constitute
changi ng the nunber value of a variable to represent the
result of the calculation; °°

- final step of magnetically recording the result of a
cal cul ation; °°

- final step of "equating" the process outputs to the val ues
of the last set of process inputs found to constitute
storing the result of calculations; ©

- final step of displaying result of a calculation "as a
shade of gray rather than as sinply a nunber" found to not
constitute distinct step where the data were nuneri cal
val ues that did not represent anything; ° and

- step of "transmtting electrical signals representing” the
result of calculations. ©

(e) Mani pul ati on of Abstract |Ideas Wthout a O ained Practical
Appl i cation

A process that consists solely of the nmanipul ation of an
abstract idea without any limtation to a practical application
is non-statutory. ° Cffice personnel have the burden to
establish a prima facie case that the clainmed invention taken as
a whole is directed to the mani pul ati on of abstract ideas w thout
a practical application.

In order to determne whether the claimis limted to a
practical application of an abstract idea, Ofice personnel nust
anal yze the claimas a whole, in light of the specification, to
under st and what subject matter is being mani pulated and howit is
being mani pulated. During this procedure, (fice personnel nust
eval uate any statenents of intended use or field of use, any data
gathering step and any post-nani pul ation activity. See section
| V.B. 2(d) above for howto treat various types of claimlanguage.

Only when the claimis devoid of any [imtation to a practi cal
application in the technol ogical arts should it be rejected under
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8 101. Further, when such a rejection is made, Ofice personnel
nmust expressly state how the | anguage of the clains has been
interpreted to support the rejection.

V. Eval uate Application for Conpliance with 35 U S.C § 112

G fice personnel should begin their evaluation of an
application's conpliance with 8 112 by consi dering the
requirenents of 8 112, second paragraph. The second paragraph
contains two separate and distinct requirenents: (1) that the
clain(s) set forth the subject matter applicants regard as the
invention, and (2) that the clain(s) particularly point out and
distinctly claimthe invention. An application will be deficient
under 8 112, second paragraph when (1) evidence incl uding
adm ssions, other than in the application as filed, shows
applicant has stated that he or she regards the invention to be
different fromwhat is clained, or when (2) the scope of the
clains is unclear.

After evaluation of the application for conpliance with §
112, second paragraph, Ofice personnel should then eval uate the
application for conpliance with the requirenents of § 112, first
paragraph. The first paragraph contains three separate and
distinct requirements: (1) adequate witten description,
(2) enablenent, and (3) best node. An application will be
deficient under § 112, first paragraph when the witten
description is not adequate to identify what the applicant has
i nvented, or when the disclosure does not enable one skilled in
the art to nake and use the invention as claimed w thout undue
experinmentation. Deficiencies related to disclosure of the best
nmode for carrying out the clainmed i nvention are not usually
encountered during examnation of an application because evi dence
to support such a deficiency is seldomin the record.

| f deficiencies are discovered with respect to 8§ 112,
G fice personnel nmust be careful to apply the appropriate
paragraph of § 112.

A Det erm ne Whether the O ainmed Invention Conplies with
35 U.S.C 8§ 112, Second Paragraph Requirenents

1. Clainms Setting Forth the Subject Matter Applicant Regards
as Invention

Applicant's specification nmust conclude with clain(s) that
set forth the subject natter which the applicant regards as the
invention. The invention set forth in the clains is presuned to
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be that which applicant regards as the invention, unless
applicant considers the invention to be sonething different from
what has been cl ai mred as shown by evi dence, includi ng adm ssi ons,
outside the application as filed. An applicant may change what
he or she regards as the invention during the prosecution of the
appl i cation.

2. Clainms Particularly Pointing Qut and Distinctly O aimng
the I nvention

O fice personnel shall determ ne whether the clains set
out and circunscribe the invention with a reasonabl e degree of
precision and particularity. In this regard, the definiteness of
t he | anguage nust be anal yzed, not in a vacuum but always in
light of the teachings of the disclosure as it woul d be

interpreted by one of ordinary skill in the art. Applicant's
clains, interpreted in light of the disclosure, nust reasonably
apprise a person of ordinary skill in the art of the invention.

However, the applicant need not explicitly recite in the clains
every feature of the invention. For exanple, if an applicant
indicates that the invention is a particular conputer, the clains
do not have to recite every elenent or feature of the conputer.
In fact, it is preferable for clains to be drafted in a formthat
enphasi zes what the applicant has invented ( i.e., what is new
rather than ol d).

A neans plus function limtation is distinctly clainmed if
the description nmakes it clear that the neans corresponds to
wel | -defined structure of a conputer or conputer conponent
inplemented in either hardware or software and its associ at ed
hardware platform Such nmeans may be defined as:

- a programred conputer with a particular functionality
i npl emented in hardware or hardware and software;

- alogic circuit or other conponent of a programed
conputer that perforns a series of specifically identified
operations dictated by a conputer program or

- a conputer nenory encoded with executable instructions
representing a conputer programthat can cause a conputer
to function in a particular fashion.

The scope of a "nmeans” |limtation is defined as the
correspondi ng structure or naterial ( e.g., a specific logic
circuit) set forth in the witten description and equi val ents.

Thus, a claimusing nmeans plus function limtations w thout
correspondi ng di scl osure of specific structures or nmaterials that
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are not well-known fails to particularly point out and distinctly
claimthe invention. For exanple, if the applicant discloses
only the functions to be perforned and provi des no express,
inplied or inherent disclosure of hardware or a conbi nati on of
hardware and software that perforns the functions, the
application has not disclosed any "structure" which corresponds
to the claimed nmeans. fice personnel should reject such clains
under 8 112, second paragraph. The rejection shifts the burden
to the applicant to describe at |east one specific structure or
material that corresponds to the clained neans in question, and
toidentify the precise location or locations in the
specification where a description of at |east one enbodi ment of
that clained neans can be found. In contrast, if the
correspondi ng structure is disclosed to be a nenory or |ogic
circuit that has been configured in some manner to performthat
function ( e.g., using a defined conputer progran), the
application has disclosed "structure" which corresponds to the

cl ai ned neans.

Wien a claimor part of a claimis defined in conputer
program code, whether in source or object code format, a person
of skill in the art nust be able to ascertain the netes and
bounds of the claimed invention. |In certain circunstances, as
wher e sel f-docunenti ng progranm ng code i s enpl oyed, use of
programm ng | anguage in a clai mwoul d be perm ssi bl e because such
program source code presents "sufficiently high-1level |anguage
and descriptive identifiers" to make it universally understood to
others in the art w thout the programrer having to insert any
coments. ® Applicants shoul d be encouraged to functionally
define the steps the conputer will performrather than sinply
reciting source or object code instructions.

B. Det erm ne Whet her the Clained Invention Conplies with
35 U S.C 8§ 112, First Paragraph Requirenents

1. Adequate Witten Description

The satisfaction of the enabl enent requirenent does not
satisfy the witten description requirenent. ® For the witten
description requirenent, an applicant's specification nust
reasonably convey to those skilled in the art that the applicant
was i n possession of the clained invention as of the date of
invention. The clained invention subject nmatter need not be
described literally, i.e., using the sane terns, in order for the
di scl osure to satisfy the description requirenent.
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2. Enabl i ng D scl osure

An applicant's specification nust enable a person skilled
inthe art to nake and use the clained invention w thout undue
experinmentation. The fact that experinentation is conplex,
however, will not make it undue if a person of skill in the art
typically engages in such conpl ex experinentation. For a
conputer-related invention, the disclosure nust enable a skilled
artisan to configure the conputer to possess the requisite
functionality, and, where applicable, interrelate the conputer
with other elenents to yield the clainmed invention, wthout the
exerci se of undue experinentation. The specification should
di scl ose how to configure a conputer to possess the requisite
functionality or how to integrate the programed conputer wth
other elenments of the invention, unless a skilled artisan woul d
know how to do so without such disclosure. °®

For many conputer-related inventions, it is not unusual
for the clained invention to invol ve nmore than one field of

technol ogy. For such inventions, the disclosure nust satisfy the
enabl ement standard for each aspect of the invention. % As such

the di scl osure nust teach a person skilled in each art how to
make and use the rel evant aspect of the invention wthout undue
experinmentation. For exanple, to enable a claimto a programred
conputer that determnes and displays the three-di nensi ona
structure of a chemcal conpound, the disclosure nust

- enabl e a person skilled in the art of nol ecul ar nodel i ng
to understand and practice the underlying nol ecul ar
nmodel i ng processes; and

- enabl e a person skilled in the art of conputer programm ng
to create a programthat directs a conputer to create and
di splay the i mage representing the three-di nensional
structure of the conpound.

I n other words, the disclosure corresponding to each aspect of
the invention nust be enabling to a person skilled in each
respective art.

I n many instances, an applicant wll describe a programed
conputer by outlining the significant elenents of the programred
conputer using a functional block diagram O fice personnel
shoul d review the specification to ensure that along with the
functional block diagramthe disclosure provides information that
adequat el y descri bes each "elenent” in hardware or hardware and
its associated software and how such el enents are interrel ated.
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VI . Det erm ne Whet her the O ainmed Invention Conplies with
35 U S.C 88 102 and 103

As is the case for inventions in any field of technol ogy,
assessnent of a clained conputer-related invention for conpliance
with 8 102 and 8 103 begins with a conparison of the clai ned
subject matter to what is known in the prior art. If no
differences are found between the clainmed invention and the prior
art, the clainmed invention | acks novelty and is to be rejected by
O fice personnel under § 102. nce distinctions are identified
bet ween the clainmed invention and the prior art, those
di stinctions nust be assessed and resolved in light of the
knowl edge possessed by a person of ordinary skill in the art.

Agai nst this backdrop, one nust determne whether the invention
woul d have been obvious at the tinme the invention was nade. |If
not, the clained invention satisfies 8 103. Factors and
consi derations dictated by | aw governing 8 103 apply wi t hout
nodi fication to conputer-rel ated i nventions.

If the difference between the prior art and the cl ai ned
invention is limted to descriptive naterial stored on or
enpl oyed by a nmachine, O fice personnel nust determ ne whet her
the descriptive material is functional descriptive material or
non-functional descriptive naterial, as described supra in
Section I'V. Functional descriptive material is alimtation in
the claimand nust be consi dered and addressed i n assessing
patentability under 8 103. Thus, a rejection of the claimas a
whol e under 8 103 is inappropriate unless the functiona
descriptive naterial woul d have been suggested by the prior art.
Non-functional descriptive material cannot render non-obvi ous an
i nvention that woul d have ot herw se been obvi ous. "

Common situations invol ving non-functional descriptive
material are:

- a conput er-readabl e storage nmediumthat differs fromthe
prior art solely with respect to non-functiona
descriptive naterial, such as music or a literary work,
encoded on the medi um

- a conputer that differs fromthe prior art solely with
respect to non-functional descriptive material that cannot
alter how the machine functions ( i.e., the descriptive
materi al does not reconfigure the conputer), or

- a process that differs fromthe prior art only with
respect to non-functional descriptive material that cannot
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alter how the process steps are to be perforned to achi eve
the utility of the invention.

Thus, if the prior art suggests storing a song on a disk, nerely
choosing a particular song to store on the disk would be presuned
to be well within the level of ordinary skill in the art at the
time the invention was nade. The difference between the prior

art and the clainmed invention is sinply a rearrangenent of non-
functional descriptive nmaterial.

VIl. dearly Communi cate Findings, Conclusions and Their Bases

Ohce O fice personnel have concl uded the above anal yses of
the clainmed invention under all the statutory provisions,
including 88 101, 112, 102 and 103, they should review all the
proposed rejections and their bases to confirmtheir correctness.
Only then should any rejection be inposed in an Ofice action.
The Ofice action should clearly communicate the findings,
concl usi ons and reasons whi ch support them

! These Quidelines are final and repl ace the Pr oposed
Exam nation CGuidelines for Conputer-Inplenented I nventions, 60
Fed. Reg. 28,778 (June 2, 1995) and the supporting |legal analysis
i ssued on Cctober 3, 1995.

2 "Conput er-rel ated inventions" include inventions
i npl emented in a conputer and inventions enpl oyi ng conputer -
readabl e nedi a.

®1Inre Abele, 684 F.2d 902, 905-07, 214 USPQ 682, 685-87
(CCPA 1982); Inre Walter, 618 F.2d 758, 767, 205 USPQ 397, 406-
07 (CCPA 1980); In re Freeman, 573 F. 2d 1237, 1245, 197 USPQ 464,
471 (COCPA 1978).

“ See, e.g., Inre Toma, 575 F.2d 872, 877-78, 197 USPQ 852,
857 (CCPA 1978); In re Musgrave, 431 F.2d 882, 893, 167 USPQ 280,
289-90 (CCPA 1970). See also In re Schrader, 22 F.3d 290, 297-
98, 30 USP@d 1455, 1461-62 (Fed. Gr. 1994) (Newman, J.,
di ssenting); Paine, Wbber, Jackson & Curtis, Inc. v. Merrill
Lynch, Pierce, Fenner & Smith, Inc., 564 F. Supp. 1358, 1368-69
218 USPQ 212, 220 (D. Del. 1983).

> As the courts have repeatedly rem nded the Office: "The

goal is to answer the question "'Wat did applicants invent? "
Abel e, 684 F.2d at 907, 214 USPQ at 687. Accord, e.g.,
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Arrhyt hm a Research Tech. v. Corazonix Corp., 958 F.2d 1053,
1059, 22 USPQd 1033, 1038 (Fed. Gr. 1992).

® Brenner v. Manson, 383 U S. 519, 528-36, 148 USPQ 689,
693-96 (1966); In re Ziegler, 992 F. 2d 1197, 1200-03, 26 USPQd
1600, 1603-06 (Fed. Gr. 1993).

" See, e.g., Misgrave, 431 F.2d at 893, 167 USPQ at 289- 90,
cited with approval in Schrader, 22 F.3d at 297, 30 USPQ@d at
1461 (Newman, J., dissenting). The definition of "technol ogy" is
the "application of science and engineering to the devel opnent of
nmachi nes and procedures in order to enhance or inprove human
conditions, or at least to inprove human efficiency in some
respect." Conputer D ctionary 384 (Mcrosoft Press, 2d ed.

1994).

8 Eg., Inre A appat, 33 F.3d 1526, 1543, 31 USPQd 1545
1556-57 (Fed. Gr. 1994) (in banc) (quoting D anond v. Diehr, 450
U S 175, 192, 209 USPQ 1, 10 (1981)). See also id. at 1569, 31
USP@d at 1578-79 (Newmran, J., concurring) ("unpatentability of
the principle does not defeat patentability of its practical
applications"”) (citing OReilly v. Mrse, 56 U S (15 How. ) 62,
114-19 (1854)); Arrhythma, 958 F.2d at 1056, 22 USP@d at 1036;
Musgrave, 431 F.2d at 893, 167 USPQ at 289-90 ("All that is
necessary, in our view, to nake a sequence of operational steps a
statutory 'process’ within 35 US C 101 is that it be in the
technol ogical arts so as to be in consonance with the
Constitutional purpose to pronote the progress of 'useful arts.'

Const. Art. 1, sec. 8.").

°® Arrhythnmia, 958 F.2d at 1057, 22 USPQd at 1036:

It is of course true that a nodern digital conputer
mani pul ates data, usually in binary form by performng
mat hemat i cal operations, such as addition, subtraction
mul tiplication, division, or bit shifting, on the data.
But this is only how the conputer does what it does.
inmportance is the significance of the data and their
mani pul ation in the real world, i.e., what the conputer is
doi ng.

10 Many conputer-rel ated inventions do not consist solely of
a conputer. Thus, Ofice personnel should identify those clained
el enents of the conputer-related invention that are not part of
t he programred conputer, and determ ne how those el enents rel ate
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to the programmred conputer. O fice personnel should | ook for
specific informati on that explains the role of the programed
conputer in the overall process or nachi ne and how t he programred
conputer is to be integrated with the other el enents of the
apparatus or used in the process.

1 Products may be either nachines, manufactures or
conpositions of matter. Product clains are clains that are
directed to either nachi nes, manufactures or conpositions of
matter.

12 Exanpl es of | anguage t hat may raise a question as to the
limting effect of the [anguage in a claim

(a) statenments of intended use or field of use,
(b) "adapted to" or "adapted for" cl auses,

(c) "wherein" clauses, or

(d) "whereby" cl auses.

This list of exanples is not intended to be exhausti ve.

13 Markman v. Westview Instrunents, 52 F.3d 967, 980, 34
UsSP@d 1321, 1330 (Fed. Gr.) (in banc), cert. granted, 116 S
Ct. 40 (1995).

4 See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQd
1671, 1674 (Fed. QGr. 1994) (inventor nay define specific terns
used to describe invention, but nust do so "with reasonabl e
clarity, deliberateness, and precision" and, if done, nust "'set
out his uncommon definition in sonme manner within the patent
di scl osure' so as to give one of ordinary skill in the art notice
of the change" in neaning) (quoting Intellicall, Inc. v.
Phononetrics, Inc., 952 F.2d 1384, 1387-88, 21 USPQRd 1383, 1386
(Fed. Gr. 1992)).

15 1d. at 1480, 31 USPQ@d at 1674.

1% See, e.g., Inre Zletz, 893 F.2d 319, 321-22, 13 USPQd
1320, 1322 (Fed. Gr. 1989) ("During patent examnation the
pending clains nust be interpreted as broadly as their terns
reasonably allow. . . . The reason is sinply that during patent
prosecution when clains can be anended, anbiguities shoul d be
recogni zed, scope and breadth of |anguage expl ored, and
clarification inposed. . . . An essential purpose of patent
examnation is to fashion clains that are precise, clear,
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correct, and unanbiguous. Only in this way can uncertainties of
cl ai m scope be renoved, as nmuch as possible, during the
adm ni strative process.").

Y Two in banc decisions of the Federal Grcuit have made
clear that the Gfice is to interpret nmeans plus function
| anguage according to 35 U S.C 8§ 112, sixth paragraph. In the
first, In re Donaldson, 16 F.3d 1189, 1193, 29 USP@d 1845, 1848
(Fed. Gr. 1994), the court held:

The pl ai n and unanbi guous neani ng of paragraph six is that
one construi ng means-plus-function | anguage in a claim
must | ook to the specification and interpret that |anguage
inlight of the corresponding structure, material, or acts
described therein, and equivalents thereof, to the extent
that the specification provides such discl osure.

Par agr aph si x does not state or even suggest that the PTO
is exenpt fromthis nandate, and there is no legislative
history indicating that Congress intended that the PTO
should be. Thus, this court nust accept the plain and
preci se | anguage of paragraph six.

Consistent with Donal dson, in the second deci sion, Al appat ,
33 F. 3d at 1540, 31 USPQ2d at 1554, the Federal Grcuit held:

A ven Alappat's disclosure , it was error for the Board
majority to interpret each of the nmeans clauses in claim
15 so broadly as to "read on any and every neans for
performng the function" recited, as it said it was doing,
and then to conclude that claim15 is nothing nore than a
process cl ai mwherein each neans cl ause represents a step
in that process. Contrary to suggestions by the
Comm ssioner, this court's precedents do not support the
Board's view that the particul ar apparatus clains at issue
in this case may be viewed as nothing nore than process
cl ai ns.

181162 QG 59 (May 17, 1994).

19 See, e.g., Dianond v. Diehr, 450 U S. at 188-89, 209 USPQ
at 9 ("In determning the eligibility of respondents' clained
process for patent protection under § 101, their clainms nmust be
considered as a whole. It is inappropriate to dissect the clains
into old and new el enents and then to ignore the presence of the
old elenments in the analysis. This is particularly true in a
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process cl ai mbecause a new conbi nati on of steps in a process nmay
be patentabl e even though all the constituents of the conbi nation
were well known and in common use before the conbinati on was
nade. ") .

20 See supra note 18 and acconpanyi ng text.

2. D anond v. Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ
193, 197 (1980):

I n choosi ng such expansive terns as "manufacture" and
"conposition of matter,"” nodified by the conprehensive
"any," Congress plainly contenplated that the patent |aws
woul d be given wi de scope. The relevant |egislative
hi story al so supports a broad construction. The Patent
Act of 1793, authored by Thomas Jefferson, defined
statutory subject nmatter as "any new and useful art,
machi ne, manufacture, or conposition of matter, or any new
or useful inprovenent [thereof]."” Act of Feb. 21, 1793, 8§
1, 1 Stat. 319. The Act enbodi ed Jefferson's phil osophy
that "ingenuity should receive a |iberal encouragenent.”

5 Witings of Thomas Jefferson 75-76 (Washi ngton ed.
1871). See G ahamv. John Deere Co., 383 U S 1, 7-10
(1966). Subsequent patent statutes in 1836, 1870, and
1874 enpl oyed this sane broad | anguage. 1In 1952, when the
patent | aws were recodified, Congress replaced the word
"art" with "process," but otherwi se left Jefferson's

| anguage intact. The Commttee Reports acconpanying the
1952 Act informus that Congress intended statutory
subject matter to "include anything under the sun that is
made by man." S. Rep. No. 1979, 82d Cong., 2d Sess. 5
(1952); HR Rep. No. 1923, 82d Cong., 2d Sess. 6 (1952).

Thi s perspective has been enbraced by the Federal Grcuit:

The pl ain and unanbi guous neani ng of 8§ 101 is that any new
and useful process, nachine, manufacture, or conposition
of matter, or any new and useful inprovenent thereof, may
be patented if it nmeets the requirenents for patentability
set forth in Title 35, such as those found in 88§ 102, 1083,
and 112. The use of the expansive term"any" in 8§ 101
represents Congress's intent not to place any restrictions
on the subject matter for which a patent nay be obtai ned
beyond those specifically recited in 8 101 and the ot her
parts of Title 35. . . . Thus, it is inproper to read
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into 8 101 limtations as to the subject natter that may

be patented where the | egislative history does not

indicate that Congress clearly intended such limtations.
[ Al appat, 33 F.3d at 1542, 31 USPQd at 1556. ]

2235 U.S.C. 8§ 101 (1994).

23 See 35 U.S.C. § 100(b) ("The term' process' neans
process, art, or method, and includes a new use of a known
process, nachi ne, manufacture, conposition of matter, or
material .").

4 E.g., Aappat, 33 F.3d at 1542, 31 USPQd at 1556; In re
War mer dam 33 F. 3d 1354, 1358, 31 USP@d 1754, 1757 (Fed. Qrr.
1994) .

% See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U S 498,

507 (1874) ("idea of itself is not patentable, but a new device

by which it nmay be made practically useful is"); Mackay Radio &
Tel egraph Co. v. Radio Corp. of Anmerica, 306 U S 86, 94 (1939)
("Wiile a scientific truth, or the nmathemati cal expression of it,
is not patentable invention, a novel and useful structure created
with the aid of know edge of scientific truth may be.");
warnerdanl 33 F.3d at 1360, 31 USPQRd at 1759 ("steps of

"locating’ a nmedial axis, and 'creating a bubble hierarchy . .
descri be nothing nore than the mani pul ati on of basic nathenatlcal
constructs, the paradigmatic 'abstract idea ").

26 The concern over preenption was expressed as early as
1852. See Le Roy v. Tatham, 55 U S. 156, 175 (1852) ("A
principle, in the abstract, is a fundanental truth; an original
cause; a notive; these cannot be patented, as no one can claimin
either of theman exclusive right."); Funk Brothers Seed Co. v.
Kal o I noculant Co., 333 U S 127, 132, 76 USPQ 280, 282 (1948)
(conbi nation of six species of bacteria held to be non-statutory
subject matter).

2" The definition of "data structure" is "a physical or
| ogi cal relationship anong data el enents, designed to support
specific data mani pul ation functions.” The New | EEE Standard
Dctionary of E ectrical and E ectronics Terns 308 (5th ed.
1993).

28 Conpare In re Lowy, 32 F.3d 1579, 1583-84, 32 USPQd
1031, 1035 (Fed. Gr. 1994) (claimto data structure that
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i ncreases conputer efficiency held statutory) and \War nerdam 33
F.3d at 1360-61, 31 USPQd at 1759 (claimto conputer having
specific menory held statutory product-by-process claim W th
War merdam 33 F. 3d at 1361, 31 USPQRd at 1760 (claimto a data
structure per se held non-statutory).

2 |n re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137
( OCPA 1978) :

[ E] ach i nvention nust be evaluated a s clained; yet
senmant ogeni ¢ consi derati ons preclude a determ nati on based
solely on words appearing in the clains. |In the final
anal ysis under § 101, the clainmed invention, as a whol e,
nmust be evaluated for what it is.

Quoted with approval in Abele, 684 F.2d at 907, 214 USPQ at 687.

See also In re Johnson, 589 F.2d 1070, 1077, 200 USPQ 199, 206
(CCPA 1978) ("formof the claimis often an exercise in
drafting").

% See, e.g., Warnerdam 33 F.3d at 1361, 31 USPQd at 1760
(claimto a data structure per se held non-statutory).

31 Conputer Dictionary 210 (Mcrosoft Press, 2d ed. 1994):

Data consists of facts, which becone informati on when they
are seen in context and convey meani ng to peopl e.
Conput ers process data w thout any understandi ng of what
that data represents

%2 See supra note 29.

¥ OReilly v. Mrse, 56 U S (15 How. ) at 112-14.

% 1d. at 114-109.

% Products may be either nachines, manufactures or
conpositions of matter.

A nachine is:

a concrete thing, consisting of parts or of certain devices
and conbi nati ons of devi ces.

Burr v. Duryee, 68 U S (1 wall.) 531, 570 (1863).
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A nmanufacture is:

the production of articles for use fromraw or prepared
materials by giving to these naterials new forns, qualities,
properties or conbi nations, whether by hand-|abor or by
nmachi nery.

D anond v. Chakrabarty, 447 U S. at 308, 206 USPQ at 196-97
(quoting Anerican Fruit Gowers, Inc. v. Brogdex Co., 283 US. 1,
11 (1931).

A conposition of matter is:

a conposition[] of two or m ore substances [or] . . . &[]
conposite article[], whether . . . [it] be the result of chem ca
union, or of mechanical mxture, whether . . . [it] be [a] gas[],

fluid[], powder[], or solid[].

D anond v. Chakrabarty, 447 U S. at 308, 206 USPQ at 197 (quoting
Shel | Devel opnent Co. v. Watson, 149 F. Supp. 279, 280, 113 USPQ
265, 266 (D.D.C. 1957), aff'd per curiam 252 F.2d 861, 116 USPQ
428 (D.C Qr. 1958).

% See, e.g., Lowy, 32 F.3d at 1583, 32 USPQd at 1034- 35;
War merdam 33 F. 3d at 1361-62, 31 USPQd at 1760.

 Cf. In re Iwahashi, 888 F.2d 1370, 1374-75, 12 USPQd
1908, 1911-12 (Fed. Gr. 1989), cited with approval in Al appat,
33 F.3d at 1544 n. 24, 31 USPQRd at 1558 n. 24.

% "gpecific software” is defined as a set of instructions
i npl emented in a specific program code segnent. See Conput er
Dctionary 78 (Mcrosoft Press, 2d ed. 1994) for definition of
"code segnent."

% See Diamond v. Diehr, 450 U.S. at 183-84, 209 USPQ at 6
(quoting Cochrane v. Deener, 94 U S. 780, 787-88 (1877) ("A
[statutory] process is a node of treatnment of certain materials

to produce a given result. It is an act, or a series of acts,
performed upon the subject-natter to be transforned and reduced
to adifferent state or thing. . . . The process requires that

certain things should be done with certain substances, and in a

35



certain order; but the tools to be used in doing this may be of
secondary consequence.").

% See Al appat, 33 F.3d at 1543, 31 USPQd at 1556-57
(quoting Dianond v. Diehr, 450 U S at 192, 209 USPQ at 10). See
also id. at 1569, 31 USPQ@d at 1578-79 (Newran, J., concurring)
("unpatentability of the principle does not defeat patentability
of its practical applications") (citing OReilly v. Mrse, 56
US (15 How ) at 114-19).

“' Dianond v. Diehr, 450 U S. at 187, 209 USPQ at 8.

“2 See In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 136,
145 n. 7 (CCPA 1979) (data-gathering step did not neasure physical
phenonenon) .

* Schrader, 22 F.3d at 294, 30 USPQd at 1459 citing with
approval Arrhythma, 958 F.2d at 1058-59, 22 USPQd at 1037- 38;
Abel e, 684 F.2d at 909, 214 USPQ at 688; In re Taner, 681 F.2d
787, 790, 214 USPQ 678, 681 (CCPA 1982).

4 See supra note 9.

“ |In Sarkar, 588 F.2d at 1335, 200 USPQ at 139, the court
expl ai ned why this approach nust be foll owed:

No mat hemati cal equation can be used, as a practical natter,
w t hout establishing and substituting values for the
vari abl es expressed therein. Substitution of val ues
dictated by the fornmula has thus been viewed as a form of
mat henatical step. |If the steps of gathering and
substituting val ues were al one sufficient, every
mat henatical equation, formula, or algorithmhaving any
practical use would be per se subject to patenting as a
"process” under 8§ 101. Consideration of whether the
substitution of specific values is enough to convert the
di senbodi ed i deas present in the formula into an
enbodi nent of those ideas, or into an application of the
formula, is foreclosed by the current state of the | aw

“® See supra note 40.

‘7 See, e.g., Inre Bernhart, 417 F.2d 1395, 1400, 163 USPQ
611, 616 (OCPA 1969).
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“8 Schrader, 22 F.3d at 293-94, 30 USPQd at 1458-59.
“ \Warmerdam 33 F.3d at 1360, 31 USPQ@d at 1759.

0 See, e.g., Inre Meyer, 688 F.2d 789, 794-95, 215 USPQ

193, 197 (CCPA 1982) ("Scientific principles, such as the
rel ati onship between nmass and energy, and | aws of nature, such as
the acceleration of gravity, nanely, a=32 ft./sec. 2, can be
represented in mathematical format. However, sone nat henatica
algorithnms and fornul ae do not represent scientific principles or
| aws of nature; they represent ideas or nental processes and are
sinply logical vehicles for comruni cating possible solutions to
conpl ex problens. The presence of a mathemnatical al gorithmor
formula inaclaimis nmerely an indication that a scientific
principle, law of nature, idea or nental process nmay be the
subject matter clained and, thus, justify a rejection of that
claimunder 35 USC § 101; but the presence of a mathenati cal
algorithmor formula is only a signpost for further analysis.").

Cf. Alappat, 33 F.3d at 1543 n.19, 31 USPQRd at 1556 n.19 in
whi ch the Federal G rcuit recognized the confusion:

The Suprene Court has not been clear . . . as to whether
such subject matter is excluded fromthe scope of § 101
because it represents |laws of nature, natural phenonena,
or abstract ideas. See Diehr, 450 U S at 186 (viewed
mat hematical algorithmas a | aw of nature); Benson, 409
US at 71-72 (treated nat hematical al gorithmas an
"idea"). The Suprene Court also has not been clear as to
exactly what kind of nathenatical subject natter may not
be patented. The Suprene Court has used, anong others,
the terns "mathenatical algorithm" "mathematica
formula," and "mat hematical equation” to descri be types of
mat hemati cal subject natter not entitled to patent
protection standing alone. The Suprene Court has not set
forth, however, any consistent or clear explanation of
what it intended by such terns or how these terns are
related, if at all.

 walter, 618 F.2d at 769, 205 USPQ at 409 (Because none of
the clainmed steps were explicitly or inplicitly limted to their
application in seismc prospecting activities, the court held
that "[a]lthough the claimpreanbles relate the claimed invention
to the art of seismc prospecting, the clains thensel ves are not
drawn to nethods of or apparatus for seismc prospecting; they
are drawn to inproved mat henatical nethods for interpreting the
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results of seismc prospecting."). Cf. Alappat, 33 F.3d at 1544,
31 USP@d at 1558.

%2 Walter, 618 F.2d at 769-70, 205 USPQ at 409.
% See supra note 45,
> Taner, 681 F.2d at 788, 214 USPQ at 679.

> Abel e, 684 F.2d at 908, 214 USPQ at 687 ("The
specification indicates that such attenuation data is avail abl e
only when an X-ray beamis produced by a CAT scanner, passed
t hrough an object, and detected upon its exit. Only after these
steps have been conpleted is the al gorithmperforned, and the
resultant nodified data displayed in the required fornat.").

® Gel novatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7
("Appel l ants' claimed step of perturbing the values of a set of
process inputs (step 3), in addition to being a nmathenmati cal
operation, appears to be a data-gathering step of the type we
have held insufficient to change a nonstatutory nethod of
calculation into a statutory process. . . . In this instance,
the perturbed process inputs are not even neasured val ues of
physi cal phenonena, but are instead derived by nunerically
changing the values in the previous set of process inputs.").

* Sarkar, 588 F.2d at 1331, 200 USPQ at 135.

® See Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 n.6
("post-sol ution" construction that was bei ng nodel ed by the
mat hemat i cal process not considered in deciding 8 101 question
because applicant indicated that such constructi on was not a
materi al el enment of the invention).

° Parker v. Flook, 437 U S 584, 585, 198 USPQ 193, 195
(1978).

® Walter, 618 F.2d at 770, 205 USPQ at 409 ("If § 101 could
be satisfied by the nere recordation of the results of a
nonstatutory process on somne record nedi um even the nost
unskill ed patent draftsman could provide for such a step.").

®1 Gel novatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n. 7.
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2 Abel e, 684 F.2d at 909, 214 USPQ at 688 ("This claim
presents no nore than the cal cul ation of a nunber and di splay of
the result, albeit in a particular format. The specification
provides no greater neaning to 'data in a field than a matrix of
nunbers regardl ess of by what nethod generated. Thus, the
algorithmis neither explicitly nor inplicitly applied to any
certain process. Mreover, that the result is displayed as a
shade of gray rather than as sinply a nunber provides no greater
or better information, considering the broad range of
appl i cations enconpassed by the claim").

® Inre De Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 446
(CCPA 1977) ("That the conputer is instructed to transmt
electrical signals, representing the results of its cal cul ations,
does not constitute the type of 'post solution activity' found in
Fl ook, [437 U S. 584, 198 USPQ 193 (1978)], and does not
transformthe claiminto one for a process nerely usi ng an
algorithm The final transmtting step constitutes nothing nore
than reading out the result of the calculations.").

® E.g., Warnerdam 33 F.3d at 1360, 31 USPQd at 1759. See
al so Schrader, 22 F.3d at 295, 30 USPQRd at 1459.

> See supra note 18 and acconpanyi ng text.

¢ Conputer Dictionary 353 (Mcrosoft Press, 2d ed. 1994)
(definition of "self-docunmenting code").

®” See In re Barker, 559 F.2d 588, 591, 194 USPQ 470, 472
(CCPA 1977), <cert. denied, Barker v. Parker, 434 U S 1064 (1978)
(a specification may be sufficient to enable one skilled in the
art to make and use the invention, but still fail to conply with
the witten description requirenent). See also In re D Leone,
436 F.2d 1404, 1405, 168 USPQ 592, 593 (CCPA 1971).

® See, e.g., Northern Tel ecomv. Datapoint Corp., 908 F.2d
931, 941-43, 15 USPQxd 1321, 1328-30 (Fed. 4Gr.), cert. denied,
Dat apoi nt Corp. v. Northern Tel ecom, 498 U S. 920 (1990)
(judgment of invalidity reversed for clear error where expert
testinony on both sides showed that a programmer of reasonable
skill could wite a satisfactory programw th ordinary effort
based on the disclosure); DeCGeorge v. Bernier, 768 F.2d 1318,
1324, 226 USPQ 758, 762-63 (Fed. G r. 1985) (superseded by
statute with respect to issues not rel evant here) (invention was
adequat el y di scl osed for purposes of enabl enent even though al
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of the circuitry of a word processor was not discl osed, since the
undi scl osed circuitry was deened inconsequential because it did
not pertain to the clained circuit); In re Phillips, 608 F.2d
879, 882-83, 203 USPQ 971, 975 (CCPA 1979) (conputerized met hod

of generating printed architectural specifications dependent on
use of glossary of predefined standard phrases and error-checking
feature enabl ed by overall disclosure generally defining errors);
In re Donohue, 550 F.2d 1269, 1271, 193 USPQ 136, 137 (CCPA 1977)
(" Enpl oynent of bl ock diagrans and descriptions of their

functions is not fatal under 35 U S.C § 112, first paragraph,
providing the represented structure is conventional and can be

det erm ned w t hout undue experinentation."); In re Know ton, 481
F.2d 1357, 1366-68, 178 USPQ 486, 493-94 (CCPA 1973) (exam ner's
contention that a software invention needed a detail ed
description of all the circuitry in the conpl ete hardware system
reversed).

% See In re Naquin, 398 F.2d 863, 866, 158 USPQ 317, 319
(CCPA 1968) ("Wen an invention, inits different aspects,
involves distinct arts, that specification is adequate which
enabl es the adepts of each art, those who have the best chance of
bei ng enabl ed, to carry out the aspect proper to their
specialty."); Ex parte Zechnall, 194 USPQ 461, 461 (Bd. App
1973) ("appel l ants' disclosure nmust be held sufficient if it
woul d enable a person skilled in the electronic conputer art, in
cooperation with a person skilled in the fuel injection art, to
make and use appel lants' invention").

“ See In re Scarbrough, 500 F.2d 560, 565, 182 USPQ 298,
301-02 (CCPA 1974) ("It is not enough that a person skilled in
the art, by carrying on investigations along the |ine indicated
in the instant application, and by a great anount of work
eventually mght find out howto nake and use the instant
invention. The statute requires the application itself to
inform not to direct others to find out for thenselves (citation
omtted)."); Know ton, 481 F.2d at 1367, 178 USPQ at 493
(di scl osure nust constitute nore than a "sketchy expl anati on of
flow diagrans or a bare group of programlistings together with a
reference to a proprietary conputer on which they mght be run").
See also In re Gunn, 537 F.2d 1123, 1127-28, 190 USPQ 402, 405
(CCPA 1976); In re Brandstadter, 484 F. 2d 1395, 1406-07, 17 USPQ
286, 294 (CCPA 1973); and In re Ghiron, 442 F.2d 985, 991, 169
USPQ 723, 727-28 (CCPA 1971).
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T Cf. Inre @lack, 703 F.2d 1381, 1385, 217 USPQ 401, 404
(Fed. Gr. 1983) (when descriptive material is not functionally
related to the substrate, the descriptive material wll not
di stinguish the invention fromthe prior art in terns of
patentability).
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APPENDI X



Computer-Related Inventions

Il. Determine What Applicant Has Invented and Is Seeking to Patent

A. Identify and Understand Any Practical Application Asserted
for the Invention

B. Review the Detailed Disclosure and Specific Embodiments
of the Invention to Determine What the Applicant Has Invented

C. Review the Claims

Y
Ill. Conduct a Thorough Search of the Prior Art

Y

IV. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101 (See A-2)

V. Evaluate Application for Compliance with 35 U.S.C. § 112

A. Determine Whether the Claimed Invention Complies with
35 U.S.C. § 112, Second Paragraph

1. Claims Setting Forth the Subject Matter Applicant
Regards as Invention

2. Claims Particularly Pointing Out and Distinctly
Claiming the Invention

B. Determine Whether the Claimed Invention Complies with
35 U.S.C. § 112, First Paragraph

1. Adequate Written Description

2. Enabling Disclosure

VI. Determine Whether the Claimed Invention Complies with 35 U.S.C. § § 102 and 103

VII. Clearly Communicate Findings, Conclusions and Their Bases




IV. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101

Consider the Breadth of 35 U.S.C. § 101

!

Classify the Claimed Invention

-

Functional Non-functional Non-
Descriptive Material | e gDerzErs'?g'vlﬁe'\:la?;e&Eg tks| or | A Natural Phenomenon |y« Statutory
(Gt st prse |Gt per s cron [ (6, 1" = Subject

per se’; 9 computer readable g Matter
P medium
[ NO
+ Statutory
, . YES Product
SAteseélte; I;J(—E- A machine or A specific
erfo?med on a NO manufacture for machine or
p computer? 1 performing a process [ manufacture?
ES Non-
‘ " Merely manipulates | YES Statutory
| Evaluate process to determine if it... -~ abs{ract idea or = Subject
‘ solves a purely Matter
mathematical
problem without any
NO Je NO
inggrfg;?esnt Manipulates data representing »| limitation to a = Statutory
h sFi)caI acts or | physical objects or activities to practical application Subiect
P yt t ™1 achieve a practical application J
(post-computer YES Matter

process activity)

(pre-computer process activity)




