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Oracle requests that the Court give a clandyinstruction to the jiy regarding Apache

Harmony to minimize jury confusion on the legal significance of Apache Harmony.
Introduction

Google has repeatedly argued to the jury &mtche Harmony had used Sun’s Java APIs ar
that “Sun said fine.” (E.g., 4/17/2012 Trial. Bt 251:14-252:3 (Google Opening Statement).)
Google has also repeatedly argueat] elicited evidence, thattdok the 37 accused APIs from
Harmony. Further, Google repeatedly referggalistribution of Adroid under an “Apache
license,” which does natctually mean any license from SianApache or Apache to Google, but
instead confusingly refers to the standard Apdehas that Google imposes Android licensees.
These arguments create a substantial rigirof confusion and praglice to Oracle.

Two of the three questions from the jurors hto@ised on Apache, but the issue is actually
very simple: Apache never obtained any |ggfrom Sun permitting its use of the Java
specifications for Harmony. As made clear by Apaitbelf, Apache never hadlicense from Sun or
Oracle for Harmony. Apache had no rigtdslava technology that it calgjive to Google. This not
even a case in which there is a “cloud over Apddbayse the Court’s phsa (4/20/2012 Trial Tr.
1114:16-20). Apache simply had no title at all, and has publicly conceded as much: When Ap4
resigned from the JCP in protest based on its inalditybtain a license, it stated in its resignation
that the “Java specifications areprietary technology that must beensed directly from the spec
lead under whatever terms the speadl chooses.” (TX 1045 at p. 2.)

Thus, Google’s use of Apache Harmony provides no defense for Google. Oracle seeks 4§
instruction to the jury that wilbrevent confusion and clarifyahGoogle’s use of Harmony provides
no defense to Oracle’s copghit infringement claims.

Background

Before 2007, the Apache Software Foundatigkpéiche”) began a project to develop an
independent Java SE implementation, which med Harmony. Apache used the specifications self
forth on Sun’s website to implement the Java ARIdarmony. (4/17/2012 Trial Tr. at 251:15-16
(Google opening).) Use of thospecifications for an independent implementation requires a

specification license, and if any distribution o tindependent implementation is sought, a TCK is
1
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license is required. (TX 610.2) Apache soughCK license from Sun for Harmony, which Sun
refused to grant without a field ase restriction that would prohilanhy use in mobile devices. In
April 2007, Apache posted on its wéksa letter to Sun’s Jonath&cthwartz in which Apache
criticized Sun for refusing to grant Apache aKTfizense for Harmony. (TX 917.) Apache stated
that Sun was offering a TCK license for Harmony, but Sun’s insistence thegitses include “field
of use™ restrictions, prevented Apache from accepting the licends. (

The disagreement and negotiations betweenadmpache continued for a number of yearg
and in the end Apache never received any licéage Sun for Harmony. (4/17/2012 Trial Tr. at
396:8-9 (Kurian); 4/18/2012 Trial Tat 527:18-20 (Screven); 4/19/201&al Tr. at 829:6-10 (Lee).)
Apache resigned from the JCP in protest based orsitditly to obtain that license, and stated in its
resignation that the “Java specificams are proprietary technologyattmust be licensed directly
from the spec lead under whatever terms the lg@ecchooses.” (TX 1045 at p. 2.) Apache then
later retired the Harmony peajt. (4/18/2012 Trial Tr. &30:2-5 (Screven testimony).

Oracle’s Concern

Google’s presentation of evidence related to Apache Harmony will confuse and mislead the

jury and prejudice Oracle. Consistevith settled copyright law, éhparties have agreed that Google
“cannot excuse what would othereibe copyright infringement byatiming that it copied, with or
without a license, from a third party, who in timrad copied from Oracle. (Dkt. 539 at 61 (Google’s
Proposed Jury Instruction No. 18pmpareid. at 60 (Oracle Proposed Junstruction No. 18).)
Google’s repeated invocation of Apache Harmomg the “Apache license”sks leading the jury
into legal error and confusion. Accordingly, di@ation from the Couris both necessary and
proper.

In its opening, Google featuredMiay 2007 internet publicatidhat quoted Sun’s Jonathan

Schwartz as stating “therens reason that Apache cannot ship Harmony today.” (TX 2341.) Wh

1 Field of use restrictions previenl Harmony from being used on dess other than computers, such
as mobile phones. (4/18/2012 Tr. at 524:19-25 (Screven)).

2 See http://harmony.apache @isubcomponents/drlvng/Apache Harmony is retired at the Apache
Software Foundation”).
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guestioned by the Court about that article, Googleissel characterized theticle as “an excerpt
from a press release where Mr. Schwartz gaidcan ship as long gsu don't call it Java.”
(4/20/2012 Tr. at 1123:17-1124:5.) afttcharacterization of the exhibit was inaccurate. The exhib
IS not a press release. In #méicle, there is no mention by Mschwartz or anyone else whether
Apache or anyone else would “call it Java.” Inddbd,article repeats much of the licensing dispute
between Sun and Apache recounted above. Imneddiatlowing the quote cited by Google, the
article states, “That is technibatrue but Apache officials saithat to do so with the TCK
restrictions in place would actlyago against the Apache Software license.” (TX 2341.)
Oracle is also concerned that Google is latimig and confusing three separate issues
regarding “Apache” in generalll) Apache’s use of Sun’s Jaspecifications for Harmony; (2)
Google’s use of code from Apache Harmonyl &3) Google distribubin of Android under the

Apache license. In its 10-minute presentatioth&ojury, Google’s cowsel stated that:

Third piece of importancevidence, you know now Apachkes out there using these
APIs, the same Structure, Selection andddization they are claiming now, and they
have been out there for years. ...

Apache was out there selling -- now, there’s an Apache license that Apache gives.
When Mr. Rubin is here next week, yoh#ar that Google @istributing Android

under the Apache license, which allows you to use all the APIs, some of the APIs,
none of the APIs. The Apache licensealsat Google has beehstributing under.

But the key point of Apache is not its licen The key point is, Sun was fully aware

that here is somebody out there makingeHeésaries and APIs available and they
didn’t do anything about it.

(4/20/2012 Tr. at 940:16-941:9.) die is no dispute that Google offers Android under an Apache-
style license, and that Apache used the 3aeaifications for Harmony, and that Google used
Harmony code for Android. But those are sefgaissues, and Googtepresentation risks
confusion3 Indeed, the form of license under whigpache distributed Harmony and under which

Google distributes Android is irralant to any issue in this cas€oogle’s repeated reference to

3 Indeed, the Court priously noted the risk gfiror confusion when two fferent pieces of evidence
coincidentally are described the same wayarM, 2012 Hearing Tr. &6:16-57:6 (warning that
jurors would be confused by the fact that Javgirezers grouped the patemshe Sun Java mobile
technology portfolio into 22 categories, andrihdentified the top 22 patents overall).
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these irrelevant licenses codtister the misperception thAapache—and by extension Google—had

a license from Sun.

Apache acknowledged publicly — and Google has not disputed — that Apache had not obtain

any license from Sun for Harmony, and warned tisars of Harmony would not have all necessary
IP rights from Sun. In conneoti with the letter thaApache posted to its website in April 2007 (TX
917), Apache also posted a FAQ (TX 1047), which statgertinent part tt if Apache chose to
distribute Harmony, “users wouldn’t be assured they tiad all necessary IP rights from the spec’s
contributors.” (TX 1047 ).

The webpage containing Apache’s April 10, 206tter to Sun recognized that Apache
needed a TCK “to demonstrate compatibility witk tlava SE 5 specification, as required by the Sun
specification license for Java SE 5.” (TX 91&)n’s specification licese permitted development
and distribution of an “Independelmplementation of the Specificati” but required that any such
implementation pass the TCK and stated: “fdregoing license is expssly conditioned on your
not acting outside its scope. No license is granted hereunder for@nyotpose.” (TX 610.1).
Apache never passed the TCK forrkany, and Apache had no license.

The statement attributed to Mr. Schwartz iTEXxhibit 2341 is consistent with Apache’s
own statements, which confirm that Apache could comply with Sun’s TCK terms and ship, but uptil
then, Apache had not obtained the necessary IP rights froom8uamg users — such as Google —
would be at risk. As recentls December 2010, when Apache resigned from the JCP Executive
Committee, Apache recognized that tllava specifications are progagy technology that must be
licensed directly from the spec leadder whatever terms the spec lead chooses.” (TX 1045 at p. R.)

Oracle’s Request For Relief

To address the potential confusion andymteje caused by Googledsguments regarding
Apache Harmony, and also possibly to streamlieentéxt phase of this trial and prevent the
introduction of unnecessary and confusing evide@cacle believes that a clarifying instruction to

the jury regarding the Apache Harmony issisesarranted. Oracle pposes the following:

You have heard testimony regarding aject called Apache Harmony, and you have
also heard testimony regarding an Apache BeerlThese are two separate issues, and
| will provide some clarification on those two issues now.
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Harmony was a project by the Apacheftware Foundation to develop an
independent implementation of Sun’s Japacification. The parties do not dispute
that the Apache Software Foundation uSed’s Java specifications for Harmony.
There is also no dispute that the Apa8luétware Foundation sought a TCK license
from Sun for Harmony, but Sunfused to grant one.

There has been evidence that Google asel® from Harmony for Android. Because
Sun never granted the Apache Software Foundation a TCK license for Harmony, you
may not find that Google’s use of Harmony conveyed to Google any rights to use
Sun’s Java specifications, or providesogle with any defense to copyright
infringement, if you find that such infringement occurred.

You have also heard about the “Apache Iggeh The Apache license is a type of
open source license that Goeghose for its distribution of Android. It is not a
license under which Sun made Java intellacproperty rights ailable. Google’s
distribution of Android under an Apache-tylieense is separate from the issue of
Apache Harmony. The fact that Google disites Android under an Apache license
has nothing to do with Goagjs use of code from Hanony, and also does not
provide Google with any defense to cagit infringement, if you find that such
infringement occurred.

Dated: April 22, 2012 BOIES, SCHILLER & FLEXNER LLP

By: Seven C. Holtzman
Steven C. Holtzman

Attorneys for Plaintiff
ORACLE AMERICA, INC.
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