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l. INTRODUCTION

Pursuant to Patent Local Rule5 and the Court’'s November 29, 20@der Entering
Joint Proposed Claim Construction Sched{idét. 59), Defendant Google Inc. (“Google”)
submits this claim construction brief.

Oracle America, Inc. (“Oracle”) asserts the followihgatents and 32 claims:

The “Asserted Patents” The “Asserted Claims”
U.S. RE38,104 Claims 11-41
(“the ‘104 patent”) (31 claims)
U.S. 6,910,205 Claims 1, 2, 3, 4, and 8
(“the ‘205 patent”) (5 claims)
U.S. 5,966,702 Claims 1, 5-7, 11-13, 15, and 16
(“the ‘702 patent”) (9 claims)
U.S. 6,125,447 Claims 1-24
(“the ‘447 patent”) (24 claims)
U.S. 6,192,476 Claims 1-21
(“the ‘476 patent”) (21 claims)
U.S. 6,061,520 Claims 1-4 and 6-23
(“the ‘520 patent”) (22 claims)
U.S. 7,426,720 Claims 1-8, 10-17, and 19-22
(“the ‘720 patent”) (20 claims)

The six terms selected by the parties for claimstmction briefing are used claims of six of

the seven Asserted Patents. The first “tertfie various formulations of “computer-readable

medium,” “computer-usable medium” and “comguteadable storage medium” used in the
patents — appears in claims of sf the seven Asserted Patents.(iall but the ‘205 patent). T
other five terms are used in claims of the ‘padent, the ‘520 pateand the ‘702 patent. No
terms unique to the ‘205 patenteti#47 patent, the ‘476 patentttve ‘720 patent were selecte
for briefing.

Il. BACKGROUND AND CONTEXT

The Court's claim construction rulings maffect summary judgment issues in the
following ways:
“computer-readable/usable (storage) medium”: The dispute over these related

phrases affects thirty asserted claims ino$ithe seven Assertdatents, and would be
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dispositive of these claims if the Court adopts Google’s construction. Under Google’s
construction, which adopts the explicit definitionsfeeth in or incorporated by reference in t
Asserted Patents, these claim terms encompass transitory data signals. The Federal Cir
held that claims to transitory sigis are invalid under 35 U.S.C. § 1(8ee In re Nuijten500
F.3d 1346, 1353 (Fed. Cir. 2007).

“reduced class file”: This term is recited in all niresserted claims of the ‘702 patent.

Adoption of Google’s construction would bespositive because the Accused Instrumentaliti
do not “obtain a plurality of reaed class files” as required by all of the asserted claims.

“symbolic data/field reference”: This term is recited in all thirty-one asserted claim
the ‘104 patent. Adoption of Goagé construction would be dispositive of these claims beg
the Accused Instrumentalities do not includastructions containing @or more symbolic
references” as required b} af the asserted claims.

“intermediate form (object) code’ and “resolve” / “resolving”: Oracle chose these
terms for construction. Although it is unclédesm Oracle's discovery responses how the
disputes are dispositive of anyrpently asserted claims of tHE)4 patent, Google plans to see
summary judgment of invalidity of the claims of the '104 patent. The construction of “resg
resolving” may be dispositive on issues of infringement as well as the adequacy of the
specification of the '104 patent.

“the play executing step”: Oracle chose this term, wh affects only 2 of the 21
asserted claims of the ‘520 patent. Adoptof Google’s construction would be dispositive
because the affected claims would be invalid under 35 U.S.C. § 112, 2.

. LAW OF CLAIM CONSTRUCTION

This Court has previously summarizeé thasic tenets alaim construction:

Courts must determine the meaning cfpdited claim terms from the perspective

of one of ordinary skill in the pertinent art at the time the patent was filed.
Chamberlain Group, Inc. v. Lear Corppb16 F.3d 1331, 1335 (Fed. Cir. 2008).
While claim terms “are generally giveneih ordinary and customary meaning,”

the “claims themselves provide substantial guidance as to the meaning of
particular claim terms.Phillips v. AWH Corp.415 F.3d 1303, 1312, 1314 (Fed.
Cir. 2005) (en banc) (quotingtronics Corp. v. Conceptronic, In@Q0 F.3d 1576,

1582 (Fed. Cir. 1996)). The specification afpatent is alsdighly relevant to
claim construction. Indeed, claims “must t&&ad in view of the specification, of

-2

GOOGLE INC.'S OPENING CLAIM CONSTRUCTION BRIEF CIVIL ACTION No. CV 10-03561

ne

Ccuit ha

D
(%2}

5 of

ause

1

Ive /




© 00 N o o b~ w N Pk

N N N N N DN DN NN R R R R R R R B R
0o N o 0NN WN P O ©OW 0o N O o~ WwN R O

which they are a partMarkman v. Westview Instruments, |s2 F.3d 967, 979
(Fed.Cir.1995) (en bancff'd, 517 U.S. 370, 116 S. Ct. 1384, 134 L. Ed. 2d 577
(1996). Finally, courts shadilgive due consideration to a patent’s prosecution
history, which “can inform the meaning of the claim language by demonstrating
how the inventor understood the invemtiand whether the inventor limited the
invention in the course gfrosecution, making the chaiscope narrower than it
would otherwise be.”Phillips, 415 F.3d at 1318 (citations omitted). These
components of the intrinsi record are the prim@arresources in properly
construing claim termdd. at 1317-18.

MShift, Inc. v. Digital Insight CorpNo. 10-00710-WHA, 2010 U.®ist. LEXIS 107946 at
*43-46 (N.D. Cal. Oct. 8, 2010) (Alsup, Jsge also Sandisk Corp. v. LSI Coigo.
09-02737-WHA, 2010 U.S. Dist. LEXIS 24973 at *3-6 (N.D. Cal. Mar. 17, 2010) (Alsup, J

“Although courts have the discretion to cmies extrinsic evidence, including expert a
inventor testimony, dictionaries asdientific treatises, such evidanis ‘less significant than th
intrinsic record in determining the legally operative meaning of claim languaiyetflix, Inc. v.
Blockbuster, InG.477 F. Supp. 2d 1063, 1066 (N.D. Cal. 2007) (Alsup, J.) (quBtnilgps at
1317);Quantum Corp. v. Riverbed Tech., Imdo. 07-04161-WHA, 2008 U.S. Dist. LEXIS
116831 at *8 (N.D. Cal. Aug. 5, 2008) (Alsup, J.) (sumHowever, the use of the term in the
art may inform one of skill in the aas to the common meaning of a terbaryngeal Mask Co.
Ltd. v. Ambyu618 F.3d 1367, 1373 (Fed. Cir. 2010).

“The purpose of claim construction is to determinenie@aningandscopeof the patent
claims asserted to be infringedd2 Micro Int’l Ltd. v. Beyond Innovation Tech. C&21 F.3d
1351, 1360 (Fed. Cir. 2008) (quotation omitted, emphadded). Claim construction is often
dispositive, because “most patent cases tuth@meaning of only a few phrases.” Novemb
18, 2010 Case Management Order (Dkt. 56) at 1 5.Mdremanprocess is not, however, a
mechanism fofixing problematic claim language&eeChef America v. Lamb-Weston, In858
F.3d 1371, 1374 (Fed. Cir. 2004) (“courts may not redraft claims, whether to make them
operable or to sustain their validity”).

V. DISPUTED CLAIM TERMS

A. The “Computer-Readable Medium” Terms

Although slightly different language is useddifferent patents, thparties agree that th

terms relating to “computer readabledia — namely, “computer-readable medium,”
-3-
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“computer-usable medium” and “computer-readadgage medium” — should all have the sa
construction. The dispute regarding the cartgton of these related phrases affects thirty
asserted claims in six of thevem Asserted Patents, and woulddigpositive of these claims if

Google’s construction isdapted by the Court.
1. Google’s Proposed Construction

Google’s proposed construction sijmpsks the Court to adopt tle&plicit definition of
the term “computer readable medium” thategms in the majority of the patents and is
consistent with these terms as used in the other patents in which they appear.

Four of the seven patents explicitly asahsistently define #hrelevant terms to
encompass both “storage devices” and athedia — including transmission media such as
carrier waves — that can conveyarmation to a processor. wof the three others contain
intrinsic evidence in the formf preferred embodiments that embrace and implicitly provide
same broad definition. The remaig patent, i.e., the ‘104 patemthich is the earliest filed of
the Asserted Patents, does not cadlitt the explicit and implicdefinitions of the other patent
and its prosecution history demonstrates the same meaning was intended.

Highly probative extrinsic evidence — iretform of literally hundreds of other Oracle
patents that embrace virtually this same d&din encompassing wave transmissions — furthe
supports Google’s construction. That ende reflects a conscious decision by Sun
Microsystems (Oracle’s predecessor) to sea¢&maights that encompassed both storage mg

and “storage devices” as well as trarssion media such as carrier waves.

2. Disputed Claim Terms: “computer-readable medium” (‘'104, ‘447, ‘476,
‘520 and ‘720 patents), “computer uable medium” (‘447, ‘476 and ‘702
patents) and “computer-readablestorage medium” (‘720 patent)

Google’s Proposed Construction Oracle’s Proposed Construction

any medium that participates in providing instructigns
to a processor for execution, including but not limited
to, optical or magnetic disks, dynamic memory,
coaxial cables, copper wirher optics, acoustic or
light waves, radio-waves and infra-red data
communications

a storage device for use by a computer

a. The Intrinsic Evidence and Explicit Definitions in the
‘447, ‘476 and ‘520 Patents

The specification of the ‘447 patentludes the following definition:
-4 -
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The term “computer-readable medium” as used herein refensytonedium that
participates in providing instrugins to processor 104 for executioBuch a
medium may take many formicluding but not limited tonon-volatile media,
volatile media, and transmission media. Non-volatiie media includes, for
example,optical or magnetic diskssuch as storage device 110. Volatile media
includes dynamic memorysuch as main memory 106. Transmission media
includescoaxial cables, coppewire and fiber opticsincluding the wires that
comprise bus 102. Transmission media can also take the faoowostic or light
waves such as those generated durimgdio-wave and infra-red data
communications

‘447 patent at 5:4-16 (emphasis added). Google’s proposeduadiwsir(italicized in the block
quote above) uses key languag@nrthis explicit definitiont Because this is the definition the
patentee explicitly ascribed the term, Google’s construction is the only proper ®ee
Markman 52 F.3d at 979 (holding thatelspecification acts as actionary when it expressly
defines terms used in the claimg)tronics Corp. v. Conceptronic, In®@0 F.3d 1576, 1582
(Fed. Cir. 1996) (same). Indeed, when a degpterm “is set off by quotation marks [as it is
here, it is] often a strong inthtion that what follows is a definition. . . . [T]he patentest be
bound by the express definition.” Sinorgchem Co. v. ITG11 F.3d 1132, 1136 (Fed. Cir. 200
(emphasis added).

In addition to this explicit and broaéaching definition, the specification further
describes specific embodiments of the “puter-readable media” that plainly and

unambiguously include wireless signals:

e “The received code may be executed by eoe104 as it is receaad, and/or stored in
storage device 110, or other non-volatile sterfy later execution. In this manner,
computer 100 may obtain application cadéhe form of a carrier wave.ld. at 6:11-15.

See also idat 5:32-35 (data on a telephone line), 5:54ééctrical, electromgnetic or optical
signals), 5:67-6:4 carrier waves).
These embodiments “throw light on the meaning” of the “computer-readable medil

term, and further suppoBoogle’s constructionSee Nazomi Commc’ns, Inc. v. Arm Holding

11%

7)

1m

S,

PLC, 403 F.3d 1364, 1369 (Fed. Cir. 2005) (holding that “trial court should also consider that

1 For convenience, Google’s progasconstruction paraphragég specification’s expres
definition. However, Google wouldadily agree to a constructifor the disputed phrases tha
incorporates the entire quoted paragraph.

-5-
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possible embodiments of the invention may throw light on the meaning of” a disputed clai
term).
Further, the express claim langgaconfirms that the “comper-readable medium” of th

‘447 patent encompasses transient transmissialiumes such as a carrier wave. Independer

claims 10 and 16 each recite “A computer-readable medasmnging one or more sequences of

one or more instructions . .”. ‘447 patent at 184-35; 15:10-11 (emphasis added). This is
consistent with language used in the specificatitodescribe transmigsi via carrier waveld.

at 5:67-6:4 (“The signals tbugh the various networks and gignals on network link 120 and

through communication interface 11&hich carry the digital datéo and from computer 100 are

exemplary forms of carrier waves trandpag the information.” (emphasis added)).

The ‘476 patent and the ‘477 patent shaeesthime inventor, disclose similar subject
matter, were filed on the same day, and even incorporate each other by refSesvé7
patent at 1:11-15; ‘47patent at 1:16-20. The intrinsic egitte in the ‘476 patent is virtually

identical to the intrinsic evidence ing77 patent, and includes the following:

. The specification provides a definition ‘@omputer-readable medium” that is
identicalto the definition found in the ‘44Fatent. ‘476 patent at 5:4-16.

. Like the ‘447 patent, ‘476 patent describes maembodiments that utilize
various forms of wireless signalSee idat 5:32-35 (same as in the ‘447 patent at 5:3
35);id. at 5:52-56 (same as inett47 patent at 5:52-56). at 5:67-6:4 (same as in thg
‘447 patent at 5:67-6:4)l. at 6:14-18 (same as inethd47 patent at 6:11-15).

. Independent claims 10 and 15 of the ‘gpédent claim “A computer readable
mediumcarrying one or more sequences of one orenastructions,” thus evidencing
that a carrier wave is within the scope of the claildsat 19:25-26, 20:6-7 (emphasis
added).

Finally, the ‘520 patent progtes a similar definition of “amputer-readable medium” th
explicitly includes carrier wavesSee’520 patent at 4:48-56 €fining “computer-readable
media” to include “such as secondary storageasviike hard disks,dppy disks, or CD-Rom;
a carrier wave received from the Internet 204 other forms of RAM or ROM” (emphasis
added)). According to thidefinition, any construction gthrases like “computer-readable
media” in the context of this patent mugtcessarily encompass carrier wavése Sinorgchem
511 F.3d at 1136 (definitionaliguage binds the patentee).
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b. The Intrinsic Evidence in the ‘720, ‘702 and ‘205 Patents

The ‘720 patent includes, by express incorporatéodefinition thais even more broadl
encompassing of carrier waves than the construction Google has offered. The ‘720 patel
incorporates by reference the “commonly-assigdeS. patent application Ser. No. 09/970,66
filed Oct. 5, 2001.” ‘720 paterit 3:4-6. This incorporated gt application, subsequently
issued to Oracle as U.S. Patent No. 7,213(2he ‘240 patent”), empressly states that
“[a]lthough aspects of the @sent invention are described aspgestored in memory, one skille
in the art will appreciate that these aspectsaiao be stored on ocgad from other types of
computer-readable media, such as secondarggeatevices, like hard disks, floppy disks, or
CD-ROM; a carrier wave, optical signal or digitalgnal from a network, such as the Internef
or other forms of RAM or ROM either currentpjown or later developed.” Ex. A, ‘240 pater
at 13:24-32 (emphasis added). Disclosurespatant or patent application incorporated by
reference should be viewed aand are intended by the patentee as — the equivalent of the
disclosures of the patent itselbee Arlington Indus. v. Bridgeport Fittings, Indo. 2010-1025,
2011 U.S. App. LEXIS 1118 at *20; 97 U.S2d (BNA) 1811 (Fed. Cir. Jan. 20, 2011)
(adopting a construction conforming with amext patent incorporated by reference).

Other evidence intrinsic to the ‘720 pateanfirms the broad definition of “computer-
readable media” (and similar terms) to encompassecavaves. The only relevant disclosure
the 720 patent specification is to storageide 19, storage device 15dstorage device 35:

[A] server 18 is operatively coupled ® storage device 19 in which globally

shareable class libraries 20 are maintirigach of the heterogeneous devices 11

can interface via a network 1%hich includes conventionghardwired and

wireless network configuration®©ther types of heterogeneous devices 11 and

various network configurations, arrangerttse and topologies are possible.

‘720 patent at 4:4@6 (emphasis addedee also idat figs. 1-2. Accordingly, “computer-
readable storage medium” must be construeddiade transient signals such as the incorpor|
and disclosed carrier wav&ee Nazomi Commc’ 403 F.3d at 1369 (disclosed embodiment

throw light on the meaning of a disputed claim term).
-7 -
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The ‘702 patent similarly encompasses carrier waves in the conempluter readable

media in a manner that is wholly consistesith and fully supports Google’s proposed

construction based on the patenteesh @xplicit definition of the term:

e “The received code may be executed by CPBI&X.it is received, and/or stored in ma
storage 212, or other non-volatstorage for later executidn. this manner, computer
200 may obtain application code in the form of a carrier wavd. at 7:10-14 (emphas
added).

See also idat 6:48-52 (electridaelectromagnetic or optical sigsy 6:60-67 (carrier waves).
These disclosed embodiments in the ‘702 pdtetiter emphasize that the term “computer-
readable medium” properly inclusiéransient signals such ag ttisclosed carrier waveSee
Nazomi Commc'n403 F.3d at 1369 (disclosed embodiments throw light on the meaning ¢
disputed claim term).

The ‘205 patent was filed in the same timenfie as many of the othA&sserted Patents,
is also consistent with Google’s proposedstruction, and provides further evidence of the
patentees’ intention to draft claims to encasgpsoftware transmitted via the internet or
otherwise via a carrier wave. In particularicarrier wave” is eXjitly included among the
embodiments disclosed in the ‘205 patent specificati®ee 205 patent at 4:48-54 (“Although
the CD-ROM 15 is shown as an exemplary coraptgadable storage medium, other comput
readable storage media including floppy diskgtdlash memory, system memory, and hard
drive may be utilized. Additioig, a data signal embodied incarrier wave(e.g., in a network
including the Internetinay be the computer readable storage medium.” (emphasis added)

C. The Intrinsic Evidence in the ‘104 Patent.

The ‘104 patent also contains intrineiidence consistent with Google’s proposed
construction that is based on the repeateti@ixgefinition of “computer readable media”
encompassing waves. In fact, the intrinsiclemce reveals that Simtentionally sought the
perceived benefit of this definition wheradded the language “computer-readable medium”
the claims of the ‘104 patent ftre first time nearly four yearstaf the original application wa

filed. The original applicabin for the ‘104 patent, filed ih992, did not include the term
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“‘computer-readable medium” at all. It was notil 1996 — in an attempt to broaden the ‘104
patent — that Sun used the reissue@dore to add claims reciting this term.

In view of the above, Google’s proposeamhstruction should badopted. A complete
summary of the prosecution and reissue histoth@f104 patent is attaed as Exhibit F. As
that summary shows, disclosures of a “compugéadable medium” in connection with the ‘10
patent were not submitted to the patent office until the first reissue application was filed o
November 211996. Because the term “computer-readable medium” was never disclosed
claims or specification of the original 1992 application, the correct timeframe for interpreti
this phrase in accordance with one of ordirgayl in the art wouldstart no earlier than 1996,
when this phrase was first intragd into the related applicatiénThat later time frame, of
course, is when Sun filed and prosecuted tipdicgiions discussed above, which contain the
explicit definitions described above.

d. Extrinsic Evidence

Moreover, in the relevant 1996-97 timefram when “computer-readable medium” wa
defined and claimed by the inverdaf the Asserted Patents — arferdinary skill in the art
would consider that phrase to bdbainclude carrier waves. Asstiussed above, at least four
the Asserted Patents exjillig defined this term to include a carrier wav®eediscussions of
intrinsic evidence in the ‘447476, ‘520, and ‘205 patentsupra Sun’s (now Oracle’s) patent
portfolio contains literally hundresdof instances in which Oraclepresented to the Patent Offi
and to the public that its claims addressed to “computer readable medium” were explicitly

defined to encompass information carried by waves.

On July 1, 1996, for example, Sun filed aplagation, which issued as U.S. Patent NaQ.

5,953,522, wherein claim 15 recites: “The conmepyrogram product of claim 14 wherein the

computer readable medium is a dsiggnal embodied in a carrier wave.”

2 SeeReiffin v. Microsoft Corp.214 F.3d 1342, 1346 (Fed. Cir. 2000) (“[C]laims to
subject matter in a later-filed application nopgarted by an ancestor@jation in terms of

8 112 11 are not invalidated [for that reason]; thieyply do not receive the benefit of the ear
application’s filing date.”).
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Similarly, on December 12, 1997, Sun filed anl@ggion that issued as U.S. Patent N
5,946,489 and discloses that:

[clommon forms of computer-readabteedia include, for example, . a.carrier
waveas described below. . .. @metwork 86 uses electricalectromagnetic or
optical signals that carry digital data streamghe signals through the various
networks and the signats the network link 84 and through the communication
interface 82, which carry the digital dataand from the computer system 20, are
exemplary forms of carrier waves transporting the informatian The received
code may be executed by the processor 2 iasreceived and/or stored in the
storage device 80, or other non-volatile atpr for subsequent execution. In this
manner,the computer system 20 may obtapplécation code in the form of a
carrier wave

U.S. Patent No. 5,946,489 at 11:1-64 (emphasis added).

Numerous other Oracle patents from thmsaime frame suppo@oogle’s construction
SeeEx. C (list of Oracle patents directed toquuter readable media and carrier waves).
Accordingly, compelling extrinsic evidence stothat, at the time th&sserted Patents and
these other patents were filed, the term “compugtadable medium” was widely recognized ¢
legal term of art that inabed wireless transmissiof. PIN/NIP v. Platte Chem304 F.3d
1235 (Fed. Cir. 2002) (noting that the basicnigbn of a term was “well-established” and

“well-expressed” in other patents and tlapplicable to [the present] case.”).

B. The ‘702 Patent

1. Overview

The ‘702 patent purports to optimize the dsttrage scheme inhetein Oracle’s Java
platform. While typical applicains for Windows or Macintosh computers are stored as a s
number of relatively large files, Java applioas are typically stored as a large number of
relatively small “class files,” each containing datal anstructions related @ particular “class”

of objects3

The well-known object-oriented programming cept of a “class” is described genera|

in the background section of the patent and elsegvh‘702 patent at 2:11-61. The “class file

described in the ‘702 patent is a digital file ooomputer with a very specific file format, as

3 One commentator alluded to this differetgecomparing the abilitfor certain tools to
compress the relatively large executable filesdusn other systems with the large number of
relatively small files created by Java compilers. EXx. E, Horspool at 1254.
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illustrated in figure 3 of the ‘702 patent (reprodutedbw) and described at great detail start
at column 11 and ending at column 35.

As depicted and described, as$ file is defined in th&02 patent as a specifically-
formatted file containinghe definition of exactly onelass or interfacé. Id. at 7:31-32, 7:20-
9:7,11:23-35:42, fig. 3. A class fileay be structured in a stamdacompliant Java class file
format containing such structuras a “constant pool table,”iélds,” and “methods,” which are
defined with great precision in the pateid. at 7:20-9:7, 11:23-35:42, fi§. Class files contai
data such as constgmbol entries, includingamesby which the class file references other cla
files, etc. Id. at fig. 3, 8:9-13. Class files also comtanstructions, organized as methodis. at
fig. 3, 8:52-56. This detailed specification of thessléle is necessary so that the Java Virtug
Machine (which executes Java apations) can properly interpreteltontents of each class fil

Another aspect of the Javaafibrm design is the requiremtethat a Java application

reference all data and functionality by

301 309
[ MAGIC I/ | INTERFACES CNT [/
. 302 .
name. Thus, if a Java program needs t0 3w | rwNor vERsION }/ 310
303 INTERFACES |
. . | MAJOR VERSION |}/
print a message for the user using a 304 a1
| CONST POOL CNT |/ [ FELDS ONT l/\
method named printMessage, the Java 308 510
. d FIELDS %
program must include the name of that
CONSTANT POOL [ METHODS ONT I/313
[TI T TABLE -
method, “printMessage,” in a table of suc 314
_ _ METHODS |
names. This table is called the “constant s
— 306 ATTRIBUTES CNT )/
pool table.” Id. at fig. 5, numeral 305. (LACCESSTTAGS V- s
. . . e LS CLASS ) 308 ATTRIBUTES }/
Often, many differentlass files will each [ SUPER CLASS |}/

contain a copy of @t string constant,

. : . FIGURE 3
“printMessage.” This results in a

duplication of data across the cladsdifor a given Java applicatioid. at 1:39-40.

4 An “interface” is a mechanism for genetlgadiscussing classesithout talking about
any specific class. By analogy, one might &iout wanting to buy a car, but one cannot
actually purchase a “generic” car arcar lot — only specific modetd cars. One can talk abou
a car generically, and people undenmstthat it is a motor vehicledhhas three or more wheels
doors, seats, a trunk, etc. A “car” is analogousrtinterface, while a Chevy Volt is analogou
to a class that may be saidingplement the “car” interface.
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The claims of the 702 patent are directededucing the duplication of information
across a plurality of class files, such as those in a Java class file fodoratt1:29-40. The
claims of the ‘702 patent recitemoving duplicated elementsa plurality of class files, thus
creating a plurality ofeduced class filesand forming ahared tablecomprising the duplicated
elements. The reduced class files and the shared table are then combined todidtrrolass

file.

One embodiment described in the ‘702 pateatfise-processor that examines each cl|ass

file in a set of class files talentify duplicate information such as redundant constddtsat
9:17-21. All occurrences of the redundant consaamtremoved from the constant pools of the
individual class files, which therefore becoreducedclass files.ld. at 9:23-25, 9:39-40. The
redundant constants are collected ataced in a shared tabl&l. at 9:21-23. The pre-processor
determines memory allocation requirements ferdlass files and packages together the (1)
shared table, (2) memory allocation requiremeants, (3) reduced class files to form what is

called amulti-classfile. Id. at 5:12-17, 9:35-40.

2. Disputed Claim Term: “reduced class file”

Google’s Proposed Construction Oracle’s Proposed Construction

Oracle’s position is that no construction is necessary,
a class file containing a subset of the data and| but if the Court agrees that Construction is necessary,
instructions contained in a corresponding origina] the parties are essentiallyagreement. A “reduced
class file class file” contains a subetof the code and data
contained in a class file

Contrary to Oracle’s assertions, the part@siposals differ in important aspects that
require this Court’s constrtion. Google’s proposed construction properly focuses on the
unambiguous claim language in view of the speatfon, and makes clear that a “reduced class
file” is, by its own termsa class file Claim 1 recites “removing shduplicated elements from
said plurality of class files tobtain a plurality of reduced dafiles.” In other words, the
original class files are reduced when duplicakuinents are removed, but are still of the clags
file format. See als¢702 patent at claim 7 (“computezadable programode configured to
cause a computén remove said duplicated elemefitam said plurality of class file® obtain a

plurality of reduced class filegemphasis added))See Phillips415 F.3d at 1314 (“claims
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themselves provide substantiaidance as to the meaning ofrpeular claim terms”). The
removal of duplicated elements from a classddes not change that class file into something
other than a class fildt is still a class file- albeit a “reduced” onek.g, '702 patent at 5:9-17,
fig. 5.

This is further supported by the specifioa — particularly the “Summary of the
Invention” — which explains that “all occurrencafsthe [duplicated] constant are removed frgm
the respective constanb@s of the individual clss files,” and that “[tje shared table, the

memory allocation requirements atfie reduced class filewe packaged as a unit in a multi-

class file.” Id. at 5:9-17 (emphasis added). When the Java virtual machine processes thel multi-

class file, it loads the “individual classes, with respective reduced constant pools” from the mult

class file (d. at 5:23-27, 9:35-43), confirming that the das are stored asdividual class files
that are “reduced” versions of the original class files.

In view of the claim language and the clear language dfgeification, Google
believes it is important that the Court’s constiart of “reduced class file” reflect: (1) that the
“reduced class file,by its own termsmust bea class file;(2) that the relevant elements of the
class files at issue are “data” amplerations (i.e.jinstructions”) e.g, ‘702 patent, fig. 3,
numerals 305 and 314); and (3) that trdueed class file must be a subsethef original class
file that has been reduced by the claimed proc&smgle also believesidg important that the
construction not include unnecessary ambigugies as references to the undefined term

“code,” which does not appear iretdiscussion of “reduced class $&lan the intrinsic evidence.

C. The ‘104 Patent

1. Overview

The 104 patent discloses two different aggarhes to converting a software program
written in a human-readable programming languageufce code”) into a form that can run gn a

computer. In the first “compiled” apprdaca program called a compiler converts the source

code into “executable code for a specific computer architecture.” ‘104 patent at 1:25-28. | The

resulting code, often called “machine code” or “natbode” is in a form that is specific to the

computer hardware (e.g., a microprocessor dg)&® that the hardware knows how to run the
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software program. In the second “interpretadproach, a translatérst converts the source
code “of a program into an intermediate fornpitglly independent of any computer instructi
set.” Id. at 1:58-61. Subsequentlypeogram called an interpreter “scans through the code
intermediate form, and performs the indicated actiots.’at 1:67-2:3. In other words, the
interpreter essentially converts (or “interprets”) the intermediate form code to machine co
run time so that the hardware knol@v to run the software program.

Intermediate form code may take the formacfequence of instructions that may cont
references to data stored in dadabject elsewhere in memorid. at 1:31-43, 1:61-6, figs. 1A-
1B. Generally, a data reference may be nunaeridepicted in Figure 1A (i.e., the number “2
in the “LOAD 2" instruction), or symbolic as deped in Figure 1B (i.¢ the string or character
“y” in the “LOAD ‘y"” instruction). According tothe ‘104 patent, data references in instructi
in intermediate form “are made on a symbolisiaand, thus, are not &t fully resolved.” Id.
1:61-64. Accordingly, the intergter must resolve a symbolic reference “each time the
instruction comprising the symbolic reference is interpretédl.’at 2:3-6.

The ‘104 patent describes this resolution asé&na level of intergetation at execution
time,” which causes execution to slow each tinstructions comprising symbolic references
interpreted.ld. at 2:10-15. Accordingl the ‘104 patent discloses a “hybrid compiler-
interpreter” that resolves symbolic refeces only once during the first pass of the program

execution.ld. at 5:39-49.

2. Disputed Claim Term: “symbolic [data/field] reference”

Google’s Proposed Construction Oracle’s Proposed Construction

n

a dynamic reference to data that is string- or | No construction necessary. The ordinary meaning
character-based reference by name”

This claim term is important because the specification repeatedly distinguishes bef
references that are “symbolic” and referencas éine “numeric.” Oracle’s construction has n
support in the specification, and afsds to make clear this imptant distinction.On the other
hand, Google’s proposed construatie fully supported by the intrsic evidence, and directly

addresses this issue.
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Google’s construction relies dne specification to deternerthe meaning of the word

“symbolic.” “Symbolic” was repeatedly distingied from “numeric” in the specification, an

Google’s construction makes thdstinction clear by identifying wat references are — and what

references are not — “symbolic” within the mewanof the ‘104 patent. Indeed, the ‘104 pater
clearly and consistently recites the distiog between two different mechanisms by which
program instructions may reference data @alustatic numeric references and dynamic
symbolic references. For example, in the “Sumnudithe Invention,” the ‘104 patent states t
there are “two data referenbandling routines, a static feereference routine for handling
numeric references anddgnamicfield reference routine for handlimymbolicreferences The
dynamic field reference routine resolves a sgliatreference and rewrites the symbolic
reference into a numeric referencéd. at 2:41-47 (emphasis addedi another eample, “[a]s
shown in FIG. 7, upon receiving a data refeesbygte code, block 86, the main interpretation
routine determines if the data redace is static, i.e. numeric, @dynamic, i.e. symbolidlock
88.” Id. at 5:9-12 (emphasis added).

In the lone example provided in the ‘16§decification, a program references a data
coordinate point, which may represent the dowtes of a point ontavo-dimensional graph,

i.e., an (x, y) coordinateld. at 1:32-41see alsdrigs. 1A and 1Below

INSTRUCTION INSTRUCTION DATA
SEQUENCE OBJECT il OBJECT
™ 10 [ ] -lxlt =23 ’10'
SLOT1=23 ¥ 1
) wn 17
. SLOT 2 = 17 .712 14' Y = 1T d
14 ~ "
t LoaD2 ° LOAD"y SYMBOLIC *
NUMERIC . REFERENCE
° REFERENCE ° ]
- ° ¢ .
.
Figure 1 .
f o At A Figure 1B
Prior Art

In this example, the data values représe@rthe coordinate pair may be referred to
symbolically by the single character strings “x” and “g&¢Fig. 1B) or directly using the

numeric addresses, or slot numbers, 1 ars@Hig. 1A). Symbolic referencing is
-15 -
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advantageous as it allows the program to cdgrecicess the desired data values even if thos
values are at some point moved in meymar reassigned to different slotkl. at 1:51-56. This
advantage must be balanced against the addifiooeessing required focate the data in its
numeric slot when the program is executét.at 2:10-15.

Thus, it is clear from the intrinsic edce that a “symbolic reference” is a dynamic

reference to data that is string- or character-based.

3. Disputed Claim Term: “intermediate form (object) code”

Google’s Proposed Construction Oracle’s Proposed Construction

independent of any computer instruction set | code and is independent of any computer instructior

The parties have nearly reathagreement on the constroatiof the term “intermediate

e

code that is generated by compiling source code andéxecutable code that is generated by compiling soyrce

set

form (object) code,” with the only dispute bembether the term requires the limitation that the

codemustbe executable, as Oracle proposes. The sitrgvidence firmly establishes that thi
term should not be so limited. The Cotah therefore accef@oogle’s proposed claim
construction and focus its attention on the propriety of Oracle’s suggestion that “executah
should be included in the constructias a further limitation on “code.”

Nothing in the intrinsic evidence supporgading the term “executable” as a further
narrowing of the term “code.” The specificatiaantains no such defingn. Further, nothing i
the specification amounts to a clear disavosfallaim scope that would narrow the term’s
ordinary meaning. Rather, the specificatiopleitly states that “a variety of well known
tokens, intermediate regsentations, annotatiorad intermediate formshay also be used to
practice the present invention.” ‘104teat at 4:29-32 (emphasis added).

It is a bedrock principle of patelaw that “the claims of patent define the invention tg
which the patentee is entitled the right to excludad that the words of the claim “are gener3
given their ordinary ad customary meaning.Phillips v. AWH Corp.415 F.3d at1312. The
term “intermediate form (object) code,” as ugethe ‘104 patent clans, is never modified by
the word “executable.’See€104 patent claims 11, 12, 17, 19-23, 27-35, and 39-41. Thus, t

explicit claim language does not require tegecutable” limitation proposed by Oracle.
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The claims and prosecution history both reindotttis conclusion. The original claims
the ‘685 patent (before s=ue) explicitly recitedexecutable codm intermediate form.”See
‘104 patent at 5:63 (originglaim 1) (emphasis addedql;, at 6:36-37 (original claim 6). Upon
reissue, however, the patentiided to drop the “executablmodifier, and claim only
“intermediate form (object) code.” The absentéhis modifier strongly implies that the term
“intermediate form (object) codes not limited to “executable” codeCf. Phillips 415 F.3d at

1314 (finding that the use of the term “stedfllea” “strongly implies that the term ‘baffles’

of

does not inherently mean objects made of stedtijeed, when claims use different terms, those

differences are presumed to reflect fedence in the scope of the claim3d. of Regents v.
BenQ Am. Corp533 F.3d 1362, 1371 (Fed. Cir. 2008).

Accordingly, this Court should adopt Goet§ construction of “intermediate form
(object) code,” which does not improperly impardimitation that the code be “executable.”
See, e.gVentana Med. Sys., Inc. v. Biogenex Labs., #&3 F.3d 1173, 1181 (Fed. Cir. 2006
(claims are not limited to the disclosed embodinaed need not cover ey feature disclosed
in the specification).

4. Disputed Claim Term: “resolve” / “resolving”

Google’s Proposed Construction Oracle’s Proposed Construction

No construction necessary. “Resolving” a symbolic
replace/replacing at least for the life of the process reference is determining its corresponding numerica|
reference.

a. Overview.

The vast majority of the ‘104 specificatidiscloses admittedly well-known techniques

of the prior art. The sole afjedly distinguishing feature tthe ‘104 patent is the manner in
which the claimed system resolves symbolic refees. Indeed, the ‘104 fgat admits that prig
art interpreters had long been ahfe of resolving a symbolic reference in intermediate code
run time. See, e.g.'104 patent at 2:3-9. However, tH04 patent claims that the prior art wa
inefficient because resolution of a symbolic reference was perfazaaddtime the instruction
was interpreted Accordingly, the ‘104 patemurports to resolve symho references so that a

instruction containing a symbolicfezence need only be resolvatthe first execution of the
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instruction In other words, when a process (or pamg) is run by an interpreter, the symbolig
reference is replaced during regeon with a more efficient numeric reference, after which th
numeric reference is used. This replacement nensain at least for the duration of executiof
i.e., the life — of the process thatbeing interpreted in order totsdy the stated objective of th
‘104 patent and to distinguighe ‘104 patent from the ipr art disclosed thereinSee Nystrom
v. Trex Co,.424 F.3d 1136, 1144-45 (Fed. Cir. 2005) (tansg term “board” as limited to
wood cut from log because the intrinsic evideronsistently described “board” as su@; v.
J&J Orthopaedics, In¢976 F.2d 1559, 1566 (Fed. Cir. 1992) (hiog) that the lower court wag
“entirely proper” to use the specification—inding the stated objegt of the patent—to
construe disputed claim terms).
b. The Term Should be Construed
Oracle’s position that this phrase does not riedzk construed Mwithout merit because

— as evidenced by the proposed ¢arttions — the “plain meaningif this term is disputed by

the parties. The word “resolve” has non-tecahmeanings as well as many possible techni¢

meanings. Construction is therefore necessdgeConceptus, Inc. v. Hologic, IndNo. 09-
02280-WHA, 2010 U.S. Dist. LEXIS 24247 at *19 (N.D. Cal. Mar. 16, 2010) (Alsup, J.) (c
02 Micro, 521 F.3d at 1361 (“A determination that ail term ‘needs no construction’ or has
the ‘plain and ordinary meaningiay be inadequate when a tdmas more than one ‘ordinary’
meaning or when reliance on a term’s ‘oatlyi meaning does noésolve the parties’
dispute.”)). Moreover, when presented withantéaving multiple ordinary meanings — such
“resolve” — the court should adopt a meartimat includes the disclosed examples in the
specification. Conceptus2010 U.S. Dist. LEXIS 24247 at *26 (citinggrizon Servs. Corp. v.
Vonage Holdings Corp503 F.3d 1295, 1305 (Fed. Cir. 2007). Finally, the claims and
specification show that the pateatapplied a particular technicakaning for the term “resolve
that needs to be reflectedthre definition of this termSee Edwards Lifesciences LLC v. Coo
Inc., 582 F.3d 1322, 1329 (Fed. Cir. 2009)(holding tmatrt should adopt special meaning “if

the intrinsic evideoe shows that the pntee distinguished that tefmom prior art on the basis
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of a particular embodiment . . . "'3M, 976 F.2d at 1566 (holding thiats “entirely proper” to
use the stated objective of the patientonstrue disputed claim terms).

The sparse disclosure of the ‘104 pateldtigg to the term “resolve” -- namely Figure
and its description (‘104 patent&R6-27) -- tie “resolution and rewriting” together as two si
of the same coin. That Figure, the only onthmpatent relating to this disputed term, shows
single step labeled “symbolic reénce rewritten as numeric refaoe.” This is not surprising,
since this characterization is consistent withsta#ed objective of the patent, the remainder
the specification, and the purportéigtinction over the admittedipr art. Based on this limiteq
disclosure, Google’s proposednstruction is correct.

C. The Specification

The ‘104 patent concedes that prior artnoteters such as the BASIC interpreter had
long been able to resolve a symbolic referenceeplacing it with a nueric reference at run
time. ‘104 patent at 2:3-9. However, the ‘104epd alleges that these prior art interpreters
experience “execution [that] is slowed significghtiue to the “extra level of interpretation at
execution time” i(e., resolving the symbolic referendat must be performed “each time an
instruction comprising a symbolreference is interpretedld. at 1:67-2:15.

In contrast, the ‘104 patediscloses that a symbolicfegence be resolved only once
while a process is being executed. The “Summatiefnvention” statethat the dynamic field
reference routine “resolves a symbolic refeeeand rewrites the symbolic reference into a
numeric reference . . . therebfoaing the rewritten instructiowith numeric reference to be
reexecuted.”ld. at 2:44-51. As a result, the disclosed system was said to “achieve[] exec
performance substantially similar to that of the traditional compiled object code . . . since
reference resolution is performed at tinst executiorof a generated instruction . . . 1d. at
2:60-67 (emphasis added).

Similarly, the “Detailed Descrign” states unequivocally thagsolution of a symbolic
reference is performed only once while agass is being executed “under the present
invention”:

Thus, except for the first execution, the extra level of interpretation to resolve
the symbolic reference is no longer necessary. Therefore,_under the present
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invention the “compiled” intermediate form object code of a program achieves
execution performance substantially similar to that of the traditional compiled
object code, and yet it has the flexibiliy not having to be recompiled when the
data objects it deals with are alterecelithat of the traditinal translated code,
since data reference resolution is performed at the first execution of a generated
instruction comprising a symbolic reference.

Id. at 5:39-49 (underlmand italics added3ee als®:32-38, fig. 8.See Trading Techs. Int'l v.
eSpeed595 F.3d 1340, 1353 (Fed. Cir. 2010) (a refeecio “present invention’ strongly

suggests” that the inméon is so limited).

The ‘104 patent discloses only this embodimamd does not suggest elsewhere that the

claimed “resolution” can be acticed without replang the subject of the resolution (i.e., the
symbolic reference) at least for the duratdrexecution, i.e., the life of the process.
d. The Prosecution History

Google’s definition also reflects the patgis express statements in the prosecution
history, where he explained tH&v]hen an unresolved symbolreference is encountered, a
numerical value corresponding teetheference is determined and stored in memory. When
resolved symbolic reference is encounteredirtsiguction is interpretkby reading the stored
numeric value.” Ex. B-3,104 File History at OAGOOGLE0000059397-0@n the context of
claim 11 but referring to the patent more generally).)

It is therefore evident frortihe patent claims, figures, sjfezation, prosecution history,
and prior art that “redving” requires (i)replacinga symbolic reference by rewriting it as a
numeric reference, such that (ii) the numeric reference isaidedst for the life of the procesy
so that the symbolic resolution is performedydifibr the first execution” of an instruction
containing a symbolic reference. ‘104 paters:809-40. These distinctis are essential to the|
patent, its only disclosed embodiment, arelgtated reason for the improved execution
performance claimed by the pateee idat 2:60-67, 5:41-49See 3M976 F.2d at 1566
(holding that the lower court wédsntirely proper” to use the spdication — including the stateq

objective of the patent — to cdange disputed claim terms).

S Future citations to the file histories will be shortened to the last five digits of the
document production number.
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e. The Claim Language

The claims of the ‘104 patent further conf that “resolve” and “resolving” mean
“replace/replacing at least for thie of the process.” Claim 12, f@xample, indicates that the
patentee intended that claim foesolving” to encompass and not be distinct from storing a
numerical reference Se€104 patent at claim 1%ee alsalaims 13 and 18-19. Other claims
such as claim 11, provide that a numeric referendeteyminedor useinstead of the symbolic
reference, and that it goredfor future use.See idat claim 11. Thus, the claim language is
consistent with the specification’s apparemei@ipt to distinguish the admitted prior art and
supports Google’s proffered constructiddee Applera2008 U.S. Dist. LEXIS 16712 at *15
(“While certain terms may be at the centethaf claim construction debate, the context of th
surrounding words of the claim also must bastdered in determing the ordinary and
customary meaning of those term&8CTV, Inc. v. Walt Disney C846 F.3d 1082, 1088 (Fed
Cir. 2003));see also Hockerson-Halbeastt, Inc. v. Converse Incl83 F.3d 1369, 1374 (Fed.
Cir. 1999) (‘Proper claim construction, howevenadads interpretation dlfie entire claim in

context, not a single element in isolation’)”).

D. The ‘520 Patent

1. Overview

The ‘520 patent is directed at a way opnoving the performance of a virtual machine.

A virtual machine is a program that runs ontigatar hardware and thaan run other programd
not written for that hardware. ‘520 patentleé®-17. Virtual machines long predate the ‘520
patent. The ‘520 patent is directed to ahmnd of receiving computer code, simulating the
execution of computer code without actually rimgnthe code in order to identify the target
operation, and then creating a single instrucaibmwing the processing component to perforr
the target operationld. at claim 6. This “optimized” singl@struction is later processed by th
virtual machine.ld. In this same manner, the ‘520 patent seeks to improve conventional
systems for initialization of static arrays by reducing the amount of code executed by the

machine to staticallynitialize an array.Seeid. at Abstractsee alsad. at claim 1.
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2. Disputed Claim Term: “the play executing step”

Google’s Proposed Construction Oracle’s Proposed Construction

“The play executing step” in claims 3 and 4 is a

Indefinite — cannot be construed reference to the “simulating execution” step in claim 1

The phrase “the play executing step” as usadaims 3 and 4 of the ‘520 patent is
indefinite because it lacks proper antecedent basiss deficiency is insoluble and renders the

d.

claims indefinite.See Exxon Research & Eng’g Co. v. Uniidtes, 265 F.3d 1371, 1375 (Fe
Cir. 2001).

This deficiency — which affects only two claims out of the 132 claims asserted by Qracle

—is, moreover, a claim drafting error that canm®torrected or “fixed” by way of claim
construction. As this Court has previouslydhéhe proper way to remedy a claim drafting erfor
is through proceedings before the Patent Offteee Applera Corp.-Applied Biosystems Group
v. lllumina, Inc, No. 07-cv-02845-WHA, 2008 U.S. Dist. LEXIS 16712 at *15 (N.D. Cal.
February 21, 2008) (Alsup, Joee also Helmsderfer voBrick Washroom Equip., IncG27

F.3d 1379, 1383 (Fed. Cir. 2008) (“Courts cannot renaldim language.”). Even if this phrase

could be construed, moreover, Oracle’s propasettruction is contrary to the plain languag

4%

of the claims and improperly attempts tgae claim scope thatas surrendered during

prosecution of the patent.

a. The Prosecution Historyof the ‘520 Patent

The application that led to the ‘520 paterats filed with original claim 1 reciting:
1. A method in a data processing systenstatically initalizing an array,
comprising the steps of:
compiling source code ... ;
receiving the class file ... ;

play executing the byte codes otthlinit method against a memory to
identify the static initializatin of the array by the preloader;

storing into an output file ... ; and
interpreting the instruction ... .

-22 -

GOOGLE INC.'S OPENING CLAIM CONSTRUCTION BRIEF CIVIL ACTION No. CV 10-03561




© 00 N o o b~ w N Pk

N N N N N DN DN NN R R R R R R R B R
0o N o 0NN WN P O ©OW 0o N O o~ WwN R O

Ex. B-4, ‘520 File History at 57480. This claim was rejectedrdgipated by the prior art
publication “Briki: An Optimizing Java Compiler,” by Ciernial&eeEx. B-4, ‘520 File History

at 57505-06. In response teetrejection, the applicants amended claim 1 as follows:

simulating execution offplay executing]the byte codes of the clinit method
against a memornyithout executing the byte codeso identify the static
initialization of the array by the preloader;

Ex. B-4, ‘520 File History at 57510-11 (underhgi shows additions to claim; bracketing shoy
deletions from claim). Applicants statégat during an interview with the Examiner,
“applicants’ attorney and the Examiner agreedt[tha] amendment to claim 1 . . . would furth
clarify the distinctions between the claim and tited art” and that “this amendment rendere
all of the pending claims allowable over thediart.” Ex. B-4, ‘520 File History at 57511.

Dependent claims 3 and 4 refer to “The play executing step” of claim 1. These tw(
claims were not amended when claim 1 wasraded. In response to the amendment of clair
the Examiner allowed all of the claim&x. B-4, ‘520 File History at 57513.

Because “[t]he prosecution hasy limits the interpretatioof claim terms so as to

exclude any interpretation thagas disclaimed during prosecutioigbuthwall Techs., Inc. v.

Cardinal IG Co, 54 F.3d 1570, 1576 (Fed. Cir. 1995), itlsar that the phrase “play executing

is not the same as “simulatiegecution.” “Claims may not beonstrued one way in order to
obtain their allowance and in a differemay against accused infringerdd. Claim 1 originally
recited “play executing the byted®s” — but that language was rejected under 35 U.S.C. §
as anticipated by the prior aifeeEx. B-4, ‘520 File History ab7505-06. To secure the pate
the applicants amended claim 1, changingy'@&ecuting” to “simulating execution of” and
adding the phrase “without executing the bytdass to this limitation. Ex. B-4, ‘520 File
History at 57510. The Examiner believed thas amendment was sufficient to narrow the
claim and avoid the prior arSeeEx. B-4, ‘520 File History at 57511 (“Narrowing the claims
make clear the functions of these elementseva¢so discussed.”). And because no argumen
was made at the time of the amendmenttti@tlaim scope was unchanged, the patentabilit
based changes to the claim are limiting. “Whayeexplanation is established, . . . the court

should presume that the patent applicant haubatantial reason relatéo patentability for
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including the limiting element added by amendmeft/arner-Jenkinson Co. v. Hilton Davis
Chem. Cq.520 U.S. 17, 33 (1997).

As a result, the applicants of the ‘52Qgyd surrendered any claim that the “play
execution” step is synonymous with, or equivalaerdécope to, the “simating execution” step.

b. Judicial Correction of this Claim Drafting Error is Improper

The Federal Circuit has established a two-fgstt to determine whether “a district cou
can act to correct an error in a pateptinterpretation of the patent.Novo Indus., L.P. v. Micr
Molds Corp, 350 F.3d 1348, 1354 (Fed. Cir. 2003). A district court may do so if (1) the
prosecution history does not “sugg@ different interpretation of the claims,” and (2) the
correction is not “subject to remsable debate based on consadien of the claim language an
the specification.”ld. Failure to meet just one prong of tiest is futile to the party seeking to
correct a claim.See id. The proposed “correction” offered by Oracle fails to meet either prg

First, as shown above, the prosecution hyssmggests a differeiiterpretation of the
language and demonstrates thdy executing” is nothe same as “simulating execution” an
the “simulating execution” step is different in scope from the originally-claimed “play
executing” step.

Second, the plain language of the claims caltta the correction that Oracle now sesq
Claim 1 recites “simulating execution of the &yiodes of the clinit method against a memory
without executing the byte codes520 patent aB:34-36 (emphasis added). Claim 3, on the
other hand, recites “the playeuting step includes . reading a byte code from the clinit
method that manipulates the staakg performing the stackanipulation on the allocated
stack” Id. at 9:66-10:4 (emphasis added). Simyladlaim 4 recites “the play executing step
includes . . . reading a byte coldem the clinit method that mgulates local vaables of the
clinit method;and performing the manipulation of tleecal variables orthe allocated
variables” 1d. at 10:5-11 (emphasis added). Thienldating execution” step of claim 1
prohibits execution of the byte codes, whereas cléBmasd 4 indicate that the “play executing

steprequiresexecution of the byte codes in order to perf the stack or varidd manipulations
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As a result, the propriety of the proposed “ection” of claims 3 and 4 to simply equa
“play execution” with “simulating execution$ “subject to reasonable debate based on
consideration of the claim languageNovo Indus.350 F.3d at 1354 (holdly that court cannot
correct an error in a patent through intergretawhere correction is subject to reasonable
debate). This Court should refrain from corregt@m error that Oracle should have sought tg
address in the Patent Offic&ee id.

As this Court has held, the claim comstion process should not be misused for

redrafting invalid claims:

[T]he inventor, patent counsel, and theewner all made a drafting error. While

it is tempting to just fix it up in the claim construction process, that temptation
would be dangerous course, for it shouldupeto the PTO in the first instance to
amend claims.. . . It may be that, omedrafted, the examiner might recognize
prior art problems that escaped attention before. The express language of thg
claim must govern.

Applerg 2008 U.S. Dist. LEXIS 16712 at *15.
V. CONCLUSION

In view of the above, Googlrespectfully asks the Cauo enter an order adopting

Google’s proposed constructions for eactthef disputed terms discussed above.

DATED: March 17, 2011 KING & SPALDING LLP

By: _/s/ Scott T. Weingaertner
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