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At the Court’s request, Oracle America, Inc. (“Oracle”) discusses below the three issues

of greatest concern regarding theurt’s proposed jury instrucins distributed on April 26, 2012.
Oracle may raise additional items regarding the jusyructions and the Court’s special verdict

form at the charging conference on Aprl 27, 2012.

l. THE JURY SHOULD BE INSTRUCT ED THAT THE STRUCTURE,
SEQUENCE, AND ORGANIZATION OF THE 37 JAVA API PACKAGES
AS EXPRESSED IN THE APl DOCUMENTATION IS ALSO AT ISSUE

Oracle objects to the Court'sstruction No. 21 that “Fahe APl documentation issue,

you do not need to be concerned with structure, sequence, and organization, a concept that apr.

only to the compilable code part of the cas@g=CF No. 994 at 12-13.) The structure, sequence,
and organization (“SSQO”) of the API packagestxwithin the APl documentation as well ang
Google should be liable for copyinditlt would be error to instruche jury to disregard it.

Dr. Reinhold, Chief Java Architect at Oraclepkxned that the struate expressed in the
APl documentation is the same as the structutt@mthe compilable code because the code i$
run through the Java Documentattextractor (or “Javadoc”) to pluout the structure and English

language comments, and produce a webpage thattsettiecsame SSO of the API that is in thg

1%

code. (RT at 606:14-608:3 (Reinhold); TX 1046 at p.19 of 24.)

Now, we also run that sourcéefthrough another tool called the

Java Documentation Extractor $avaDoc for short. That tool
processes this file. fiulls out the structure, the names. It ignores

the actual instructions the methods. It also pulls out the English
prose, which is in comments in this file, and produces the web page
that we have been looking at already.

! The Court has acknowledged the importanghefstructure, sequence, and organization
expressed within the APl documentation, explaining:

The specification for a class library—teh like the specification for an
automobile—is an item of detailed documentation that explains the
organization and function of albpkages, classes, methods, and data
fields in the library. The class libmaspecification for a given software
platform, sometimes called the ‘API Specification’ is an important
reference item for programmers.”

(ECF No. 433 at 3.)
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So in a very real sense thissigftware that contains its own
blueprint. All right. An API is a blueprint, well, the blueprint is in
the source file along with all of ¢hinstructions that actually wind
up in the class library.

(Id.) In response to th@ourt’s questions, Dr. Reinhold expiad that, “In terms of the actual
text, the words [in the documentation] are commedr, the API structure is copied over from th
source file, and all of the words describing eackthoet or field are also copied over.” (RT at
609:1-9.) Gee alsdRT 1169:8-15 (Lee agreeing thike Java documentation, Android
documentation was “created by a tool that actualds portions of the source code and then
places it in a kind of template that's avai@on the web as a source of documentation.”)
Regardless of whether the SSO is egpeel in the compilable code or the API
documentation, it is protectable expression in both casesmimbental Ass’n v. Delta Dental
Plans Ass'nJudge Easterbrook found that the structidréental code which organized various
dental procedures into agnarchy represented in three formats — numerically, by short
description, and by long descripti — was equally protectable redig@ss of which format was
copied. 126 F.3d 977, 979, 980-981 (7th Cir. 199Me long description is part of the
copyrighted work, and original long descriptions make the \aer& whole copyrightable. But
we think that even the short description and thalmer are original works of authorship.”). Th
infringer copied “most of the numbering systand short descriptions from the ADA’s Code,”
and the Court did not distinguish one format from dther. It explained that taxonomies, suc
the West Key Number System and the dental code, are not “systems” and are protectable
expression. 126 F.3d at 978 (7th Cir. 1997) (nativag “[b]lueprints fordarge buildings (more
committee work), instruction manuals for repesy automobiles, wed car value guides,
dictionaries, encyclopedias, maps” are protectable original expre$skmlogously, if the SSC

of the 37 Java API packages is protectable psesged in source codeigtalso protectable as

% The court explained that “Facts do not syghkir own principle®f organization.
Classification is a creative endea. Butterflies may be groupdxy their color, or the shape of
their wings, or their feeding or breeding habaistheir habitats, or the attributes of their
caterpillars, or the sequencetbéir DNA; each scheme of clasation could be expressed in
multiple ways.” Id. at 979.
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expressed in the APl documentetti Far less creative structutesse been found subject to
copyright protection in this CircuitSee, e.g., CDN Inc. v. Kapd®7 F.3d 1256, 1262 (9th Cir.
1999) (prices in guide for collectible coinBxactice Mmgt. Info. Corp. v. Am. Med. Ass'n,
877 F. Supp. 1386, 1390-92 (C.D. Cal. 1994)d in relevant part121 F.3d 516 (9th Cir. 1997)
(numerical codes for medical procedurds)cobsen v. KatzeR009 U.S. Dist. LEXIS 115204, at
*9-10 (N.D. Cal. Dec. 10, 2009) (text files reflexy decoder information from model railroad
manufacturers).

The trial evidence shows that Google cogleel English languagaescriptions of API
elements within the APl documentation into Androi®e€RT 1169-1176 (Lee comparing the
wordingbetween Java and Android documentation)t @racle’s claim should not be limited tp

that form of copying. Oracle is also entitledstdomit to the jury thathe SSO expressed within

the APl documentation was copied, in additioth® English language descriptions. (RT 1174:1-

16 (Lee) (“Q. And the structure of the documemtatis identical; correct, i&? And if you think of
it as an outline, the outline woultdatch identically; correct, sir? Aes. Q. And that's because
on the Android side you're documenting the sapgication programmingterfaces as were
documented on the Java sidetreat, sir? 16 A. Yes.”.)

On a related point, in Instction No. 25, Oracle disagret@sat the jury should be
instructed to apply the “virtually identicadtandard to API documentation “because the
documentation for the API packages describe nateaWwnical functions and it is to be expected
that the same words and phrases would be hkalg used.” The structure, sequence, and
organization of the documentation invoheggually as many design choices as the
implementation does. Copying the SSO fromARe documentation should be subject to the
same substantial similarity test used for copying the compilable &gk Johnson Controls,
Inc. v. Phoenix Control Sys., In886 F.2d 1173, 1176 (9th Cir. 1989) (applying substantial

similarity standard to copied non-lisdrelements of computer software).

ORACLE’'S COMMENTS REGARDING THECOURT S PROPOSEDJURY 3
INSTRUCTIONS(PHASE ONE) , CASENO. CV 10-0356 IWHA

sf-3138614




© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

I. THE JURY SHOULD BE INSTRUCTED THAT THE NAMES OF JAVA
APl PACKAGE ELEMENTS ARE PR OTECTABLE AS PART OF THE
STRUCTURE, SEQUENCE, AND ORGANIZATION OF THOSE
PACKAGES

The Court’s Proposed Instruati No. 20 states that “copghts do not cover the names
given to files or packages because under thedames cannot be copyrighted.” This senteng
tracks the Court’s earlier rulingat individual names are nptotectable by copyright.Se€eECF
No. 433 at 7-8.) Instruction No. 20 does not, hasvexeflect the issue that the Court left oper
regarding names — “the possibilityat the selection or arrangemeinthose names is subject tg
copyright protection.” Ifl. at 8.) As currently drafted, th@struction omits the concept that
names may be protectalas part ofthe SSO of the 37 Java APackages. Instruction No. 20

may be misinterpreted by theyuas a directive to disregard the names completely, which wg

make it difficult or impossible to assess the S8@he 37 API packages of which the names are

an integral part. To clarify ik point, Oracle proposesiding at least onersence to Instruction
No. 20: “While individual nenes are not protectable on a slalone basis, the names are
protectable as part difie structure, sequence, and oigation of the 37 APl packages.”

The Court’s prior ruling that names are nattpctable was limited to individual names
short phrases taken on a standalorsessba ECF No. 433 at 7-8 (citiffgega Enters. Ltd. v.
Accolade, InG.977 F.2d 1510, 1524 n.7 (9th Cir. 1992) (“Seg&surity code is of such de
minimis length that it is probaplunprotected under the wordsdashort phrases doctrine”)).)
The Court expressly acknowledgeathc]opyright protection fothe selection and arrangeme
of elements within a work is a separate goasfrom whether the elements themselves are
protected by copyright.”14. (citing Lamps Plus, Inc. v. Sek Lighting Fixture Cq.345 F.3d
1140, 1147 (9th Cir. 2003) (“a combination of unpatéble elements idigible for copyright
protection only if those elements are nuowsr enough and their selection and arrangement
original enough that their combith@n constitutes an original wod authorship”)).) The law is
clear that elements that are unprotectablaromdividual basis may be combined into a
protectable whole itheir selection and arrangement is sufficiently origirggeFeist Publ’ns,

Inc. v. Rural Tel. Serv. Co499 U.S. 340, 362 (1991) (“[t]he quies that remains is whether
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Rural selected, coordinated, or arranged thesepymightable facts in an original way. As

mentioned, originality is not stringent standard . . .”)See also Merchant Transaction Sys. v.

Nelcela, Inc. 2009 U.S. Dist. LEXIS 25663, at *49 (D. iar 2009) (“the Court cannot conclude

that no reasonable juror could not find creatiytyhe selection and arrangement of the Lexce

software’s field names, let alone the remagnallegedly similar nonteral elements of the
Lexcel software, sufficient to render tbempilation original enough for protection.”).

In this case, the SSO of the 37 API packag@sanifested, in parin a hierarchy of
named packages, classes, methods, and othezmlesuch as interfaces and fields. Dr.
Reinhold, Chief Java Architect at Oracle, pa®d the following example showing the hierarck

of some of the classes in tfjava.nio.channels” package:

java.nio.channels
- Object
- Channels
- FileLock
- Pipe
- SelectionKey
- Selection

- AbstractinterruptibleChannel
- FileChannel
- SelectableChannel
- AbstractSelectableChannel
- DatagramChannel
- ServerSocketChannel
- SocketChannel

(RT at 594:2-596:22 (Reinhold); TX 1046 at slidg9l( of 24).) To meaningfully evaluate th
SSO of the API packages, the jumill need to consider the maed elements as part of the
structure. Without the named elements, the uppéions of the hierarchy (everything above t{

method declarations) would be incomprehensible:

B Object
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This cannot be the intended result of the €swarlier ruling regaidg names. The method
declarations themselves consist of words amdtgihrases that might not be copyrightable in
isolation (e.g., “public statimt max (int argl, int arg2)”), yehis does not mean that the
declarations are unprotectabi@®T at 786:1-787:8 (Bloch}.)While the Court ruled that

individual names are unprotectable, nameseénctimtext of the SSO are part of what is

protectable. Instruain No. 20 should reflect that distinmti, as suggested by Oracle’s propos
edits.
1. THE JURY SHOULD BE GIVEN MORE GUIDANCE ON THE
ELEMENTS OF GOOGLE'S FAIR USE DEFENSE
The Court’s Instruction bl. 28 regarding Google’s fair use defense should be

supplemented to provide additional guidance tguhgeon how each of the statutory factors is
be applied. Factors 1, 3, and 4 currently mtewno indication as tahether those elements
weigh for or against fair use, and factor 2mbiguous without further explanation. To provid
clarity, Oracle proposes a few atilohs to this instruction:

First, to help orient the jury to the conceptfair use,” the instration should include the

following preamble language from Section 107:

[F]air use of a copyrighted work . . . fpurposes such as criticism, comment, news
reporting, teaching (including multiple copies classroom use), scholarship, or
research, is not an infigement of copyright.

17 U.S.C. 8 107. This language provides usetaimples of the typed activities that may

constitute fair use ad copyrighted work.

3 Dr. Bloch acknowledged thatdtselection of names for ABlements is important. (R]
at 744:16-745:20.)

ORACLE’'S COMMENTS REGARDING THECOURT S PROPOSEDJURY 6
INSTRUCTIONS(PHASE ONE) , CASENO. CV 10-0356 IWHA

1

sf-3138614



© 00 N o o b~ w N P

N N N N DN DN NN DN R P R R R R R R R R
® N o O~ W N P O © 0N O 0NN W N B o

Second, Oracle proposes the following additimnhe fair use factors in Instruction
No. 28, drawn from the caselaw dtm the Model Instructions (NTH CIRCUIT MANUAL OF
MODEL JURY INSTRUCTIONS— CIVIL No. 17.18 Comment (2007)):

Factor 1: Oracle proposes adding —“Commerciad ugeighs against a finding of fair
use.” See Elvis Presley Enters., Inc. v Passport Vi@d8 F.3d 622, 627 (9th Cir. 2003) (“the
fact that a new use is commet@a opposed to non-profit weighgainst a finding of fair use”).

Factor 2. Oracle proposes adding — “If the origitopyrighted work is creative in
nature, this cuts against a finding of fair us€ée A&M Records, Inc. v. Napster,.[ri239 F.3d
1004, 1015 (9th Cir. 2001) (“[w]orks that are creativ@ature are ‘closer tthe core of intendeg
copyright protection’ than armore fact-based works”).

Factor 3: Oracle proposes adding — “The gredier quantity and quality of the work
taken, the less that fair use applies. Copying may not be excused merely because it is
insubstantial with respect to the infringing worlSee Elvis349 F.3d at 630 (“[Clopying may
not be excused merely because it is insubstanith respect to the infringing work.”).

Factor 4: Oracle proposes adding — “When the dd&nt’s use of the copyrighted work
competes with the copyrighted workethit is less likely a fair use.Triad Sys. Corp. v. Se.
Express Cq.64 F.3d 1330, 1337 (9th Cir. 1995) (defentkanse of plaintiff's software in
providing a competing senaovas not a fair use).

In sum, Oracle’s neutral and accurate explanations will be helpful to the jury in anal

the four factors.

Dated: April 26, 2012 MORRISON & FOERSTERLP
By: /sl _Michael A. Jacobs

Attorneys for Plaintiff
ORACLE AMERICA, INC.
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