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bt al v. Bio-Rad Laboratories, Inc. Doc.

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISRICT OF CALIFORNIA

NANOENTEK, INC., Case No.: C-11-06237 JCS

. CLAIM CONSTRUCTION ORDER
Plaintiff,

BIO-RAD LABORATORIES, INC.,

Defendant.

l. INTRODUCTION

On August 2, 2011, Plaintiff NanoEnTek, IftPlaintiff”) filed a complaint alleging
infringement by Defendant Bio-Rd_aboratories, Inc. (“Defend&’) of U.S. Patent No. 7,842,157
(“the ‘157 Patent”). Before thedDrt is the task of construirigrms used in the ‘157 Patént.
I. OVERVIEW OF THE TECHNOLOGY

The invention disclosed in the ‘157 Patsnéntitled “Method fo Bonding Plastic Micro
Chip.” NanoEnTek’s Opening Claim Construction Bii#°l.’s Br.”), Declaraion of David Cotta in
Support of Pl.’s Br. (“Cotta Decl.”), Ex. 1 (the5T Patent). The patented method involves using

! The parties have consentedtie jurisdiction of a United Stes Magistrate Judge pursua
to 28 U.S.C. 8§ 636(c).
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organic solvent to bond an upper substrate and a lewestrate, with a sarngfilling space existing

between the substrateSee'157 Patent, 1:7-11. The completed michips are referred to as a lap-

on-a-chip, “which means a laboratory on a chip israltechnology for diagnosing various diseas
in a small chip at a time.1d. at 1:21-23. A goal of the inventiasmto produce a micro chip with a
complete seal between the substrates, allowingh@lsato occupy an area with a precise volume
1. LEGAL STANDARDS

A. Claim Construction Standards

“It is a ‘bedrock principle’ opatent law that ‘thelaims of a patent define the invention to
which the patentee is entitlehe right to exclude.”Phillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (quotinfnnova/Pure Water, Inc. v. Saf Water Filtration Sys., In¢.381 F.3d
1111, 1115 (Fed. Cir. 2004)). Generally, claim teamesgiven the ordinary and customary mean
that would be ascribed to them by a person dinary skill in the fietl of the invention.Id. at
1312-1313see also Rexnord Corp. v. Laitram Corpr4 F.3d 1336, 1342 (Fed. Cir. 2001)
(“[U]nless compelled to do othervasa court will give a claim term the full range of its ordinary
meaning as understood by atisen of ordinary skill”).

The most “significant source of the legally aggre meaning of disputed claim language”

the intrinsic evidence of recortthat is, the claims, the specdiion and the precution history.

Vitronics Corp. v. Conceptronic, In@0 F.3d 1576, 1582 (Fed. Cir. 1996). This is because “th¢

person of ordinary skill in the tais deemed to read the claim term not only in the context of the
particular claim in which the disputed term appelbus,in the context of #hentire patent, including

the specification.”Phillips, 415 F.3d at 1313. In some cases, tleeifipation may reveal a “speci

definition” given by the inventor that differs frothe meaning the term might otherwise posséss|

at 1316. In such instances, “timentor’s lexicography governsid. Similarly, a specification
may reveal “an intentional disclaimer, osavowal, of claim scopley the inventor.”1d.

A person of ordinary skill in the art alsodks to the prosecution history of a patent to
understand how the patent applicant andPient Office understood the claim ternid. at 1313,

1317. Arguments and amendments made during pattesécution limit the iterpretation of claim

eS

ing

S

=2




United States District Court

Northern District of California

© 00 N o o b~ w N P

N N RN N DN DN N NDND R P P B R R R R R R
0o N o OO » W N FP O © 0 N~ o 0o W N B O

terms to exclude interpretations that weigclaimed to obtain allowance of a claiBouthwall
Technologies, Inc. v. Cardinal IG C&4 F.3d 1570, 1576 (Fed. Cir. 1995).

While claims are to be construed in light oé #pecification, courts must be careful not to
read limitations from the specification into the claiRhillips, 415 F.3d at 1323. Thus, for examg
if a patent specification descrsenly a single embodiment otkimed invention, that does not
mean the claims of the patent necessarily must be construed as limited to that embddiment.
Rather, it is understood that the purpose of the Bpatidn “is to teach andnable those of skill in
the art to make and use the invention” and that sores, the best way to dbat is to provide an
example.ld.

Courts may also use extrinsici@@nce in construing claim ternfst is necessary, so long 3
such evidence is not used to “vary or contradict the terms of the claviaskKman v. Westview
Instruments, In¢.52 F.3d 967, 981 (Fed. Cir. 1995). As the court explain&thirkman
“[extrinsic] evidence may be helpful to explain stiéc principles, the meang of technical terms,
and terms of art that appeartire patent and prosecution higtér52 F.3d at 980. The Federal
Circuit has warned, however, that such evidengeierally “less reliabléhan the patent and its
prosecution history in determimg how to read claim termsPhillips, 415 F.3d at 1318. Thus,
courts are free to consult dictionegiand technical treatises so longheey are careful not to eleva
them “to such prominence . . . that it focuses tigiiry on the abstract meag of the words rather
than on the meaning of claim termghin the context of the patentld. at 1321-22.

B. IndefinitenessStandards

The requirement that claims be sufficiertliefinite” is set forthin 35 U.S.C. § 112, { 2,
which provides that, “[t]he specification shall conclwdéh one or more claims particularly pointi
out and distinctly claiming the subject matter whtisé applicant regards as his invention.” “The
definiteness inquiry focuses on &ther those skilled in the amould understand the scope of the
claim when the claim is read in ligbt the rest of the specificationUnion Pacific Resources Co.
Chesapeake Energy Coye36 F.3d 684, 692 (Fed. Cir. 2001). ohdler to “accord respect to the
statutory presumption of paterdlidity,” a claim should be founkhdefinite “only if reasonable

efforts at claim construction prove futileExxon Research & Eng’g Co. v. United Sta&5 F.3d
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1371, 1375 (Fed. Cir. 2001). A claim is not indé&é simply because its meaning is not
ascertainable from the face of the claimsngen Inc. v. Hoechst Marion Roussel, 1844 F.3d
1311, 1342 (Fed. Cir. 2003). Nor is a claim indédiisimply because it covers “some embodime
that may be inoperable.Exxon Research & Eng’'g G&65 F.3d at 1382. A claim is indefinite,
however, if it is “insolubly ambiguous, and naraving construction caproperly be adopted.”
Amgen 314 F.3d at 1342 (citations omitted). To ekshlthat a claim is indefinite an alleged
infringer must “demonstrate by cleand convincing evidence thae of ordinary skill in the
relevant art could not disaethe boundaries of the claim based on the claim language, the
specification, the prosecution historydathe knowledge in the relevant.arHaemonetics Corp. v.
Baxter Healthcare Corp607 F.3d 776, 783 (Fed. Cir. 2010).
V. CONSTRUCTION OF CLAIM TERMS

The parties submitted six claim terms for constructioansistent with Patent Local Rule 4
3 and the Court’'s Case Managent and Pretrial OrdeiSeeDkt. No. 94. The Court addresses th

claim terms below.

A. “wherein the bonding region is bonded by the organic solvent introduced into
the recesses” (Claims 1 and 5)

1. Contentions of the Parties
Plaintiff's Proposed Construction Defendant’s Proposed Construction
No Construction NecessaryOrdinary “wherein the bondingegion is bonded by

meaning should be applied. dissolving the upper and lower substrates
together by the organic solvent, by itself,

Or, introduced into the recesses”

If Construed: “the organic solvent (a
carbon based liquid system capable of
dissolving the substrates) that is introduct
into the recess adtts a bond between the
upper and lower substrates in the area of
the bonding region”

D
o

% The parties initially submitted a seventhinol term for construction—namely, the term
“and then introducing the organic solvertbitthe recesses to bond the upper and lower
substrates”—nbut the briefing reve#iat the parties agree the term sloet need to be construed.
SeePl.’s Br. at 3; Bio-Rad’s MarkmraeBrief (“Def.’s Br.”), 6.
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Defendant supports its proposed constructiofirbiynoting that claims 1 and 5 each recite
methods for manufacturing a plastiicro chip according to certain iited steps. Def.’s Br. at 7.
Defendant asserts that during the patent progseguhe patentee described the invention to the
Patent Office as entailing “basity a two-step operation.Id. at 8 (citing Dedration of Jennifer
Hayes in Support of Def.’s Br. (“Hayes Deg).Ex. B (Dec. 24, 2009 Response to Final Office
Action), 10). Defendant suggests thia¢ patentee presented the imven as a two-step operation
order to distinguish it from priaart, which requires that pressure applied to the micro chip in
order for the substrates to bond. According to Defendant, the patentee explained that after
introducing the organic solvent into the recessesuriber steps, such as applying pressure, wer
required to bond the upper or lower substratds(citing Hayes Decl., Ex. B, 12). Thus the term
“pby itself” should be inserted to reflethe limitation adopted during prosecutidd. Defendant
further contends that the expréssguage of the claims limits tléaimed method to just the reciteg
steps.ld. at 8-9. Defendant conales that no additional steps “beyond forming the claimed
recesses or fine channels, overlapping the uape lower substrates, and introducing organic
solvent into the recesses or fickeannels by capillary phenomenorbtand the substrates fall withil
the scope of the claimed inventiond. at 9. Defendant asserts tltatconstruction properly limits
the claims.lId.

Plaintiff rejects Defendant’s construction. Plaintiff firsntends that no construction is
needed and further elaboration on the claim laggus “unnecessary, unduly limiting and would
help the jury understand the clainm¢page.” Pl.’s Br. at 3 (citinBd. of Trustees of Leland
Stanford Jr. Univ. v. Roche Molecular Sys., 828 F. Supp. 2d 967, 976 (N.D. Cal. 200T)5.
Surgical Corp. v. Ethicon, Inc103 F.3d 1554, 1568 (Fed. Cir. 1997)). Plaintiff further contend
that Defendant’s construction should be rejettechuse it includes two new, improper limitation
First, Plaintiff argues that thghrase “dissolving the upper anavier substrates together” is an
unwarranted limitation because nothing in the claim language restricts bonding only by disso
the substrates. Pl.’s Br. &t6. Additionally, such a limitation precludes the use of
ethylcyanoacrylate (“cyanoacrylate”), a preferred organic solvent, which, unlike other organid

solvents, does not completely evaporate aod ticts as the bond betn the substratesd. at 7
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(citing Declaration of Stephen tegelberg in Support of Pl.’s Bf:Spiegelberg Decl.”), 1 18, 27-
29); Plaintiff's Markman Reply Bef (“Pl.’s Reply”), 3. Becase the cyanoacrylate remains
between the substrates, the substredesot be dissolved “togetherld. Plaintiff also asserts that
the limitation violates the doctrine of claim diffet@tion since independealaims 1 and 5 require
the introduction of an organiclsent while dependent claimsa®d 11 list the group of organic
solvents that may be introduceshich includes cyanoacrylatéd. at 7-8°

The second limiting phrase to whi@laintiff objects is “by itsél’ Plaintiff argues that the
proposed construction arises oub&fendant’s misreading of the peasition history. Pl.’s Reply {
4. Specifically, Plaintiftontends that the patentee’s staént during the prosecution—that the
claimed method was “basically a two-step operé—was not made to distinguish prior art
requiring more than two steps “but to illustrétte absurdity of the examiner’'s combining four
different prior art references to findeahents of NanoEnTek’s claimed methodd’ Plaintiff states
that it distinguished pricart on the basis that the claimegeéntion bonded the substrates using
channels to introduce a solvent by capillary actilwh.at 5. Plaintiff argug that the transitional
phrase “comprising,” used in claims 1 and 5, peythe presence of addinal step, including the
addition of a bonding agent besides the pigaolvent. Pl.’s Br. at 15 (citin§mith & Nephew, Inc
v. Ethicon, Inc.276 F.3d 1304, 1311 (Fed. Cir. 200¥)vid Techs., Inc. v. Am. Science &
Engineering, InG.200 F.3d 795, 811 (Fed.Cir.1999)). FinaBaintiff notes that the limitation
should be rejected because it could potegtediclude the cyanoacrylate compound or other

solvents with adhesive propertigst require outside stimuli to poherize. Pl.’s Reply at 7. For

* Defendant responds to Plaintgfargument by insisting thBtaintiff too narrowly defines
the term “together.” Def.’s Br. at 10. Deftant does not dispute Ri&iff's description of
cyanoacrylate, but instead notes that “togethe€sdwt necessarily medouching” and thus the
polymerized layer cyanoacrylate produces betwibe substrates would not be precluded by the
addition of “together.”1d.

Defendant also notes that itemds, at a later date, to deage dependent claims 2 and 3,
which recite to “cyanoacrylate compounds” and “ethighoacrylate,” as invalid on the grounds tf
the claims fail to further limit the claimed subjecatter and/or for failure to sufficiently disclose.
Id. at 12 n.4-5. Accordingly, Defendant requests thatCourt give Plairffis arguments regarding
claim differentiation little weight.d.
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instance, cyanoacrylate requires the presence otlewtsmuli (water vapor) in order to polymeriZ
and thus does not “by itself” polymerizéd.; Pl.’s Br. at 15 (citingSpiegelberg Decl. § 30).
2. Analysis

“[T]he Federal Circuit has held thatabmmonly understood words are used, then the
‘ordinary meaning of claim language as understopd person of skill in the art may be readily
apparent even to lay judgesdaclaim construction in such cases involves little more than the
application of the widely accepteceaming of commonly understood wordBd. of Trustees of
Leland Stanford Junior Univ. v. Roche Molecular Sys., B3 F. Supp. 2d 967, 976 (N.D. Cal.
2007) (quotingPhillips, 415 F.3d at 1314). Thus, Board of Trustees dfeland Stanford Junior
University, the Court held that the claim terms “therapeutically effective” and “therapeutically
ineffective” required no construction because “they neither unfamiliar tthe jury, confusing to
the jury, nor affected by the spacition or prosecution history.Id. (citing U.S. Surgical Corp.
103 F.3d at 1568).

On the other hand, even if a claim term has a plain and ordinary meaning, the court st
construe the term if construction is requireddsolve a dispute about the scope of the asserted
claims, which is a question of law to be decided by the C&@2tMicro Intern. Ltd. v. Beyond
Innovation Tech. Co., Ltd521 F.3d 1351, 1361 (Fed.Cir.2008).A8, for example, the Federal
Circuit held that the district counad erred in declining to constrtree claim term “only if,” becaus
although the phrase had a “common meaning,ptrées disagreed as to its scope.at 1362. In
other words, the court explainedettistrict court “failed to resoé/the parties’ dispute because th
parties disputed not the meaning of the words #edves, but the scope that should be encompa
by this claim language.ld. at 1362.

Regarding the parties’ dispute over the indof the word “togetér,” the Court agrees
with Plaintiff that such inclusin is unnecessary and increases deatreases, the possibility of
confusion. Defendant asserts that “together” is eée¢d “clarif[y] the fact that the claim covers &
method of manufacturing a plastic micro chipngising two parts—an upper and lower substrat
that are bonded together according to the claimetiodgo create a completed micro chip produ

Def.’s Br. at 10. However, Defendant has neiitified how the absence of the word “together”
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would cause confusion among a jury or otherdgsel to a misunderstanding about a basic goal
the invention—the bonding of arpper and lower substrat&ee, e.qg.'157 Patent, 5:18-19 (“A
method of bonding an upper substrate and a lowlestgate . . . .”), 6:1-3 (“[O]verlapping the uppd
substrate and the lower substraéeh other, and then introdagithe organic solvent into the
recesses to bond the upper and lower substratey.. Although the Court is not entirely convinct
by Plaintiff that the term “dissolving . . . togett would effectively exclude solvents such as
cyanoacrylate that form a thin layer between thiestrates to effect bondintjye Court is mindful of
the potential risk. Defendant has simply not shéhat the utility of inserting the word “together”
outweighs the potential for confosi identified by Plaintiff.
Next, the parties’ dispute concerning the rtisa of the phrase “bitself” relates to the

scope of the claim term, rather than the tenptésn and ordinary meamj. Defendant argues that

the claim term should be limited—the organic soty&oy itself,” affects the bond—while Plaintiff

asserts that such a limitation is unjustified. While @ourt agrees with Plaintiff that insertion of the

term “by itself” unduly restricts the scope oétblaim term, the Court finds that a narrower
restriction is warranted.

Claims 1 and 5 both use the transitional phrasenfirising” prior to reiting the steps of the
disclosed method. Generally, the use of thestt@mmal phrase “comprising” does not exclude
additional, unrecited step®ippin’' Dots, Inc. v. Mosey76 F.3d 1337, 1343 (Fed. Cir. 2007). T
presumption, however, “does not reach into eadh@f{claimed] steps to render every word and
phrase therein open-ended-especially wherbess the patentee has narrowly defined the clain
term it now seeks to have broadeneltl’; see Bd. of Regents v. BENQ Am. CaB3 F.3d 1362,
1373 (Fed. Cir. 2008). IBoard of Regenighe prosecution history narrowly defined the claim te
“each preprogrammed code,” such that each prepnogied code was requirtmbe representativel
of a syllabic element, in order to overcome ap#tion by the prior art533 F.3d at 1372. When't
Board then relied on the phrase “comprisingbtoaden the claim to cover a method that also
included preprogrammed code that wasrepresentative of a syllabic element, the Federal Cird
held that the Board could not “rely on the wordrorising’ to broaden thscope of a claim phrast

that was limited during prosecution sotagjain allowance of the patentld. at 1373.
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Defendant asserts that the presumptiavercome here since during prosecution, the
patentee, in order to distinguiphior art, limited claims 1 and 5 #two-step bonding process, wit
introduction of the organic solvent as the final Stedpefendant, howevemisreads the prosecution
history. The phrase “two-step process” is foundeoim the record of the prosecution before the

Court. Inits Reply to Fal Action, the patentee stated:

First, and with the greatest respect, Applicants believe and submit that it is
unreasonable to conclude that what isdzli a two-step operain can only be met by
taking bits and pieces from four separateregfees. Applicants resaily maintain that the
person of ordinary skill in #hart considering the four refeies together would not have
reached Applicants’ method.

Cotta Decl., Ex. 7, 10. The patentee goes on tandisish the four prior areferences, not based on

the fact that the invention is “basically a twegsbperation,” but by identifgg the lack of recesses$

and open channels in the prext. The patentee wrote:

Fujiyama discloses the elements, the ugpéestrate, the lowesubstrate and holes

for filling a sample. However, Fujiyama dosst disclose the recesses for being bonded by

introducing the organic solvent, and insteaguness joining the subsites by pre-sputtering
SiO 2 thin films on the surfaces to be joined.

McReynolds discloses grooves and/or imtdéons (Item 16). However the elements

are for communication with at least one @ tthannels and/or chéers, and certainly not
for bonding between top substrate and oo substrate. Rather, the Item 16 of
McReynolds corresponds to sample filling space channel (10) of the present invention,

use of such channels for bonding.

Chou discloses recesses for bonding by usmg-ring seated within the recesses.
However, Chou does not disclose the techreature of present appation, that is, bonding
by the organic solvent introduced into the recesses.

Ikeda merely discloses a method of bonding between an upper work piece and
lower work piece, and does not discld®ading method using recesses of the present
invention.

4 Defendant also quotes the express claim langaadestates that it I'so limits the claimed
method to just the recited steps, and no additistegis.” Def.’s Br. at 8. However, Defendant’s
argument is conclusory, presenting no analysis avbuytthe claim term limitshe invention to just
the recited steps, particularly light of the phrase “comprising.”

9
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Moreover, Fujiyama, McReynolds, Chou or Ikeda do not disclose an open char
present application for bonding.

Id. at 11-12. None of the distimehs the patentee described aboseeal that the patentee was
attempting to distinguish the inventioedause it comprised only two steps.

However, as Defendant points out, a furittistinction made by the patentee does justify
adding a particular restriction tbe construction. Specifically, siscussing whether the inventior
requires pressure in order to create the bondyatentee stated:

The recesses of the present invention are open channels, i.e. the opening of th
channels face the interface between thetsaties so the organic solvent flows into the
interface. Therefore, the uppgubstrate and the lower substrate can be sealed only by
capillaryphenomenomvithout applying excess pressukowever, in Fujiyama,
McReynolds, Chou and Ikeda, forming the uppérstrate and the lower substrate requirg
pressure.

Id. at 12 (emphasis added). Theeguaee plainly distinguieed its invention from the prior art on th
grounds that the invention did not require “excegsgure.” Such a clear disavowal overcomes
presumption contained in the phrase “comprisiagd warrants a construction excluding such
“excess pressure.See Dippin' Dots, Inc476 F.3d at 1343. At the heay, Plaintiff represented
that “excess pressure” refers to pressure beyondebaired to keep thaibstrates together. The
organic solvent formed the bond between the substraithout “excess presstiréhe prior art, by
contrast, required “heavy pressure” to form the bohlde Court will include this distinction in the
construction provided below.

Besides the step of applying excess pressiuegaresumption that the transitional phrase
“comprising” does not exclude additional, unrecited steps remains. UnBaand of Regenis
Defendant has presented no evidence thgtdkentee argued for a narrow claim scope during
prosecution that would warrant limitingelinvention to only two stepsSee ResQNet.com, Inc. v.
Lansa, Inc. 346 F.3d 1374, 1383 (Fed. Cir. 2003) (“[Thejpgmcution record evinces no ‘clear an
unmistakable’ disavowal of claim scope thatuebcompel a result different than the claim

language.”}. Nor is the Court persuaded that the plailguage of the term is in conflict with the

® The Court also notes that thbrase “by itself” ould potentially lead to confusion. The
parties agree that cyanoacrylate requires “extestirauli” (water vapor) to cause polymerization;
thus cyanoacrylate, a preferred organic sdiveray not be seen as “by itself” bonding the
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use of “comprising.” Neither the term’s language m®structure necessariforecloses additional
steps beyond those listedthre ‘157 Patent.

Therefore, taking into account the disavowaglareling “excess presstiras well as the use
of the word “comprising,” the Court construes the term as follovg 6rganic solvent is introducg
into the recesses bonding the upged lower substrates ingfarea of the bonding region, where
there may be, but are not reaqdrto be, additional stepsnding, excluding bonding steps that
require the application of pressume the substrates in excess of tiegjuired to hal the substrates

in place.”

od

substrates. Defendant dismissas tloncern, noting thahe requirement of water vapor is not an
added step since water vapor is simply presenbrmal atmospheric conditions. However, the
phrase “by itself” is nohecessarily synonymous witho added step.” Furthermore, the Court is
not convinced that the maintenance of “normaiapheric conditions” couldot be considered an
added step during the manufacturing of the micro chips.

11
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B. “with the organic solvent passing through the fine channel and effecting bondin
by movement of the organic soknt by capillary action” (Claim 13)

[(®]

Plaintiff's Proposed Construction Defendant’s Proposed Construction

No Construction NecessaryOrdinary “with the organic solent passing through the
meaning should be applied. fine channel and by itself completely bonds
by dissolving the uppema lower substrates
Or, as a direct result of itmovement by capillary
action”

If Construed: “the organic solvent (a carbon
based liquid system capable of dissolving the
substrates) passes throude fine channel by
capillary action (the movement of a liquid
along the surface of a solid caused by the
attraction of molecules of the liquid to the
molecules of the solid) and effects a bond
between the upper and lower substrates”

1”4

The parties agree that thenstruction of the phrase “wherein the bonding region is bonded

by the organic solvent introduced into the recgstmund in claims 1 and 5, discussed above, will

D

largely dictate the construction of this phraSeePl.’s Reply at 15; Def.’8r. at 8-9 (combining th¢
discussion of both phrases). Defendant’s propp@sastruction does not seek to resolve any

ambiguity in the claim, but rather attempts to resttie scope of the clainiThe phrase “by itself,”
as discussed above, is an unwarranted limitatAohditionally, Defendant provides no justificatior]

for the inclusion of the phrases “complgtbbnds” and “as a dice result of.”

The Court construes the term as follows: ‘dinganic solvent passegtligh the fine channe
bonding the upper and lower substrates by movepofehe organic soknt by capillary action.
There may be, but are not regudrto be, additional stepstionding, excluding bonding steps that
require the application of pressume the substrates in excess of tlegjuired to hal the substrates

in place.”

12
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C. “wherein the recesses are open channels” (Claims 1 and 5)

1. Contentions of the Parties

Plaintiff's Proposed Construction Defendant’s Proposed Construction

No Construction NecessaryOrdinary “wherein the recgses are unenclosed
meaning should be applied. channels that are open to the perimeter
interface of the substrates.”

Or,

If Construed: “wherein the recesses are
grooves with an opening that faces the
interface between the substrates”

Although Plaintiff contends thale ordinary meaning of thetaim terms should be applied
it recognizes that the parties dispute the ratatip between “recesse#tiuded in independent
claims 1 and 5, and “fine channels,” includedridependent claim 13. Plaiifitasserts that the two
terms, to some extent, overlap, i.ein& channels” are a type of “reces&eePl.’s Reply at 10.
Defendants believe that the two terms are mutually exclusive.

Regarding the “open channels” tefR|aintiff argues that Defendant’s proposed
construction should be rejected&® it improperly requires théie channels opeonly to the
perimeter of the interface, which essentiallyniets the formation of recesses to the preferred
embodiment depicted in figure 9 of the patent. Pl.’s Br. at 9-10. Instead, if the Court were to
construe the term, the Court shb@ihd that the opening of a amael “faces the iterface between
the substrates.” Plaintiff states that this interpretati incorporates both preferred embodiments
depicted in figures 6 and 9 and is thus superior to Defendant’s, which excludes a preferred
embodiment.ld. at 9-11 (citingC.R. Bard, Inc. v. U.S. Surgical Cor388 F.3d 858, 865 (Fed. Cir.
2004)). Plaintiff also notes that this constrantis consistent with ghprosecution history. “In
remarks accompanying a December 24, 2009 amendRlamttiff stated: ‘the recesses of the

present invention are open channels, i.e. the agesfithe channels fadke interface between the

¢ The “fine channel” term is discussed fully in the following section.
" The parties appear to agree that the “fate” is the area between the upper and lower
substrates where the bonding between the substrates occurs.
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substrates so the organic solvent flows into the interfadd.’at 9-10 (quoting Cotta Decl., Ex. 7,
12). Plaintiff asserts that sintee patentee acted as its owxidegrapher by clearly defining the
term, its definition should be appliett. at 10 (citingPhillips, 415 F.3d at 1316).

Defendant rejects Plaintiffanalysis, arguing that the imtsic evidence distinguishes
between embodiments with “recessast those with “fine chann€lsDefendant does agree with
Plaintiff in that Defendant’s definition of openarmels essentially limits claims 1 and 5 to the
embodiment depicted and described in the ‘157rPatefigure 9. Def.’8r. at 15. Defendant

argues its construction is prageecause during the prosecutitme claim limitations reciting

“recesses” were added as an amendment to the diaainsltimately issued as claims 1 and 5 of the

‘157 Patent, and the prior clailmnguage reciting a “fine channel” limitation was cancelled from
claims 1 and 51d. Defendant asserts that only whea ttaim language was changed from “fine
channels,” which Defendant asseatre enclosed, to “recesses” that are “open channels,” did th
examiner allow those claimdd. Thus, Defendant concludes, “érchannels” and “open channeld
cannot mean the same thing, and, furthermore, thestonstrued to recite entirely different
embodiments of the patent, as reflected by Fighr@gshowing the claimed fine channels) and
Figure 9 (showing the claimed open channel$)."at 15, 18. As a result, “open channels” can o
only to the “perimeter interface of the substrates” as depicted in figuce &t 17.

In Plaintiff's reply, it argueshat “fine” and “open” are notatessarily mutually exclusive.
“Open,” as defined in the prosecution history, nsetlrat the portion of the channel that faces thq
interface is open or not enclosed,ilifine” merely reflects a narrowesizing of the channel. PI.’
Reply at 9. Plaintiff points to remarks accompanying the December 24, 2009 amendment wk

patentee stated:

The presently claimed invention is characterizetthat recesses are formed in each of side

lower ends of the bonding region of the upper substiaeagecesses arene open channels

in preferably the upper substrate as illustratedhabthe channels are open to the interfa¢

between the substrates, and the organiesablg thus introduced by capillary action.

Id. (citing Cotta Decl, Ex. 7, 11) (emphasis addd@lnintiff argues that since it defined a channeg
being both “fine” and “open,” aonstruction that givethe terms “fine” and “open” conflicting

definitions would be inappropriatéd. Plaintiff also argues th&lefendant’s construction does ng
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take into account that the patent uses the teeee4ses” in independent claim 5 and “fine chann

in dependent claim 6As Plaintiff explains:

Claim 5 includes step “a” which requires “fommgirecesses in each of side lower ends of
bonding region of the upper substrate.” 157 paaebt53-56. Claim 6 depends from Clain
and adds the further limitation “forming onemore holes for introducing the organic

solvent communicating with theng channel when the fine channel is formed in the step|
(a).”Id. at 6:9-12. Claim 6 thus teaches that “faieannels” are a type of recess formed in

of

step (a) of Claim 5. Bio-Rad’s proposed domgtion makes Claim 6 impossible because the

recess cannot be both operitte perimeter and sealed.

Id. at 9-10°
2. Analysis

The parties do not dispute the meanof terms “open” and “channelSeeDef.’s Br. at 15
(“[T]he common meaning of the terimpen’ and ‘channel’ is not thprimary basis of the dispute
between the parties regarding theaning of this claim term.”); P§'Reply at 7-8 (“Bio-Rad agree
that that there is no dispute regagithe common meaning of ‘opeand ‘channel’ . . .”). Rather,
the dispute centers on Defendant’s proposed clairtaliion, requiring that the recesses “open to
perimeter interface of the substrates.” The padggee that this would limit claims 1 and 5 to thq
embodiment depicted in figure 9, which shows tHeesud channels open todloutside of the micro
chip. Defendant’s proposed limitatichowever, is unsupported by the record.

To begin, nothing in the claims themselvestinthe orientation of the “open channel.” Th
patentee, however, explicitly disclosed the oa&oh of the “open chants® during prosecution.
The patentee stated: “The recesses of the pres@mition are open channgi. the opening of thg
channels face the interface between the substwaté®e organic solvent flows into the interface.”
Cotta Decl., Ex. 7 (Dec. 24, 2009 Response tolfEffice Action), 12. Further, the preferred
embodiments included in the spéwdtion and depicted in both figes 6 and 9 are consistent with
the orientation described duringetprosecution. That is, both “resses” and “fine channels” face

the interface between the substrates.

¢ Defendant contends that it intends to tade dependent claim 6, and other dependent

claims that recite a “fine chanlifeas invalid pursuant to 35 U.S.€.112, T 2, because “these clai
depend on claim 5, and refer to steps in claim 5dbatot recite ‘fine channel$ Def.’s Br. at 14
n.o6.
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Defendant’s proposed consttion runs counter to thevidence described above and

Defendant’s attempt to justify this departure@mpersuasive. Defendgmtesents no basis for its

conclusion that “fine channel” and “open chanre® incompatible and cannot both be present in

the same embodimehtWhile the Court agrees that thents are not interchangeable, it does not
follow that “open channels” cannot also be “finerhals.” This remains true even if, as discuss
below, the Court adopts Defendant’s constructd“fine channels.” Furthermore, because
Defendant’s proposed construction excludes a peafeembodiment—while Plaintiff’'s covers eve
preferred embodiment—Defendant’s prepd construction is disfavore&ee Adams Respiratory
Therapeurtics, Inc. v. Perrigo C&16 F.3d 1283, 1290 (Fed. Cir. 2010 €laim construction that
excludes the preferred embodimentagely, if ever, correct andould require highly persuasive
evidentiary support.”) (internal quotation marks omitted).

Although there is no dispute regarding the nregof the terms “open” and “channel,” the
Court will nonetheless provide a construction oftérens in order to resolve the parties’ dispute
regarding the scope of the claiBee O2 Micro Intern. Ltgd521 F.3d at 1362. For the reasons
discussed above, the Court rejects Defendant’s pedpasnstruction limiting the scope of the cla
and will construe the claim to state: “whereie tlecesses are open channels with an opening th

faces the interface between the substrdfes.”

°® The fact that the patentee amended claims 1 and 5 to substitute “recesses” for “fine
channels” does not support Defendant’s argumg8eeCotta Decl., Ex. 7 (Dec. 24, 2009

Amendments). Defendant’s assertion that suchasmge was necessary to gain approval from the

examiner is conclusory. IndgéeDefendant’s assertion is undened by the presence of the term
“fine channel” in dependent claings 8, and 9, as well as the inclusminan entirely new claim in th
same December 24 amendments (now indepertint 13) that discloses a “fine channel,” not
“recesses.”ld. at 8-9.

10 Plaintiff's proposed construction does not miaiéy differ from the Court’s construction
except for Plaintiff's insertion of “grooves” ingde of “open channels Plaintiff, however, does
not provide a reason for the replamnt and the Court does not beéatiis warranted or necessar
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D. “fine channel” (Claims 6-9, 13)

1. Contentions of the Parties

Plaintiff's Proposed Construction Defendant’s Proposed Construction

No Construction NecessaryOrdinary “a sealed region between the upper and low
meaning should be applied. substrates and havinghaight and width for
capillary action”

(D

Or,

If Construed: “a groove open to the interface
in the place where the bond is formed betwegn
the upper and lower substrates”

Plaintiff argues that there is no need to taresthe above claim since the plain meaning ¢
both “fine” and “channel” are welldown and would not be confusitga jury. Pl.’s Br. at 20.
Further, Plaintiff rejects Defendtis proposed construction “becaudgpconflates a ‘channel’ with
an area and is thus liketg confuse the jury.1d. For support, Plaintiff cites to remarks made by
the patentee accompanying the February 27, 2009 Amendment. The patentee stated:

The present invention is characterized in thihe channel space for filling an organic
solvent is provided, and the fine channel spgaands the upper and lower substrates in a
bonding region of a circumference of the sanfiilag space of the uppesubstrate, that is,
the fine channel space is a sealagiae between the upper and lower substrates.

Cotta Decl., Ex. 10, 10 (emphasis original). Pl#iasserts that the above remark describes why
the “fine channels” are located—]lfiey are ‘in a bonding region,’ thit ‘a sealed region between
the upper and lower substratesPl.’s Br. at 21. Thus, Plaintifioes not contest that the fine
channels aren a sealed region,” but doesdgree with Defendant that the channels are themse
“a sealed region.ld. (emphasis original). Plaintiff agreedth Defendant that, if the Court decidd
to construe the claim, it would be appropriatentdude “having a heighand width for capillary
action.” 1d. at 22.

Defendant does not respond to Plaintiff's argatregarding whether the fine channels ai
themselves a sealed region or are merely in @deagion. Defendant, however, does insist thaf

“fine channels” “are seatl,” noting that “thenly figures and description itme specification that
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show a fine channel depict one that is seal&kt.’s Br. at 14-15 (citig ‘157 Patent, Figs. 5-8).
Specifically, the embodiment shownfigures 6 and 7 identifies arnclosed space (“30”) and the
term “fine channel” is the only terosed to define that spackl. at 16. Defendant argues that its
contention that the channels are sealed (or, asedked region”) is further supported by a differe
embodiment depicted in figure 9 that identifiesuaanclosed space (“30”) and the term “recesse]
and not “fine channels,” is used to define that spage Additionally, because the embodiment
depicted in figure 9 does not include a “fine chdyiribat embodiment is excluded from claims 61
and 13.1d.

In reply, Plaintiff argues that it is improper limit “fine channel’to the embodiments of
figures 5-8 “for the same reasons it is errdlirtot the construction of ‘open channels’ to the
embodiment of figure 9.” Pl.’s Reply at 11.

2. Analysis

The key dispute between therfies regarding the “fine chanlielaims concerns whether
the fine channels are enclosed within the micro cHiphey are required to be so enclosed, then
embodiment depicted in figure 9, which shows whesed “recesses,” is not covered by the “fine
channel” claims. Although Plaifitis Reply Brief asserts that regtting the claims to figure 5-8
would be improper, it acknowledgesiia opening brief that such astection is warranted. Plaintif
states that it “does not contelat the fine channels aime a sealed region,” but simply disagrees
with Defendant that the channels themselves'arsealed region.” P$ Br. at 21 (emphasis
original). As Defendant’s poimut, the specificationses only “fine channel” to describe an
enclosed space (“30”) in figuré&and 7 representirggpreferred embodiment. '157 Patent, 4:33 (|
fine channel space 30”), 4:38-39 (“the fine channel 30”), 4:45 (“the fine channel space 30”), 4
(“the fine channel 307), 4:48-49 (“thfine channel 307), 4:53 (“thigne channel 30”). A different
embodiment depicted in figure 9 defines annahesed space (“30”) simply as “recesselsl’ at
4:60-67.

Additionally, the “solvent introducing holesyhich are used to froduce solvent into an
otherwise closed space, are onlgd#ed in relation to “fine cmmels.” Claim 6 states “forming

one or more holes for introducing the orgaotvent communicating with the fine channeld. at
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6:9-11. Claim 13 similarly state¥urther adapted to providelvent delivery holes whereby
solvent can be delivered to the fine channéd.’at 6:47-48. The speaifation similarly identifies
the solvent introducing holes gnh relation to tle “fine channel” contained in the two

embodiments depicted in figures 5-8ee idat 4:35-39 (“In additiongrganic solvent introducing

holes 35 communicating with the fine channel are &t each of the apexes so that the organijc

solvent can be introduced into the fine chdripet:57-59 (“Fig. 8 show a plastic micro chip
having an enlarged organic solvent introducing holes 35 for easibgducing the organic solvent
into the fine channel space 30.Mot surprisingly, the third elbodiment depicted in figure 9 does
not identify any solvent introducirfgples, instead stating that]tje upper substrate 120 and the
lower substrate 140 of the bonding region 20 cabdreled each other [sic] by introducing the
organic solvent into the recesse#d. at 4:64-67. Because the third embodiment discloses an
unenclosed channel, there is no reason to havergdiroducing holes; the solvent can simply be

introduced into the open recess.

Finally, as noted above, the patentee expliditglaimed that the fine channels are found
an unenclosed area. The patentee stated:

The present invention is characterized in thihe channel space for filling an organic
solvent is provided, and the fine channel spaands the upper and lower substrates in a
bonding region of a circumference of the sanfifilag space of the uppesubstrate, that is,
the fine channel space is a sealegiaie between the upper and lower substrates.

Cotta Decl., Ex. 10, 10 (emphasis original). Alilgh this remark speaks to a “fine channel spage

as opposed to simply a “fine chann¥ljt is not possible to readetabove remark as allowing the

1 To the extent this dispute exists, theu@ notes that whether a “fine channisla sealed

region or is simplyn a sealed region is largely irrelevanther way, the “fine channel” is enclosef.

The Court, however, does find that the “fine channel” is not itssdfaded region. As can be seen
from looking at claim 13, for instance, the fineaohel is formed “in each side lower ends of a
bonding region of the upper substrate.” ‘157 Pai&dd-46. The fine channel is formed on the
upper substrate, which is themned together with the loweubstrate, and then solvent is
introduced into the fine chanine bond the upper substratéh the lower substrateSeed. at 6:38-
55. The method for bonding the substrates could not be accomplished if the fine channel was
(i.e., “a ‘fine channel’ is a sealed region”) sirthe fine channel needs to be open to the interface
between the substrates so the solvent can ottesth both substrates. Additionally, the Court
interprets the patentee’s remallring prosecution that “the firshannel space is a sealed region

1”4

n

Sec

between the upper and lower subgtsatas merely identifying the “sealed region between the upper

and lower substrates” as “the fine channel spjatbe remark did not specifically refer to the
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fine channel claim to reach the invention disctbsethe third embodiment depicted in figureSee
N. Am. Container, Inc. v. Plastipak Packaging, |dd.5 F.3d 1335, 1345-46 (Fed. Cir. 2005)
(excluding from claim scope certain embodimentthe drawings based on disclaimer during
prosecution).

As Plaintiff readily concedes in its opagibrief, the claims, the specification, and the
prosecution history all demonstrate thdfine channel” exists only ian enclosed space. In light
this highly persuasive evidenceet@ourt finds that the “fine charihelaims are incompatible with
the third embodiment degied in figure 9.

As the Court noted in the prieus section, the conclusion thaatfine channel” exists only ir]
an enclosed space is consistent with the conclukaira “recess,” or “open channel,” exists in ar
enclosed space as well as an unenclosed spacegstiedt depicted in figa 9. This is because a
“fine channel” is a type of &cess.” Independent claim 5 disd#s a method of manufacturing thq
micro chip, “the method comprising: (a) forming ress. . . .” ‘157 Patent at 5:52-53. Depend

claim 6 states:

PNt

The method according to claim 5, further compgsa step of forming one or more holes for

introducing the organic solvent communicatinghwthe fine channel when the fine channg
is formed in the step of (a).

Id. at 6:9-12. Thus, while claim 5’s formationretcesses in step (a) is compatible with every
embodiment, dependent claim 6 identifies a typeeoéss—“fine channel” with solvent introducin
holes—that is particular onlp certain embodiments.

The Court accordingly construes “fine chalfias “an open channel located in a sealed

region between the upper and lower substrateinpa height and width for capillary action.”

|

separate noun “fine channel,” and the Court witltneat the terms as interchangeable based on
single remark during prosecution.
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E. “A sample filling space having a pedetermined height for filling a sample
between the upper and lower substrate” (Claims 1 and 5)

1. Contentions of the Parties

Plaintiff's Proposed Construction Defendant’s Proposed Construction

No Construction NecessaryOrdinary
meaning should be applied.

Predetermined height: A specific height
without a bonding tolerance.

Or,

If Construed: The area between the sample
introduction hole and the sample discharge
hole (i.e. the sample filling space) is designed
to have a specific non-table height defined
by the distance between the upper and lower

substrate

Plaintiff argues that thebave claim need not be cons#d since the terms Defendant
proposes to construe—"“predetermined” andight’—are common and Weainderstood. Pl.’s Br.
at 16. Plaintiff further contendbat Defendant’s proposed constiion should be rejected becaus
it reads into the claims a limitan that is not suyported by the claim language—the term “bondin
tolerance.”ld. Plaintiff asserts that this term is usmay once to describe a preferred embodimsg
in the specification, and thus its inclosiin the claims would be impropeld. at 16, 19 (citing,
inter alia, Phillips, 415 F.3d at 1323).

Defendant asserts that the prosecution hisiad specification “clety demonstrate that
Plaintiff acted as its own lexicographer to define the ‘predetermined height’ of the sample filli
space.” Def.’s Br. at 23. Defendant contends dimaimportant advantage of the invention is to
“precisely control the height of the channel” and iivention thus claims to seal the sample fillin
space “without a bonding tolerance’ by bondexgrording to its manufacturing methodd. at 24
(citing Hayes Decl., Ex. G (June 27, 2012 Remaiks); ‘157 Paten:3-9, 4:53-56, 2:21-26).

In its reply, Plaintiff statethat it does not object to thenion of Defendant’s construction

specifying that “predetermined height” means “adfic height.” Pl.’s Rply at 14. Plaintiff,
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however, does reject Defendant’s assertion thaattéd as its own lexicogpher and redefined the
term “predetermined height.ld. at 14-15. Rather, &itiff argues that nowhere in the claims,
specification, or prosecution hisy did it provide a d@nition of “predetermined height.’ld.

2. Analysis

Claim terms should generally be given thedinary and customary meaning unless “1)
when a patentee sets out a défam and acts as his own lexicogheer, or 2) when the patentee
disavows the full scope of a claim term eithethia specification oduring prosecution."Thorner v.
Sony Computer Entm’t Am. LL.669 F.3d 1362, 1365 (Fed. C012). “To act as its own
lexicographer, a patentee must clearly set forth a definition of the disputed claim ternid.. . .”
(internal quotation marks omitted). Defendameposed construction relies only on the first
circumstance.

Nothing in the record before this Couhnbsvs that Plaintiff clearly redefined the term
“predetermined height.” None of the pagss cited by Defendant @v contain the term
“predetermined height.” Although a precise saniiiiag space is a goal of the invention, it does
not follow that Plaintiff redefined “predetemed height” to exclude a bonding tolerance by
emphasizing the importance of the space’s siaiditionally, “bonding tolerance” appears once i

the description of an embodimentthre specification, as follows:

The acetone remaining in the fine channel 3@msdly evaporated into the air, and the
bonding region 20 is firmly bonded while seglithe sample filling space 10 without a
bonding tolerance.

‘157 Patent, 4:53-56. This descriptiof an embodiment falls welhert of “clearly sgting] forth a
definition” of “predetermined height.'See Thorner669 F.3d at 1365.

Because the parties agree that “predetezchireight” should be construed as “specific
height,” the Court will construe the claims accagly. The term’s construction is as follows: “A
sample filing space having a specific heightffliing a sample between the upper and lower

substrates.”
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F. “forming recesses in eaclof side lower ends of a bonding region of the upper
substrate” (Claims 1, 5), “the fine channkbeing provided in each of side lower
ends of a bonding region of tk upper substrate” (Claim 13)

1. Contentions of the Parties

Plaintiff's Proposed Construction Defendant’s Proposed Construction

No Construction NecessaryOrdinary Indefinite
meaning should be applied.

Or,
If Construed: Forming recesses on the

underside of the upper substrate at each of
the ends of the bonding region

Plaintiff contends that the above phrases meedonstruction and aret indefinite. Pl.’s

Br. at 11. Plaintiff asserts thatetiphrases simply describe where thcesses ancé channels are

located: “the lower side (underside; ‘side loivef the upper substrate at the ends of the bonding

region.” Id. Plaintiff further contendthat if the location is uncledrom the claim language alone
the specification, includg its depictions of the embodiments, provides ample information for g
person of normal skill in the art to discern the locatitth.at 11-14.

Defendant, however, asserts that “[n]eittiner claim language nordhspecification sheds

any light, or otherwise defines ahthe ‘side lower ends of a bondiregion of the upper substrate
is—or where one might locate it.” Def.’s Br. d&.2Defendant argues thahile the drawings and
specification define the “bonding region” e region where the bonding of the upaedlower
substrates occurs, the specificattmes not describe a “bonding regmirthe upper substrate at all.
Id. Defendant also cites to theogecution history of a continuati application of the ‘157 Patent,
which Defendant argues shows tRé&intiff admits that the claim “requires forming the recesses
side lower ends of a region thzs not yet been formedld. at 22 (citing Hayes Decl., Ex. G, 7).
Even if it were possible to locate the bonding regibthe upper substratBefendant contends that

the claims are indefinite because the bondaggon does not have “side lower end&l! The upper
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substrate has side lower ends, that bonding region does not have aides and is at the interfacq
of the upper and lower substratéd.
2. Analysis

Section 112 2 requires that tiaims shall “particuldy point[ ] out and distinctly claim [ ]
the subject matter which the applicant regards askiention.” This requirement is met “when a
person experienced in the field of the invention would understand the sabgesabject matter thg
is patented when the claim is read in conjiomcwith the rest othe specification.”Typhoon Touch
Techs., Inc. v. Dell, Inc659 F.3d 1376, 1384 (Fed. Cir. 2011). “If the claims when read in ligh
the specification reasongldpprise those skilled in the aftthe scope athe invention, § 112
demands no more.Id. (quoting S3 Inc. v. nVIDIA Corp259 F.3d 1364, 1367 (Fed. Cir. 2001)).
Because the Court finds that a per®f ordinary skill in the fieldf the invention would understan
the location of the recesses and fine channe&wttie claims are read in conjunction with the
specification, the claims are not indefinite.

The parties do not dispute thiae above claims describe thedtion of the recesses and fif
channels. While the claim language is not a motlelarity, the Court doesot doubt that a persot
of ordinary skill would, looking athe depictions in the specification, be able to determine the
claimed location of the recesses and fine chanrgde. Advanced Cardiovascular Sys., Inc. v.
Scimed Life Sys96 F. Supp. 2d 1006, 1020 n.6 (N.D. Cal. 2000) (“The Federal Circuit has he
‘drawings alone may provide a written description of an inverg®required by § 112.™ (quoting
Wang Labs., Inc. v. Toshiba Corp93 F.2d 858, 866 (Fed. Cir. 1993))). In particular, figures 6
9 of the 157 Patent show the location of the thannels and recesses, respectively—they are
the underside of the upper substi@téhe ends of the bonding regi Defendant does not contest
that the figures show where the recesses and channels are formed.

Rather, Defendant argues that the clainesuauclear because there is no bonding region
the upper substrate; there is oalpponding region between the substrates. Defendant’'s argumsg
unpersuasive. The claims and the specificatidisputably identify a “bonding region” and a
person of ordinary skillvould be reasonably apprised tkttad bonding region of the upper substrg

is where the upper substrate conedotthe lower substrate torfo the bonding region between th
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substrates. Defendant’s argurhezlying on comments made irlader patent prosecution is
similarly rejected.SeeDef.’s Br. at 22 (“[T]he bonding region tiie present invention is created |
virtue of the organic solvent introded into the fine channels.” {icig Hayes Decl., Ex. G, 7)). Th
fact that the bonding region may be formed subsedodht forming of the fine channels and/or
recesses does not mean that a person of ordskdrgould not reasonably determine where the
recesses and fine channels aretied¢a The claims and the specitioa identify the location of the
bonding region, and the recesses and fine channelseciammed there even if the bonding regior]
itself is absent. Finally, Defendant’s argumedrat th “bonding region” doesot have “side lower
ends” misreads the claims. The claims réesige lower ends of Bonding region of the upper
substrate,” that is to say, “side lower endshaf upper substrate’s bonding region.” The claims
identify the bonding region simply aghereon the upper substrate the recesses and fine chann
form; they do not require that tihecesses and fine channels form on a bonding region separats
the upper substrate. The Court accordingly fith@s$ the above terms are not indefinite.

In addition, the Court finds that the followicgnstruction isiecessary: “forming recesses
the underside of the upper subgdrat the ends of the bondingiren” (claims 1, 5), “the fine
channel being provided in the umsiele of the upper substratetl¢ ends of the bonding region”

(claim 13).
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V.

CONCLUSION

For the reasons stated abptlee Court adopts thelfowing claim constructions:

Claim Term

Court’s Construction

1. “wherein the bonding region is bonded by t
organic solvent introduced into the recesses”

h&he organic solvent is introduced into the
recesses bonding the upper and lower
substrates in the area of the bonding region,
where there may be, but are not required to
additional steps in bonding, excluding bondi
steps that require the @cation of pressure of
the substrates in excess of that required to h
the substrates in place”

>3
Q

old

2. “with the organic solent passing through the

fine channel and effecting bonding b
movement of the organic solvent by capillary
action”

» “the organic solvent passes through the fine
y channel bonding the upper and lower substr
by movement of the organic solvent by
capillary action. There may be, but are not
required to be, additional steps in bonding,
excluding bonding steps that require the
application of pressure on the substrates in
excess of that required hwld the substrates i
place”

dtes

3. “wherein the recesses are omhannels”

“wherein the regges are open channels wit
an opening that faces the interface between
substrates”

4. “fine channel”

“an open charlrlecated in a sealed region
between the upper and lower substrates
having a height and width for capillary
action”

5. “A sample filling space having a
predetermined height for filling a sample
between the upper and lower substrate”

“A sample filing space having a specific heig
for filling a sample between the upper and
lower substrates”

6. “forming recesses in each of side lower en
of a bonding region of the upper substrate” arn

“the fine channel being pwided in each of side
lower ends of a bonding region of the upper
substrate”

jsforming recesses in the underside of the up,

\Gubstrate at the ends of the bonding region”
and “the fine channel being provided in the
underside of the upper substrate at the ends

der

of

the bonding region”

Finally, the Court sets a Case Managen@oriference (“CMC”) for February 15, 2013 at

1:30 p.m. The parties shall submit a joint Clgt@tement by February 8, 2013, which addresses

parties’ requested schedules floe remainder of this case.
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IT 1S SO ORDERED.

Dated: January 23, 2013

V2R

J

EPH C. SPERO

United States Magistrate Judge
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