United States District Court
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF CALIFORNIA

VERINATA HEALTH, INC., et al., No. C 12-00865 SI

Plaintiffs, ORDER GRANTING CUHK’S MOTION
FOR RECONSIDERATION

V.

SEQUENOM, INC., et al.,

Defendants.

A motion by defendant the Chinese University of Hong Kong (“CUHK?”) for reconsiderati
the Court’s June 10, 2014 discovery order is currently scheduled for a hearing on August 2

Docket No. 207. Pursuant to @ilocal Rule 7-1(b), the Court determines that this matte

appropriate for resolution without oral argumemt ¥ ACATES the hearing. Fdohe reasons set forth

below, the Court GRANTS CUHK’s motion for reconsideration.

BACKGROUND

This is a patent infringement action. Verinata Health, Inc. and the Board of Trusteeq
Leland Stanford Junior University (collectiyelVerinata”) accuse defendants Sequenom, Inc.
Sequenom Center for Molecular MedicibeC (collectively “Sequenom”)’s Harmony Prenatal Tes
of infringing U.S. Patent No. 7,888,017 (“the '017 patent”), U.S. Patent No. 8,008,018 (“th¢
patent”), and U.S. PateNb. 8,195,415 (“the '415 patent”) Docket No. 186, First Supp. Compl.

* The present action is related to three gplaéent infringement actions before the Coiriosa
v. Sequenonil-cv-6391Natera v. Sequenqrh2-cv-132; an&¥erinata v. Ariosal2-cv-5501. Cas
Nos. 11-cv-6391 and 12-cv-132 are currently on appeal before the Federal Circuit.
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54-83. In addition, plaintiffs allege claims agstiCUHK pursuant to 35 U.S.C. § 146, seeking re\
and reversal of the Board of Patent Appeals atadferences’s decisions and judgments in Interferg
Nos. 105,920, 105,923, and 105,924, which held that timglof the '018 patent lack a sufficig
written description as required by 35 U.S.C. § 112(@) 11 2, 32, 43, 52, 84-101.

On May 20, 2014, Verinata filed its first supplkemial complaint, adding CUHK as a defend
in the action. Docket No. 186. On May 30, 2014, Nata filed a non-joint discovery letter request
an order compelling Sequenom to produce all atlggerivileged correspondence related to the fil
and prosecution of the patent applicationssiie in Interference No. 105,923. Docket No. 190.

June 2, 2014, the Court ordered Sequetmfiile a response to Verinata’s request by Friday, Juf

iew
bNCE

nt

ant

ng

ng
On
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2014. Docket No. 193. On June 5, 2014, Sequenodhtii@ortion of the discovery letter arguing that

Verinata’s request should be denfefocket No. 196. On June 10, 2014, the Court issued an
granting Verinata’'s request aadlering Sequenom “to produce dlégedly privileged corresponden
related to the filing and prosecution of the patgpplications at issue in Interference No. 105,9!
Docket No. 200.

CUHK was served with the first supplemeomplaint and summons effective June 12, 2(
Docket No. 203. By the present motion, CUHK madeeseconsideration of the Court’s June 10, 2(

discovery order. Docket No. 207, Def.’s Mot.

DISCUSSION
l. Motion for Reconsideration
A. Legal Standard

A district court has inherent jurisdictiontoodify, alter, or revoke a prior ordddnited Stateq

v. Martin, 226 F.3d 1042, 1049 (9th Cir. 2000). “Reconsiderdtba prior order] is appropriate if the

orde
Ce

3.”

14.
D14

district court (1) is presented with newly discmagkevidence, (2) committed clear error or the initial

decision was manifestly unjust, or (3) if there is an intervening change in controlling3aodl Dist.

? In its response, Sequenom provided two grounds for denial of Verinata’s discovery r
“(1) The privilege in the documents that Plaintstsek disclosure of belongs not to Sequenom, b
the Chinese University of dhg Kong (‘CUHK’). (2) Sequenom has expressly disavowed usq
reliance upon the ‘Lo Correspondence’ that Plaintiffs refer to.” Docket No. 196 at 1.
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No. 1J v. ACandS, Inc5 F.3d 1255, 1263 (9 Cir. 1993). Reconsideration should be u
conservatively, because it is an “extraordinary remtdlge used sparingly in the interests of fina

and conservation of judicial resource€arroll v. Nakatanj342 F.3d 934, 945 (9th Cir. 2008e also

Marlyn Nutraceuticals, Inc. v. Mucos Pharma GmbH &,&7.1 F.3d 873, 880 (9th Cir. 2009) (“[A]

motion for reconsideration should not be grantedeabhighly unusual circumstances . . . ."™).
motion for reconsideration ““may not be used to reditegold matters, or to raise arguments or pre
evidence that could have beeised prior” in the litigation.Exxon Shipping Co. v. Bakés54 U.S.
471, 485 n.5 (2008%ee alsavarlyn Nutraceuticals571 F.3d at 880 (“A motion for reconsiderati
‘may not be used to raise arguments or present evidence for the first time when they could re

have been raised earlier in the litigation.™).

B. Analysis
Verinata did not serve CUHK with a copy of &y 30, 2014 discovery letter. In addition,
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the time the Court issued its July 10, 2014 discoweder, CUHK had not been served with the

complaint and summons in this action and had not yet formally appeared in the action. Therefo
these unique circumstances, the Court concludes that it is appropriate to reconsider its July

discovery order and address the arguments made by CUHK in its motion for reconsideration,

Il. Scope of the Waiver
In seeking reconsideration of the Court’syJ1L0, 2014 discovery order, CUHK challenges

Court’s determination of the scope of the attornesmt privilege waiver tht occurred as a result

CUHK's disclosure of the Febrpna26, 2007 email from Dr. Dennis Lo at CUHK (“the Lo Emaill’).

€, U

Def.s’ Mot. at 5-10. Specifically, CUHK argues thia waiver should be limited to the Lo Email itself.

Id. In response, Verinata argues that the Coprits holding was correcra that CUHK'’s disclosurg

* However, the Court notes that although CUHKesta its motion that it was never served with
Verinata’'s May 30, 2014 discovery letter, CUHK nevi#irmatively states that it was unaware of the

discovery letter or the Court’s order requiring sp@nse to the letter by June 6, 2014. Moreover,

though CUHK was not effectively served witlettomplaint and summons until July 12, 2014, CU
does not provide any explanationitsimotion or reply brief as tohy it could not specially appear
the action or intervene in the action to file a response to the May 30, 2014 discovery letter.
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of the Lo Email during the interference proceediogsstituted a broad subject matter waiver. Do¢

No. 219-4, Pl.’s Opp’n at 5-11.

A. Legal Standard

“[P]re-trial discovery is ordinarilyaccorded a broad and liberal treatmenBhoen v. Shoen

5 F.3d 1289, 1292 (9th Cir. 1993). “Partmay obtain discovery regarding angnprivilegedmatter

ket

that is relevant to any party’s alaior defense . . .. Relevant inf@tion need not be admissible at the

trial if the discovery appears reasonably calcul&deldad to the discovery of admissible evideng
Fed. R. Civ. P. 26(b)(1) (emphasis added). Aridistourt “has widediscretion in controlling
discovery” and “will not be overturned unletbere is a clear abuse of discretiorLittle v. City of
Seattle 863 F.2d 681, 685 (9th Cir. 1988).

“The attorney-client privilege protects from disclosure confidential communications be
a client and an attorney.Theranos, Inc. v. Fuisz Techs. LtNo. C 11-5236 PSG, 2013 U.S. Di
LEXIS 70564, at *3 (N.D. Cal. May 1@013). “The attorney-client privilege is intended ‘to encour

clients to make full disclosure to their attorneys,’ recognizing that sound advice ‘depends u

lawyer’s being fully informed by the client.’Hernandez v. Tannines04 F.3d 1095, 1100 (9th Cir.

2010). “Because it impedes full anddrdiscovery of the truth, the attey-client privilege is strictly

e.”
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[92]

age
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construed."Weil v. Inv./Indicators, Research & Mgmt., @47 F.2d 18, 24 (9th Cir. 1981). The pafrty

asserting the attorney-client privilege bears the buodshowing that it applies and that the privilg
has not been waivedd. at 25.

The attorney-client privilege can be waivediligh an express or implied waiver. “An expr

ge

2SS

waiver occurs when a party discloses privilegddrimation to a third party who is not bound by {he

privilege, or otherwise shows disregard fag firivilege by making the information publicBittaker
v. Woodford 331 F.3d 715, 719 (9th Cir. 2003) (en banc).

“It is well-established that when a client discloses to another person the content of a pr
attorney communication, the resulting privilege waiver may extend beyond the communicatig
to other related matterWi-LAN, Inc. v. LG Elecs., Ind84 F.3d 1364, 1369 (Fed. Cir. 2012). Un

Federal Rule of Evidence 502(a), when a “disclosure is made in a federal proceeding or to i
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office or agency and waives the attorney-clientij@ge or work-product protection, the waiver exter
to an undisclosed communication or information faderal or state proceeding only if: (1) the wai
is intentional; (2) the disclosed and undisclosed communications or information concern th
subject matter; and (3) they ought in fairnes$éoconsidered together.” Fed. R. Evid. 502
“Enacted in 2008, [Rule 502(a)] limited the effectn@iver by strongly endsing fairness balancing
Wi-LAN, 684 F.3d at 1369. “[A] subject rttar waiver (of either privilege or work product) is reser
for those unusual situations in which fairness megua further disclosure of related, protec
information, in order to prevent a selective andleading presentation of evidence to the disadvarj
of the adversary.” Theranos 2013 U.S. Dist. LEXIS 70564, at *4 (quoting Fed. R. Evid. 50

Advisory Committee Note (2011)). This fairness pijhe “is often expressed in terms of prevent

a party from using the privilege as both a shield and a swBittdker, 331 F.3d at 71%ee also Kaisef

Found. Health Plan, Inc. v. Abbott Labs., |f852 F.3d 1033, 1042 (9th Cir. 2009) (*The privile

which protects attorney-client communications may not be used both as a sword and a shieldg

B. Analysis

1. Whether the Waiver Was Intentional

Dr. Lo, a professor at CUHK, voluntarily dissked the Lo Email, which constituted privileg
information? to the PTO, a third party which was rmtund by the privilege, during the interferern
proceedings in an effort to establish the priodéye of his invention. Docket No. 207-2, Bosch D
Ex. 1; Docket No. 207 at 1, 4, 6. Thus, CUHWsiver of the privilege was intentiongbee Bittaker
331 F.3d at 719.
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“ It is unclear from its motion whether CUHKastempting to challenge whether the Lo En

ail

constitutes privileged information. Nevertheless,Gbart agrees with Verinata that the Lo Emall is

indisputably privileged informain under Federal Circuit lawSee, e.g.In re Spalding Sport

Worldwide, Inc. 203 F.3d 800, 805-06 (Fed. Cir. 2000) (“Accordingly, since Spalding’s inveptior
record was prepared and submitted primarilytfierpurpose of obtaining legal advice on patentablility

and legal services in preparing agud application, we conclude thats privileged in its entirety.”)
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2. Subject Matter

The Lo Email is an email from Dr. Ldirected towards outside patent courisBbcket No. 207-
2, Bosch Decl. Ex. 1. Dr. Lo statit the email is a follow-up to a preliminary discussion he had
Ken Weber of Townsend regarding his intentiofileoa patent claiming “a digital PCR based met}
for noninvasive prenatal diagnosidd. at 4. In the email, Dr. Lo @thes a detailed 9-page descript|
of his inventiorf, provides a brief description and a list dexeant prior art, and inquiries from outsi
counsel as to the patentability of the inventi@ee id. Dr. Lo also briefly discusses potential filir
strategies in light of “time pressure from the Stanford competitith.at 4, 6.

A review of the email shows that its subject matter relates to the preparation of a

application, the potential patentability of the inventjomor art, and filing strategies. However, the

with
od
on

e

g

pat

Email does not contain any post-filing legal analysiteories regarding the application, the invention,

or prior art. Therefore, the Court concludeattthe appropriate subject matter waiver should

include any post-filing communication§ee Phoenix Solutions Inc. v. Wells Fargo Bank,,[224

not

F.R.D.568,576-78 (N.D. Cal. 2008) (“There is a fundataledivide between patent drafting and patent

prosecution that cannot reasonably be bridged by the extension of a waiver, at least on the fa

case.”). In addition, the Lo Email does not contain any draft claims. A patent application must

CES |l

inclt

not only a written description ofétinvention, which is contained in the Lo Email; it also must include

claims, which are not contained in the Lo Em&i&e35 U.S.C. 88 111(a)(2), 112(a), (b); 37 C.F.R
1.71-1.75. Therefore, although the Garoncludes that the appropriate subject matter of the w
should include any draft applications and anyfpmreg communication related to the drafting of t

applications, the waiver should not extend to the postof those documents that contain draft clai

® In its motion, CUHK mischaracterizes the enaaitl contends that it is directed to only n(
attorneys at CUHK. Def.’s Mot. at 3. lugport of this contentionCUHK focuses on the namg
contained in the “To” and “Cc” fields of the emaltl. Although it is true thaflice Ngan is listed af
the recipient of the email in the 6Tfield, Dr. Lo states in the body of the email that the purpose g
email is to provide “some detailed information forK&Veber]'s perusal’ and “to ask Ken with rega
to the patentability of this work and what angiee should take.” Docket No. 207-2, Bosch Decl.
1 at 4. Therefore, it is clear from the text af #mail that Ken Weber, outside counsel at Towns|
was to be the ultimate recipient of the messaigecordingly, it is an email directed towards outs

counsel, and Ms. Ngan was merely acting as an intermediary between Dr. Lo and Mr. Weber,

® CUHK concedes that this description of theention was detailed enough to later be use
help draft a patent application. Docket No. 224, Def.’s Reply at 4.
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See Phoenix Solution®54 F.R.D. at 577 (“Because Phoesixbdluntary production was limited to the

specification portion of the applications which conéal no patent claims, . . . the court will not or

Phoenix to produce any pre-filingalts of the claims themselv&s Accordingly, based on the

information contained in the Lo Email, the Courhcludes that the appropriate subject matter o}

Her

the

waiver is any drafts of the patent applicati@bsssue in Interference No. 105,923 and any pre-fJ:ing

communications related to (1) theattmg of the patent application®) the prior art discussed in t
Lo Email or its attachment, and/or (3) strategies for filing the applicatiBog.the waiver does ndg
extend to the portions of the documents that corday draft claims or to any post-filing privilegs

communications.

3. Fairness

CUHK argues that “fairness” does not require that the waiver extend to undis

e

U
~—+
o

Clos

communications because the PTO never reacheditrgypissue during the interference proceedings,

and because Sequenom and CUHK have disavowed use of the Lo Email in this litigation. Del.

at8-10. The Court disagrees. CUHK used the LaiEmffensively during the interference proceedir
in an effort to establish priority over the Quake ptge That the PTO never reached the priority i
or that Sequenom and CUHK have disavowed uteeadocument in this litigation does not change
fact that the Lo Email was used as a “swordUiHK against plaintiffs during the prior proceedin
in an attempt to gain a tactical advantage in those proce€diBgsause the document was used

“sword” in the prior proceedings, CUHK cannot nattempt to “shield” the remaining undisclos|
communications that relate to the same subject ma®ee. Kaiser Found. Health PlaB52 F.3d at

1042 (“The privilege which protects attorney-cli@immunications may not be used both as a s\

and a shield.”)see, e.gPacing Techs. v. Garmin Int’l, In013 U.S. Dist. LEXIS 127041, at *13-1

" The Court finds CUHK's citations @ynetix Design Solutions, Inc. v. Synopsys, Ho. CV
11-05973 PSG, 2013 U.S. Dist. LEXIS 97872 (N.D. Cal. Jul. 11, 2013 AmX Corp. v. Appalachia
Fuels, LLGC No. 09-41-DLB, 2010 U.S. Dist. LEXIS 1297(@6.D. Ky. Dec. 7, 2010) unpersuasive.
both cases, the district court declined to exteredathiver to undisclosed communications in light
the producing party’s representations that it disavowed use of the privileged communication
litigation. SeeDynetix Design Solution2013 U.S. Dist. LEXIS 97872, at *GATX 2010 U.S. Dist
LEXIS 129706, at *17. However, there are no facts in either case showing that the pri
communications at issue had already been used offensively as a “sword” in a prior prog
Therefore, both cases are readily distinguishable from the present case.
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(S.D. Cal. Sept. 5, 2018jnding that fairness dictated the plaintiff should produce all documer
showing the preparation and finalization of a dpatfient application because the plaintiff intende
use a draft application to establish a priority Yla#ccordingly, the Court concludes that “fairnes
requires that Sequenom produce any allegedly privileged drafts of the patent applications af
Interference No. 105,923 and any allegedly privileged pre-filing communications related to
drafting of the patent application(®) the prior art discussed in the Email or its attachment, and/

(3) strategies for filing the applications.

CONCLUSION

For the foregoing reasons, the Court AR'S CUHK’'s motion for reconsideratior
Accordingly, the Court VACATES the relevant gions of the June 10, 2014 discovery order
ORDERS Sequenom to produce any allegedly privileged drafts of the patent applications at
Interference No. 105,923 and any allegedly privilegestfiling communications related to (1) t
drafting of the patent application&) the prior art discussed in the Email or its attachment, and/
(3) strategies for filing the applications. Draft olgimay be redacted from the draft applications

pre-filing communications that Sequenom is othsewequired to produce. In addition, Sequeno

not required to produce any post-filing privileged cammications. This ordeesolves Docket No. 207.

IT 1S SO ORDERED.

Suatn ML

SUSAN ILLSTON
United States District Judge

Dated: August 18, 2014
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