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NOTICE OF MOTION

PLEASE TAKE NOTICE THAT on June 22, 2012, at 9:00m, in Courtroom 11, 45
Golden Gate Avenue, San Francisco, California, defendant and counterclaimant Facebq

(“Facebook”) will and hereby moves for an Ordetkatg and/or dismissing the portions of t

“Reply and Counter Counterclaims” filed by miaff Yahoo Inc. (*Yahoo”) alleging that U.$

Patent Nos. 8,005,896 and 8,150,913 are unenforceéalele¢o inequitable conduct. Becal
Yahoo's inequitable conduct allegations do not comply with applicable pleading standard
Federal Rule of Civil Procedure 9(b) anddEral Circuit authority, Facebook seeks an o
striking and/or dismissing themThis motion is based on the following Memorandum of Pg
and Authorities, the Court’'s cerd in this action, the Decktion of Heidi L. Keefe fileg
concurrently with this motion,llamatters of which the Court may take judicial notice, and
other evidence and arguments presented atethenty of the motion and allowed by the Court.

MEMORANDUM OF POINTS AND AUTHORITIES

l. INTRODUCTION

Yahoo claims that two of the ten patemtacebook asserts are unenforceable du
inequitable conduct. But all oféke allegations are unsupportabld/andeficient. First, Yaho
claims these patents do not list Joseph Liauw aswamtor and that there is no sworn staten
by Mr. Liauw in the Patent Offe records explaining his omissibn. Yahoo's claim is
demonstrably false. Yahoo made this alteya without actually reiewing the publically
available Patent Office recorfiecause these records include the exact sworn statemen
Mr. Liauw Yahoo claims is missing.

Yahoo next contends that bothtguats are unenforceable due to the addition of text

the '913 application, but has proed no coherent theory or faguggesting deceptive intent.

! See Para 57 of Yahoo Reply and Counteru@terclaims (Dkt. No. 28 at 12:4-11).
2 The prosecution recoralso confirms that Yahodid not perform a proper investigati
prior to asserting its inequitable conduct defenses. In preparing to file this motion, Facebook

the official '311 provisional file history from the Patent Office to confirm thatINeuw’s statement

was still in the file — which it is. (Keefe Decat I 2, Ex. A.) The prosecution record reves
only one request to inspect the '311 provisigmasecution history — the one filed by Facebg

(1d.)
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Accordingly, Yahoo's inequitable conduct allégas should be dismissed for failing
meet the standards for pleading and proving th&se Exergen Corp. v. Wal-Mart Stores, Inc.,
575 F.3d 1312, 1327-28 (Fed. Cir. 200B)gerasense, Inc. v. Becton, Dickinson & Co., 649 F.3d
1276, 1289-90 (Fed. Cir. 2011) (en banc).

. STATEMENT OF FACTS

On March 12, 2012, Yahoo filed its Complaiatcusing Facebook of infringing t¢
patents allegedly owned by Yahoo. (Dkt. No. Dn April 3, Facebook filed its Answer a
Counterclaim wherein Facebook denied Yahoo's allega of infringemenand asserted variol
affirmative defenses of invalidity and unerdeability. (Dkt. No. 16 at 1-11.) Facebook a
asserted counterclaims against Yahoo fohotas infringement of ten patents owned
Facebook. (Dkt. No. 16 at 11-19.)

On April 27, Yahoo filed its Reply to Faoeok’s patent infringement counterclaims &
asserted various affirmative defenses. Yah@&@e®senth Affirmative Defense alleges that U
Patent No. 8,005,896 (the 896 patent”) and WP&tent No. 8,150,913 (913 patent”) assel
by Facebook are unenforceable due to inequitable conduct. This defense is based
theories: (1) the allegedly inteomal failure to name Joseph Liauw as an inventor on the '89
'913 patents; and (2) the allegedly improper additof new material into the application tt
matured into the '913 patent. (Dkt. No. 2814t13, 13-18.) Yahoo's Nineteenth and Twent
“Counter-Counterclaims” seek declarations that the '896 and '913 patents are unenforce
the same reasons as Yahoo's affirmative deferisekiding its inequitale conduct defens
(Dkt. No. 28 at 11-18, 29-30.) Neither of Yahe@equitable conduct thees has any merit.

a. Yahoo's “Known Inventor” Theory

Yahoo's first inequitable conduct theory, emtitl“Intentional Failurdo Name a Knowt
Inventor,” accuses inventor Chris Cheah andriattp C. Douglass Thomas of deliberately fail
to list a third party, Joseph Liauw, as an inventor on the '896 and '913 patents. (Dkt. N¢

11-13.) Yahoo relies on nothing mdfean the fact thatir. Liauw was listedas an inventor o
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the provisional patent application but was notetisas an inventor on the subsequent utility

application. (Dkt. No. 28 afl1-12.) Yahoo claims that since all of the disclosures
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substantively the same, Mr. Liauw should have Hesed as an inveat on the '896 and '91
patents, and that by not listing him, Messrs @herad Thomas violated their duty of canddd.)(

Yahoo's inequitable conduct theory is basedhaeries of demonstrably false stateme
principally the assertion that Mr. Liauw newv&bmitted a written statement acknowledging
he was mistakenly named as an inventor on theigional application — wheim fact he did (as

shown below). In particular, Yahoo alleges that:

PTO regulations require that “[i]f multiple inventors are named in a provisional
application, each named inventor mhawve made a contribution, individually
or jointly, to the subject matter disclasan the provisional application. ” 37
C.F.R. § 1.45(c). These regulations et require that “deleting the name or
names of the inventor or inventorgi a provisional application requires,
among other things “[a] statement by person or persons whose name or
names are being deleted that the ingesitip error occurred without deceptive
intention on the part afuch person or persohs37 C.F.R. § 1.48(e)No such
statement _was provided by Mr. Liauwv_in_prosecution of the 311
provisional or the '456 application

(Dkt. No. 28 at 12:4-11 (emphasis added).)

Yahoo's allegations are directly contradictby the publicly-available and judicially
noticeable prosecution history recsrat the Patent Office. Thosecords confirm that on July
2001, the applicant submitted a Petition and Feeotwect Originally Named Inventors Under
C.F.R. 8 1.48(e) seeking to delete Mr. Liauwaasinventor. (Keefe Decl., at T 2, Ex. A.) T

petition was accompanied by the follmgisigned statement from Mr. Liauw:

STATEMENT OF PERSON BEING DELETED AS INVENTOR REGARDING
CORRECTION OF INVENTORSHIP UNDER 37 C.F.R. 1.48(a)

Assistant Commissioner for Patents
Washington, D.C. 20231

Sir:

I, Joseph Liauw, hereby state that I was incorrectly named as an inventor in the above-
referenced patent application, and that this error in inventorship occurred without deceptive
intention on my part.

Date: 4 [l /{ “;7’% /_""Z'L"“'ﬁ

(Keefe Decl., at T 2, Ex. A.) THeatent Office subsequently igglia revised Filing Receipt f
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the provisional application listing MCheah as the sole inventotd.)
Yahoo's allegation that no statement ofirarentorship error “was provided by Mr. Liau

in prosecution of the '311 provisional” KD No. 12:10-11) forms the foundation of

w

its

inequitable conduct defense and its allegatiordecgptive intent. Mr. Liauw’s signed statement

above, which remains in the proseaun file of the '311 provisionaldefinitively demonstrates th
falsity of Yahoo's assertion.

b. YAHOO'S*NEW MATTER” THEORY

e

Yahoo's second theory of inequitable condiscbased on the assertion that Mr. Cheah

and Mr. Douglass failed to inform the Patent Office that additional text was added
application for the '913 patent when it waked on August 22, 2011. (Dkt. No. 28 at 13-1
More particularly, Yahoo complas about revisions to the “Atract” and "Summary of th
Invention” portions of the apipation reflecting théanguage of the proposed '913 claims. Ya
asserts that the '913 patentusenforceable because it wasl@@la “continuation” of earlie

applications when, according to Yahoo, the claohshe '913 patent fied on the newly-adde

text that was not supported by disclesiin the earlier applicationsld(at 16-18.) “But for this

intentional deception,” Yahoo alleges, “none cé ttlaims of the '913 patent would have bg
granted.” (Dkt. No. 28 at 15:19.) It further @és that the ‘896 pateist unenforceable based
the doctrine of “infectious unenforceability.” Id( at 18:4.) These allegations are direc
contradicted by statements @ previously made contemdj the disclosures to all k
substantively identical. Moreover, Yahoo prodeo analysis of the actual claimed sub
matter of the '913 patent or a comparison with tlseldsures of the originapplication. In fact
although Yahoo asserts that “[r]ledline comparisohthe disclosure athe '913 patent and ea
of the six applications to which it claims priorigre attached to this Answer as Exhibits
through A-6,” Yahoo failed to attach thdereenced exhibits. (Dkt. No. 28 at 15.)
1. LEGAL STANDARD

The Federal Circuit has significantly incredsthe standards for pleading and prov
inequitable conduct in two recent cas&®e Exergen Corp. v. Wal-Mart Sores, Inc., 575 F.3d

1312 (Fed. Cir. 2009)Therasense, Inc. v. Becton, Dickinson & Co., 649 F.3d 1276 (Fed. C
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2011) (en banc). lixxergen, the Federal Circuit held thataquitable conduct is subject to {

he

heightened pleading standard of Rule 9(B)A pleading that simply avers the substantive

elements of inequitable conduetjthout setting forth the partidarized factual bases for t
allegation, does not satisfy Rule 9(b).Exergen Corp., 575 F.3d at 1326-27. An accus
infringer raising such a charge must insteaghtdy “the specific who, what, when, where, &
how of the material representation omission committed before the PTO.1d. at 1327.
Moreover, because inequitable conduct requiremntrto deceive the Patent Office, the acct
infringer also must set forth “sufficient adjations of underlying facts from which a court n
reasonably infer that a specific individual (1) knefathe withheld material information or of tl
falsity of the material misrepresentation, and (&#hkaeld or misrepresentetis information with
a specific intent to deceive the PTAd. at 1328-29.

In the second cas@herasense, the Federal Cirgtiheightened the standards for findi
both intent and materiality. Tprevail on a claim of inequitable conduct, an accused infri
must now show: (1) that persons involved in pmagion of the patent “made a deliberate deci
to withhold” material informatn; (2) that the PTO “would not ha allowed a claim had it beg
aware of the undisclosed [informatigp@nd (3) that “the patentee actedh the specific intent t
deceive the PTO.” Therasense, Inc., 649 F.3d at 1290-91 (intednguotations and citatio
omitted). A court “may not infer intent solely from materiality,” and specific intent to de

must be “the single mostasonable inference able to be drawn from the evidentd.’at 1290

(quoting Sar cientific, Inc. v. RJ. Reynolds Tobacco Co., 537 F.3d 1357, 1366 (Fed. Qir.

2008)).

This Court has recognized that a motiorstoke under Federal Rule of Civil Proced
12(f) is an appropriate vehicte challenge the sufficiency ah inequitable conduct defensgee
Zep Solar Inc. v. Westinghouse Solar Inc., No. C 11-06493 JSW, 2012 WL 1293873, at *2 (N
Cal. Apr. 16, 2012) (White, J.) (granting motionstoike inequitable conduct defense under R
12(f)). The Court may also dismiss, under R1L2¢b)(6), a deficient inagtable conduct defens
that has been pleaded as declaratory judgment cowntlaim seeking a finding ¢

unenforceability. See Qarbon.com Inc. v. eHelp Corp., 315 F. Supp. 2d 1046, 1050-51 (N.D. (
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2004).

V. ARGUMENT

A. Yahoo's Groundless “Known Inventor” Theory Should Be Dismissed

Had Yahoo reviewed the proséionm file for the 311 provi®nal application, it would

have immediately discovered — contrary to thedallegations in its Reply — that there wag no

deception whatsoever. As explained in Pla#t above, Mr. Liauw submitted a signed statement

to the Patent Office clarifying he was mistakenhmed on the provisiohapplication as a cg

inventor. The Patent Office responded by issuing a corrected filing receipt for the provisione

application that listed Mr. Cheah as the solentor. (Keefe Dd. at § 2, Ex. A.)

The provisional prosecution file documentatthontradict Yahoo's phding are subject to

judicial notice and may properly be consideredconnection with the present motion. “The

district court will not accept as true pleading allegations that are contradicted by facts that can |

judicially noticed or by other allegjans or exhibits attached to orcorporated in the pleading.

DocMagic, Inc. v. Ellie Mae, Inc.,, 745 F. Supp. 2d 1119, 1133 (N.D. Cal. 2010) (internal

guotation and citation omitted3ee also Britesmile, Inc. v. Discus Dental, Inc., No. C 02-03220
JSW, 2005 WL 1083194, at *3 (N.D. Cal. May 9, 20Q®Jhite, J.) (noting that “documents

subject to judicial notice ... may be considered on a motion to dismiss.” (btihgs v. U.S.

Bankr. Ct., 828 F.2d 1385, 1388 t{® Cir. 1987));Coinstar, Inc. v. Coinbank Automated Sys.,

Inc., 998 F. Supp. 1109, 1114 (N.D. Cal. 1998) (takimjgial notice of docuents from patent

file history).

Yahoo's inequitable conduct allegationsséd on Mr. Liauw depend entirely on the

assertion that no statement ofiamentorship error “was provided by Mr. Liauw in prosecution of

the '311 provisional or the ’456 plication” (Dkt. No. 12:10-11)which is demonstrably falge

based on judicially noticeable Patent Office recof8iscause this foundatidralegation is false
Yahoo cannot establish either of the elementsamfinequitable conduct defense. Furt
amendment of this theory would be therefdutile and the Court should dismiss it w
prejudice.
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B. Yahoo's “New Matter” Theory Should Also Be Dismissed

Yahoo's other theory of inequitable conducsisilarly baseless and should be dismissed.

Yahoo contends that the claimstbé '913 patent-in-suit depend tachings that were added

to

the specification of the '913 application whiemwas filed on August 22, 2011. Yahoo claims that

these additional disclosures (which are confiteethe “Summary” and “Abstract” portions) were

essential to at least five claimeatents in the issued claimstbe '913 patent. (Dkt. No. 28

14, 91 64-65.)  Yahoo further claims that nohehe earlier-filed apations, including the

‘311 provisional, “disclose anything resemblingdk and other limitations in the claims of

[application for the '913 patent].”1d.) There are a number ofgirlems with Yahoo's defense

that warrant its dismissal.

To begin with, Yahoo’s second thgoof inequitable conduct iia to allege any facts or

details supporting the allegation that the rensi to the “Abstract” and “Summary of t

at

the

Invention” constituted improper &w matter,” or that they were made with a “specific intent to

deceive the PTO.” Exergen Corp., 575 F.3d at 1328-29. The revisions to the introdug
portions of the application were appropriatediese they are supported by the portions of
application that were derived from earlier applicatiorSee,(e.g., ‘913 patent, Cols. 6-8, 26-2
Fig. 4, 12A, 19A-1 and accompanying tex&ee Schering Corp. v. Amgen Inc., 222 F.3d 1347

1352 (Fed. Cir. 2000) (revisions s$pecification supported by originapplication were not “ney

matter”); 4-11 Donald S. Chisunthisum on Patents 8 11.04 (2012) (revisions to specification

that “merely clarify or make dimite that which an originallfiled application expressly ¢
inherently disclosed” are not “new matterY)Jahoo accordingly has failed to plead any “sped
facts” or circumstances that could “plausildyggest” a specific intent to deceive the Pa
Office. Exergen, 575 F.3d at 1330-31.

In a similar case, the district court$oftview LLC v. Apple Inc., Civil Action No. 10-389-
LPS, 2011 WL 4571793 (D. Del. Sept. 30, 20Higmissed an inequitable conduct cla
substantially identicato the one asserted by Yahoo her&€he court found that the accus
infringer’'s theory was “based on a mere disggnent with [the patent holder’s] prosecut

counsel as to whether certain amendmengsemissibly added ‘nevwmatter™ but found tha
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“[t]his disagreement does not give rise to a reabtminference that prosecution counsel kney
was amending to add new matter and intentbedeceive the PTO of this fact.ld. at *1.
Yahoo's inequitable conduct claim similarly aumts to nothing more than Yahoo's “mg

disagreement” as to whether tbiaims of the '913 patent wesaipported by the disclosures

v he

pre

of

the earlier applications to which it claimed pityr which does not state a claim of inequitable

conduct.

Yahoo's second theory ialso directly comtadicted by its ineqgtable conduct theor
relating to the inventorship of Mr. Liauw. Asxplained in the preceding section, Yahoo's 1
inequitable conduct theory allegést Mr. Liauw should have beeamed as an inventor on t
'913 patent because he was initially namedush on the '311 provisional applicatioBee Part
IV.A, supra. Yahoo affirmatively alleges that Mr. auw’s name should have been carried ¢
to the '913 and '896 patent applications becahsed applications “contain all of the substan
disclosures of the '311 provaial and claim prioty to that provisionleapplication.” (d. at 12,

59.) Yahoo's second theory, oretlother hand, directly contrats that statement by assert

that the claims of the '913 patent “were vedlifferent from anything that had previous

appeared” in the '311 provisionand that the provisional did ndisclose “anything resembling
five limitations in the claims. Id. at 14-15, { 65.)

Yahoo cannot have it both way&ederal Circuit law is clear that Mr. Liauw could be
inventor “only if he contbutes to the conceptioof the claimed invention.”Eli Lilly & Co. v.
Aradigm Corp., 376 F.3d 1352, 1358-59 (Fed. Cir. 2004) geasis added). The law is equa

clear that “conception must encompass all limitations of the claimed invéntiomgh v. Brake,

317 F.3d 1334, 1340 (Fed. Cir. 2003) (emphasis &dd®y claiming that Mr. Liauw was &
inventor on the '913 and '896 patents solely beeabne was listed as such on the provisig
Yahoo is alleging that the provisiaindisclosed all elements of the claimed invention. Its se
theory, on the other hand, contends that the '311 provisional was so fundamentally differe
the later-filed applications that it was lacking at least five limitations of the claimed inve
Yahoo did not plead these two thewiin the alternative, and no reasonable investigation

support both theories. The irremdlable contradiction betweethese theories violates t
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fundamental purpose of the heightened pleaditepdard under Rule (- to require the

D

plaintiff to articulate a clear and coherenedhy and identify “the specific who, what, when,
where, and how of the material misrepresentation or omission committed before the
Exergen Corp., 575 F.3d at 1327. Yahoo’s contradictorgdhes of inequitable conduct fail o
satisfy this standard.
V. CONCLUSION
For the foregoing reasons, Fhoek respectfully requestsahthe Court strike Yahoo|s

ts

Seventh Affirmative Defense to Facebook’s paterfiingement counterclaims, as well as
Nineteenth and Twentieth “Coumt€ounterclaims” to the exterihey rely on allegations of

inequitable conduct.
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