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UNITED STATES DISTRICT COURT
9 ‘
FOR THE NORTHERN DISTRICT OF CALIFORNIA WHA
10
11 L.
" In re Ex Parte Application of CV 'ragNo.: 8 0 2 6 Z*MISC
13 Apple Inc.; Apple Retall.Germany GmbH; DECLARATION OF E. DANIEL
and Apple Sales Intematlonal, ROBINSON IN SUPPORT OF EX
14 ) PARTE APPLICATION FOR AN
Applicants. ORDER PURSUANT TO 28
15 U.S.C. § 1782 GRANTING LEAVE TO
OBTAIN DISCOVERY FOR USE IN
16 FOREIGN PROCEEDINGS
17
18 I, E. Daniel Robinson, an attorney admitted to practice in the State of California,

19 || declare as follows:

20 1. I am an attorney with Covington & Burling, LLP, counsel to Apple Inc.

21 || (“Apple”).

22 2. I am familiar with the facts set forth in this declaration from personal

23 || knowledge and documents I have reviewed.

24 3. I submit this declaration in support of Apple’s Ex Parte Application for

25 || an Order Pursuant to 28 U.S.C. § 1782 Granting Leave to Obtain Discovery for Use In Foreign
26 || Proceedings. The application relates to foreign proceedings in Germany before the Mannheim

27 || District Court, the Dusseldorf District Court, and the Higher District Court of Karlsruhe.
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4, Apple Retail Germany GmbH is the defendant in Case Nos. 4a O 69/11,
4a O 116/11, and 4a O 117/11 pending in the Dusseldorf District Court. These actions were all
filed by Motorola Mobility, Inc. on April 12, 2011.

5. Apple Sales International is the defendant in Case No. 6 U 136/11,
pending in the Higher District Court of Karlsruhe and filed on December 14, 2011, which is an
appeal of a decision of the Mannheim District Court in Case No. 7 O 122/11, filed by Motorola
Mobility, Inc. on April 1, 2011,

6. Apple Sales International is the defendant in Case Nos. 7 O 229/11 and 7
0O 230/11, both filed by Motorola Mobility Inc. on April 1, 2011 in the Mannheim District
Court.

7. Apple, Inc. is the defendant in Case Nos. 7 O 169/11 and 7 O 443/11,
filed by Motorola Mobility, Inc. on April 26, 2011 in the Mannheim District Court.

8. The Mannheim and Dusseldorf District Courts determine liability and,
upon a finding of infringement, may enter an injunction and order the infringer to pay damages.

6. In Cases Nos. 4a O 69/11, 6 U 136/11,7 O 122/11, 7 O 169/11 Motorola
asserts that Apple products infringe European Patent No. EP 1 010 336 (“the 336 cases™). In
Cases Nos. 4a O 117/11, 70 230/11, and 7 O 443/11, Motorola asserts that Apple products
infringe European Patent No. EP 1 053 613 (“the "613 cases™).

8. According to its web page, Motorola Mobility LL.C maintains offices at
809 Eleventh Avenue in Sunnyvale, California.

9. The functionalities accused by Motorola in the *336 cases and the *613
cases generally relate to the wireless functionality of the iPhone and iPad.

11, Attached hereto as Exhibit 1 is a true and correct copy of an April 7,
2011 opinion in In re Am. Petroleum Institute, 11-mc-80008-JF (PSG) (N.D. Cal.).

12. Attached hercto as Exhibit 2 is a true and correct copy of a September

19, 2008 opinion in Kwong v. Batiery Tai-Shing Corp., No. 08-mc¢-80142 (N.D. Cal.).
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13. Attached hereto as Exhibit 3 is a true and correct copy of In re Roebers,
No. C12-80145 MISC RS (LB), 2012 WL 2862122 (N.D. Cal July 11, 2012).

14, Attached hereto as Exhibit 4 is a true and correct copy of Ex Parte
Application Order Pursuant 28 U.S.C. § 1782 Granting Leave Obtain Disc. Use Foreign
Proceedings Supp. Mem., In re Apple Inc., No. MISC 12-80013 JW (N.D. Cal. Jan. 27, 2012).

15. Attached hereto as Exhibit 5 is a true and correct copy of In re Ex Parte
Application of LG Elec. Dewschland GmbH, No. 12-¢v-1197-LAB (MDD), 2012 WL 1836283,
at *3 (S.D. Cal. May 21, 2012).

16. Attached hereto as Exhibit 6 is a true and correct copy of In re Gianasso,
No. C 12-80029 MISC SI, 2012 WL 651647, at *2 (N.D. Cal. Feb. 28, 2012).

17. Attached hereto as Exhibit 7 is a true and correct copy of Cryolife, Inc. v.
Tenaxis Med.. Inc., No. C08-05124 1IRL, 2009 WL 88348, at *1-2 (N.D. Cal. Jan. 13, 2009).

18.  Attached hereto as Exhibit 8 is a true and correct copy ot In re Apple
Inc., No. 3:12-mc-80013-JW (N.D. Cal. May 2, 2012).

19. Attachced hereto as Exhibit 9 is a true and correct copy of Minatec Fin,
S.A.RL. v. SI Group Inc., Civ. No. 1:08-cv-269 (LEK/RFT), 2008 WL 3884374 (N.D.N.Y.
Aug. 18, 2008).

19. Attached hereto as Exhibit 10 is a true and correct copy ot In re Apple
Inc., Case No. 12-¢cv-147 (S.D. Cal. Jan. 25, 2012).

20. Attached hereto as Exhibit 11 is a true and correct copy of /n re Ex Parte
Application of Apple Inc., No. MISC 12-80013 JW, 2012 WL 1570043, at *1 (N.D. Cal. May 2,
2012).

21.  Attached hereto as Exhibit 12 is a true and correct copy of In re Republic
of Ecuador, No. C-10-80225 MISC CRB (EMC), 2010 WL 3702427, at *2 (N.D. Cal. Sept. 15,
2010).
/1
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[ declare under penalty of perjury under the laws of the United States that the

foregoing is true and correct.

Date: October 26, 2012 LO M~

E. Daniel Robinson
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IN RE EX PARTE APPLICATION OF

AMERICAN PETROLEUM INSTITUTE
FOR ORDER TO OBTAIN DISCOVERY
FOR USE IN FOREIGN PROCEEDINGS

Case5:11-mc-80008-JF Document6 Filed04/07/11 Pagel of 4

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

) Casc No.: C 11-80008 JF (PSQG)

)

) ORDER GRANTING EX PARTE

) APPLICATION FOR ORDER

) PURSUANT TO 28 U.S.C. § 1782(A)
)
)
)
)

(Re: Docket No. 1)

American Pctroleum Institute (“API”) has applicd to this court for an order to obtain

discovery for usc in forcign proceedings pursuant to 28 U.S.C. § 1782(a). API seeks an order to

authorize a subpoena requiring Google Inc. (“Google™), a resident of Mountain View, Califomia, to

provide documents for use in connection with six cascs in China involving copyright, trademark, and

unfair competition claims asscrted against the owners of the enginceringsky.com website

(“Enginceringsky™). APl argucs that because Enginceringsky advertiscs its websitc online via

Google, Google has information relevant to API’s actions against Enginceringsky in China. The

proposcd subpocna secks documents sufficicent to identity:

|

2.
3.
4

5.

all of Enginceringsky’s sponsored-link advertiscments distributed by Google;

the amount and dates of Enginceringsky’s payments to Google;

the search terms that generated Google’s display of the Enginceringsky’s sponsored-link
advertiscments on Google’s main google.com website;

the domain names which identify the Publishers’ Websites on which Enginceringsky’s
sponsored-link advertisecments appcarcd and/or appear;

the Publishers’ names and contact information, including, but not limited to, the Publishers
for the apistandards.com website; and

ORDER, page [
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6. the amounts of Google’s payments to each of the Publishers, including, but not limited to,
the Publishers for the apistandards.com website.

I. LEGAL STANDARD

A district court may grant an application pursuant to 28 U.S.C. § 1782 where (1) the
person from whom the discovery is sought resides or is found in the district of the district court to
which the application is made, (2) the discovery is for use in a proceeding before a foreign
tribunal, and (3) the application is made by a foreign or internal tribunal or any interested person.'

However, simply because a court has the authority under § 1782 to grant an application
does not mean that it is required to do so.> The Supreme Court has identified several factors that
a court should take into consideration in ruling on a § 1782 request:

“(1) whether the material sought is within the foreign tribunal's jurisdictional reach

and thus accessible absent Section 1782 aid; (2) the nature of the foreign tribunal,

the character of the proceedings underway abroad, and the receptivity of the foreign

government or the court or agency abroad to U.S. federal-court jurisdictional

assistance; (3) whether the Section 1782 request conceals an attempt to circumvent

foreign proof-gathering restrictions or other policies of a foreign country or the

United States; and (4) whether the subpoena contains unduly intrusive or

burdensome requests.”’

It is common for the process of presenting the request to a court to obtain the order
authorizing discovery to be conducted ex parte.* Such ex parte applications are typically justified
by the fact that the parties will be given adequate notice of any discovery taken pursuant to the
request and will then have the opportunity to move to quash the discovery or to participate in it.?

II. DISCUSSION
A. AUTHORITY TO ISSUE SUBPOENA

As stated above, a district court is authorized to grant a § 1782 application where (1) the

person from whom the discovery is sought resides or is found in the district of the district court to

! See 28 U.S.C. § 1782(a); In re Republic of Ecuador, No. 10-80225 MISC CRB (EMC), 2010
WL 3702427, at *2 (N.D. Cal. Sep. 15, 2010).

2 See Intel Corp. v. Advanced Micro Devices, Inc., 542 U.S. 241, 264 (2004).
* In re Republic of Ecuador, 2010 WL 3702427, at *2 (citing Intel, 542 U.S. at 264-65).
4 See In re Republic of Ecuador, 2010 WL 3702427, at *2
‘Id.
ORDER, page 2
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which the application is made, (2) the discovery is for usc in a proceeding before a forcign
tribunal, and (3) the application is made by a forcign or internal tribunal or any intercsted person.®

The court has rcviewed API’s application and has preliminarily dectermined that the
statutory rcquircments have been satistied.  First, Google is located in Mountain View, California,
which is located in this district. Sccond, there are six court actions that have been initiated against
Enginccringsky in China.” Finally, there can be no real dispute that API qualifies as an interested
person because it is the plaintiff in the cases in China.®
B. DISCRETIONARY FACTORS

Having concluded that it has the authority to issue the subpoena, the court now turns to the
question of whether the discretionary factors identified by the Supreme Court weigh in favor of or
against issuance of the subpocna. The court makes the preliminary determination that these factors
largely weigh in favor of issuance of the subpocna.

1. JURISDICTIONAL REACH OF FOREIGN TRIBUNAL

The Supreme Court has noted that,

*when the person from whom discovery is sought is a participant in the forcign

proceceding ..., the nced for § 1782(a) aid generally is not as apparent as it

ordinarily is when cvidence is sought from a nonparticipant in the mattcr arising

abroad. A forcign tribunal has jurisdiction over thosc appearing before it, and can

itself order them to producc cvidence. In contrast, nonparticipants in the forcign

procceding may be outsidce the forcign tribunal's jurisdictional reach; hence, their

cvidcgncc, available in the United States, may be unobtainablc abscnt § 1782(a)

aid.”

In the instant case, Google is not a party in the China cascs, and therefore this factor
weighs in API’s favor.

2. NATURE AND RECEPTIVITY OF FOREIGN TRIBUNAL

6 See 28 U.S.C. § 1782(a); In re Republic of Ecuador, No. 10-80225 MISC CRB (EMC), 2010
WL 3702427, at *2 (N.D. Cal. Scp. 15, 2010).

7 See 1/14/11 B. Brett llcavner Decl. 9 5 (Docket No. 2).

¥ Intel, 542 U.S. at 256 (stating that an intcrested person under § 1782 “plainly rcaches beyond
the universe of persons designated ‘litigant,” although there is “[n]o doubt [that] litigants arc
included among, and may be the most common cxamplc™).

°Id. at 264,

ORDER, page 3
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API argues that China would be receptive to U.S. federal-court jurisdictional assistance.
In support of this argument, API points outs that the Law of Civil Procedure of the People’s
Republic of China allows for discovery in litigation, and thus there is no reason to believe that the
Chinese court would be unreceptive to evidence collected through discovery conducted pursuant to
this subpoena.'® The court does not have sufficient evidence to determine whether China would
be receptive to U.S. federal-court jurisdictional assistance. This factor therefore is treated as
neutral,

3. ATTEMPT TO CIRCUMVENT FOREIGN PROOF-GATHERING RESTRICTIONS AND POLICIES

There is nothing to suggest that API’s § 1782 request is an attempt to circumvent foreign
proof-gathering restrictions. API represents that no such restrictions or policies exist and the
requested discovery is consistent with the type of discovery available in the Chinese proceedings.
Accordingly, this factor weighs in API’s favor.

4. UNDUE INTRUSION OR BURDEN

API has requested six categories of documents, that on their face, do not appear to be
unduly intrusive or burdensome and appear to be related to the claims in the Chinese proceedings.

I1I. CONCLUSION

For the reasons discussed above, API’s application is GRANTED. API may serve the

subpoena attached as Exhibit B to its application, without prejudice to any motion to quash that

Google or any other appropriate party may wish to file.

Dated: April 7, 2011
Pl S Al
PAUL S. GREWAL
United States Magistrate Judge

19 See 1/14/11 Ex Parte Application at 7:18-8:1 (Docket No. 1).
ORDER, page 4
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*E-FILED 9/19/08*

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

KWONG MEI LAN MIRANA, NO. C 08-80142 MISC. JF (RS)

Applicant, ORDER GRANTING
v. APPLICATION FOR ISSUANCE
OF SUBPOENAS UNDER 28
BATTERY TAI-SHING CORP.. et al., US.C. § 1782
Respondents.
/

In connection with divorce litigation now pending before the District Court of Hong Kong
SAR. Matrimonial Cases No. 6100 of 2006, before the Court is the application of Kwong Mei Lan
Mirana for an order under 28 U.S.C. § 1782 permitting her to scrve subpoenas directing respondents
to produce documents, to produce corporate representatives, and to appoint counsels Kathleen V.
Fisher, William N. Hebert, and Seung Lee to issue, sign, and serve such subpoenas upon
respondents. Good cause appearing, it is hereby ordered that:

(1) Kwong may serve subpoenas in substantially the same form attached as Exhibits 1-11 to
her application. The subpoenas shall specify the date for production of documents not less than 45
days atter service.

(2) Fisher, Hebert, and Lee may issue, sign, and serve such subpoenas upon respondents.

(3) A copy of this order shall be served with the subpoena.
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(4) This order is without prejudice to the rights of any person to seek a protective order, or to
quash or modify the subpoena under Rule 45 of the Federal Rules of Civil Procedure. Any motion
seeking such relief shall be filed under this case number, and shall be noticed for hearing before the
undersigned in conformance with the Civil Local Rules.

IT IS SO ORDERED.

Dated: September 19, 2008

RICHARD SEEBORG
United States Magistrate Judge

ORDER GRANTING APPLICATION FOR ISSUANCE OF SUBPOENAS UNDER 28 US.C. § 1782
C 08-80142 MISC. JF (RS)
2




United States District Court

For the Northem District of California

S O 0 NN Y B WY -

N (8} (\) N [\) (0] (] N N — [ — — —_— — — _— — =
-5} ~ o)) W N (9%} [\ _— o O =} ~) [« W ES (8 (8} —_—

Caseb:08-mc-80142-JF Document9 Filed09/19/08 Page3 of 3

THIS IS TO CERTIFY THAT NOTICE OF THIS ORDER HAS BEEN GIVEN TO:
Kathleen V. Fisher  kfisher@calvoclark.com, sf-receptionist@calvoclark.com
Seung Lee slee@calvoclark.com, Ithornton@calvoclark.com, sf-receptionist@calvoclark.com

William N. Hebert whebert@calvoclark.com, cheryluntalan@calvoclark.com,
SF-Receptionist@calvoclark.com, swilson@calvoclark.com

Counsel are responsible for distributing copies of this document to co-counsel who have not
registered for e-filing under the Court's CM/ECF program.

Dated: 9/19/08 Richard W. Wieking, Clerk

By: Chambers

ORDER GRANTING APPLICATION FOR ISSUANCE OF SUBPOENAS UNDER 28 U.S.C. § 1782
C 08-80142 MISC. JF (RS)
3
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Slip Copy, 2012 WL 2862122 (N.D.Cal.)
(Cite as: 2012 WL 2862122 (N.D.Cal.))

H
Only the Westlaw citation is currently available.

United States District Court, N.D. California,
San Francisco Division,
In the Matter of the Application of Kimberly V.
ROEBERS.
For an Order to Conduct Discovery for Use in a
Foreign Legal Proceeding Pursuant to 28 U.S.C. §
1782.

No. C12-80145 MISC RS (LB).
July 11, 2012,

ORDER GRANTING PETITIONER'S RE-
NEWED APPLICATION FOR AN ORDER TO
CONDUCT DISCOVERY FOR USE IN A FOR-
EIGN LEGAL PROCEEDING PURSUANT TO

28 U,S.C. § 1782
LAUREL BEELER, United States Magistrate
Judge.
L. INTRODUCTION

*1 Petitioner Kimberly Roebers filed an ex
parte application to take discovery pursuant to 28
U.S.C. § 1782. That statute allows a district court to
order a person residing or found within its district
to produce documents or provide testimony for use
in a foreign legal proceeding, unless the disclosure
would violate a legal privilege. The petition was as-
signed to District Court Judge Richard Seeborg,
who referred the matter to the undersigned for res-
olution. Upon consideration of Ms. Roebers's re-
newed application and the relevant legal authority,
the court GRANTS her application.

II. BACKGROUND

Ms, Roebers is a party in a divorce proceeding
in Dublin, Ireland. Ex Parte Application for Order
to Conduct Discovery, ECF No. | at 2. The divorce
proceeding, Dr. Johanpes Roebers v. Kim Roebers
(née Knight), file no. 01125/2011, is pending before
the Circuit Family Collrt of the County of Dubin,
Ireland. /d.

Page 1

Mr. Roeber filed an ex parte motion with the
Circuit Court on or about February 8, 2012, in
which he asked the Circuit Court for discovery into
six months' worth of Ms. Roeber's private commu-
nications, including email messages, text messages,
and other forms of communication. /d. Mr. Roe-
ber's affidavit laid out what he believed had tran-
spired during Ms. Roeber's sexual activities during
their marriage and after they were separated. /d. at
3. Ms. Roeber alleges that the affidavit made it
plain that Mr. Roeber and his hired investigator,
Ms. De Benedittis, illegally accessed her private
communications, as information contained in Ms.
De Benedittis' investigation report could not have
been obtained through any method other than log-
ging into a private profile on a website using Ms.
Roeber's personal login information. Id. at 3, 5-6.
Ms. Roeber claims that after Mr. Roeber filed his
motion and affidavit, she discovered that he stole or
made a copy of a document that contained all the
information needed to access her private commu-
nications. /d. at 4,

On July 6, 2012, Ms. Roeber filed a renewed
application requesting authorization to conduct dis-
covery pursuant to 28 U.S.C. § 1782. Renewed Ex
Parte Application for an Order to Conduct Discov-
ery, ECF No. 4 at 1. Specifically, Ms. Roeber seeks
an order authorizing her to issue subpoenas to sev-
en different companies allegedly in possession of
information relating to user data in their systems,
including the IP address from which a user's email
account or other information was accessed. /d. at 9,
Ex. A. She attaches to her application, as Exhibit A,
drafts of the subpoenas she wants the court to issue.
Id., Ex. A. Essentially, she seeks three sets of docu-
ments from each recipient: (1) documents sufficient.
to identify who accessed her accounts; (2) docu-
ment sufficient to identify the IP addresses that ac-
cessed her accounts; and (3) documents sufficient
to identify what those persons did when they ac-
cessed her accounts. See id Presumably, this in-
formation will tell Ms. Roebers whether Mr. Roe-

© 2012 Thomson Reuters. No Claim to Orig. US Gov. Works.



Slip Copy, 2012 WL 2862122 (N.D.Cal.)
(Cite as: 2012 WL 2862122 (N.D.Cal.))

bers (or his agent) accessed any of her accounts
without her permission, as she suspects.

[H. LEGAL STANDARD
*2 28 U.S.C. § 1782(a) provides, in pertinent
part:

The district court of the district in which a person
resides or is found may order him to give his
testimony or statement or to produce a document
or other thing for use in a proceeding in a foreign
or international tribunal, including criminal in-
vestigations conducted before formal accusation.
The order may be made pursuant to a letter rogat-
ory issued, or request made, by a foreign or inter-
national tribunal or upon the application of any
interested person and may direct that the testi-
mony or statement be given, or the document or
other thing be produced, before a person appoin-
ted by the court.

A litigant in a foreign action qualifies as an
“interested person” under § 1782. See Intel Corp. v.
Advanced Micro Deviges, Inc., 542 U.S. 241, 256 (
2004). In order to apply for discovery pursuant to §
1782, a formal proceeding in the foreign jurisdic-
tion need not be currently pending, or even immin-
ent. Id. at 258-59. Instead, all that is necessary is
that a “dispositive ruling” by the foreign adjudicat-
ive body is “within reasonable contemplation.” /.
at 259 (holding that discovery was proper under §
1782 even though the applicant's complaint against

_the opposing party was only in the investigative
stage). An ex parte application is an acceptable
method for seeking discovery pursuant to § 1782.
See In re Letrers Rogatory from Tokyo Dist., Tokyo,
Japan, 539 F.2d 1216, 1219 (9th Cir.1976) (holding
that the subpoenaed parties may raise objections
and exercise their dug process rights by bringing
motions to quash the subpoenas).

A district court has wide discretion to grant
discovery under § 1782. /utel, 542 U.S. at 260-61.
In exercising its discré¢tion, a district court should
consider the following factors: (1) whether the
“person from whom discovery is sought is a parti-

Page 2

cipant in the foreign proceeding”; (2) “the nature of
the foreign tribunal, the character of the proceed-
ings underway abroad, and the receptivity of the
foreign government or the court or agency abroad
to U.S. federal court judicial assistance”; (3) wheth-
er the request “conceals an attempt to circumvent
foreign proof-gathering restrictions or other
policies of a foreign country or the United States”;
and (4) whether the request is “unduly intrusive or
burdensome.” See id . at 264--65.

A district court's discretion is to be exercised in
view of the twin aims of § 1782: providing efficient
assistance to participants in international litigation,
and encouraging foreign countries by example to
provide similar assistance to our courts. See
Schmitz v. Bernstein Liebhard & Lifshitz, LLP, 376
F.3d 79, 84 (2004). There is no requirement that the
party seeking discovery establish that the informa-
tion sought would be discoverable under the gov-
erning law in the foreign proceeding or that United
States law would allow discovery in an analogous
domestic proceeding. See Intel, 542 U.S. at 247,
261-63.

V. DISCUSSION

A. Statutory Requirements

*3 Ms. Roeber's application satisfies the min-
imum requirements of § 1782: the subpoenaed
parties reside in this district ; the requested dis-
covery is for use in her divorce proceeding before
the Circuit Court of Ireland, which clearly qualifies
as a proceeding before a foreign tribunal; there is
no question that Ms. Roeber is an “interested per-
son” as she is a litigant in the proceeding; and the
instant ex parte application is an acceptable method
of requesting discovery under § 1782. See In re Let-
ters Rogatory, 539 F.2d at 1219.

FN1. The seven subpoenas attached to Ms.
Roeber's application are addressed to: (1)
Google Inc.,, 1600 Ampitheatre Parkway,
Mountain View, CA 94043; (2) Yahoo!,
Inc.,, 701 First Avenue Sunyvale, CA
94089; (3) Microsoft, Inc., 835 Market
Street, Suite 700, San Francisco, CA

© 2012 Thomson Reuters. No Claim to Orig. US Gov. Works.
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94103; (4) Various, Inc., 220 Humboldt
Court, Sunnyvale, CA 94089; (5) Apple,
Inc., 1 Infinite Loop, Cupertino, CA
95014: (6) NTT America, Inc., 1741 Tech-
nology Drive, Suite 350, San Jose, CA
955110-1318; (7) Softlayer Technologies,
In¢c., 3105 Alfred Strect, Santa Clara, CA
95054. See Renewed Ex Parte Application,
ECF No. 4, Ex. A.

B. Exercise of the Court's Discretion

The court finds good causc to excrcise its dis-
cretion to authorize the requested discovery. The
first Intel factor is satistied: Ms. Roeber 1s a parti-
cipant in a foreign procceding, as she is a litigant in
a divorce proceeding before the Circuit Court of
Ireland.

The sccond Intel factor also is satisfied. Ms.
Roeber provided authoritics showing the prior re-
ceptivity of Irish courts to discovery acquired with
the assistance of American courts, and the Court
has no reason to believe that the reception to the
discovery requested here would differ in any signi-
ficant manner. See, e.g., McKevitt v. Pallasch, 339
F.3d 330, 532, and In re Charter Communications,
Ine.; 393 F.3d 771,

With regard to the third Intel factor, the Court
does not view Ms. Roeber's request as an attempt to
circumvent any foreign restrictions related to the
discoverability of the requested information, as the
information she seeks is related to her own personal
accounts. Furthermore, Ms. Roeber provides au-
thority to show that Irish litigants are permitted to
initiate discovery of cvidence under Irish proced-
ure. See Circuit Court Rules, Order: 24, Rules 1 -7,
Order: 32, Rules [-9.

Finally, the fourth /nre/ factor also is satisfied.
Internet service providers and opcrators of commu-
nications systems are generally familiar with this
type of discovery request. Ms. Rocber's request
docs not appear to be unduly intrusive or burden-
some. Should any of the subpocnaed entities be-
licve that it is, they may raise the issue at that time.
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V. CONCLUSION
Based on the foregoing, the court GRANTS
Ms. Rocber's renewed application and permits the
issuing of the seven attached subpoenas.

ITIS SO ORDERED.
N.D.Cal.,2012.

In re Roebers
Stip Copy, 2012 WL 2862122 (N.D.Cal.)

END OF DOCUMENT
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This matter comes before the Court on the Ex Parte Application of Apple [nc.;
Apple Retail Germany GmbH; and Apple Sales International (*Apple™) for an Order to
Obtain Discovery for Use in Foreign Proceedings pursuant to 28 U.S.C. § 1782(a) (the
“Application™), which seeks documents from Nokia Inc. (“Nokia™) in connection with
various forcign patent litigations pending between Apple and Motorola, Inc., Motorola
Mobility, Inc. and their affiliates.

The Court, having fully considered the papcrs on file and submitted herewith, and
good cause appearing:

HEREBY GRANTS the Application of Apple.

IT IS HEREBY ORDERED THAT APPLE IS GRANTED LEAVE TO issuc a
subpocna for documents in substantially the form attached as Exhibit B to the Application,
directing Nokia to produce the documents requested in the subpocna at the offices of
counsel for Apple, Covington & Burling LLP, One Front Street, San Francisco, CA or another
location mutually agrecable to Apple and Nokia.

It is further ORDERED that copies of the Application and Memorandum in Support

thereof and this Order shall be mailed to the following:

Nokia Inc.
200 South Matilda Avenue, W. Washington Ave Sunnyvale, California,
94086

IT IS SO ORDERED.

Dated: _January 27, 2012

ed States District Judge

ORDER RE EX PARTE APPLICATION
PURSUANT TO 28 US.C §1782
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United States District Court,
S.D. California.
In re EX PARTE Application of LG ELECTRON-
ICS DEUTSCHLAND GMBH and LG Electronics
Japan, Inc., Applicants.

No. 12¢vi197-LAB (MDD).
May 21,2012,

Andrew J. Gray, 1V, Palo Alto, CA, for Applicants.

ORDER GRANTING EY PARTE APPLICATION
FOR ORDER PURSUANT TO 28 U .S.C. § 1732
{Doc. No. 1]

MITCHELL D. DEMBIN, United States Magistrate

Judge.

*1 On May 16, 2012, LG Electronics Deutsch-
land., et al., (“Applicant™ or “LG™) filed an Ex
Parte Application for an Order Pursuant to 28
U.S.C. § 1782 Granting Lecave to Obtain Discovery
from Qualcomm, Inc., (“Qualcomm™) for usc in
Foreign Proceedings. (Doc. No. 1}. The application
secks permission to serve a subpoena upon Qual-
comm to obtain information for use in certain law-
suits pending in Germany and Japan brought by
Mitsubishi Electric Corporation against LG alleging
patent infringement. The proposed subpocna re-
quircs the production of the following:

“1. All Documents that grant or granted, or pur-
port or purported to grant, to Qualcomm any
rights, protections, or licenses in or to any Mit-
subishi IPR—including without limitation Mit-
subishi Wireless IPR, regardless of whether it 1s
Essential Wireless [PR - that provide or provided
a covenant not to suc rclating to any Mitsubishi
IPR, or that otherwise authorize or authorized
Qualcomm to practice any Mitsubishi IPR, in-
cluding but not limited to all agreements, amend-
ments, appendices, attachments, schedules, and
addendums.

Page 1

I. LEGAL STANDARD

A district court may grant an application pursu-
ant to 28 U.S.C. § 1782 where: (1) the person from
whom the discovery is sought resides or is found in
the district of the district court to which the applica-
tion is made; (2) the discovery is for use in a pro-
ceeding before a foreign tribunal; and, (3) the ap-
plication 1s made by a foreign or internal tribunal or
any intercsted person. See, e.g., Luzaridis v. Inter-
national Centre for Missing and Exploited Chil-
dren, 760 F.Supp.2d 109, 112(D.D.C.2011).

Even if these requirements are met, a district
court retains the discretion to deny the request. fnre/
Corp. v. ddvanced Micro Devices, Inc., 5342 U.S.
241, 264, 124 S.Ct. 2466, 159 L.Ed.2d 355 (2004);
linre Premises Located at 840 140th Avenue., NF.,
Bellevue, Wash., 634 F.3d 557, 563 (9th Cir.2011).
The Supreme Court, in /atel, identified several
factors that a court should consider in ruling on a
request under § 1782:

“(1) whether the material sought is within the for-
eign tribunal's jurisdictional recachand thus ac-
cessible absent Section 1782 aid;

(2) the nature of the forcign tribunal, the charac-
ter of the proceedings underway abroad, and the
receptivity of the foreign government or the court
or agency abroad to U.S. federal-court jurisdic-
tional assistance;

(3) whether the Scction 1782 request conceals an
attempt to circumvent foreign proof-gathering re-
strictions or other policies of a foreign country or
the United States; and,

(4) whether the subpocena contains unduly intrus-
ive or burdensome requests.”

S42 U.S. at 264 65.

1. DISCUSSION
A. Authority to Issue Subpoena
Having reviewed the application and the re-

© 2012 Thomson Reuters. No Claim to Orig. US Gov. Works,
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sponse of LG, the Court finds that the statutory re-
quircments have been satisfied. Qualcomm is loc-
ated in the Southern District of Calitornia, there is a
pending proceeding in the German and Japanese
courts and LG Is an “interested party” as it is a
named defendant in the German and Japanese ac-
fion.

B. Discretionary Factors
I. Jurisdictional Reach of Foreign Tribunal
*2 The Supreme Court, in [utel, stated that,

“when the person from whom discovery is sought
is a participant in the forcign proceeding ..., the
need for § 1782(a) aid generally is not as appar-
ent as it ordinarily is when evidence is sought
from a nonparticipant in the matter arising
abroad. A foreign tribunal has jurisdiction over
those appcaring before it, and can itsclf order
them to produce cvidence. In contrast, nonparti-
cipants in the toreign proceeding may be outside
the forcign tribunal's jurisdictional reach; hence,
their evidence, available in the United States,
may bec unobtainable absent § 1782(a) aid.”

542 U.S. at 264,

[n the instant case, Qualcomm is not a party to
the German or Japanese lawsuits so, on first blush,
it appcars that this factor should favor LG. But, the
information to be sought from Qualcomm, as
provided above, relates exclusively to Qualcomm's
licensing or authorized usc of Mitsubishi intellectu-
al property. Mitsubishi is the plaintiff in the Ger-
man action. Mitsubishi must also be in possession
of that information. LG has not explained why that
information cannot be obtained from Mitsubishi in
cither lawsnit. Although § 1782 does not have an
“ecxhaustion” requirement, the Court is permitted, in
deciding how to exercise its discretion, to consider
whether the applicant has availed itsclf ot discovery
procedures in the foreign forum. See L re Degit-
cchnic, 2007 WL 1367697 at *4 (W.D.Wash.2007).

Accordingly, the Court tinds that this factor ac-
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tually weighs against granting this application.

2. Nature and Receptivity of Foreign Tribunal

LG has made a sufficient showing that the Ger-
man and Japanese courts would be receptive to the
introduction of cvidence obtained pursuant to §
1782. Consequently, this Court views this factor as
favoring the Applicant.

3. Attempt to Circumvent Foreign
Proof-Gathering Restrictions and Policics

Applicant claims to be “unaware of any restric-
tions on proof-gathering that would prohibit obtain-
ing the discovery it sccks through Scction 1782,
(Doc. No. | at 6). The Court finds that the Applic-
ant has demonstrated relevance. On the other hand,
as discussed above, LG has not addressed the avail-
ability of this information from Mitsubishi utilizing
the discovery procedures of the host courts. So,
while there is no evidence that LG is secking to cir-
cumvent restrictions that may exist in the host
courts, this factor does not help to convince the
Court to exercise its discretion in favor of the Ap-
plicant.

4. Undue Intrusion or Burden

Applicant claims to have drawn a narrow sub-
pocna so that the impact upon Qualcomm would be
minimal. This Court is aware, however, that the
type of information sought in this case normally is
the subject of protective orders. See, e.g., In re
Apple, 12evIT9-LAB (POR), docket number 9.
Having not suggested any limitation upon the use
of this information, the Court has some concerns re-
garding confidentiality.

C. Final Analysis

*3 The Court finds that the lire/ factors do not
clearly dictate the manner in which the Court
should exercise its discretion in this case. But, con-
sidering that our courts favor broad discovery gen-
crally, the Court will authorize the issuance of the
requested subpoena. The Court will require that the
subpoena be served upon Qualcomm and upon Mit-
subishi and include a copy of this Order.

€ 2012 Thomson Reuters. No Claim to Orig. US Gov. Works.
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1. CONCLUSION

The application is GRANTED. Applicant is
ORDERED to serve the subject subpoena and a
copy of this ORDER upon Qualcomm and upon
Mitsubishi. Nothing herein prevents Qualcomm or
Mitsubishi, as a party in interest, from asserting any
rights it may have to challenge the subpocena after it
is served. Any such challenge must be filed as a
motion in this docket.

IT IS SO ORDERED.

S.D.Cal.,2012.
In re Ex Parte LG Electronics Deutschland GmbH
Stip Copy, 2012 WL 1836283 (S.D.Cal.)

END OF DOCUMENT
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United States District Court,
N.D. California.
In re Guido GIANASSO, Petitioner.
For the Issuance of Discovery in Aid of Foreign
Proceeding Pursuant to 28 U.S.C. § 1782.

No. C 12- 80029 MISC SI.
Feb. 28, 2012,

Bruce . Jackson, [rene V. Gutierrez, Baker &
McKenzie LLP, San Francisco, CA, for Petitioner,

ORDER GRANTING PETITIONER GUIDO
GIANASSO'S APPLICATION FOR ISSUANCE
OF SUBPOENA TO GLASSDOOR.COM PUR-

SUANT TO 28 U.S.C. § 1782
SUSAN ILLSTON, District Judge.
BACKGROUND

*1 Pctitioner Guido Gianasso, a Swiss citizen,
requests discovery in aid of an ongoing criminal in-
vestigation in Geneva, Switzerland pursuant to 28
U.S.C. § 1782. On November 20, 2011, /ATA An-
onymous in Geneva, Switzerlund, a uscr of the on-
line service glassdoor.com (*Glassdoor™), created a
post allegedly defaming petitioner. Request for Ju-
dicial Notice in Support of Guido Gianasso's 28
U.S.C. § 1782 Application (*RIN”) Ex. H. Gianas-
so formally accused /ATA Anonymous of defama-
tion in Geneva on December 12, 2011, and the
Geneva Airport Sccurity Authority has opened a
criminal investigation. RIN Ex. A and B. In aid of
that investigation and a potential civil defamation
suit that Gianasso wishes to bring in Switzerland,
(Gianasso is requesting discovery of the identity of
IATA Anonvimous. The Swiss detective handling the
criminal investigation and Gianasso have alrcady
requested this information from Glassdoor. Declar-
ation of Guido Gianasso in Support of Application
for Issuance of Discovery Pursuant to 28 U.S.C. §
1782 9 4, RIN Ex. C. In response to those requests,
Glassdoor indicated it would need a court order be-

Page |

fore identifying [ATA Anonymous. [d.

DISCUSSION

1.28 U.S.C. § 1782

Scction 1782 authorizes “[t]he district court of
the district in which a person resides or is found
may order him to give his testimony or statement or
to produce a document or other thing for use in a
procceding in a forcign or international tribunal, in-
cluding criminal investigations conducted before
formal accusation .” 28 U.S.C. § 1782(a). A district
court is authorized to grant a § 1782 application,

where (1) the person from whom the discovery is
sought resides or is found in the district of the
district court to which the application is made,
(2) the discovery is for usc in a proceeding before
a foreign tribunal, and (3) the application is made
by a foreign or internal tribunal or “any interested
person.”

In re Application for Appointment of u Coin-
missioner re Request for Judicial dssistance for the
Issuance of Subpocena Pursuamt to 28 US.C. 3§
1782, No. C 11 80136 RS (MEJ), 2011 WL
2747302 (N.D.Cal. July 13, 2011) (granting §
1782(a) application seceking issuance of subpocnas
on blog publishing service to identify individuals
who authored an anonymous blog commenting on
foreign labor dispute). [n addition, *A person may
not be compelled to give his testimony or statement
or to produce a document or other thing in violation
of any legally applicable privilege.” 28 U.S.C. §
1782. The Supreme Court has held that § 1782 does
not contain a “foreign-discoverability require-
ment” e, there is no requirement that the in-
formation sought be discoverable under the law
governing the foreign procceding. lntel Corp. v.
Advanced Micro Devices, Ine., 342 U.S. 241, 260,
124 S.Ct. 24606, 139 1..Ed.2d 355 (2004), The Su-
preme Court has also held that a § 1782(a) applic-
ant is not required to show that United States law
would permit “discovery in domestic litigation ana-
logous to the foreign proceeding.” [ at 263. “Sce-

© 2012 Thomson Reuters. No Claim to Orig. US Gov. Works.
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tion 1782 is a provision for assistance to tribunals
abroad. It does not direct United States courts to cn-
gage in a comparative analysis to determine wheth-
er analogous proceedings exist here.” /d.

*2 A district court has discretion whether to
grant Scction 1782 discovery. /d. at 264. The Su-
preme Court has identified four additional factors
when considering whether to allow discovery: (1)
“when the person from whom discovery is sought is
a participant in the foreign proceeding ..., the need
for § 1782(a) aid gencrally is not as apparent as it
ordinarily is when evidence is sought from a non-
participant in the matter arising abroad™; (2) “the
nature of the foreign tribunal, the character of the
proccedings underway abroad, and the receptivity
of the foreign government or the court or agency
abroad to U.S. federal-court judicial assistance”; (3)
“whether the § 1782(a) request conceals an attempt
to circumvent foreign proof-gathering restrictions
or other policies of a foreign country or the United
States™; and (4) whether the request is unduly in-
trusive or burdensome. /d. at 264 65,

The Court has reviewed Gianasso's application
and has preliminarily determined that the statutory
requirements have been met. Glassdoor is located
in Sausalito, which is within the Northern District
of California, RIN Exhibit F. The discovery is for
use in an ongoing criminal investigation in Switzer-
land, and is necessary before Gianasso can institute
a civil defamation proceeding. See 28 U.S.C. §
1 782(a). Petitioner is an interested person under the
statute. /ntel, 542 U.S. at 256 (an interested person
under § 1782 includes a complainant to a forcign
tribunal).

The Court also preliminarily finds that the dis-
cretionary factors identified by the Supreme Court
weigh in favor of granting the application. Glass-
door.com is not a party to the Swiss proceeding,
and theretore Glassdoor's evidence is unobtainable
absent § 1782(a) aid. The Swiss detective handling
the criminal investigation is seeking the identity of
the anonymous poster to proceed in the investiga-
tion, and thus presumably is receptive to U.S. fed-
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cral court judicial assistance. Nothing before the
Court suggests that Gianasso's § 1782 request is an
attempt to circumvent foreign proof-gathering re-
strictions or other policies of a foreign country or
the United States. Finally, the request is not unduly
intrusive or burdensome because it secks to gather
only identifying information for /474 Anonymous,
such as the name and address of the user, and not
the content of any communication. See [n re Ap-
plication for Appointment of o Commissioner re Re-
quest for Judicial Assistunce for the Issuunce of
Subpoena Pursuant to 28 US.C. § 1782, 2011 WL
2747302, at *5.

I1. The Cable Privacy Act

Gianasso's application requests that the Court's
order state that the Court has considered the Cable
Privacy Act, 47 U.S.C. § S351, and that the order
specifically complies with the Act's requirements.
The Cable Privacy Act prohibits cable operators
from disclosing personally identifiable information
regarding subscribers without cither the prior writ-
ten or clectronic consent of the subscriber, or a
court order, provided the cable operator provides
the subscriber with notice of the disclosure. 47
U.S.C. § 551(c)(1), (¢)(2)DB). A cable operator is
defined as “any person or group of persons (A) who
provides cable service over a cable system and dir-
cctly or through one or more affiliates owns a signi-
ficant interest in such cable system, or (B) who oth-
erwise controls or is responsible for, through any
arrangement, the management and operation of
such a cable system.” Id. § 522(5). Gianasso's ap-
plication states that some Internct Service Pro-
viders, such as Glassdoor.com, are also cable oper-
ators.

*3 For the reasons discussed above in connec-
tion with § 1782, the Court finds that Gianasso has
established good cause to learn the identity of /ATA
Anonymous. However, the Court's ruling does not
preclude the subpoena from being consisted on oth-
cr grounds not presently before the Court. Pursuant
to the Cable Privacy Act, Glassdoor shall have sev-
cn calendar days after service of the subpocna to

‘0 2012 Thomson Reuters. No Claim to Orig. US Gov. Works.
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notity 1474 Anonvmous that his or her information
is sought by petitioner, and the subscriber whose
identity is sought shall have twenty-one calendar
days from such notice to file any papers contesting
the subpocena. 47 U.S.C. § 551, The return date of
the subpoena shall be set after the expiration of the
21 day period for the subscriber to contest the sub-
poena. If the subscriber contests the subpoena,
Glassdoor shall preserve (but not disclose) the in-
formation sought by the subpocna pending the res-
olution of that contest.

CONCLUSION
For the foregoing reasons, the Court GRANTS
Gianasso's application. Docket No. 1. Gianasso
may serve the subpocna (filed as Docket No. 5, Ex.
A) with the following conditions:

. Within 7 calendar days after service of the sub-
poena, Glassdoor.com shall notity the subscriber
that his or her identity is sought by petitioner and
shall serve a copy of this order on the subscriber.
The subscriber whose identity is sought may,
within 21 calendar days from the date of such no-
tice, file documents with the Court that contest
the subpoena. The return date of the subpoena
shall be set after the expiration of the 21 day peri-
od for the subscriber to contest the subpocena. If
the subscriber contests the subpoena, Glassdoor
shall preserve (but not disclose) the information
sought by the subpoena pending the resolution of
that contest.

2. If Glassdoor.com wishes to move to quash the
subpoena issued to it, it shall do so betore the re-
turn date of the subpocna. If such a motion is
brought, Glassdoor.com shall preserve the in-
formation sought by the petitioner in the sub-
poena pending resolution of such motion.

IT IS SO ORDERED.

N.D.Cal.,2012.
In re Gianasso
Slip Copy, 2012 WL 651647 (N.D.Cal.)

© 2012 Thomson Reuters. No Claim to Orig. US Gov. Works.
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United States District Court, N.D. California,
San Jose Division.
CRYOLIFE, INC., Petitioner,

v.

TENAXIS MEDICAL, INC., Respondent.

No. C08-05124 HRL.
Jan. 13, 2009,

Michael Andrew Taitelman, Frecdman & Taitel-
man, LLP, Los Angeles, CA, for Petitioner.

Susan Marie Spacth, Townsend and Townsend and
Crew, LLP, Palo Alto, CA, for Respondent.

ORDER GRANTING IN PART CRYOLIFE,
INC.'S PETITION FOR DISCOVERY
HOWARD R. LLOYD, United States Magistratc

Judge.
I. BACKGROUND

*1 Petitioner Cryolife, Inc. (“Cryolife™) says
that it is the sole assignee of European patent num-
ber EP 0 650 512 (the *'512 patent™), which con-
cerns a type of tissue adhesive used in surgery. Re-
spondent Tenaxis Medical, Inc. (“Tenaxis™) manu-
factures ArterX Vascular Scalant, which reportedly
is used to seal suturc and staple holes in blood ves-
sels after certain medical procedures.  Several
months ago, Cryolife filed a patent infringement ac-
tion in the Diisseldorf Regional Court in Germany
against Tenaxis, alleging that Tenaxis infringes the
'512 patent by offering and selling the ArterX Vas-
cular Sealant there.

Pursuant to 28 U.S.C. § 1782, Cryolife now pe-
titions this court for an order dirccting Tenaxis to
produce documents, as well as one or more persons
to testify on Tenaxis'  behalf pursuant  to
Fed.R.Civ.P. 30(b)(6). Specifically, Cryolife secks:
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« “Documents sufficient to show starting materi-
als used in the manufacture of, and the tinal com-
position of, ArterX Vascular Secalant sold in,
made in, shipped to, imported in, offered for sale
in, or uscd in Germany (hereinafter the “German
ArterX product™);”

 “Documents concerning sales and marketing-re-
lated activitics of Tenaxis regarding the German
ArterX product;” and

+ A sample of cach package size or type of the
German ArterX product (including product pack-
aging, accompanying applicator, and any accom-
panying papers or inserts).”

(Pet. at 1-2). Additionally, Cryolife sceks Ten-

axis' deposition testitnony on the following matters:

* “The starting materials and final composition of
the German ArterX product;”

» “The sales and marketing-related activitics of
Tenaxis  pertaining  to  the German ArterX
product, including place and time of announce-
ments, advertiscments, offers for sale, and sales;”
and

¢ “Thc whereabouts of any German ArterX
product.”

(Id. at 2).

Tenaxis opposes the petition for discovery.
Upon consideration of the moving and responding
papers, as well as the arguments of counsel, this
court grants Cryolife's petition, with some limita-
tion (as discussed more fully below).

II. LEGAL STANDARD
Under 28 U.S.C. § 1782, a district court may
order a person residing or found within its district
to producc documents or testimony for usc in a for-
cign legal proceeding, unless the disclosure would
violate a legal privilege. 28 U.S.C. § 1782(a); Intel
Carp. v, Advanced Micro Devices, Inc., 542 U.S.
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241, 246-47. 124 S.Ct 24066, 159 L.Ed.2d 355
(2004). The statute may be invoked where (1) the
discovery is sought from a person residing in the
district of the court to which the application is
made; (2) the discovery is for use in a procecding
betore a foreign tribunal; and (3) the applicant is a
foreign or international tribunal or an “intercsted
person.” See Schmirz v. Bernstein Licbhard & Lif-
shitz, LLP, 376 F.3d 79,083 (2004).

A district court is not required to grant the ap-
plication, but instead retains discretion to determine
what discovery, if any, should be permitted. /nrel,
542 U.S. at 264, In cxercising that discretion, the
following

court should consider the

(nonexhaustive) factors:

*2 (1) whether “the person from whom discovery
is sought is a participant in the forcign procced-
ing™:

(2) “the nature of the forcign tribunal, the charac-
ter of the proceedings underway abroad, and the
receptivity of the foreign government or the court
or agency abroad to U.S. federal-court judicial

assistance”;

(3) whether the discovery request is “an attempt
to circumvent foreign proof-gathering restrictions
or other policies of a foreign country or the
United States™; and

(4) whether the discovery requested is “unduly
intrusive or burdensome.”

Intel, 542 U.S. at 264-065.

A district court's discretion is to be exercised in
view of the twin aims of § 1782: providing efficient
assistance to participants in international litigation,
and cncouraging forcign countrics by cxample to
provide similar assistance to our courts. See
Schmirz, 376 F.3d at 84. Therc is no requircment
that the party sceking discovery establish that the
intormation sought would be discoverable under the
governing law in the forcign procceding or that
United States law would allow discovery in an ana-
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logous domestic proceeding. See /ntel, 542 U.S. at
247, 261-63.

I11. DISCUSSION

Section 1782 properly has been invoked here.
It is undisputed that Tenaxis has its principal place
of business in this district. There is also no question
that Cryolite is an “interested person™ within the
meaning of 28 U.S.C. § 1782, See Intel, 542 U.S. at
256 (“No doubt litigants are included among, and
may be the most common example of, the
‘interested person(s]’ who may invoke § 1782; we
rcad § 1782's caption to convey no more.”). Al-
though Tenaxis speculates that the instant petition
merely is a tishing expedition for a possible patent
infringement action in the United States, all of the
discovery sought concerns only the German ArterX
product and Tenaxis' activities with respect to that
product. This court finds no basis to conclude that
the requested discovery is for anything other than
usc in the fawsuit pending there.

Additionally, having considered the factors
identified by the Supreme Court in /ntel, this court
concludes that the petition should be granted, with
some limitation as to the requested sales and mar-
keting documentation and testimony.

With respect to the first Intel factor, it is undis-
puted that respondent is a party to the action in Ger-
many, albeit Tenaxis says that it has not yct been
i In such situations, “the
nced for § 1782(a) aid generally is not as apparent

served with process.

as it ordinarily is when cvidence is sought from a
nonparticipant in the matter arising abroad™ be-
cause “[a] foreign tribunal has jurisdiction over
those appearing before it, and can itself order them
to produce cvidence.” fntel, 542 U.S. at 264,
However, the partics disagree whether the German
court actually has the authority to compel Tenaxis
to produce the discovery sought. Petitioner says
that the German court cannot compel Tenaxis (a
toreign national) to do so. Cryolife further asserts
that the German court can only direct Tenaxis to
produce particular documents that arc specifically
referred to during the course of the proceedings-
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something which Cryolife says it cannot begin to
do without the requested discovery. Tenaxis con-
tends that there are conscquences for parties who
tail to obey an order for production by the German
court, but nonctheless secems to agree that the Ger-
man court cannot force Tenaxis to produce docu-
ments or provide testimony by compulsory means.
On this issue, the partics have submitted competing
declarations from German lawyers. (See Rahn De-
cl., 44 5-6: Rahn Sccond Decl., § 9 6-7; vom Feld
Decl., §9 12-14).

FN1. The fact that service of process has
not yet been completed under the Hague
Convention appecars to be of no moment
here. Scction [782(a) does not require that
the foreign procceding be imminent or
cven pending. All that is necessary is that a
dispositive ruling by the forcign tribunal
be “within reasonable contemplation.” /n-
tel, 542 U.S. at 259.

*3 This court does not belicve it is necessary to
make findings as to whose expert correctly charac-
terizes German law and procedure. See Ewromepa,
S.A. v. R Esmerian, fnc., 51 F.3d 1093, 1099 (2d
Cir.1995) (“The record reveals that this litigation
became a battle-by-affidavit of international legal
experts ... [W]e do not read the statute to condone
speculative forays into legal territories unfamiliar
to federal judges.™); see also In re Application of
Gemeinschafts-Praxis Dr. Med Schottdorf, No. Civ.
M19-88, 2006 WL 3844464 *7 (S.D.N.Y., Dec.29,
2006) (“[Tlhe Court is not expected to declare a
winner in this ‘battlc-by-atfidavit of international
) (quoting Euromepa, 51 F.3d at

oy

legal experts
1099)). Under the circumstances presented, this
court finds that this factor does not clearly weigh in
favor of either party.

The sccond Intel tactor considers the nature of
the German court and its receptivity (or not) to the
aid sought in this court. Requests for discovery
have becen denied where the foreign tribunal ex-
pressly states that it does not need or want the in-
formation sought. See. e.g., Schmitz, 376 F.3d at
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84-85 (affirming dental of discovery where the Ger-
man government expressly objected to the reques-
ted discovery); Advanced Micro Devices, Ine. v, In-
tel Corp., No. CO01-7033, 2004 WL 2282320 *2
(N.D.Cal., Oct.4, 2004) (denying request for dis-
covery where the European Commission submitted
two amicus briefs stating that it did not need and
would not consider any of the documents sought).
There is nothing of the kind on the record presented
here. Instead, Tenaxis argues that (a) the German
court is highly experienced in patent matters; and
(b) if that court really wants the discovery sought
by Cryolife, it can ask for this court's assistance dir-
cctly under the Hague Convention. Further, re-
spondent points out that Germany has made a reser-
vation under the Hague Convention, taking the pos-
ition that it will not conduct discovery itself at the
request of foreign courts.

These arguments fail to convince. Section 1782
plainly states that discovery orders may issue upon
the request of cither a foreign tribunal or an inter-
ested party. 28 U.S.C. § 1782(a). Moreover, as dis-
cussed above, one of the twin aims of the statute is
to encourage foreign countrics by example to
provide similar assistance to our courts. See /ntel,
542 U.S. at 252; Schmirz, 376 F.3d at 84, If the
German court decides that it does not neced or want
the discovery sought, it no doubt has the authority
to cxclude the material from evidence. On the re-
cord presented, this court finds no basis to conclude
that the German court would be unreceptive to the
information requested by Cryolife. The second /nrel
factor weighs in Cryolife's favor.

The third /ntel factor requires this court to con-
sider whether the instant petition is “an attempt to
circumvent foreign proof-gathering restrictions or
other policies of a foreign country or the United
States.” /ntel, 542 U.S. at 265, Tenaxis argues that
the instant petition would undermine Germany's
proof-gathering processes which, respondent says,
are much more restrictive than they are in the
United States. (See vom Feld Decl., 41 [5-18). In
other words, Tenaxis says that Cryolife secks in-
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formation that probably would not be discoverable
in Germany. Further, Tenaxis expresses concern
that it may not be able to adequately protect the
confidentiality of any documents used in the Ger-
man action. Cryolife maintains that therc arc no
German  procedures  prohibiting  the  discovery
sought and that German procedures merely do not
provide for it. (See Second Rahn Decl., 49 17-18).
It further contends that the German court can im-
pose confidentiality restrictions before access to
documents is permitted. (See Second Rahn Decl.,
19 19-22),

*4 Again this court tinds no nced to decide
which of the parties’ German lawyers most accur-
atcly summarizes German procedure. As discussed
above, there is no requirement under § 1782 that
the requested information would be discoverable
under German law, and the mere fact that the
“discovery is unavailable under foreign law is not a
basis for denying its application.” In re The Procter
& Gamble Co., 334 F.Supp.2d 1112, 1116
(E.D.Wis.2004) (citing lntel, 542 U.S. at 259-263).
In rejecting a forcign-discoverability requirement
under the statute, the Supreme Court explained:

While comity and parity concerns may be import-
ant touchstones for a district court's exercise of
discretion in particular cases, they do not permit
our inscrtion of a generally applicable foreign-
discoverability rule into the text of § 1782(a).

A foreign nation may limit discovery within its
domain for reasons peculiar to its own legal prac-
tices, culture, or traditions-reasons that do not ne-
cessarily signal objection to aid from United
States federal courts.... A forcign tribunal's re-
luctance to order production of materials present
in the United States similarly may signal no res-
istance to the reccipt of evidence gathered pursu-
ant to § 1782(a).

Inrel, 542 U.S. at 261-62; see also In re Ge-
meinschafts-Praxis Dr. Med. Schottdorf, 2006 WL
3844464 at *7 (concluding that the applicant's at-
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tempt to acquire discovery it was unable to obtain
in Germany was “not an ‘impermissible’ use of §
1782 because, in some respects, that is precisely the
type of assistance that the statute was designed to
afford.™). Nor is this court persuaded that Tenaxis'
confidentiality concerns (addressed more fully be-
low) demonstrate that the discovery sought would
undermine Germany's proof-gathering restrictions
or other policies. On the record presented, this court
finds that the third /nrel factor weighs in Cryolife's
favor.

The fourth and final /Inrel factor considers
whether “unduly intrusive or burdensome requests
may be rejected or trimmed.” /nrel, 542 U.S. at 265.
Tenaxis argues that starting materials are irrelevant
to the '512 patent claims and further contends that
Cryolife has not shown a “compelling nced” for
discovery in any event. Here, respondent asserts
that Cryolife's German complaint asserts claims
based on documents already in Cryolife's possecs-
sion-i.c., a leaflet, trade show poster and press re-
lecase, as well as information entered in the German
DIMDI database, which reportedly contains inform-
ation about all medical devices registered and avail-
able in the German market. (See Pet., Ex. E2). Ad-
ditionally, Tenaxis asserts that Cryolife can and
should be made to purchase German ArterX
samples for itself on the market. Further, respond-
cnt argues that deposition testimony should not be
permitted because depositions ordinarily would not
be allowed under German law.,

The issue here, however, is not what docu-
ments Cryolife might have, but what documents
and testimony Tenaxis has that bears upon the is-
sues in the German action. See Minutec Finance,
SARL v ST Group, Ine., No. 1:08-CV-269, 2008
WL 3884374 *8 (N.DIN.Y., Aug.18, 2008).
Morcover, this court agrees that information about
starting materials may clarify any issues as to the
product's tinal composition. At any rate, Cryolife is
not obliged to cstablish a “compelling nced” for
discovery. As discussed above, petitioner need only
show that the information will be useful. See
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Procter & Gamble, 334 F . Supp.2d at 1116, Nor has
Tenaxis convincingly demonstrated that any burden
in producing the requested documents, testimony or
samples will be undue.

*5 However, this court finds that some limita-
tion is warranted as to Cryolife's request for docu-
ments and testimony concerning Tenaxis' “sales
and marketing-related activities” for the German
ArterX product. Tenaxis points out that, in its com-
plaint, Cryolifc already sceks an order of the Ger-
man court for the production of a host of sales and
marketing data. (See Pet., Ex. E2 at 3-4), And, there
seems to be no scrious dispute that, under German
procedure, this essentially is damages-related in-
formation to which Cryolife would not be entitled
unless and until the German court finds that there
has been infringement. (See Rahn Second Decl.,
8; vom Feld Decl., 99 7-8). Nevertheless, this court
agrees that Cryolife makes a reasonable request tor
any documents sufficient to prevent Tenaxis from
contesting that it offers the ArterX product for sale
in Germany. Accordingly, Cryolife's request for
“sales and marketing-related activities” shall be
limited to marketing brochures and advertisements,
if any, sufficient to prevent Tenaxis from contesting
that it offers the ArterX product for sale in Ger-
many. Cryolife's request for testimony about “sales
and marketing-related activitics™ will also be so
limited.

Finally, as for the claimed confidentiality of
some of the information sought, Tenaxis argues that
any information used in the German action will
likely be placed in the public record, leaving Ten-
axis without means to adequately protect its confid-
cntial data. (vom Feld Decl., 49 16-18). Cryolife
disputes these assertions. {See Sccond Rahn Decl.,
99 19-21). But this court sces no need to belabor the
point. At oral argument, Tenaxis agreed that its
concerns would be sutficiently addressed if the
partics enter an agreement-enforceable in this court,
if not in Germany-that Cryolife will not use in the
German action any discovery obtained under §
1782 unless it first obtains a ruling from the Ger-
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man court that the material will be kept confiden-
tial. See Procrer & Gamble, 334 F.Supp.2dat 1117,

Having found that Cryolife properly invoked §
1782, and that, on balance the [urel discretionary
factors weigh in Cryolife's favor, the instant peti-
tion shall be granted with the limitations discussed
above.

IV. ORDER
Based on the foregoing, IT IS ORDERED
THAT:

1. Cryolife's 28 U.S.C. § 1782 petition for dis-
covery is GRANTED. However, Cryolife's request
fordocumentsabout Tenaxis'*salesand marketing-re-
lated activities” for the German ArterX product
shall be limited to marketing brochures and advert-
isements, if any, sufficient to prevent Tenaxis from
contesting that it offers the ArterX product for sale
in Germany. Cryolife's request for testimony about
“sales and marketing-rclated activities” will also be
so himited.

2. The parties shall enter into a confidentiality
agreement. This court trusts that the partics should
be able to reach an agreement on their own.
However, if they cannot, cither side may scek ap-
propriate relicf in this court to resolve any disputes
as to the terms of any protective order to be entered
here.

*6 3. Tenaxis shal) produce its responsive, non-
privileged documents within thirty days from the
date of this order.

4. The parties should mect-and-confer to agrece
upon a mutually agrecable date and time for the
Fed.R.Civ.P. 30(b)(6) deposition of Tenaxis.
However, the deposition shall take place within
sixty days of the date of this order.

N.D.Cal.,2009.

Cryolife, Inc. v. Tenaxis Medical, Inc.

Not Reported in F.Supp.2d, 2009 WL 88348
(N.D.Cal)

(01 2012 Thomson Reuters. No Claim to Orig. US Gov. Works.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF CALIFORNIA

SAN FRANCISCO DIVISION
In re Ex Parte Application of Apple Inc., No. MISC 12-80013 JW
Apple Retail Germany GMBH, and Apple
Sales International ORDER DENYING NON-PARTY NOKIA

INC.’S MOTION TO QUASH
/

Presently before the Court is Nokia, Inc.’s (“Nokia”) Motion to Quash' a subpoena issued to
Apple? pursuant to 28 U.S.C. § 1782. The Court finds it appropriate to take the Motion under
submission without oral argument. See Civ. L.R. 7-1(b). Based on the papers submitted to date, the
Court DENIES Nokia’s Motion.
A, Background

Motorola Mobility Inc. and Motorola, Inc. (collectively, “Motorola”) have filed lawsuits
against Apple in the United States and in Germany.® These lawsuits allege that Apple’s products
infringe patents that Motorola has declared essential to practice various telecommunications

standards. (Id.)

' (Non-Party Nokia Inc.s’ [sic] Motion to Quash Apple Inc.’s Subpoena, hereafter,
“Motion,” Docket [tem No. 4.)

| 2 Apple Inc., Apple Retail Germany GmbH, and Apple Sales International (collectively,
“App en).

? (Ex Parte Application for an Order Pursuant to 28 U.S.C. § 1782 Granting Leave to Obtain
Discovery for Use in Foreign Proceedings and Supporting Memorandum at 2, hereafter,
“Application,” Docket Item No. 1.)




United States District Court

For the Northem District of Califomnia

O 00 3 O W s W N -

NN N RN NN N NN e e e e e e e e e
0 N O W AW N~ O DV g N WY — O

Case3:12-mc-80013-JW Documentl5 Filed05/02/12 Page2 of 7

On January 27, 2012, the Court granted Apple’s Ex Parte Application for a Subpoena
pursuant to 28 U.S.C. § 1782.* On February 16, 2012, Nokia filed its Motion to Quash. (See
Motion at 1.) On February 21, 2012, Non-Party Motorola filed a Memorandum in Support of
Nokia’s Motion to Quash.’

B. Standards

Under 28 U.S.C. § 1782, a district court may order a person residing or found within its
district to produce documents or testimony for use in a foreign legal proceeding, unless the
disclosure would violate a legal privilege. 28 U.S.C. § 1782(a); Intel Corp. v. Advanced Micro
Devices, Inc., 542 U.S. 241, 246-47 (2004). The statute may be invoked where: (1) the discovery

sought is from a person residing in the district court to which the application is made; (2) the
discovery is for use in a proceeding before a foreign tribunal; and (3) the applicant is a foreign or
international tribunal or an “interested person.” See In re Republic of Equador, No. C-10-80225
MISC CRB (EMC), 2010 WL 3702427, at *2 (N.D. Cal. Sept. 15, 2010).

A district court is not required to grant the application, but instead retains wide discretion to

determine what discovery, if any, should be permitted. See Intel, 542 U.S. at 264; see also Four

Pillars Enters. Co. v. Avery Dennison Corp., 308 F.3d 1075, 1078 (9th Cir. 2002). In exercising that
discretion, the court should consider the following non-exhaustive factors: (1) whether the “person
from whom discovery is sought is a participant in the foreign proceeding”; (2) “the nature of the
foreign tribunal, the character of the proceedings underway abroad, and the receptivity of the foreign
government or the court or agency abroad to U.S. federal-court judicial assistance”; (3) whether the
discovery request is an “attempt to circumvent proof-gathering restrictions or other policies of a
foreign country or the United States”; and (4) whether the discovery requested is “unduly intrusive

or burdensome.” Intel, 542 U.S. at 264-65.

4 (Order Granting Apple’s Ex Parte Application for an Order Pursuant to 28 U.S.C. § 1782
Granting Leave to Obtain Discovery for Use in Foreign Proceedings, Docket Item No. 3.)

5 (Non-Party Motorola Mobility’s Memorandum in Support of Nokia’s Motion to Quash
Apple Inc.’s Subpoena, Docket Item No. 5.)
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~The burden of persuasion in a motion to quash a subpocna issued in the course of civil
litigation is borne by the movant.™ Green v, Baca, 226 F.R.D. 624, 653-54 (C.D. Cal. 2005)
(citation omitted).
C. Discussion

Nokia contends that the discretionary factors identified by the Supreme Court in Intel to
guide courts in analyzing applications under § 1782 all weigh in favor of granting Nokia's Motion to
Quash. (See Motion at 6-9.) Apple responds that the Intel factors weigh against granting Nokia’s
Motion.® The Court considers each Intel factor in turn.

1. Participation in the Foreign Proceeding

The Court first considers whether it is significant that Nokia is a nonparticipant in the foreign
proceeding.

“When the person from whom discovery is sought is a participant in the foreign proceeding,
the need for § 1782(a) aid generally is not as apparent as it ordinarily is when evidence is sought

from a nonparticipant in the matter arising abroad.™ Intel, 542 U.S. at 264. This is the case because

a “foreign tribunal has jurisdiction over those appearing before it, and can itself order them to
produce evidence,” whereas “nonparticipants in the foreign proceeding may be outside the foreign
tribunal’s jurisdictional reach,” which means that “their evidence, available in the United States,
may be unobtainable absent § 1782(a) aid.” 1d.

Upon review, the Court finds that Nokia has not met its burden of persuasion that its
nonparticipant status weighs in favor of granting its Motion. Indecd, the Supreme Court has

indicated that the fact that a party is a nonparticipant in a foreign proceeding weighs in favor of

granting a § 1782 subpoena. See Intel, 542 U.S. at 264.
Accordingly, the Court does not find that this discretionary factor weighs in favor of

quashing the subpoena.

° (Applicants’” Opposition to Nokia, Inc.’s Motion to Quash at 4-7, hereafter, “Opp'n,”
Docket Item No. 12.)
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2. Receptivity of Foreign Governments and Circumvention of Foreign Proof-
Gathering Restrictions

Nokia moves to quash Apple’s subpoena on the ground that German laws normally forbid
discovery, which means that Apple is using § 1782 to vitiate German discovery limitations. (Motion

at 6-9.) Apple responds that “while Germany does not provide for discovery and thus does not

facilitate collection of license evidence, Nokia provides no evidence that German courts restrict

such evidence.” (Opp’n at 6 (emphasis in original).)

“[N]othing in the text of § 1782 limits a district court’s production-order authority to
materials that could be discovered in the foreign jurisdiction if the materials were located there.™
Intel, 542 U.S. at 260. A foreign nation may limit discovery within its domain for reasons peculiar
to its own legal practices, culture, or traditions—reasons that do not necessarily signal objection to
aid from United States federal courts.” Id. at 261. “When the foreign tribunal would readily accept
relevant information discovered in the United States, application of a foreign-discoverability rule
would be senseless.” Id. at 262.

Upon review, the Court finds that Nokia has not met its burden of demonstrating that the
German courts would be unreceptive to U.S. judicial assistance or that Apple’s request is an attempt
to circumvent German proof-gathering restrictions. Here, the evidence at issue consists of certain
licenses and communications that are sought by Apple in order to show that Motorola violated an
obligation to provide Apple a license on fair, reasonable and nondiscriminatory (“FRAND") terms.
(See Opp'n at 1-2.) Specifically, Apple seeks to show that Motorola violated its FRAND obligation
by entering into license agreements with Nokia, an Apple competitor, on terms more favorable than
those it offered to Apple. (See id.) Nokia presents no evidence to suggest that the German courts
would disallow such evidence, once Apple has obtained it. Rather, Nokia contends only that
German rules of procedure do not provide a mechanism for a party to obtain such evidence. (Motion
at 6-9.) However, in recognizing that “‘[a] foreign nation may limit discovery within its domain for

reasons peculiar to its own legal practices, culture, or traditions™ the Supreme Court anticipated
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situations such as these. and nonetheless found that the objectives of § 1782 compelled discovery.
See Intel, 542 U.S. at 261-62.

Accordingly, the Court does not find that these discretionary factors weigh in favor of
quashing the subpoena.

3. Unduly Intrusive or Burdensome

In the event that the Court orders any production, Nokia requests that production be limited
to certain license agreements, on the ground that requiring Nokia to search for, or produce, any
related correspondence would be unduly intrusive or burdensome.” Apple responds that it is
reasonable to seek both the licenses and "a limited volume of correspondence between the parties
concerning [the] licenses.” (Opp’n at 10.) In particular, Apple agrees to cabin its request as
follows:

(hH Nokia would agree to search the email and electronic files of only the
live people most likely to have correspondence concerning the
Motorola/Nokia licenses, searching only for correspondence to or
from email addresses with a Motorola domain name; and

(2) Nokia would also search any centralized physical or electronic
repositories whose principal purposes include the retention of this sort
of correspondence (e.g., master licensing files).

(Opp’nat 1l.)

Upon review, the Court finds that Nokia has not met its burden of persuasion that Apple’s
limited request for licenses and correspondence is unduly intrusive or burdensome. Although
Nokia’s argument in support of this contention is somewhat inchoate, the gravamen of the argument
appears to be that: (1) Apple obtained a subpoena in a separate action in the Southern District of
California to obtain evidence relating to agreements between Motorola and Qualcomm; and (2) as a

result of that separate action, Apple obtained certain licenses between Motorola and Qualcomm

which were introduced into evidence in the German court.® However, the Court finds that the fact

" (Non-Party Nokia Inc.s’ [sic] Reply in Support of its Motion to Quash Apple Inc.’s
Subpoena at 9-10, hereafter, “Reply,” Docket Item No. 14.)

* (Reply at 2, 10; see also Reply, Ex. |, Declaration of Christine Saunders Haskett in
Support of Applicants’ Opposition to Nokia, Inc.’s Motion to Quash 4 4, Docket [tem No. 12-1.)

5
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that Apple obtained certain licenses from Qualcomm in another action does not support Nokia's
contention that Apple’s request, in this case, for both licenses and correspondence is “overly
burdensome.” Further, the Court observes that Nokia itself concedes that “Qualcomm did not
oppose Apple’s ex parte application for a § 1782 subpoena,” which means that the “Southern
District of California was not asked to consider the issues Nokia raises in its Motion to Quash.™
(Reply at 9 n.2.) Thus, the Court finds that this argument is inadequate to meet Nokia’s burden of
showing that Apple’s request for certain correspondence is unduly burdensome.

Moreover, Nokia has not claimed that any privilege exists which would prevent the
discovery of these materials under § 1782. (See Motion at 6-12.) Instead, Nokia’s remaining
contentions as to this factor center on confidentiality concerns, namely, the risk that the licenses and
correspondence at issue may be publicly disclosed after they have been made available to Apple.
(See Reply at 4-5, 7-9.) However, the Court finds that such concerns do not pertain to the
intrusiveness or burdensomeness of the subpoena itself.” Therefore, the Court does not find good
cause to declare Apple’s subpoena unduly intrusive or burdensome.

Accordingly, the Court does not find that this discretionary factor weighs in favor of
quashing the subpoena.

In sum, the Court finds that the Intel factors do not weigh in favor of quashing the subpoena.
D. Conclusion

The Court DENIES Nokia's Motion to Quash.

Dated: May 2, 2012 wam

JAM ARE
Unite#/States District Chief Judge

’ Any concerns about confidentiality can be addressed by the appropriate protective order.

6




United States District Court

For the Northern District of Cahifornia

Case3:12-mc-80013-JW Documentl5 Filed05/02/12 Page7 of 7

THIS IS TO CERTIFY THAT COPIES OF THIS ORDER HAVE BEEN DELIVERED TO:

Christine Saunders Haskett chaskett@cov.com
Brian C. Cannon briancannon(@quinnemanuel.com
Donald Frederick Zimmer. Jr. fzimmer(@kslaw.com
L.aura S Huffman lhuffman@kslaw.com

Robert F. Perry rperry@kslaw.com

Cheryl A. Sabnis csabnis(@kslaw.com

Dated: May 2, 2012 Richard W. Wieking, Clerk

By: /s/ JW Chambers
Susan Imbriani
Courtroom Deputy




EXHIBIT 9



N ] s
RN Pty

Not Reported in F.Supp.2d, 2008 WL 3884374 (N.D.N.Y.)

(Cite as: 2008 WL 3884374 (N.D.N.Y.))

Cc

Ounly the Westlaw citation is currently available.

United States District Court,
N.D. New York.
In the Matter of the Application of MINATEC FIN-
ANCE S.A.R.L., Petitioner,
vV,

SI GROUP INC., Respondent.

Civ. No. 1:08-CV-269 (LEK/RFT).
Aug. 18, 2008.

Salisbury, Ryan Law Firm, Patrick P. Salisbury,
Esq., of Counsel, New York, NY, for Petitioner,
Minatec Financial S.a.r.l.

Milbank, Tweed Law Firm, George S. Cancllos,
’sq., Susan Hensler, Esq., of Counsel, New York,
NY, for Respondent, SI Group Inc.

MEMORANDUM-DECISION and ORDER
RANDOLPH F. TREECE, United States Magistrate
Judge.

*1  Petitioner Minatec  Finance  S.ar.l
(hereinafter “Minatec”), a corporation organized
under the laws of Luxembourg, makes an applica-
tion, pursuant to 28 U.S.C. § 1782(a), to conduct
discovery of SI Group Inc. (hereinafter “SI
Group™), a United States corporation located in the
Northern District of New York, for use in currently
pending proceedings in G‘cn’nany. ‘ ST Group
opposes this Application.” "~ As permitted, Min-
atee files a Reply to SI Group's Opposition.

I'N1. Minatec's Application is comprised
of the following: (1) thc Application; (2)
Ex. A, Share Purchase Agrecment in
Chemtee Leuna Gesellschaft fiir Chemice
und  Technologic  mbH  (hereinafter
“Chemtec”) and Schenectady Germany
Holding GmbH (hercinafter “SGH™); (3)
Ex. B, Germany Action Complaint, dated
February 1, 2008); (4) Ex. C, Patrick P.

Page |

Salisbury, Esq., Lt., dated Jan. 11, 2008;
(4) Ex. D, Patrick P. Salisbury, Esq., Lt,,
dated Jan. 25, 2008; Frédéric Gauchet, De-
cl., dated Mar. 7, 2008; and Thomas Mor-
itz, Esq., Decl., dated Mar. 7, 2008. Dkt.
No. I.

FN2. ST Group's Opposition to Minatec's
Application is composed of the following:
Dkt. No. 11, Mem. of Law, dated Apr. 9,
2008; Dkt. No. 12, Werner Miiller, Esq.,
Decl., dated Apr. 9, 2008, with Ex. A, Ger-
man Code ot Civil Procedure (ZPO); Dkt.
No. 13, Thomas Masterson, Decl., dated
Apr. 9, 2008; Dkt. No. 14, Thomas Klein-
heisterkamp, Esq ., Decl, dated Apr. 9,
2008; Dkt. No. 15, Stefan Kroeker, Esq.,
Decl ., dated Apr. 9, 2008; and, Dkt. No.
16, Christian Brodersen, Esq., dated Apr.
9, 2008.

FN3. Minatec's Reply to SI Group's Op-
position consists of the following: Dkt. No.
17, Mem. of Law, dated Apr. 22, 2008, and
Dkt. No. 18, Frédéric Gauchet Decl., dated
Apr. 22,2008.

1. BACKGROUND' N4

FN4. For the most part, there is hardly any
disagrecment on the underlying facts, obvi-
ating the nced to make specific referencces
to the record. References to the record will
be necessary when disagreements and con-
tentions are noted.

A. The Relationship of the Parties

On August 17, 2006, pursuant to a Share Pur-
chasc Agreement, ST Group and Schenectady Lux-
embourg S.a.r.] sold 100% of their sharcholdings in
Chemtec and SGH to Minatec. Dkt. No. 1, Ex. A,
Agreement. The following day, Chemtec’s and
SGH's assets, books and records were transferred to
Minatec. Relevant provisions of the Share Purchase
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Agreement are summarized as {ollows:

§ 3 set forth the representation and warrantics of
the parties, particularly SI Group. Noting that
there 1s a net operating loss, § 3.12 states that SI
Group Companies have not “wilfully taken any
action in order to reduce the amount of such net
operating losses or to impede Company's ability
to use such loss carry forward[.]”

§ 12.9 The Agrecement would be governed by
German Law,

§ 12.10 Frankfurt au Main would be the exclus-
ive venue for all disputes between the parties
anising under the Agreement.

ld.

Minatec contends that after the closing and as-
suming control of the businesses and assets, it dis-
covered that SI Group concealed critical informa-
tion regarding the likelihood of a substantial post-
closing tax liability of Chemtec and SGH and inten-
tionally mislabeled highly toxic material it pro-
ducced called “DiBoc.” Dkt. No. 1 at §9 5-11. In
particular, Minatec asserts that SGH concealed cer-
tain information that should have been disclosed to
Minatec when SGH wrote down the value of its
shares in 2004, thus violating the warranties and
representations in the Agreement. This assertion in-
cludes a charge that SI Group made such a write
down “in an attempt to make up for the toss of un-
usable net operating losses caused by SI Group's
failure to properly register in Germany a profit
pooling agreement entered into by Chemtece.” /d. at
9 5. In August 2006, the German tax authorities
began an audit of the “tax transaction,” which, Min-
atcc  submits, may have substantial tax con-
sequences for it. As to the alleged mislabeling of
DiBoc accusation, Minatec complains that this
highly toxic material was improperly labeled with a
far less hazardous designation “Xn"” when it should
have been designated T €=, for very toxic, and
this improper labeling, discovered after the closing,
may have or will place employees and customers in
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peril. fd. at § 7-9. Minatec claims that ST Group
purposcly failed to disclose its knowledge of the
mislabeling of this product, thereby, violating the
warrantics and representations of the Share Pur-
chase Agrecment,

*2 On January 11, 2008, Minatec placed SI
Group on notice of its belief that SI concealed ma-
terial facts and information pertaining to the tax
audit which was reviewing Chemtec and SGH's
handling of a profit pooling agreement. Dkt. No. 1,
Ex. C., Pet'r. Lt,, dated Jan. 11, 2008. Minatec's
Letter sought documents relevant to the German tax
audit and the opportunity to depose Adam Jameson
and Rick Barlow, officers of SI Group, whom Min-
atec belicves have personal knowledge of this tax
transaction. /d. Within two weeks of the January
1ith Letter, on January 25, 2008, Minatcc sent an-
other letter, but this time discussed SI Group's pur-
ported mislabeling of the toxic chemical, DiBoc, re-
questing again the opportunity to intcrview Messrs,
Jameson, Barlow, and anyone clse who would have
knowledge of these cvents, and the production of
all documents pertaining to this subject matter. /d.
Ex. D., Pet'r. Lt., dated Jan. 25, 2008. Both letters
cvince an implied threat to seck § 1782(a) discov-
ery it SI Group resisted Minatec's requests for dis-
covery. Rather than responding to Minatec's corres-
pondence, SI Group initiated a lawsuit in Germany.

B. German Litigation

On February 1, 2008, SI Group sued Minatec in
the Regional Court in Frankfurt, Germany in the
case entitled ST Group Inc. und Schenectady Lux-
embourg  S.ard v, Minatec Finance S.a.r.d.
(hereinafter the “German Action™) secking declarat-
ory relief that would cstablish that Minatec is not
entitled to pecuniary relief under the Share Pur-
chase Agreement for possible losses that may result
from the German tax audit and the alleged misla-
beling of DiBoc. Dkt. No. 1, Ex. B, German Compl.
at 49 ! & 2. On March 13, 2008, the German court
issued an order which initiated the service of the
German Complaint upon Minatec and gave Minatec
more than a month to respond to the Complaint,
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Dkt. No. 15, Kroeker Decl. at § 3. This Court is un-
aware of any subsequent rulings by the German
Court rendered after the filing of this Motion and,
as far as we know, no motion for discovery has
been submitted to the German Court.

As stated above, in August 2006, German tax
authorities commenced a review of Chemtec's and
SGH's taxes for the period of 2001 to 2004, which
included a tax transaction related to a write down of
the value of shareholding of Chemtec. Dkt. No. I,
Mortiz Decl. at § 5. The audit was completed in
November 2007. Id. Minatec expects that the audit
will result in a disallowance of previous deductions
and, thus, a substantial liability to Chemtec, which
will be imposed upon its current owner, Minatec.
Id. German local tax authorities are empowered to
collect taxes and initiate investigations into viola-
tions of the German tax code. Dkt. No. 16, Broder-
sen Decl. at Y 3-4. Ultimately, the investigating
arm of the tax agency can render a finding which
may be conveyed to the assessment branch that has
the authority to issue a tax assessment notice. /d. at
99 12-13. An appeal can be taken from that assess-
ment and that appeal can be subsequently chal-
lenged in a separate action in German Tax Court.
Id. at 19 13 & 15. Throughout this audit process, SI
Group has been permitted to be an observer of the
proceedings. Dkt. No. 14, Kleinhesterkamp Decl. at

19 4-7.

C. The Nature of the Petition

*3 By this Petition, Minatec seeks an order dir-
ecting SI Group to disclose and produce (1) all doc-
uments, whether written or in electronic format,
concerning or relating to matters which are the sub-
ject of the German tax audit, including all corres-
pondence, (2) all documents related to the handling
of the profit pooling agreement and tax losses, (3)
Adam Jameson and Rick Barlow, SI Group execut-
ives, and the author of the “concealed tax memo”
for deposition as to the tax matter, (4) all docu-
ments, no matter the format, concerning and related
to DiBoc and its labeling in Europe and the United
States, including all internal correspondence to
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which SI Group and Chemtec is a party, and (5) ex-
ecutives Jameson and Barlow or any other pérson
with knowledge of the labeling of DiBoc for dé¢pos-
ition. Dkt. No. 1, at §9 14-19.

Discovery in Germany cannot be initiated by
the parties without an edict from the German court.
Dkt. No. 12, Mueller Decl., Ex ANGerman Tax
Code (ZPO) at §§ 142, 143, & 363.71V° Minatec ar-
gues that this discovery would be relevant to the
pending German Action, the German tax audit, and
conceivably, any subsequent litigation related to the

highly toxic DiBoc.

FNS. Salient portions of the ZPO state that
“[t]he Court may order that a party or a
third party shall produce the documents or
other records in its possession[.]” ZPO at §
142(1). “Third parties shall not be obliged
to produce documents to the extent that
they cannot be reasonably expected to pro-
duce the documents or that they are en-
titled to refuse to give testimony in accord-
ance with §§ 383-385, 386-390 shall apply
mutatis mutandis.” I/d. at § 142(2). “The
court may order that the parties produce
the records in their possession, to the ex-
tent that these records consist of wrjtten
documents which relate to the hearing and
the decision on the matter.,” Id. at § 143.
“If the taking of evidence is to be per-
formed abroad, the presiding judge shall
request the competent authority to take the
evidence.” Id. at § 363(1). Dkt. No. 12,
Mueller Decl., Ex. A.

I1. DISCUSSION
A. General Legal Principles
A district court is authorized, but not required,
to grant a § 1782(a) discovery request when the fol-
lowing three statutory elements have been met:

1. the person from whom discovery is sought
resides or found in the district of the district court
to which the application is made;
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2. the discovery is for use in a proceeding before
a foreign tribunal; and

3. the application is made by a foreign or interna-
tional tribunal or any interested person.

In re Ishihara Chem. Co., 251 F.3d 120, 124
(2d Cir.2001) (citing 28 U.S.C § 1782(a)).

FNG6. The text of the Statute states that

[tThe district court of the district in
which a person resides or is found may
order him to give his testimony or state-
ment or to produce a document or other
thing for use in a proceeding in a foreign
or international tribunal, including crim-
inal investigations conducted before
formal accusation. The order may be
made pursuant to a letter rogatory is-
sued, or request made, by a foreign or in-
ternational tribunal or upon the applica-
tion of any interested person and may
direct that the testimony or statement be
given, or the document or other thing be
produced, before a person appointed by
the court. By virtue of his appointment,
the person appointed has power to ad-
minister any necessary oath and take the
testimony or statement. The order may
prescribe the practice and procedure,
which may be in whole or part the prac-
tice and procedure of the foreign country
or the international tribunal, for taking
the testimony or statement or producing
the document or other thing. To the ex-
tent that the order does not prescribe oth-
erwise, the testimony or statement shall
be taken, and the document or other
thing produced, in accordance with the
Federal Rules of Civil Procedure.

A person may not be compelled to give
his testimony or statement or to produce
a document or other thing in violation of
any legally applicable privilege.
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28 U.S.C. § 1782(a).

The twin aims of the statute are to provide effi-
cient assistance to participants in international litig-
ation and encourage foreign countries to provide
similar assistance to our domestic courts, Schmiiz v.
Bernstein Liebhard & Lifshitz, LLP, 376 F.3d 79,
84 (2d Cir.2004); Euromepa S.A. v. R. Esmerian,
Inc., 154 F.3d 24, 28 (2d Cir.1998) (cited by In re
Ishihara Chem Co., 251 F.3d at 124); accord Intel
Corp. v. ddvanced Micro Devices, Inc., 542 U.S.
241, 252 (2004) (citing the Ninth Circuit's similar
findings in the underlying case, 292 F.3d 664, 669).

If the three threshold requirements are met, the
Court must then exercise its discretion as to wheth-
er and to what degree § 1782(a) discovery would be
allowed. [ntel Corp v. Advanced Micro Devijces,
Inc., 542 US. at 264 (further noting that “a district
court is not required to grant a § 1782(a) discovery
application simply because it has the authority to do
s0”) (citations omitted). To assist the district court
in exercising its discretion, the Supreme Court craf-
ted four factors relevant to the inquiry, which are
summarized as thus:

(1) Whether the person from whom discovery is
sought is a participant in the foreign proceeding,
in which case “the need for § 1782(a) aid gener-
ally is not as apparent as it ordinarily is when
evidence is sought from a nonparticipant in the
matter arising abroad”;

FN7. Until Intel, the courts within the
Second Circuit did not make any distinc-
tion between a participant to the foreign
litigation and a nonparty, and thus the gle-
ment of being a participant in the foreign
litigation did not factor significantly in
either denying or granting a § 1782 discov-
ery request. See, e.g., In re Edelman, 295
F.3d 171 (2d Cir.2002); In re Metaligeseli-
schaft AG, 121 F.3d 77 (2d Cir.1997); Eur-
omepa S.A. v. R. Esmerian, Inc., 51 F 3d
1095 (2d Cir.1995).
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*4 (2) “the nature of the foreign tribunal, the
character of proceedings underway abroad, and
the receptivity of the foreign government, court,
or agency to federal-court judicial assistance™;

(3) “whether the § 1782(a) request conceals an at-
tempt to circumvent foreign proof-gathering lim-
its or other policies of a foreign country or the
United States™; and

(4) whether the discovery requests are “unduly
intrusive or burdensome.”

In re Gemeinshcafispraxis Dr. Med. Schotidorf,
2006 WL 3844464, at *4 (S.D.N.Y. Dec. 29,
2006) (citing Intel Corp. v. Advanced Micro
Devices, 542 U.S. at 264-65) (quotation marks in
the original).

The Second Circuit has consistently ruled that
it is far better to provide federal court assistance
than none at all. Schmitz v. Bernstein Liebhard &
Lifshirz, 376 F.3d at 83 & 85 (recommending that if
there are any misgivings the district court could is-
sue a closely tailored discovery order rather than
simply denying the relief out right); In re
Metallgesellschaft, 121 F.3d 77, 80 (2d Cir.1997).

It is now incumbent upon us to determine if
this Application meets the statutory thresholds and
whether the four /ntel factors tip auspiciously to
Minatec.

B. Analysis

In terms of the statutory thresholds, Minatec
has met those criteria. SI Group maintains its
primary office within the Northern District of New
York and obviously has been found within our jur-
isdiction. The requested discovery is being sought
for pending litigation and administrative proceed-
ings in Germany, and possibly in this regard to po-
tential litigation related to the potential con-
sequences of mislabeling DiBoc. And, it is unchal-
lenged that Minatec is an interested party. We
now turn to see if the /nmtel's four discretionary
factors collectively weigh in Minatec favor,
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FN8. We have not been asked to address
whether we are authorized to direct dis-
closure of documents outside of this Dis-
trict or the United States. Had we been
asked, we would have found that finding
SI Group within our district is the only
nexus necessary for us to be able to compel
production of all documents. /n re Gemein-
sheaftspraxis Dr. Med. Schotdorf, 2006
WL 3844464, at *4-5 (S.D.N.Y. Dec. 29,
2006) (citations omitted).

1. Participant in the Foreign Litigation

The first discretionary factor to be considered
is whether the person from whom discovery is
sought is a participant in the foreign proceeqing.
Regarding participants in a foreign proceeding, the
Supreme Court observed, “the need for § 1782(a)
aid generally is not as apparent ... [because a] for-
eign tribunal has jurisdiction over those appearing
before it, and can itself order them to produce evid-
ence.” Intel Corp. v. Advanced Micro Devices, Inc..
542 U.S. at 264. Conversely, “nonparticipants in
the foreign proceeding may be outside the foreign
tribunal's jurisdictional reach; hence, their evid-
ence, available in the United States and may be un-
obtainable absent § 1782(a) aid.” /d.

SI Group, who is the complainant in the Ger-
man Action, is obviously a participant in that for-
eign proceeding. However, in the underlying Ger-
man tax audit, SI Group is not deemed to be a parti-
cipant since it had divested its ownership to Min-
atec prior to the audit, although the audit covers the
period of 2001 to 2004 when Chemtec and SGH
were owned by SI Group. Dkt. No. | at ] 28. Yet,
SI Group was allowed to be an observer of the tax
proceedings. Even though SI Group is a participant
and Messrs. Jameson and Barlow are chief exec¢ut-
ives in that company, Jameson's and Barlow's jes-
ignation as participants cannot be as easily determ-
ined. It can be argued that seeking the depositions
of SI Group's executives' Jameson and Barlow, who
are current employees though not named parties to
the German Action, for all intents and purposes is
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sceking discovery trom SI Group, Minatec's oppon-
ent in the German Action. See Schmitz v. Bernstein
Lichhard & Lifshitz LLP, 376 F.3d at 85, SI Group
further explains that all of the documents and evid-
ence being sought by this process is within the con-
trol of SI, including these excecutives' depositions,
and can be discovered through the German Action,
Dkt. No. I, Mem. of Law at p. 10. Whether,
however, these executives can be produced for de-
positions by the German court is subject to debate.
See infra Part 11.B.2. But, here Minatec asserts that
Jameson, Barlow, and a person in charge of DiBoc
issues are not considered participants in the context
of this factor. If we were to extend the reasoning of
In re  Imanagement  Services  Ltd., 2005 WL
1939702, at *6 (S.D.N.Y. Aug. 16, 2005), where
former employees of a participant in foreign litiga-
tion were deemed nonparticipants under the statute,
and we drop the distinction between former and
current cmployee, it can also be argued that
Jameson and Barlow are not participants in the
scheme contemplated by the statute, Supreme
Court, and the Sccond Circuit. Nonetheless,
Jameson, Barlow and a person in charge of DiBoc
issues are not participants in the German tax audit.
And should there be future litigation regarding
DiBoc and any possible injuries it may have
caused, these knowledgeable persons would be
nonparties. See infra part 1L.B.2.

*5 Minatcce also asserts that a “party to the for-
cign proceeding factor” is relevant only when the
forcign court has the authority to compel forcign
nationals outside of the foreign forum to participate
in discovery. Dkt. No. | at § 29. Minatec argucs
that the German court does not have that authority.
Clearly, the parties difter as to this contention, and
a reading of the ZPO may sugggls(t) otherwise. See
supra note 5 & infra Part IL.B.2.

FN9. This provision of the ZPO is not
clear whether the German court can com-
pel cither a party or nonparty's deposition,
who are outside of its jurisdiction or that it
may have to resort to a foreign court, such
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as our district court, to ask that § 1782(a)
or similar statute be employed. See
Miicller Decl., Ex. A, ZPO at § 363 ("If
the taking of evidence is to be performed
abroad, the presiding judge shall request
the competent authority to take the cvid-
ence.”).

Under these circumstanccs, especially when to-
cusing upon the German tax audit, we cannot find
this factor in favor of cither party. Thus, this factor
remains neutral.

2. Tuking Account of the Foreign Tribunal and its
Receptivity to Federal Court Judiciual Assistance

As to this discretionary factor, /ntel instructs us
that we "may take into account the nature of the
foreign tribunal, the character of the proceedings
underway abroad, and the receptivity of the foreign
government or the court or agency abroad to U.S.
federal-court assistance.” 542 U.S. at 264. That is,
we may “look to the nature, attitude and procedures
of that jurisdiction as ‘useful tool[s]” to inform our
discretion.”™ Schmitz v. Bernstein Liebhard & Lif-
~hitz, 376 F.3d at 84 (citation omitted). In our casc,
there are two foreign tribunals we must consider:
the German Action and the German tax audit. Un-
doubtedly, these two tribunals are invariably inter-
locked with the result of the administrative agency's
findings of tax liability and possible imposition of a
tax assessment playing a potential consequential
role in the German Action.

Everyone concedes that the German Action is
the type of litigation that should be considered un-
der this prong of the /ntel discretionary factors.
Such concession is not extended by SI Group to the
German tax audit however. ST Group gocs to ex-
traordinary length to minimize the significance of
the tax audit, merely appraising the process as a
local investigation that does not rise to the level of
a foreign court or judicial procceding. Considering
the comprchensive instruction from the Supreme
Court in /ntel on this very issue, we respectful dis-
agree with SI Group's minimalist characterizations
of the tax audit's relevance as a foreign tribunal
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worthy of consideration under § 1782(a). Indeed,
the law pronounces administrative agency's invest-
igation, such as this tax audit, on cqual footing with
the Franfurt Court.

In reviewing the legislative history of §
1782(a), the Supreme Court noted that when Con-
gress introduced the word tribunal into the statute
in 1964, it wanted “to ensure that "assistance in not
confined to proceedings betore conventional courts
but extends also to ‘administrative and quasi-ju-
dicial proceedings.” * /ntel, 542 U.S. at 249. In do-
ing so, the notion of foreign and international
tribunals is expanded beyond the conventional con-
notation to simply court proccedings. Repeating
again the legislative history, [nte | states that ™
‘[t]he term ‘tribunal’ ... includes investigating ma-
gistrates, administrative and arbitral tribunals, and
quasi-judicial agencies, as well as conventional
civil, commercial, criminal, and administrative
courts [ .]' ** [mrel, 342 U.S. at 258 (quoting, inter
alia, S.Rep. No. 1580, at 7-8, U.S.Code Cong. &
Admin. News 1964, pp. 3782, 3788). What is most
critical is whether the statute will be assisting the
“first-instance decisionmaker,” /d. The Supreme
Court also rejected a view expressed by the Second
Cireuit in fn re Ishihara Chemeial Co., 251 F.3d at
125, that § 1782 comes into play when the adjudic-
ative proceedings arc “pending” or “imminent . /d.
at 259. The Supreme Court held that * § 1782(a) re-
quires only that a dispositive ruling by [an adjudic-
ative proceeding], reviewable by ... courts, be with-
in reasonable contemplation.” [d. (citations omit-
ted). In this respect, the German tax audit, an ad-
munistrative proceeding that can be reviewed by a
Gcrmla:rll\I lcgurt, fits firmly within the statute's pur-
view.

FN10. In light of /nte 1, ST Group's cxtens-
ive discussion and heavy reliance upon /n

re Letters Rogatory Issued by Director of

Inspection of Govermment of India, 383
F.2d 1017 (2d Cir.1967) is misplaced and
not persuasive.

*6 Next, we need to determine if the German
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court would be receptive to federal court assistance.
On this topic, both partics leveled a cannonade of
legal affidavits, with a spiraling array of competing
legal pontification. among other things, as to
whether (1) discovery in the German court would
encompass these very requests and would exercise
jurisdiction over the parties to compel such produc-
tion; (2) the German discovery scheme is exhaust-
ive or very limited; (3) the evidence, if accepted,
would be admissible or not; and, (4) to what cxtent
the relative prominence of this type of evidence is
throughout the tax investigation process. The dis-
agreement between the partics is substantial. Al-
though the effort to provide this Court with this
various perspectives interpreting German law is
laudatory, both partics should have known that both
the Supreme Court and the Second Circuit have re-
peatedly denounced such a practice and that such
endeavor may be meaningless.

In rejecting a petitioner's argument as to wheth-
er there needs to be corresponding provisions
between the foreign proceedings and United States
law, which had broader implication in terms of
comparing discovery approaches, the Supreme
Court cautions us that § 1782 “does not direct
United States courts to engage in comparative ana-
lysis to determine whether analogous proceedings
exist here. Comparisons of that order can be fraught
with danger.” /d. at 263. The Second Circuit gocs
much further than the Supreme Court in admonish-
ing courts from engaging in “speculative forays into
legal territories unfamiliar to federal judges[,] that
being interpreting another country's laws and stat-
utes. Ju re Esses, 10] F.3d 873, 876 (2d Cir.1996);
In re hinanagement, Ltd., 2005 WL 1959702, at *5
(“speculative foray into unfamiliar legal territory™).
We shall heed the advice of District Judge Barbara
Jones who properly deferred to the Second Circuit's
instruction that the court should *consider only au-
thoritative proof in considering these factors
[such as} found to exist where the representative of
a foreign sovereign has expressly and clearly made
its position known.” /ir e Gemeinsheafispraxis Dr.
Med. Schottdorf, 2006 WL 3844464, at *6 (citing,
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inter alia, in re Euromepa, 51 F.3d at 1099-1100).
Judge Jones continued:

It is unnecessary for me to further explore these
polar differences in expert opinion, because after
having carefully reviewed the German court de-
cisions and the experts' respective affidavits, in
the end the Court is left without an answer as to
which expert is correct. And, as the Second Cir-
cuit has instructed, the Court is not expected to
declare a winner in this “battle-by-affidavit of in-
ternational legal experts.” See Euromepa [S.A. v.
R. Esmerian, Inc.], 51 F.3d at 1099 (“[W]e do not
read the statute to condone speculative forays in-
to legal territories unfamiliar to federal judges.”).

1d.; In re Grupo Quamma, 2005 WL 937486, at
*2-3 (S.D.N.Y. Apr. 22, 2005).

*7 Little can be gleaned from conflicting and
bias interpretations of the law which becomes a
“consuming, and inherently unreliable method of
deciding section 1782 requests [that] cannot pos-
sibly promote the ‘twin aims' of the statute.” Eur-
omepa S.A. v. R. Esmerian, Inc, 51 F.3d at 1100,
Under this tutelage, we will not be pulled into this
legal tug-of-war and, accordingly, we decline to
consider either parties' affidavits as to this issue.

Returning to our main task, whether the Ger-
man court and the taxing authority would be recept-
ive to federal court assistance, our inquiry shifts to
whether the foreign tribunals would be “offended”
by our judicial aid. We have no dispositive German
authority objecting to federal court ordered discov-
ery. Since we were not presented with authoritative
declarations from the forum country’s judicial, ex-

ecutive, or legislature specifically addressing the

use of evidence that possibly may be gathered by
this Court, we will rely upon the statute's
“overarching interest in providing equitable and ef-
ficacious procedures for the benefit of tribunals and
litigants involved in the litigation[.]” /d. (internal
quotation marks and citations omitted). Nor are we
persuaded that even if the foreign tribunal did not
have an opportunity to decide the discovery issue,

Page 8

as SI Group contends is occurring here, we should
deny this § 1782 Application on this account. n re
Metallgesellschaft AG, 121 F.3d 77, 79 (2d
Cir.1997). There is no reason to assume that a
country that has not adopted a discovery require-
ment as extensive as ours would be either offended
or reject the assistance. /n re Bayer A G, 146 F.3d
188, 194 (3d Cir.1998) (cited in Intel, 542 U.S. at
260-61). And, even if a foreign tribunal may be too
hesitant to order the level of production sought
here, this does not mean that there is any resistance
to receiving such evidence collected under this stat-
ute. Intel, 542 U.S. at 261-62. But, if its learned
later that the foreign tribunal, such as this German
court and administrative body, opposes our assist-
ance then that tribunal has within its right to ex-
clude the discovered material. Euromepa S.A. v. R.
Esmerian Inc., 51 F.3d at 1101; In re Gemédinsh-
cafispraxis Dr. Med  Schondorf, 2006 WL
3844464, at *7 (“The availability of that corréctive
measure assuages any concern [the court] may oth-
erwise have had on the issue.”); ¢f., In re Mickosoft
Corp, 428 F.Supp.2d 188 (S.D.N.Y.2006) (noting
that the European Commission, as well as a gavern-
mental prosecutor, specifically expressed thalq they
were not receptive to the federal court interven-
tion),

Based upon the record before this court, ex-
clusive of the dueling parties’ Declarations, w¢ find
neither any rejection nor offense taken by the Ger-
man tribunals to a stateside discovery order, and we
find this factor in Minatec's favor.

3. Does the Request Conceal an Attempt to Cifcum-
vent Foreign Proof-Gathering Restrictions?

*8 The Supreme Court recommends that “a dis-
trict court consider whether a § 1782(a) request
conceals an attempt to circumvent foreign proof-
gathering restriction or other policies of a foreign
country or the United States.” [ntel, 542 U.S. at
265. Ostensibly, this factor is calculated to shield
against an abuse or end run around a foreign juris-
diction's policies. Regarding this factor, SI Group
asserts that “Minatec's application is a transparent
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attempt to circumvent German proof-gathering re-
strictions and other policies of Germany.” Dkt. No.
11 at p. 10. In support of this assertion, SI Group
relies upon its group of legal affidavits that cumu-
latively express Germany's prohibition to discovery
of this nature as being contrary to its policies. As
we noted above, we are disinclined to consider
these affidavits since they lack the ring of judicial
authority on the matter. But speaking of circumven-
tion, Minatec countercharges that SI Group's rush
to the German court was, in fact, an effort to stymie
its previous efforts to secure discovery on both the
tax and DiBoc issues. These counterpoints are of
little moment here. This Court could not glean from
the statute-ZPO-any suggestion that a party has to
seck discovery first from the German tribunals. /n-
tel, 542 U.S. at 252-53 (“We now hold that § 1782
does not impose such a [foreign discovery] require-
ment.”). Neither is there a foreign tribunal exhaus-
tion requirement nor any explicit direction that the
admission of evidence in either German tribunal is
controlling in determing whether discovery will be
permitted. See generaily Intel, 542 U.S. 241 The
primary issue for us is whether Minatec is pursuing
this discovery in bad faith. Other than SI Group's
contentions, we find nothing within this record to
support that Minatec is seeking this information
with less than a good faith belief that § 1782 dis-
covery would be helpful to the foreign tribunals and
itself. Thus, this factor weighs favorable for Min-
atec.

4. Whether the Request is Unduly Intrusive or Bur-
densome

The remaining /ntel factor for us to consider is
whether the § 1782(a) Request is unduly intrusive
or burdensome. SI Group complains that Minatec's
Request is not reasonably tailored for either of
these German tribunals and thus unduly intrusive
and burdensome. SI supports its complaint by al-
leging that Minatec already has all of these docu-
ments by virtue of taking control of Chemtec and
SGH. First, whether Minatec has documents that
may be related to these foreign proceedings is not
controlling. What is controlling are the documents
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SI Group may have that are pertinent to the tax is-
sues and DiBoc and what Barlow, Jameson, and
any employee who may have particular knowledge
as to both issues. Second, we respectfully disagree
with SI Group's assessment. We find the Requést to
be specifically and narrowly tailored to both issues~
tax liability and mislabeling. If it was not so, we
have the authority to closely tailor any discovery
order. Schmitz v. Bernstein Liebhard & Lifkhitz,
LLP, 376 F.3d at 83; In re Metallgeselishaft, 121
F.3d at 80; Euromepa S.A. v. R. Esmerian, Ing., 51
F.3dat 1101,

*9 SI Group claims that this discovery scheme
is a one-way street and the burden of discévery
falls solely and unfairly upon its shoulder without
similar recourse being available to it. In SI Grioup's
view, Minatec is not at any risk of having to submit
to the same discovery. These arguments are also
without merit. The flexibility of § 1782(a) allpws a
court to be creative in fashioning relevant discpvery
mandates. Consistently, the Second Circuit and the
Supreme Court, have suggested that a district court
could condition relief upon a reciprocal exchange
of information, as such would lend parity to the dis-
closure mix. /nsel, 542 U.S. at 262; In re Esses, 101
F.3d at 876 (finding that a carefully crafted order
for reciprocal discovery in light of the displite is
within the discretion of the court). Here, Miqatec's
acknowledges that this Court has the authority to is-
sue a reciprocal discovery order and, therefore,
consents to this possibility. Euromepa S.A4. v. R. Es-
merian, Inc., 51 F.3d at 1097 (conditional discovery
upon reciprocity).

Since this discovery request seeks internal doc-
uments, it is apparent that SI Group's confidential
documents may be exposed unjustly. Again, the
beauty of § 1782 is that it permits this Court fo im-
pose a protective order that would extinguigh any
concern that privileged, confidential, or proptietary
information would be indecorously revealed. /ntel,
542 U.S. at 266 n. 19; In re Gemeinshcaftspraxis
Dr. Med. Schottdorf, 2006 WL 3844464, at *8
(granting a protective order.). Again, Minatec wel-
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comes such a protective order inasmuch as such an
order would address any legitimate concerns Sl
Group may invoke.

With all of these creative tools at our disposal,
and finding that Minatec's Request 1s reasonable
tailored, this final factor falls squarely to Minatec's
benetit.

L. CONCLUSION

We find that Minatec has met the statutory
thresholds and the four Intel discretionary factors
lean strongly to Minatec's favor. We further find
that the twin aims of § 1782(a) are met and that this
discovery will be helpful to both the German Ac-
tion and the German tax audit and may encourage
Germany to provide similar means of assistance to
our courts. We are convinced that this discovery is
relevant and will be used in either of these foreign
tribunals. With the authority to dircct reciprocal
discovery, we will do so. And, any concerns about
revealing privileged or confidential information is
alleviated by this Court directing the parties to ne-
gotiate an appropriate confidentiality agreement,
which will be converted into a protective order, If
the parties cannot agree upon the terms of a confid-
entiality agreement, this Court will intercede and
cither assist them or impose a workable protective
order.

Accordingly, it is hercby

ORDERED, that Minatec's Petition, pursuant
to § 1782(a), Dkt. No. 1, is granted consistent with
this Memorandum-Decision and Order; and it is
furthcr

*10 ORDERED, that ST Group shall have re-
ciprocal discovery from Minatec, including depos-
itions; and it is further

ORDERED, that Minatec and SI Group, to the
extent neecessary, shall enter into a confidentialilty
agreement. If the partics cannot agree upon a con-
tidentiality agreement, cither party may petition the
Court to intercede and help resolve any disputes re-
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lating to the agrecement and/or impose a protective
order; and it is further

ORDERED, that SI Group provide the reques-
ted documents within thirty (30) days of the filing
of this Order, and produce Barlow, Jameson, and
any other person with personal knowledge of either
or both the tax liability issuec and the labeling of
DiBoc within sixty (60) days of the filing of this
Memorandum-Decision and Order.

IT IS SO ORDERED.

N.D.N.Y.,2008.

Minatec Finance S.A.R.L. v. SI Group Inc.

Not Reported in F.Supp.2d, 2008 WL 3884374
(N.D.N.Y.)

END OF DOCUMENT
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UNITED STATES DISTRICT COURT

FOR THE SOUTHERN DISTRICT OF CALIFORNIA
)

2oV H/‘}'Wé’ per T
In re Ex Parte Application of Case No.: ‘ RN i
APPLE INC.; APPLE RETAIL GERMANY
GMBH: and APPLE SALES ORDER GRANTING APPLE’S
INTERNATIONAL, EX PARTE APPLICATION FOR
AN ORDER PURSUANT TO 28
Applicants, U.S.C. § 1782 GRANTING LEAVE TO
OBTAIN DISCOVERY FOR USE IN
For an Order Pursuant to 28 UU.S.C. § 1782 FOREIGN PROCEEDINGS

Granting Leave to Obtain Discovery from
Qualcomm Incorporated for Use in Foreign
Proceedings.

ORDER RE EX PARTE APPLICATION
ORDER PURSUANT 10
WUSC §1782




Case 3:12-cv-00147-LAB-WMC Document 2 Filed 01/25/12 Page 2 of 2

This matter comes before the Courton the £x Parte Application of Apple Inc.:
Apple Retail Germany GmbH; and Apple Sales International (“Apple™) for an Order to
Obtain Discovery for Use in Foreign Proceedings pursuant to 28 U.S.C. § 1782(a) (the
“Application™), which seeks documents from Qualcomm Incorporated (“Qualcomm™) in
connection with various foreign patent litigations pending between Apple and Motorola. Inc.,
Motorola Mobility, Inc. and their aftiliates.

The Court, having fully considcred the papers on file and submitted herewith. and
good cause appearing:

IIEREBY GRANTS the Application of Apple.

IT IS HEREBY ORDERED THAT APPLE IS GRANTED LEAVE TO issue a
subpoena for documents in substantially the form attached as Exhibit B to the Application,
directing Qualcomm to produce the documents requested in the subpoena at the offices of
counsel for Apple, Wilmer Cutler Pickering Hale and Dorr LLP. 950 Page Mill Road, Palo
Alto, Culifornia 94304 or another location mutually agreeable to Apple and Qualcomm.

It is further ORDERED that copies of the Application and Memorandum in Support

thercot and this Order shall be mailed to the following:

Qualcomm Incorporated /” .
5775 Morehouse Drive, San Diego, California, 92121

ITIS S() QRDERED.

Dated: /ZZ!// 2—
/]

nited States Magistrate Judge

ORDER RE EX PARTE APPLICA TION
PURSUANT O 28 LES.CL § 1782
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United States District Court, N.D. California,
San Francisco Division,
In re EX PARTE Application of APPLE INC.,
Apple Retail Germany GMBH, and Apple Sales In-
ternational.

No. MISC 12-80013 JW.
May 2, 2012.

Christine Saunders Haskett, San Francisco, CA,
Brian C. Cannon, Redwood Shores, CA, Donald
Frederick Zimmer, Jr. San Francisco, CA, Laura S
Huffman, King & Spalding, Atlanta, GA, Robert F.
Perry, New York, NY, Cheryl A. Sabnis, SAN
FRANCISCO, CA, for In re Ex Parte Application
of Apple Inc.

ORDER DENYING NON-PARTY NOKIA
INC.'S MOTION TO QUASH
JAMES WARE, Chief Judge.

*1 Presently before the Court is Nokia, Inc.'s
(“Nokia™) Mq,tion to Quash ‘ a subpoena issued
to Apple ~ pursuant to 28 U.S.C. § 1782, The
Court finds it appropriate to take the Motion under
submission without oral argument. See Civ. L.R.
7-1(b). Based on the papers submitted to date, the
Court DENIES Nokia's Motion.

FN1. (Non- Party Nokia Inc. s' [sic] Mo-
tion to Quash Apple Inc.'s Subpoena, here-
after, “Motion,” Docket Item No. 4.)

FN2. Apple Inc., Apple Retail Germany
GmbH, and Apple Sales International
(collectively, “Apple™).

A. Background
Motorola Mobility Inc. and Motorola, Inc.
(collectively, “Motorola”) have filed lawsuits
iq_;ﬁlji‘nst Apple in the United States and in Germany.
These lawsuits allege that Apple's products in-
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fringe patents that Motorola has declared essential
to practice various telecommunications standards. (
Id)

FN3. (Ex Parte Application for an Order
Pursuant to 28 U.S.C. § 1782 Granting
Leave to Obtain Discovery for Use in For-
cign Proceedings and Supporting Memor-
andum at 2, hereafter, “Application,”
Docket Item No. 1.)

On January 27, 2012, the Court granted Apple's
Ex Parte Application for a Subpoena pursuant to 28
U.S.C. § 1782. On February 16, 2012, Nokia
filed its Motion to Quash. (See Motion at 1.) On
February 21, 2012, Non--Party Motorola filed a
Memorandum in Support of Nokia's Motion to
Quash.P

FN4. (Order Granting Apple's Ex Parte
Application for an Order Pursuant to 28
U.S.C. § 1782 Granting Leave to Obtain
Discovery for Use in Foreign Proceedings,
Docket Item No. 3.)

NS, (Non-Party Motorola Mobility's
Memorandum in Support of Nokia's Mo-
tion to Quash Apple Inc.'s Subpoena,
Docket Item No. 5.)

B. Standards

Under 28 U.S.C. § 1782, a district court may
order a person residing or found within its district
to produce documents or testimony for use in a for-
cign legal proceeding, unless the disclosure would
violate a legal privilege. 28 U.S.C. § 1782(a); /nte/
Corp. v. Addvanced Micro Devices. Inc., 542 U.S.
241, 246 47, 124 S.Ct. 2466, 159 L.Ed.2d 355
(2004). The statute may be invoked where: (1) the
discovery sought is from a person residing in the
district court to which the application is made; (2)
the discovery is for use in a proceeding before a
foreign tribunal; and (3) the applicant is a forcign
or international tribunal or an “interested person.”

© 2012 Thomson Reuters. No Claim to Orig. US Gov. Works.
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See In re Republic of Eyuador, No. C 10 80223
MISC CRB (EMC), 2010 WL 3702427, at *2
(N.D.Cal. Scpt. 13, 2010),

A district court is not required to grant the ap-
plication, but instecad retains wide discretion to de-
termine what discovery, if any, should be permit-
ted. See fnrel, 342 U.S. at 264; see also Four Pil-
lurs Enters. Co. v. Avery Dennison Corp., 308 F.3d
1075, 1078 (9th Cir.2002). In cxercising that dis-
cretion, the court should consider the following
non-cxhaustive factors: (1) whether the *“person
from whom discovery is sought 1s a participant in
the foreign proceeding™; (2) “the nature of the for-
cign tribunal, the character of the proceedings un-
derway abroad, and the receptivity of the forcign
government or the court or agency abroad to U.S.
federal-court judicial assistance™; (3) whether the
discovery request is an “attempt to circumvent
proof-gathering restrictions or other policies of a
toreign country or the United States”; and (4)
whether the discovery requested is “unduly intrus-
ive or burdensome.” [fnrel, 542 U.S. at 264- 65.

“The burden of persuasion in a motion to quash
a subpocna issucd in the course of civil litigation is
borne by the movant.” Green v. Baca, 226 F.R.D.
624, 633 54 (C.D.Cal.2005) (citation omitted).

C. Discussion

Nokia contends that the discretionary factors
identitiecd by the Supreme Court in fnrel 1o guide
courts in analyzing applications under § 1782 all
weigh in favor of granting Nokia's Motion to
Quash. (See Motion at 6-9.) Apple responds that
the /nrel factors weigh against granting Nokia's
Motion. * " The Court considers cach /nrel factor
in turn.

FN6. (Applicants' Opposition to Nokia,
Inc.'s Motion to Quash at 4-7, hercafter,
“Opp'n,” Docket Item No. 12.)

1. Participation in the Foreign Proceeding
*2 The Court first considers whether it is signi-
ficant that Nokia is a nonparticipant in the foreign
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proceeding,.

“When the person from whom discovery is
sought 1s a participant in the foreign proceeding,
the need for § 1782(a) aid generally is not as appar-
ent as it ordinarily is when evidence is sought from
a nonparticipant in the matter arising abroad.” /nrel,
542 U.S. at 264. This is the case because a “foreign
tribunal has jurisdiction over those appearing be-
fore it, and can itself order them to produce evid-
ence,” whereas “nonparticipants in the foreign pro-
cceding may be outside the forcign tribunal's juris-
dictional reach,” which means that “their evidence,
available in the United States, may be unobtainable
absent § 1782(a) aid.” /d.

Upon review, the Court finds that Nokia has
not met its burden of persuasion that its nonparti-
cipant status weighs in favor of granting its Motion.
Indecd, the Supreme Court has indicated that the
fact that a party is a nonparticipant in a foreign pro-
ceeding weighs in favor of granting a § 1782 sub-
pocna. See Intel, 542 U.S. at 264,

Accordingly, the Court does not find that this
discretionary factor weighs in favor of quashing the
subpoena.

2. Receptivity of Foreign Governments and Cir-
cumvention of Foreign Proof-Gathering Restric-
tions

Nokia moves to quash Apple's subpoena on the
ground that German laws normally forbid discov-
ery, which means that Apple is using § 1782 to viti-
ate German discovery limitations. (Motion at 6-9.)
Apple responds that “while Germany does not
provide for discovery and thus does not facilitate
collection of license evidence, Nokia provides no
evidence that German courts restrict such evid-
ence.” (Opp'n at 6 (emphasis in original).)

“[N]othing in the text of § 1782 limits a district
court's production-order authority to materials that
could be discovered in the foreign jurisdiction if the
materials were located there.” Inrel, 542 U.S. at 260
. “A foreign nation may limit discovery within its
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domain for reasons peculiar to its own legal prac-
tices, culture, or traditions-reasons that do not ne-
cessarily signal objection to aid from United States
federal courts.” /d at 261. “When the foreign
tribunal would readily accept relevant information
discovered in the United States, application of a
foreign-discoverability rule would be senseless.”
Id. at 262.

Upon review, the Court finds that Nokia has
not met its burden of demonstrating that the Ger-
man courts would be unreceptive to U.S. judicial
assistance or that Apple's request is an attempt to
circumvent German proof-gathering restrictions.
Here, the evidence at issue consists of certain li-
censes and communications that are sought by
Apple in order to show that Motorola violated an
obligation to provide Apple a license on fair, reas-
onable and nondiscriminatory (“FRAND”) terms. (
See Opp'n at 1-2.) Specifically, Apple seeks to
show that Motorola violated its FRAND obligation
by entering into license agreements with Nokia, an
Apple competitor, on terms more favorable than
those it offered to Apple. (See id.) Nokia presents
no evidence to suggest that the German courts
would disallow such evidence, once Apple has ob-
tained it. Rather, Nokia contends only that German
rules of procedure do not provide a mechanism for
a party to obtain such evidence. (Motion at 6-9.)
However, in recognizing that “[a] foreign nation
may limit discovery within its domain for reasons
peculiar to its own legal practices, culture, or tradi-
tions” the Supreme Court anticipated situations
such as these, and nonetheless found that the ob-
jectives of § 1782 compelled discovery. See Intel,
542 U.S. at 261-62.

*3 Accordingly, the Court does not find that
these discretionary factors weigh in favor of quash-
ing the subpoena.

3. Unduly Intrusive or Burdensome

In the event that the Court orders any produc-
tion, Nokia requests that production be limited to
certain license agreements, on the ground that re-
quiring Nokia to search for, or produce, any related
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correspondence would be unduly intrusive or bur-
densome. Apple responds that it is reasonable
to seek both the licenses and “a limited volume of
correspondence between the parties concerding
[the] licenses.” (Opp'n at 10.) In particular, Apple
agrees to cabin its request as follows:

FN7. (Non-Party Nokia Inc. s' [sic] Reply
in Support of its Motion to Quash Apple
Inc’s Subpoena at 9-10, hereafter,
“Reply,” Docket Item No. 14.)

(1) Nokia would agree to search the email and
electronic files of only the five people most likely
to have correspondence concerning the Motorola/
Nokia licenses, searching only for correspand-
ence to or from email addresses with a Motorola
domain name; and

(2) Nokia would also search any centralized
physical or electronic repositories whose prin¢ip-
al purposes include the retention of this sort of
correspondence (e.g., master licensing files).

(Opp'natll.)

Upon review, the Court finds that Nokia has
not met its burden of persuasion that Apple's lim-
ited request for licenses and correspondence is un-
duly intrusive or burdensome. Although Nokia's ar-
gument in support of this contention is somewhat
inchoate, the gravamen of the argument appears to
be that: (1) Apple obtained a subpoena in a separate
action in the Southern District of California to ob-
tain evidence relating to agreements between Mo-
torola and Qualcomm; and (2) as a result of that
separate action, Apple obtained certain licenses
between Motorola and Qualcomm which were in-
troduced into evidence in the German court.
However, the Court finds that the fact that Apple
obtained certain licenses from Qualcomm in angth-
er action does not support Nokia's contention that
Apple's request, in this case, for both licenses and
correspondence is “overly burdensome.” Further,
the Court observes that Nokia itself concedes that
“Qualcomm did not oppose Apple's ex parte applic-
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ation for a § 1782 subpoena,” which means that the
“Southern District of California was not asked to
consider the issues Nokia raises in its Motion to
Quash.” (Reply at 9 n. 2.) Thus, the Court finds that
this argument is inadequate to meet Nokia's burden
of showing that Apple's request for certain corres-
pondence is unduly burdensome.

FNS8. (Reply at 2, 10; see also Reply, Ex.
1, Declaration of Christine Saunders Has-
kett in Support of Applicants' Opposition
to Nokia, Inc.'s Motion to Quash 9 4,
Docket Item No. 12-1.)

Moreover, Nokia has not claimed that any priv-
ilege exists which would prevent the discovery of
these materials under § 1782. (See Motion at 6-12.)
Instead, Nokia's remaining contentions as to this
factor center on confidentiality concerns, namely,
the risk that the licenses and correspondence at is-
sue may be publicly disclosed after they have been
made available to Apple. (See Reply at 4-5, 7-9.)
However, the Court finds that such concerns do not
pertain to the intrusiveness or burdensomeness of
the subpoena itself. Therefore, the Court does
not find good cause to declare Apple's subpoena
unduly intrusive or burdensome.

FN9. Any concerns about confidentiality
can be addressed by the appropriate pro-
tective order.

*4 Accordingly, the Court does not find that
this discretionary factor weighs in favor of quash-
ing the subpoena.

In sum, the Court finds that the /ntel factors do
not weigh in favor of quashing the subpoena,

D. Conclusion
The Court DENIES Nokia's Motion to Quash.

N.D.Cal.,2012.
In re Ex Parte Apple Inc.
Slip Copy, 2012 WL 1570043 (N.D.Cal.)
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United States District Court,
N.D. California.
In re the REPUBLIC OF ECUADOR, Applicant.
For the Issuance of a Subpocna for the Taking of a
Deposition and the Production of Documents in a
Foreign Proceeding Pursuant to 28 U .S.C. § 1782,

No. C-~10-80225 MISC CRB (EMCQ).
Docket No. 1.
Sept. 15, 2010.

C. Macneil Mitchell, Winston & Strawn LLP, New
York, NY, Eric Bloom, Winston & Strawn LLP,
Washington, DC, Richard Arthur Lapping, Winston
& Strawn LLP, San Francisco, CA, for the Repub-
lic of Ecuador.

ORDER GRANTING REPUBLIC OF
ECUADOR'S EX PARTE APPLICATION FOR
THE ISSUANCE OF A SUBPOENA
EDWARD M. CHEN, United States Magistrate

Judge.

*1 Currently pending before the Court is the
Republic of Ecuador's (“ROE™) ex parte application
for the issuance of a subpoena pursuant to 2¥
U.S.C. § 1782, The ROE seeks the issuance of a
subpoena to Diego Fernando Borja Sanchez, who is
purportedly a resident in this District. The proposed
subpoena reflects that the ROE seeks both Mr.
Borja's testimony as well as the production of docu-
ments in his possession, custody, or control. The
ROE asserts that this information is highly relevant
to an international arbitration which Chevron Cor-
poration initiated against the ROE pursuant to a bi-
lateral investment treaty between the ROE and the
United States. See Bloom Decl., Ex. 19 (notice of
arbitration). In the arbitration, Chevron asscrts that
the ROE abused the justice system in connection
with lawsuits taking place in the ROE against
Chevron, including the Lago Agrio lawsuit, in
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which a group of Ecuadorians assert claims against
Chevron for, inter alia, violations of an environ-
mental law. See In re Chevron Corp., No.
M—19-111, 2010 U.S. Dist, LEXIS 47034, at *5-6,
10-11 (S.D.N.Y. May 10, 2010); Docket No. 19
(Not.§ 4) (alleging, inter ulia, that the ROE's
“judicial branch has conducted the Lago Agrio Lit-
igation in total disrcgard of Ecuadorian law, inter-
national standards of fairness, and Chevron's basic
duc process and natural justice rights, and in appar-
cnt coordination with the cxecutive branch and the
Lago Agrio plaintiffs”). Having considered the
ROE's papers and accompanying submissions, the
Court hereby GRANTS the application.

1. DISCUSSION
A. Legal Standurd
The ROE's request for relief is brought, as
noted above, pursuant to 28 U.S.C. § 1782. Under §
1782,

[t]he district court of the district in which a per-
son resides or is found may order him to give his
testimony or statement or to produce a document
or other thing for use in a procceding in a foreign
or international tribunal, including criminal in-
vestigations conducted before formal accusation.
The order may be made ... upon the application of
any interested person and may direct that the
testimony or statcment be given, or the document
or other thing be produced, before a person ap-
pointed by the court. By virtue of his appoint-
nient, the person appointed has power to adminis-
ter any nccessary oath and take the testimony or
statement. The order may prescribe the practice
and procedure, which may be in whole or part the
practice and procedure of the foreign country or
the intcrnational tribunal, for taking the testi-
mony or statement or producing the document or
other thing. To the extent that the order does not
prescribe otherwise, the testimony or statement
shall be taken, and the document or other thing
produced, in accordance with the Fcderal Rules
of Civil Procedure.
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28 U.S.C. § 1782(a). As reflected by the lan-
guage ot § 1782, its purpose is to provide federal-
court assistance in the gathering of evidence for use
in a foreign tribunal. See Inrel Corp. v. Advanced
Micro Devices, Ine., 342 U.S. 241, 247, 124 S.Ct.
2466, 139 L.Ed.2d 355 (2004); see also Schmitz v.
Bernstein Licbhard & Lifshiez, LLP, 376 F.3d 79,
84 (2d Cir.2004) (noting that § 1782 has “twin
aims,” i.d., “providing cfficient means of assistance
to participants in international litigation in our fed-
cral courts and encouraging foreign countries by
example to provide similar means of assistance to
our courts™) (internal quotation marks omitted).

*2 A district court 1s authorized to grant a §
1782 application

where (1) the person from whom the discovery is
sought resides or 1s found in the district of the
district court to which the application is made,
(2) the discovery is for use in a proceeding before
a forcign tribunal, and (3) the application is made
by a forei%rlu\lolr internal tribunal or “any interested
person.”{ ]

FN1. The Supreme Court has held that §
1782 does not contain a
“forcign-discoverability requircment” -
i.e., there is no requirement that the in-
tormation sought be discoverable under the
law governing the foreign proceeding. /n-
tel, 342 U.S. at 253, The Court has further
held that there is no requirement that a §
1782 applicant show “United States law
would allow discovery in domestic litiga-
tion analogous to the foreign procecding.”
I at 263.

In re Chevron Corp., 2010 U.S. Dist. LEXIS
47034, at *15.

However, simply because a court has the au-
thority under § 1782 to grant an application does
not mean that it is required to do so. See Inmel, 542
U.S. at 204, The Supreme Court has identified sev-

cral factors that a court should take into considera-
tion in ruling on a § 1782 request:

(1) whether the material sought is within the for-
cign tribunal's jurisdictional reach and thus ac-
cessible absent Scction 1782 aid; (2) the nature of
the foreign tribunal, the character of the proceed-
ings underway abroad, and the receptivity of the
foreign government or the court or agency abroad
to U.S. federal-court jurisdictional assistance; (3)
whether the Section 1782 request conceals an at-
tempt to circumvent forcign proof-gathering re-
strictions or other policies of a foreign country or
the United States; and (4) whether the subpocna
contains unduly intrusive or burdensome re-
quests,

Chevron, 2010 U.S. Dist. LEXIS 47034, at
*16: see ulso Intel, 542 U.S. at 264 65.

B. Ex Parte Proceeding

Before addressing the merits of the ROE's §
1782 request, the Court discusses first the ex parte
nature of the ROE's request for relicf. That is, ROE
has asked for issuance of a subpoena to Mr. Borja
without giving notice of its request for relief either
to Mr. Borja or to the partics involved in the under-
lying intcrnational arbitration, including Chevron.

In its papers, the ROE has explained that it has
proceeded without giving notice to Mr. Borja out of
fear that “he might clect to leave this judicial dis-
trict should he be made aware of the instant Applic-
ation because he is served with the subpocna.”™ App.
at 2 n. 1. The ROE contends that this fear is justi-
fied bascd on an alleged conversation that Mr,
Borja had with an associate, Santiago Escobar. See
id.; see also Bloom Dccl., Ex. 40, at 3—4 (transcript
of alleged conversation); id., Ex. 45, at |
(investigation conducted for Lugo Agrio plaintiffs).
Presumably, the ROE has not given Chevron notice
of its request for relief because it has some con-
cerns that Chevron might alert Mr. Borja of the
possibility of a subpocna. See Memo. at 13
(asserting that “Chevron has ... apparently advised
Mr. Borja that he will likely be a witness on their
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behalf at the [international arbitration]™).

The Court does not make any ruling with re-
spect to whether the ROE's fears or concerns are
justified. Even if they were not, the ROE correctly
points out that it is common for “the process of
presenting the request to a court and to obtain the
order authorizing discovery™ to be conducted ex
parte. /n re Leucer of Request from Supreme Court,
138 F.R.D. 27, 32 n. 6 (S.D.N.Y.1991). *[STuch ex
parte applications are typically justified by the fact
that the parties will be given adequate notice of any
discovery taken pursuant to the request and will
then have the opportunity to move to quash the dis-
covery or to participate in it.” fd.; see also In re
Letters Rogatory fram Tokvo Dist., 339 F.2d 1216,
1219 (9th Cir.1976) (in discussing § 1782, noting
that “Letters Rogatory are customarily received and
appropriate action taken with respect thercto eox
parte” and stating that “[t]he witnesses can and
have raised objections and exercised their due pro-
cess rights by motions to quash the subpoenas™); /n
re Chevron Corp., No. M -19-111, slip. op. at |
(S.D.N.Y. Aug. 6, 2010) (located at Bloom Decl.,
Ex. 54) (noting that "[a]pplications pursuant to 28
U.S.C. § 1782 frequently are granted ex parte’;
adding that, “[w]here, as here, the application is for
the issuance of subpocnas, no substantial rights of
the subpocnaed person are implicated by such ac-
tion, as the subpoenaed person, once served, is en-
titled to move to quash or modify the subpoenas™).

*3 Because the Court's order here does not
toreclose Mr. Borja, Chevron, or any other person
or entity involved in the international arbitration
from contesting the subpoena once issucd, the
Court shall allow the ROE to proceed with this ap-
plication ex parte.

C. Authority to Issue Subpoena
As stated above, a district court is authorized to
grant a § 1782 application

where (1) the person from whom the discovery is
sought resides or is found in the district of the
district court to which the application is made,
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(2) the discovery is for use in a proceeding betore
a foreign tribunal, and (3) the application is made
by a foreign or internal tribunal or “any interested
person.”

n re Chevron Corp., 2010 U.S. Dist. LEXIS
47034, at *15. The Court has reviewed the ROE's
application and has preliminarily determined that
the statutory requirements have been  satistied.
First, the ROE has made a prima facie showing that
Mr. Borja lives in this District. See Bloom Decl.,
Ex. 45) (investigation conducted for Lago Agrio
plaintiffs). Second, there is case law authority hold-
ing that an arbitration pending in a tribunal estab-
lished by an international treaty constitutes a for-
cign tribunal for purposes of § 1782. See id. at
*17- 18 (distinguishing this kind of arbitration from
an arbitral tribunal established by private parties).
Finally, there can be no real dispute that the ROE
qualifies as an interested person because it is the re-
spondent in the international arbitration initiated by
Chevron. See Bloom Decl., Ex. 19 (notice of arbit-
ration); /nrel, 342 U.S. at 256 (stating that an inter-
ested person under § 1782 “plainly reaches beyond
the universe of persons designated ‘litigant,” ™ al-
though there is “[n]o doubt [that] litigants are in-
cluded among, and may be the most common ex-
ample™).

D. Discretionary Factors

Having concluded that it has the authority to is-
sue the subpocna, the Court now turns to the ques-
tion of whether the discretionary factors identified
by the Supreme Court weigh in favor of or against
issuance of the subpoena. The Court makes the pre-
liminary dectermination that these factors largely
weigh in favor of issuance of the subpoena.

1. Jurisdictional Reach of Foreign Tribunal
The Supreme Court has noted that,

when the person from whom discovery is sought
is a participant in the foreign proceeding ..., the
necd for § 1782(a) aid generally is not as appar-
ent as it ordinarily is when evidence is sought
from a nonparticipant in the matter arising
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abroad. A foreign tribunal has jurisdiction over
those appearing before it, and can itself order
them to produce evidence. In contrast, nonparti-
cipants in the foreign procecding may be outside
the foreign tribunal’s jurisdictional reach; hence,
their evidence, available in the United States,
may be unobtainable absent § 1782(a) aid.

le at 264. In the instant case, Mr. Borja is not
a party in the international arbitration, and therefore
this factor weighs in the ROE's favor. See In re
Chevron Corp., 2010 U.S. Dist. LEXIS 47034, at
*20 (noting that Ecuadorian court and international
arbitral tribunal lacked jurisdiction to compel the
individual, who was located in the district and not a
party to the foreign proceedings, to produce the ma-
terial sought).

2. Nuture and Receptivitiy of Foreign Tribunal

*4 There is no cvidence before the Court that
the international arbitral tribunal at issue here is
cither receptive or nonreceptive to U.S. federal-
court junisdictional assistance, and thercfore this
factor is essentially neutral.

The Court does note, however, that Chevron
has made § 1782 requests before other U.S. federal
courts tor use in the international arbitration at is-
sue and does not appear to have made any conten-
tion that the arbitral tribunal would not be receptive
to such. Morcover, several of those courts have au-
thorized subpoenas under § 1782, See, e.g., Chev-
ron  Corp. v. Stratus Consulting, Inc ., No.
10- ¢cv-00047-MSK -MEH, 2010 U.S. Dist. LEXIS
46778, at *5-6 (D.Colo. Apr. 13, 2010) (noting that
“Judge Kane held a hearing on the Scection 1782 pe-
tition ... and granted the issuance of the subpoenas
with lcave for the filing of any motions to quash
within thirty days”); In re Chevron Corp., 2010
U.S. Dist. LEXIS 47034, at *20--21, 24 (concluding
that discretionary factors satistied); /n re Chevron
Corp., No. 1:10-MI-0076--TWT- GGB, slip op. at
9 (N.D.Ga. Mar. 2, 2010) (located at Bloom Decl.,
Ex. 53) (stating that “[s]ection 1782 has ... been ap-
plied to authorize discovery for matters subject to
international arbitration, like the [international ar-
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bitration here]”). Finally, the Court takes note that
cven  opposition by the international arbitral
tribunal would not necessarily carry the day. See In
re Chevron Corp.. 2010 U.S. Dist. LEXIS 47034, at
*21 & n. 51 (pointing out that, in /ntel, the
European Commission stated that it did not need or
want the U.S.-federal court assistance).

3. Attempt to Circumvent Foreign Proof~Gathering
Restrictions and Policies

There is nothing to suggest that the ROE's §
1782 request is an attempt to circumvent foreign
proof-gathering restrictions. Indeed, it does not ap-
pear that the international arbitral tribunal at issuc
here could compel Mr. Borja to provide evidence
because he is not a party to the international arbitra-
tion. See id. at *22 (applying same reasoning). Ac-
cordingly, this factor weighs in the ROE's favor.

4. Undue Intrusion or Burden

In its papers, the ROE cxplains that it wishes to
subpoena Mr. Borja (both to provide testimony and
produce documents) because Chevron has implic-
ated Mr. Borja as a witness in its allegations that
the ROE's “judicial branch has conducted the Lago
Agrio Litigation in total disrcgard of Ecuadorian
law, international standards of fairness, and Chev-
ron's basic due process and natural justice rights,
and in apparent coordination with the executive
branch and the Lago Agrio plaintiffs.” Docket No.
19 (Not.g 4). For example, as reflected in its notice
of arbitration for the international arbitration, Chev-
ron claims as follows:

52. Judge Nunez [the presiding judge in the Lago
Agrio lawsuit] has made statements to third
partics, unrelated to the Lago Agrio Litigation,
indicating a pre-disposition of the outcome of the
casc. In April 2009, two individuals pursuing
business opportunities in Ecuador—an Ecuadori-
an named Dicgo Borja and a U.S. citizen named
Wayne Hansen-- were invited to meet with Judge
Nunez in connection with potential remediation
projects to be funded with the proceeds of a judg-
ment against Chevron. Two meetings were ar-
ranged between Messrs. Borja and Hansen and
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Judge Nunez. During these meetings, while the
Lago Agrio Litigation was still in its evidentiary
phase and additional filings by the partics were
still to be made, Judge Nunez was recorded stat-
ing that he would issuc a ruling in late 2009 find-
ing Chevron liable and that the appeals would be
a formality.

*5 53. Messrs. Borja and Hansen also were in-

vited to meet in the offices of Ecuador's ruling
Alianza PAIS party with persons including Patri-
cio Garcia, who identitied himself as a political
coordinator for the party. Mr. Garcia was recor-
ded stating that the remediation contracts would
be awarded in exchange for a bribe which was to
be divided between Judge Nuncz, the office of
the Presidency of Ecuador and the Lago Agrio
plaintiffs. Mr. Garcia also stated that the legal ad-
visor of the Ecuadorian President's office, Alexis
Mera, had given instructions as to how the pro-
ceeds of the supposed Lago Agrio judgment
against Chevron were to be routed, and that the
executive branch was involved in drafting Judge
Nunez's decision.

Bloom Decl., Ex. 19 (Not.q9 52--53).

According to the ROE, there is cvidence (i.e.,
the alleged conversations between Mr. Borja and
Mr. Escobar) suggcesting that Mr. Borja was not an
innocent third party who just happened to learn of
the alleged bribery scheme but rather was a long-
time associate of Chevron whom Chevron would
pay for any favorable testimony. The ROE also
maintains that the same evidence indicates that Mr.
Borja has evidence in his possession, custody, or
control that would be incriminating to Chevron.
Accordingly, in the proposed subpocna, the ROE
asks Mr. Borja to provide testimony and to produce
documents, including documents relating to his em-
ployment or affiliation with Chevron, his wife's em-
ployment or affiliation with Chevron, payments re-
ceived from Chevron, meetings with Chevron, com-
munications with Chevron, comunications with
Mr. Hansen, communications with Mr. Escobar,
and the Lago Agrio litigation,
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At this juncture, the Court is satistied the ROE
has made a prima facie showing that the informa-
tion it seeks from Mr. Borja has, as a general mat-
ter, some relevance to the international arbitration
given the allegations made by Chevron in its notice
of arbitration and the alleged _conversations
between Mr. Escobar and Mr. Borja. And given
the retevance of the information, it is arguably lcss
likely that issuance of the subpoena will result in
undue intrusion or burden to Mr. Borja. The final
discretionary factor thus weighs in favor of issu-
ance of the subpocna. That being said, the Court's
ruling here does not preclude Mr. Borja— or for that
matter Chevron—{rom contesting the subpocna
based on undue intrusion or burden or based on oth-
cr grounds (e.g., overbreadth).

FN2. The Court makes no finding as to
whether these conversations are authentic.
The ROE, however, has provided cvid-
ence—i.e., an investigative report—to sup-
port its contention that the conversations
are. See Bloom Decl.,, Ex. 45, at 1
(investigative report).

Il. CONCLUSION
For the foregoing reasons, the Court grants the
ROE's application. The ROE may serve the sub-
pocna (attached to this Order).

This Order disposes of Docket No. 1.
IT IS SO ORDERED.

N.D.Cal.,2010.

In re Republic of Ecuador

Not Reported in F.Supp.2d, 2010 WL 3702427
(N.D.Cal))

END OF DOCUMENT
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UNITED STATES DISTRICT COURT

for the

Northern District of California

IN RE App'l of Apple Inc. et al. 28 USC 1782 )
Plaintiff )
\2 ) Civil Action No.
)
) (It the action is pending in another district, state where:
Defendant ) )

SUBPOENA TO PRODUCE DOCUMENTS, INFORMATION, OR OBJECTS
OR TO PERMIT INSPECTION OF PREMISES IN A CIVIL ACTION

To: MOTOROLA MOBILITY, LLC
809 Eleventh Avenue, Sunnyvale, CA 94089-4731

dPrmlucrion: YOU ARE COMMANDED to produce at the time, date, and place set forth below the following
documents, electronically stored information, or objects, and permit their inspection, copying, testing, or sampling of the
material:
See Attachment A.

i Place: Covington & Burling LLP Date and Time:
| One Front Street
' San Francisco, CA 94111

|

O Inspection of Premises: YOU ARE COMMANDED to permit entry onto the designated premises, land, or
other property possessed or controlled by you at the time, date, and location set forth below, so that the requesting party
may inspect, measure, survey, photograph, test, or sample the property or any designated object or operation on it.

"Place: | Date and Time: ]

The provisions of Fed. R. Civ. P. 45(c), relating to your protection as a person subject to a subpoena, and Rule
45 (d) and (e), relating to your duty to respond to this subpoena and the potential consequences of not doing so, are
attached.

Date: o
CLERK OF COURT
OR
 Signature of Clerk or Deputy Clerk C lttorney's signature o
The name, address, e-mail, and telephone number of the attorney representing (name of partyy  Applelnc.

~, who issues or requests this subpoena, are:

Christine Haskett, Covington & Burling LLP, One Front Street, San Francisco, CA 94111, chaskett@cov.com;
(415) 591-6000
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Civil Action No.

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Civ. P. 45.)

This subpoena for (name of individual and title, if any)

T

was received by me on (dare)

O I served the subpoena by delivering a copy to the named person as follows:

on (date) ;or

O I returned the subpoena unexecuted because:

1

t +

Unless the subpoena was issued on behalf of the United States, or one of its officers or agents, [ have also
tendered to the witness fees for one day’s attendance, and the mileage allowed by law, in the amount of

$

My fees are $ for travel and $ for services, for a total of $ .00

[ declare under penalty of perjury that this information is true.

Date:

+

Server's signature

Printed name and title

Server's address

Additional information regarding attempted service, etc:
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Federal Rule of Civil Procedure 45 (c¢), (d), and (e) (Effective 12/1/07)

(¢) Protecting a Person Subject to a Subpocena.

(1) Avoiding Undue Burden or Expense; Sanctions. A party or
attorney responsible for issuing and serving a subpoena must take
reasonable steps to avoid imposing undue burden or expense on a
person subject to the subpoena. The issuing court must enforee this
duty and impose an appropriate sanction — which may include fost
carnings and reasonable attorney’s fees — on a party or attorney
who fails to comply.

(2) Command to Produce Materials or Permit Inspection.

() Appeurance Not Required. A person commanded to produce
docunents. electronically stored information. or tangible things. or
to permit the inspection of premises, need not appear in person at the
place of production or inspection unless also commanded to appear
tor a deposition, hearing, or trial.

(B) Objections. A person commanded to produce documents or
tangible things or to permit inspection may serve on the party or
attorney designated in the subpocna a written objection to
inspecting, copying, testing or sampling any or all of the materials or
to inspecting the premises — or to producing clectronically stored
information in the torm or forms requested. The objection must be
served before the carlier of the time specified for compliance or 14
days after the subpoena is served. It an objection is made, the
following rulcs apply:

(i) At any time, on notice to the commanded person, the serving
party may move the issuing court for an order compelling production
or inspection.

(i) These acts may be required only as directed in the order, and
the order must protect a person who is neither a party nor a party’s
officer from significant expense resulting from compliance.

(3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the issuing court must
quash or modity a subpoena that:

(i) fails to allow a reasonable time to comply;

(i1) requires a person who is neither a party nor a party's ofticer
to travel more than 100 miles from where that person resides, is
employed. or regularly transacts business in person — exeept that,
subject to Rule 43(¢)(3)(B)(iii), the person may be commanded to
attend a trial by traveling from any such place within the state where
the trial is held;

(iii) requires disclosure of privileged or other protected matter, if
no exception or waiver applies: or

(iv) subjects a person to undue burden.

(B) When Permitted. To protect a person subject to or atfected by
a subpoena, the issuing court may, on motion. quash or modify the
subpoena if it requires:

(i) disclosing a trade secret or other contidential rescarch,
development. or commercial information;

(ii) disclosing an unretained expert’s opinion or information that
does not describe specific occurrences in dispute and results from
the expert’s study that was not requested by a party; or

(iii) a person who is neither a party nor a party s officer to incur
substantial expense to travel more than 100 miles to attend trial.

(C) Specifving Conditions as an Alternative. In the circumstances
desceribed in Rule 45(c)(3)(B), the court may. instead of quashing or
modifying a subpocna. order appearance or production under
specified conditions if the serving party:

(i) shows a substantial need for the testimony or material that
cannot be otherwise met without undue hardship: and

(i) ensures that the subpoenacd person will be reasonably
compensated.

(d) Duties in Responding to a Subpoena.

(V) Producing Documents or Electronically Stored Information.
These procedures apply to producing documents or efectronically
stored information:

(A) Documents. A person responding to a subpoena to produce
documents must produce them as they are kept in the ordinary
course of business or must organize and label them to correspond to
the categories in the demand.

(B) l"orm for Producing Electronically Stored Information Not
Specified. It a subpocna does not specily a form tor producing
clectronically stored information. the person responding must
produce it in a form or torms in which it is ordinarily maintained or
in a reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One
FForm. The person responding need not produce the same
clectronically stored intormation in more than one torm,

(D) Inuccessible Electronically Stored Information. The person
responding need not provide discovery of electronically stored
information from sources that the person identifies as not reasonably
accessible because of undue burden or cost. On motion to compel:
discovery or for a protective order. the person responding must show
that the information is not reasonably accessible because ot undue
burden or cost. It that showing is made, the court may nonctheless
order discovery from such sources if the requesting party shows
good cause, considering the limitations of Rule 26(b)(2)(C). The
court may specity conditions for the discovery.

(2) Clainting Privilege or Protection.

(A) Information Withheld. A person withholding subpoenacd
information under a claim that it is privileged or subject to
protection as trial-preparation material must:

(i) expressly make the claim; and

(ii) describe the nature of the withheld documents,
communications. or tangible things in a manner that, without
revealing information itself privileged or protected, will enable the
parties to assess the claim.

(B) Information Produced. If information produced in response to a
subpoena is subject to a claim of privilege or of protection as trial-
preparation material. the person making the claim may notify any
party that received the information of the claim and the basis for it.
Afier being notified, a party must promptly return, sequester, or
destroy the specified information and any copies it has; must not use
or disclose the information until the claim is resolved: must take
reasonable steps to retrieve the information it the party disclosed it
before being notitied; and may promptly present the information to
the court under seal for a determination of the claim. The person
who produced the information must preserve the information until
the claim is resolved.

(e) Contempt. The issuing court may hold in contempt a person
who. having been served, fails without adequate excuse to obey the
subpocna. A nonparty s failure to obey must be excused it the
subpocna purports to require the nonparty to attend or produce at a
place outside the limits ot Rule 45(c)3)A)ii).



