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Control No. Patent Under Reexamination

Notice of Intent to Issue 90/008,772 6665797

Ex Parte Reexamination Certificate Examiner Art Unit

MATTHEW HENEGHAN 3992

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

1. X Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is
subject to reopening at the initiative of the Office or upon petition. Cf. 37 CFR 1.313(a). A Certificate will be
issued in view of
(@) ] Patent owner's communication(s) filed: 03 February 2012.

(b) [] Patent owner's late response filed:
(c) [L] Patent owner’s failure to file an appropriate response to the Office action mailed:
(d) (] Patent owner’s failure to timely file an Appeal Brief (37 CFR 41.31).
(e) [OJ Other: .
Status of Ex Parte Reexamination:
(f) Change in the Specification: Yes [] No
(@) Change in the Drawing(s): [X] Yes [] No
(h) Status of the Claim(s):
(1) Patent claim(s) confirmed: .
(2) Patent claim(s) amended (including dependent on amended claim(s)): 1-5.16 and 21
(3) Patent claim(s) canceled: 11,12,14,15, 18,19 and 22.
(4) Newly presented claim(s) patentable: 23 and 27-29.
(5) Newly presented canceled claims: 24-26.

(6) Patent claim(s) [] previously [] currently disclaimed:
(7) Patent claim(s) not subject to reexamination: 6-10,13,17 and 20.

2. X Note the attached statement of reasons for patentability and/or confirmation. Any comments considered
necessary by patent owner regarding reasons for patentability and/or confirmation must be submitted promptly
to avoid processing delays. Such submission(s) should be labeled: “Comments On Statement of Reasons for
Patentability and/or Confirmation.”

3. [J Note attached NOTICE OF REFERENCES CITED (PT0-892).
4. [[] Note attached LIST OF REFERENCES CITED (PTO/SB/08 or PTQO/SB/08 substitute).
5. [ The drawing correction request filed on is: []approved []disapproved.

6. [] Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).
a)J Al b)]Some* c)[]None of the certified copies have
[[] been received.
(] not been received.
[(] been filed in Application No. .
[] been filed in reexamination Control No.
(] been received by the International Bureau in PCT Application No.

* Certified copies not received: __
7. X Note attached Examiner's Amendment,
8. [] Note attached Interview Summary (PTO-474).
9.[] Other. .

cc: Requester (if third party requester)

U.S. Patent and Trademark Office )
PTOL-469 (Rev. 05-10) Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No 20120206
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DETAILED ACTION

The proposed amendment filed on 31 January 2012 has not been entered at the
request of the Patent Owner (see Remarks, filed 3 February 2012) because it does not
fully address the issues raised in the Ex Parte Quayle Action mailed 26 January 2012.

The proposed amendment filed on 3 February 2012 is not entered. Specifically,
the proposed amendments to claims 13 and 17 cannot be entered because the claims
are not subject to this reexamination proceeding. It is important to note that, upon the
conclusion of this reexamination proceeding, claims 13 and 17 shall continue to have
exactly the same scope as they had previously had before the proceeding. They shall

continue to be in force and incorporate as their respective base claims those claims

were originally issued in the patent, even though those base claims have now been

cancelled. See MPEP 2260.01. The p'roposed amendment to claim 27 appears to have

been cut off in transmission and is being corrected via Examiner's Amendment.

Claims 14, 15, 18, 19, 22, and 24-26 have been previously cancelled via
Examiner's Amendment, which is restated below. Claims 11 and 12 are additionally
cancelled; claim 27 is amended; and claims 28 and 29 are additionally added via
Examiner's Amendment. Certain previous amendments to the specification are also now
cancelled via Examiner's Amendment.

Claims 1-5, 16, 21, 23, and 27-29 are subject to reexamination. Claims 6-10, 13,

17, and 20 are not being treated further on the merits.
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A review of the File Wrapper has shown that the signed Form 1449 from the IDS
filed on 13 February 2008 was never sent by the Office, also the IDS had been

considered. A signed Form 1449 is attached to this action.
STATEMENT OF REASONS FOR PATENTABILITY AND/OR CONFIRMATION
Claim 1-5, 16, 21, 23, and 27-29 are patentable.

The following is an examiner's statement of reasons for patentability and/or
confirmation of the claims found patentable in this reexamination proceeding:

Claim 16, as amended by the Patent Holder, is fully supported by the Appliéation
No. 08/587,448, to which the Patent claims priority as a continuation-in-part, because in
no longer récites a multi-processing apparatus arrangement. Since the art previously
cited to reject that claim, Munyan, does not have a filing date that predates the '448
application, Munyan can no longer be used as a prior art reference under 35 U.S.C.
102(e). The other art cited by the Requester regarding that claim, Shear, does not teach
to step (b) of the claim, in that the determination being made regarding the read/write
heads in Shear is not be;ing done in response to the password input.

Claims 1-5, 16, 21, 23, and 27 are patentable for the reasons stated in the BPAI

decisions.
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Claims 28 and 29 are patentable for the reasons stated in the BPAI decisions

with respect to claims 11 and 12, reépectively.

Any comments considered necessary by PATENT OWNER regarding the above
statement must be submitted promptly to avoid processing delays. Such submission by
the patent owner should be labeled: "Comments on Statement of Reasons for

Patentability and/or Confirmation” and will be placed in the reexamination file.

The patent owner is reminded of the continuing responsibility under 37 CFR
1.565(a) to apprise the Office of any litigation activity, or other prior or concurrent
proceeding, involving Patent No. 6,665,797 throughout the course of this reexamination
proceeding. The third party requester is also reminded of the ability to similarly apprise
the Office of any such activity or proceeding throughout the course of this reexamination

proceeding. See MPEP §§ 2207, 2282 and 2286.
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Conclusion

All correspondence relating to this ex parte reexamination proceeding should be directed:
By Mail to: Mail Stop Ex Parte Reexam

Central Reexamination Unit

Commissioner for Patents

United States Patent & Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to: (571) 273-9900
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Registered users of EFS-Web may alternatively submit such correspondence via the electronic
filing system EFS-Web, at https://efs.uspto.qov/efile/myportal/efs-registered. EFS-Web offers
the benefit of quick submission to the particular area of the Office that needs to act on the
correspondence. Also, EFS-Web submissions are “soft scanned” (i.e., electronically uploaded)
directly into the official file for the reexamination proceeding, which offers parties the opportunity
to review the content of their submissions after the “soft scanning” process is complete.

Any inquiry concerning this communication should be directed to Examiner Matthew Heneghan
at telephone number (571)272-3834.

/Matthew Heneghan/
Primary Examiner, Art Unit 3992
Conferees:

/Minh Dieu Nguyen/ '
Primary Examiner, Art Unit 3992

/Daniel J Ryman/
Supervisory Patent Examiner, Art Unit 3992
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EXAMINER’S AMENDMENT

An examiner's amendment to the record appears below. The changes made by this
examiner's amendment will be reflected in the reexamination certificate to issue after

the resolution of the outstanding issues.

The proposed amendments to the specification after col. 5, lines 37-39 and after col. 3,
line 27 are cancelled.

Claims 11, 12, 14, 15, 18, 19, 22, and 24-26 are cancelled.

27 (New). A method for protecting software which being made available to a person in

the form of protected file(s) from unauthorised use, by restricting the use thereof to be

under control of said person, comprising a sub-method: said sub-method comprising the

steps of:

[

(a) establishing a communication between a processing apparatus, say, first processing

apparatus and a remote electronic transaction system;

(b) verifying said person having a valid account, by said remote electronic transaction

system, basing on authenticated information related to said person, said authenticated

information being information communicated to said remote electronic transaction

system from said processing apparatus and then authenticated by said remote

electronic transaction system:
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(c) using a positive result of said verification as a pre-condition for permitting use of said

\¥
software on said first processing apparatus;

wherein said sub-method a cost is being charged from said account; and thereafter,

said sub-method being capable of being used on a processing apparatus, say, second

processing apparatus, without said cost.

wherein said use of said software being permitted independently of, at a site said

person using, said software, any hardware specific for protecting said software from

unauthorized use.

' 28.(New). A method for protecting publicly distributed software, from unauthorised use,

comprising the steps of:

obtaining first information from a user of a processing apparatus having an identity

software;

using said first information received being correct as a pre-condition for causing said

processing apparatus to provide user access to said software desired to be protected;
wherein:

said identity software being for providing a second information specific to rightful user(s)

of said software desired to be protected, if said correct first information is being obtained

from a user thereof: and said second information being capable of being used in
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enabling electronic commerce operation(s) for which said rightful user(s) has to be

responsible;

said access to said software desired to be protected is being provided without causing a

said operation being performed :

and said software desired to be protected is being made available to said rightful user(s)

in the form of protected file(s) and is being received by said rightful user(s), through a

communication network.

29. (New). A method for protecting software from unauthorised use, as claimed in claim

28, wherein said operation being for making payment from an account of said rightful

user(s);

and said responsibility of said rightful user(s) as recited in claim 28 is referring to said

payment said rightful user(s) has to be responsible for ;

and said first information being a password;

and said access being an access to the use of said software desired to be protected:

and said software desired to be protected being supplied to said rightful user(s), before

said receiving step:

and said access being provided independently of, at a site said access being obtained

by human user(s), any hardware specific for protecting said software desired to be

protected from unauthorized use:
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and in additional to said processing apparatus, said method also being capable of being

used on at least one more processing apparatus.

/M. H./

Primary Examiner, Art Unit 3992
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