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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

GEOTAG, INC., No. C-13-0217 EMC

Plaintiff, ORDER DENYING DEFENDANT'S

MOTION TO REQUIRE AN
V. UNDERTAKING

ZOO0SK, INC,, (Docket No. 183)

Defendant.

/
I. INTRODUCTION

Before the Court is Defendant and Counterclaimant Zoosk Inc.’s (“Zoosk”) motion to r¢
an undertaking by GeoTag, Inc. (*GeoTag”) under California Civil Code section 1030 as a co
to GeoTag proceeding with this action. The Court finds this matter suitable for disposition wi
hearing and thu§ ACATES the hearing on the motion set for February 27, 2014. The Court h
DENIES the motion to require an undertaking.

. EACTUAL AND PROCEDURAL BACKGROUND

GeoTag alleges that it is the owner, by assignment, of United States Patent No. 5,930
(the “474 Patent”), which is entitled “Intern®rganizer for Accessing Geographically and
Topically Based Information.” Complaint § 5 (Dkt. No. Bs alleged, this patent covers “systen
and methods which comprise associating on-line information with geographical areas” such g
website being configured to “provide a geqarizgal search area wherein at least one entry
associated with a broader geographical area is dynamically replicated into at least one narro
geographical area.ld. 6. GeoTag alleges that Zoosk, an online dating website, has infringe

patent on the member and/or profile search on the zoosk.com wdlsfe/. GeoTag is currently
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involved in numerous patent actions relating milsir infringement claims relating to the ‘474
patent. For example, GeoTag, Inc. is currently proceeding against over 100 defen@GaniEag,
Inc. v. Frontier Communications Corp., et,dlo. 2:10-cv-00265-JRG (E.D. Tex. July 23, 2010).

Zoosk has filed the instant motion, seeking to have this Court order GeoTag to post af
undertaking in the amount of $750,000 to cover the costs and fees it expects to incur in this §
Dkt. No. 183, at 5. Zoosk argues that it has shown a “reasonable possibility of success” in
defending against GeoTag’s action and that GeoTag will likely be insolvent at the time the ing
case is resolved — particularly in light of the féct the defendants in the Eastern District of TexX
actions have filed several case-dispositive motions based on non-infringement and invalidity
defenses. Defendants have opposed this motion.

.  DISCUSSION

The Ninth Circuit has addressed the framework for the relief sought herein:

There is no specific provision in the Federal Rules of Civil Procedure

relating to security for costs. However, the federal district courts have

inherent power to require plaintiffs to post security for costs.

“Typically federal courts, either by rule or by case-to-case

determination, follow the forum state’s practice with regard to security

for costs, as they did prior to the federal rules; this is especially

common when a non-resident party is involved.”
Simulnet E. Assocs. v. Ramada Hotel Operating &0F.3d 573, 574 (9th Cir. 1994) (quoting 10
Wright, Miller & Kane,Federal Practice and Procedure: Civil 2ng 2671). Under California
Code of Civil Procedure section 1030, “[w]hen the l#im an action . . . resides out of the stat
or is a foreign corporation, the defendant may at any time apply to the court by noticed motio
order requiring the plaintiff to file an undertaking to secure an award of costs and attorney’s f

which may be awarded in the action . . . .” @xdde Civ. Pro. 8 1030(a). The statute requires t

defendant to show that there is a “reasonable possibility that the moving defendant will obtain

judgment in the action or special proceedinigl’ 8 1030(b).
“The purpose of the statute is to enable a California resident sued by an out-of-state rg
‘to secure costs in light of the difficulty of enforcing a judgment for costs against a person wh
not within the court’s jurisdiction.””Alshafie v. Lallandegl71 Cal. App. 4th 421, 428 (2009)
(quotingYao v. Superior Courtl04 Cal. App. 4th 327, 331 (2002)). It further serves the purpos
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preventing “out-of-state residents from filingviious lawsuits against California resident&d” In
determining whether to order the posting of a bond, courts consider “(I) the degree of

probability/improbability of success on the merits, and the background and purpose of the su

t; (i

the reasonable extent of the security to be posted, if any, viewed from the defendant’s perspectiv

and (iii) the reasonable extent of the security to be posted, if any, viewed from the nondomici
plaintiff's perspective.”Simulnet E. Assocs. v. Ramada Hotel Operating &bF.3d 573, 573 (9th
Cir. 1994) (citations omittedkee also Gabriel Technologies Corporation v. Qualcomm

Incorporated No. 08 CV 1992 MMA (POR), 2010 WL 3718848 (S.D. Cal. Sept. 20, 2010).

A. GeoTaqg Will Not Be Required to Post an Undertaking to Cover Zoosk’s Attorneys’ Fedas

The Court must first decide what, preciseéhe standard Zoosk must meet. Zoosk argues$

that they need only show a “reasonable possibility” of success on the merits of the underlying

dispute. By contrast, GeoTag argues that Zoos#t show that they have a “reasonable possibil

iary

”

ty

of prevailing on the issue of obtaining attorneys fees. Dkt. No. 190, at 8. This distinction is cfitic:

because under in patent infringement cases, a prevailing party is entitled to reasonable attorpey

in “exceptional cases.” 35 U.S.C. § 288g also MMJK, Inc. v. Ultimate Blackjack Tour L IN®.
C07-3236 BZ, 2007 WL 3342562, at *1 (N.D. Cal. Nov. 7, 2Q0[Tn patent disputes fees are on

identified as ‘exceptional’ those cases involving ‘inequitable conduct before the [Patent Officg];

litigation misconduct; vexatious, unjustified, and otherwise bad faith litigation; a frivolous suit
willful infringement.”” Forest Labs., Inc. v. Abbott Lab839 F.3d 1324, 1329 (Fed. Cir. 2003)
(quotingBrasseler, U.S.A. I, L.P. v. Stryker Sales Cazp7 F.3d 1370, 1380 (Fed. Cir. 2001)).

ty

awarded in exceptional cases at the court’s discretion.”). The Federal Circuit has “repeatedly

D
—_

or

GeoTag relies on two district court orders in support of its argument that Zoosk must ghow

that it is “reasonably possible” that they would be able to demonstrate that this action is
“exceptional” for purposes of 35 U.S.C. § 285. FirsGabriel Technologieghe district court

granted in part and denied in part the defendants’ motion for a bond under § 1030.While the

Histr

court in that case found that the defendants satisfied the § 1030 standard by showing that they h

“reasonable possibility of defeating Plaintiftdaims,” the court went on to recognize that

“[a]ttorney fee awards, however, are the@&ption in patent cases, not the rul&abriel
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Technologies 2010 WL 3718848, at *13. Because the court found a “strong likelihood” that

defendants “will ultimately prove [the] case [was] exceptional,” the court included the amount

defendants’ attorney’s fees in the bond. at *14. Ultimately Gabrielis of questionable support o

GeoTag’s position. Not only did the court find that the defendants had met the section 1030
standard by merely showing a reasonable possibility of defeating the plaintiffs’ claim, it also
recognized that the plaintiffs had cited no case which “require” a defendant to demonstrate
“frivolousness as a prerequisite to a cost borid."at *5 n.5.
GeoTag's second cited cas@i#tman v. Avish PartnershifNo. CV 10-1390-JST (Opx),

2011 WL 9160942 (C.D. Cal. June 2, 2011) — provides more support to GeoTag'’s position. |
case, defendants sought to require a plaintiffriegea claim under the Americans with Disabilitig
Act to file a security bond pursuant to section 1030. After stating the general standard under,
1030, the court stated:

The Court has the discretion to award attorney’s fees and costs to the

prevailing party on Plaintiff's ADA claim. However, “[a]ttorney’s

fees under § 12205 should be awarded to a prevailing defendant only

if the plaintiff's action was fvolous, unreasonable, or without

foundation.” The Court can award attorney’s fees under the Unruh

Act to plaintiffs, but not defendants. Thus, to warrant a security bond

for costs and attorney’s fees in this instam@efendant must show that

Plaintiff is foreign, and that there is reasonable possibility both that

Defendant will obtain judgment and that Plaintiffs claims are

frivolous, unreasonable, or without foundation
Id. at *2 (citations omitted) (emphasis added). The court ultimately ordered the posting of a g
bond, finding that defendant showed a “reasonable lpbsthat Plaintiff's claims are frivolous.”
Id. at *3. The Ninth Circuit affirmed the district court’s holding on this point, finding that the
“district court properly concluded that it could require a security bond for costs and attorney’s
only if Defendants could show a reasonable possibility that they would prevail on theamerits
that Plaintiff's ADA claim was frivolous Pittman ex rel. L.P. v. Avish Partnersh§25 F. App’x
591, 593 (9th Cir. 2013) (emphasis added). In support of this assertion, the Ninth Circuit cite
prior opinion inBrown v. Lucky Stores, In@246 F.3d 1182 (9th Cir. 2001), where it held that fee
and costs may only be awarded under the ADA drihye claim was frivolous, unreasonable, or

without foundation.Brown, 246 F.3 at 1190.
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While unpublished and thus not-binding on this Court, the Ninth Circuit’s order in

Pittmanmay be used as persuasive authority and “indicate[s] how the Ninth Circuit applies bi

authority.” Nogales v. BeardNo. 11cv2146-BTM(BLM), 2013 WL 6419259, at *9 n.2 (S.D. Cal|

Dec. 9, 2013). The Court agrees with the district court’s analysis, and concludes that Zoosk
show a “reasonable possibility” that this case is “exceptional,” such that if it were to prevail, it
would be entitled to attorneys fees.

The Court finds that Zoosk has not met this standard. Zoosk is correct that the “reaso
possibility” standard is relatively lonSee AF Holdings LLC v. Navasd#éo. C12-2396 EMC, 2013
WL 450383, at *1 (N.D. Cal. Feb. 5, 2013ke also Baltayan v. Estate of GetemhCal. App.
4th 1427, 1432 (2001) (noting that a defendant is fequired to show that there [is] no possibilit
that [the plaintiff] could win at tal, but only that it [is] reasonably possible that [the defendant V
win”). However, the “exceptional”’ case standard under § 285 isSex, e.gKnorr-Bremse
Systeme Fuer Nutzfahzeuge GmbH v. Dana C8¥j2 F. Supp. 2d 833, 851 (E.D. Va. 2005)

(“Congress in choosing to limit district court authority to award attorney’s fees to ‘exceptional

ndin
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cases has made clear that this should occur only in rare or extraordinary cases.”). Attorney fees

appropriate only where a prevailing party has shown by “clear and convincing evidence that
is exceptional.” Avocet Sports Tech. Inc. v. Polar Electro Jido. C12-2234 EDL, 2013 WL
4067823, at *1 (N.D. Cal. Aug. 1, 2013).

Here, Zoosk only points to three facts in support of its argument (raised for the first tim

B Ca

ein

its reply brief): First, that GeoTag is a serial bing asserting infringement of the ‘474 patent agajnst

approximately 300 defendants, second, that they have asserted a construction that has been
by a district judge in the Eastern District ofX&s, and third, that GeoTag has licensed the ‘474

patent to multiple companies. (Dkt. No. 193, at 11-14). However, that GeoTag may be a ser
litigant does not mean (or even imply) that its claims are inherently brought in bad faith or wit
merit. See, e.gDigitech Image Techs., LLC v. Newegg, |iNo. 8:12-cv-01688-ODW (MRWX),

2013 WL 5604283, at *5 (C.D. Cal. Oct. 11, 2013) (“The Court is not persuaded by Newegg's
attempt to shift the burden of paying legal feesibgling Digitech into the crusade against ‘Pater

Trolls.” A party seeking protection of constitutionally granted patent rights is not automaticall
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villain simply because it brings infringement allegations against multiple defendants.”). Zoos
remaining assertions similarly fail to establish even a “reasonable possibility” that this Court V
find that GeoTag has engaged in malfeasance.

Accordingly, Zoosk’s motion to require an undertakin@EENIED to the extent it seeks to
require GeoTag to post a bond to cover Zoosk’s reasonable attorney’s fees. This order is wil
prejudice to Zoosk bringing a properly supported motion for attorney’s fees under § 285 shou
ultimately prevail.

B. Zoosk Has Failed to Establish a Reasonable Amount of the Bond to Cover Only Its Cd

Unlike attorney’s fees under 8§ 285, an award of costs to a prevailing party does not re
showing that the case is “exceptional” or that the opposing party engaged in ba8éafled. R.
Civ. P. 54(d)(1) ("Unless a federal statute, these rules, or a court order provides otherwise, ¢
other than attorney'’s fees — should be allowed to the prevailing pasge’glso eBay Inc. v. Kelor
Sys., LLCNo. C10-4947CW (LB), 2013 WL 1402736 (N.D. Cal. Apr. 5, 2013) (awarding costj
the prevailing party in a patent infringement acji Here, the Court finds that the motion paperg
demonstrate that Zoosk has demonstrated a sufficient “possibility” to satisfy section 1030’s
relatively low standard.

However, the Court will not grant Zoosk’s motion as it has wholly failed to provide any
for this Court to determine a reasonable bond amount to cover costs. As discussed, courts
whether to order a bond should consider the “reasonable extent of the security to be posted”
both the plaintiff's and defendant’s perspecti&mulnet 37 F.3d at 576. Zoosk’s rough
estimation, with absolutely no itemization, is inadequate. By contraSgbnel Technologieghe
defendant provided the district court with an itemized chart of anticipated costs, which permit
court to determine the reasonableness of each claimed cost as well as the total Gisornieit.
Technologies2010 WL 3718848, at *10-13. Similarly, in tA& Holdingscase, defendant
provided this Court with a declaration and exhibits supporting the claimed attorneys fees and
See AF Holdings v. Navasddo. C12-3296 EMC, Dkt. Nos. 22, 32-1).

Zoosk argues in its reply brief, however, that the Court should simply |d8&lidel

Technologiesnd conclude that approximately 20% of its requested $750,000 bond ($150,00(
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reasonable. The court is not persuadedGdbriel Technologieghe district court found that

$291,580 in anticipated costs was reasonable for purposes of calculating the bond amount —

representing just over 20% of the $1,291,580 bond the court ordedred.*14. However, the couit

stated:

The cost amounts awarded in other factually distinguishable cases are
not an appropriate gauge to determine a reasonable bond in the present
action. Taxable costs are necessarily unique to the scope, complexity,
duration and nature of an action. Here, Plaintiffs have placed at least
92 patents at issue, which involve complex technologies. In addition,
the acts complained of span more than a decade, and Plaintiff's seek
over a $1 billion in damages from Defendants. As such, the costs
associated with this litigation can reasonably be expected to be
significant.

Id. at 13 n.8. Further, $220,800 of the $291,580 in anticipated costs in that case were the copts t

have 92 foreign patents translated into English.at *12. For these reasons, the Court finds that

Gabriel Technologiess not an accurate proxy for determining Zoosk’s anticipated costs.

Accordingly, because Zoosk has failed to provide to the Court a reasonable basis on whic

the Court can determine a reasonable bond amount to cover Zoosk’s anticipated costs in thig
the CourtDENIES Zoosk’s motion to require an undertaking.

V. CONCLUSION

For the foregoing reasons, the CADENIES Zoosk’s motion to require an undertaking.

This order disposes of Docket No. 183.

IT 1S SO ORDERED.

/}t"——l

United States District Judge
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