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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISRICT OF CALIFORNIA
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l. INTRODUCTION

United States District Court

=
(0]

Plaintiff Gametek LLC brings this actidar infringement of U.S. Patent No. 7,076,445

=
O

(“the "445 patent”) against several defendahiscluding Zynga Inc., Funzio Inc., Electronic

N
o

Arts Inc., and Crowdstar Inteational Limited. These four defendants have moved for judgment

N
=

on the pleading, arguing in fourpagate but substantively identigabtions that the '445 patent

N
N

claims an unpatentable abstract idea: the ofidrsale of items to plays in the course of

N
w

gaming. Despite the presumption that every isgpagent is valid, this appears to be the rare

N
S

case in which the defendants have met theirdruad the pleadings stage to show by clear and

N
()]

! Related cas&ametek LLC v. Gameview Studies, l(O@se No. 3:12-cv-06184-RS) settled
and an order granting the parties’ stipulatediomoto dismiss was entered on July 2, 2013. The
parties inGametek v. Rockyou, In€ase No. 3:13-cv-01205-R8ls0 reached a settlement
agreement and an order granting the parjaest motion to stay pending final installment
payment of a negotiated settlement wasadsoen October 31, 2013. Neither Gameview nor
Rockyou have joinethe present motion.
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convincing evidence that the '44@tent claims an unpatentablestract idea. Defendants’
motions for judgment on the pleadings must, therefore, be granted.
[I. BACKGROUND
This case involves a method by which a gaperator can offer additional items to
players for purchase mid-game without intermi@tplay. The '445 patent includes 19 claims, of

which claims 1, 15, and 17 are indepeamdeClaim 1 is representative:

1. A method of managing the operatmina game which includes a game
environment, and is programmed to ¢ohah gaming action faat least one of a
plurality of users, saithanaging method using a prognaed computer to effect
the following steps:

a) tracking the activity of the at least®@nser in the course of the gaming

action;

b) permitting the at least one user to create an account for receiving a
consideration of the at least one udleg, at least one user having a set of
demographics;

c) determining the eligibility of the atdest one user to purchase at least one
of a plurality of game objects, saatigibility determining comprises the
following sub steps:

1) permitting the at least one user to select the at least one game object,

i) setting the purchase price of the at least one game object, and

lii) comparing the account balance of #tdeast one user’s consideration
with the set price of #hat least one game object and, determining if
the balance of the user’s considaratis not less than the set price,
determining the at least one user teebgible to purchase the at least
one game object;

d) displaying in the game environmenparchase price of the at least one
game object;

e) presenting to the at least one useroffer to purchase the game object
dependent upon a group of gamegpaeters comprising the tracked
activity of the at leastne gaming action of the at least one user and, the
one game environment or the one sederhographics of the at least one
user

f) permitting the at least one user to fwase the at least one game object at
the set purchase price Wiut interrupting the gaminggction of the at least
one user; and

g) supplying the at least omeirchased game object to the at least one user
without interrupting the gaming action of the at least one user and
incorporating the game object into the game.

2 Plaintiff distinguishes claims 15 and 17 as fato “Claims 15 and 17 diffén certain respects
from claim 1, including that righer comprises the programmechgauter effecting the use of
user demographic information, and both cosgpthe programmed computer effecting the
No. CV 13-2546RS
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The dependent claims offer various itevas consistent with video gaming. For
example, claim 2 covers “[tlhe method of akal, wherein the gaming environment comprises g
video gam@that generates a series of background images Claim 6 covers “[tlhe method
of claim 5, wherein the at leaste attribute is selected by theleast one user from a group
comprising at least one of a plutalof levels of skill, one size of ammunition, one rate of speed
one length of life, one piece of information about the game environment, one degree of acce
and/or one type of weapon.”

Although the claim preamble reges “us[e of] a programmembmputer to effect” the
claimed method steps, the specification suggeststthod may be performed with or without a
computer, and provides as non-computer illusirstithe process by which a municipality might
provide a system for certain drivers to paytfoe right to drive above the speed limit or the
process by which a golfer might purchase the advantage of additional golf strokes during a
match. Neither the claim nor the specifioa provides any details on the “programmed
computer” or how implementation of the etl steps by means of a computer would differ
substantively from non-computer practice.

[ll. LEGAL STANDARD

Rule 12(c) of the Federal Rules of Civil Pedcire provides that “THer the pleadings are
closed—nbut early enough not tol@gtrial—a party may move for judgment on the pleadings.”
Such a motion, is “functionally identical” to a Rul&(b) motion to dismiss for failure to state a
claim, differing only in that it idiled after pleadings are close®ee Dworkin v. Hustler

Magazine, InG.867 F.2d 1188, 1192 (9th Cir. 1989). In evaluating a motion for judgment on

presenting of offers to purchase game objects dependent upon a group of game parameters
comprising at least the tracked activity of thernugs contrasted wittlaim 1 which comprises

the programmed computer effecting the presenting of offers to purchase game objects depe|
upon a group of parameters comprising user tracked activity, the game environment, or usef
demographics).” (Response, at 3.)

% Although plaintiff does not sedk construe the phrase “gamg environment” in claim 1,
plaintiff asserted at oral argumdhat this phrase necessarily msféo a video game. Defendants

are correct that this readinguld render superfluous the phrase “video game” in claim 2, addipg

support to their argument that claim 1 is not limited to video games. It is not necessary to
resolve the significance of thaistinction, however, as thader will assume plaintiff's
preferred constructiofor purposes of resolving the man for judgment on the pleadings.
No. CV 13-2546RS
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pleadings, all material allegations in the comglai® accepted as true and construed in the ligh
most favorable to the non-moving partgee Turner v. Cool862 F.3d 1219, 1225 (9th Cir.
2004) (citation omitted).

“[1t will be rare that a patent infringemestiit can be dismissed at the pleading stage fo
lack of patentable subject matter. This ideoause every issued patent is presumed to have
been issued properly, absefar and convincing ewviéthce to the contrary.Ultramercial, Inc.

V. Hulu, LLG 722 F.3d 1335, 1338 (Fed. Cir. 2013). When a 8§ 101 motion is brought, as her
before formal claim constructn, the court will adopt the pateefs proffered constructiorbee
Ultramercial, 722 F.3d at 1339-40.

IV. DISCUSSION

Section 101 of the Patent Act defines pagdigible subject matteto include “any new
and useful process, machine, manufactureporposition of matter, any new and useful
improvement thereof[.]” 35 U.S.C. § 101 (201Riski v. Kappos130 S. Ct. 3218, 3225
(2010). Although the statute describes patentsitibgect matter in expansive terms, “[t]he
[Supreme] Court’s precedersovide three specific exceptis to § 101’s broad patent-
eligibility principles: ‘lawsof nature, physical phenomeramd abstract ideas.’Bilski, 130 S.

Ct. at 3225 (quotin@piamond v. Chakrabarty147 U.S. 303, 309 (1980)). “These are the basic
tools of scientific and technolagal work, and therefore, if pented, would stifle the very
progress that Congress idlarized to promote.ld. at 3253 (internal quations and citations
omitted).

At the same time, the Supreme Court has reigzegrthat “too broad an interpretation of
this exclusionary principle codileviscerate patent law. Fdfiaventions at some level embody,
use, reflect, rest upon, or appaws of nature, natural phemena, or abstract ideasMayo
Collaborative Servs. v. Prometheus Labs.,,Ih82 S. Ct. 1289, 1293 (2012). Thus the Court

has stated, “while an abstract idea, law of natrenathematical formula [may] not be patented

* Gametek only seeks construction of the teftims at least one user having a set of
demographics,” “at least one user has madenamitment of consideration,” “purchase” and
“consideration.” (See Joint Claim Constructioat8ment, Dkt. No. 66.) This order relies upon
those constructions proffered by Gametek imgening claim construction brief. (Dkt. No. 78.)
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‘an applicationof a law of nature or mathematicalfiaula to a known structure or process may
well be deserving of patent protectionBilski, 130 S. Ct. at 3230 (quotiigjamond v. Diehr
450 U.S. 175, 187 (1981)) (emphasisBifski). “The inquiry here iso determine on which side
of the line the claim falls: does the claim coverycenh abstract idea, or instead does the claim
cover an application afn abstract idea?Ultramercial, 722 F.3d at 1343.

Defendants argue the '445 patent claims thetrabt idea of allowing a user to purchase
an object for use during a game without interruptivgflow of play. To the extent the patent
claims attempt to limit the claimed method hyking it to “a programmed computer” to effect
the claimed steps, without reciting any speagfétware or hardware, defendants maintain the
claims do exactly what the Supreme Court declargzhtentable: recite anstbact idea and then
instruct that it be applied on a comput&ee Prometheud32 S. Ct. at 1294. Gametek counters
that the 445 patent isot directed to an abstract idea buhea an application in the field of
video gaming of what defendants argue is anratisidea. Gametek further argues the claims
impose meaningful limitations, including specifieplementations of a programmed computer
for managing video games in specific wayi$iese arguments are addressed in turn.

A. Abstract Idea

Assuming the invention fits with one of the four statutorglasses set forth in § 101 (a
point the parties do not contes$)101 demands a preliminary inquiry as to whether the claim
raises abstractness concerndlatuech that it may pose the risk of preempting an abstract idea.
See CLS Bank Int’l v. Alice Corp. Pty. Ltdl7 F.3d 1269, 1282 (Fed. Cir. 20t8)t. granted
134 S. Ct. 734 (2013). Defendaptssit that the '445 patent drmdies the abstract idea of
allowing players to purchase additional objefiising a game. According to defendants, this
concept comes from a straight reading of thetlaststeps of claim 1: “f) permitting the at least
one user to purchase the at te@se game object at the set phase price witout interrupting
the gaming action of the at least one user;@rglipplying the at leasne purchased game
object to the at least one usd@thout interrupting the gaming aoti of the at least one user and

incorporating the game object into the game.”

No. CV 13-2546RS
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Gametek’s response notes several limitatembodied in the claim. Gametek does not,
however, offer any alteative characterization of the idea urgig its claims. As the Supreme
Court has observed, “all inveatis at some level embody, usdle, rest upon, or apply laws
of nature, natural phenomera abstract ideas.Prometheusl132 S. Ct. at 1293. The
specification itself offers a variety of illustratioasthis general concepdjbeit ones it suggests
were hampered by the prior unavailability of ateynic means to create, integrate, and trade
such advantages. See 445, Col. 2:20-24. As @ngjgooint for this analys, defendants offer a
fair reading of the abstramtea underlying the '445 claims, to which Gametek offers no
meaningful alternative.

B. Inventive Concept

The more difficult question is whether the '445 patent claims contain sufficient
“inventive concept” to transforran unpatentable abstract idetoia patentable application of
that idea. While the Supreme Court has nespribed a specific test to determine what
constitutes sufficient inventive concept, it has meldar that the additional steps must be more
than “well-understood, routinepnventional activityalready engaged in by the scientific
community[.]” Prometheus132 S. Ct. at 1298. To make tdetermination, the claims must be
considered as a whol®iehr, 450 U.S. at 188. “This is particularly true in a process claim
because a new combination of steps inc@ss may be patentable even though all the
constituents of the combination were well kmoand in common use before the combination
was made.”ld.

Although recent case law demomgés the uncertain contowbthe present inventive
concept analysidthe Federal Circuit has offered some guidardkramercial described the
relevant inquiry as “whethex claim, as a whole, includeseaningfulimitations restricting it to
an application[.]” 722 F.3d at 1344 (emphasisioaf). The Federal @uit described several

considerations which indicate whether a claimneaningfully limited; specifically, whether the

> The Federal Circuit’s recent en banc decisioBli$ Banlkaffirmed the district court’s finding
that the patent at issue claimaa unpatentable abstract idea fvattured into five separate
opinions as to the patentability of the systdeam. 717 F.3d 1269, 1273 (Fed. Cir. 2013). The
Supreme Court has granted review. 134 S. Ct. 734 (2013).

No. CV 13-2546RS
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claim (1) preempts all practical applications of a natural law, (2) corgaigsnsignificant pre-
or post-solution activity, (3) provas no real direction, i.e. thienitations are overly-generalized,
or (4) requires a particular machine implemegta process or a padiar transformation of
matter® 1d. at 1345-67. Because every patent is asdumbe properly issued, there must be
clear and convincing evidence the claims aremediningfully limited to find a patent covers
ineligible subject matterSee idat 1342, 1338-39.

1. Preemption

A patent claim is not meaningfully limiteghere it effectively grants a monopoly over all
uses of a natural lanSeeUltramercial, 722 F.3d at 1345-46. A patent need not, however,
preempt an entire field to run afoul of § 1@istead, the question is whether the patent “would
risk disproportionately tying up” the use of the abstract idrametheusl132 S. Ct. at 1294.

Responding to defendants’ articulation of tibstract idea undgihg the '445 patent,
Gametek offers the following examples of acyivthat would not be preempted by its claims:
(1) offering to sell game objects not being degent upon the user’s demographics or tracked
activity in the game; (2) purchasj of game objects that interrupe user’'s gaming action; (3)
interrupting the user’s gamingtam to supply purchased garmbjects; or (4) incorporating
game object into games. According to Garkebecause the claims are directed to methods
which use a programmed computer to effect twelve specific concrete steps, the claims do ng
wholly preempt third parties from very geally using a computer for gaming or allowing
players to purchase additior@djects during a game. Gamethdes not explain, however, how
the claim leaves any meaningful space for a théndy to practice the alvact idea of allowing a
user to purchase an object for use in the course of game play. Limiting the abstract idea to {
field of video games is not enoughrtake the concept patentableee Bilski1l30 S. Ct. at
3231.

® The Supreme Court has described the maebirtransformation & as “a useful and
important clue” of patent eligibilityBilski, 130 S. Ct. at 3227. The Court has also stressed tha
it has “neither said nor implied that the tesimps the ‘law of nature’ exclusionPrometheus
132 S. Ct. at 1303. To remain consistent with these stateroétndsnercial must be read to say
only that the machine-or-transformation test isseful clue to determine if a claim is
meaningfully limited.
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Gametek repeatedly emphasizes the “twelveiBpeateps” articulated in claim one, to
suggest either that the undengiabstract idea is not preemptedhat the limitations imposed
thereon are not overly-generalizean argument discussed below. However, these twelve step
are nothing more than a teased-eeitsion of the basic stepsafiy commercial transaction: a
seller offers an item for sale to an interesiad able buyer, the buyer accepts that offer, and thg
seller then provides the item in exchange fduahle consideration. Wk a seller could, of
course, offer goods to a potential buyer withaequalifying the buyer or otherwise knowing
anything about him or her, to preclude sactommon-sense first step would effect a
“disproportionate” burden on a third-patyability to practice the abstract ideGee
Prometheusl132 S. Ct. at 1294, 1302.

2. Insignificant pre- orpost-solution activity

Even if a claim does not preempt all use @f tlatural law, it is not meaningfully limited
if it contains only insignificantpre- or post-solution activity—sun as identifying a relevant
audience, a category of use, fieldusk, or technological environmentJltramercial, 722 F.3d

at 1346. Insignificant pre-solutiactivity includes any “well-unerstood, routine, conventional

activity, previously engaged in by those in the fiedd"well as “steps that must be taken in order

to apply” the abstract ide®rometheusl132 S. Ct. at 1299-1300.

With respect to claim 1, defendants argue, “Tiial steps (a) to (d) set the stage to
perform the abstract idea, thére purchasing steps (e) tg f@eak down the process into
component steps in a fundamental way. No matiev subdivided the steps may be to increase
the total, the end result leaves no meaningfutéition in any of the step” For example, step
(a) (“tracking the activity” of a peitial buyer) is inherent in idéfying potential buyers, just
like the claimed step iBilski of “identifying market participants 130 S. Ct. at 3224. Step (b)
allows potential buyers to creaecounts; again, a generic steplagous to the claimed step of
“creating a shadow credit record amd&hadow debit record” at issueGhS Bank 717 F.3d at
1285. Step (c) articulates the method by whisklker permits a buyer to purchase goods by (i)

allowing the buyer to select anjebt; (ii) setting the purchageice of that object; and (iii)

No. CV 13-2546RS
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determining whether the buyer has sufficiamtds to purchase the selected object at the
specified price. While practice of these stepght be facilitated by use of a computer, a
computer is not necessargee CyberSource Corp. v. Retail Decisions, B&4 F.3d 1366,

1371 (Fed. Cir. 2011) (“methods which can be @aned manually, or which are the equivalent
of human mental work, are unpataile abstract ideas”). Step (d) simply displays the purchas
price to the potential buyer.

Finally, the purchasing steps to g), by which a praciiner of the claimed method
might provide a game object to a user, are akin to the purchasing sBasgiito provide a
commodity to a consumer. TBa@ski claims recite the step of ‘ittating a serie®f transactions
between said commodity provider and consumésaid commodity wherein said consumers
purchase said commodity at a fixed rate bagexh historical averages.” 130 S. Ct. at 3223-24.
The 445 claims divide that single step itloee commonsense components: offering the good
a set price, accepting the offand supplying the good to the buyer.

Although the onus is on defendants as the ngpiarties to demonstrate unpatentability
by clear and convincing evidence, Gametekrsffeo substantive counter-argument. While
defendants’ arguments are primarily concemath claim 1, which they characterize as
“representative” of the three independentrokgi Gametek distinguishes claims 15 and 17 only
by noting that these claims lack an elementanell (use of user demographic info) and lack
two options in claim 1 (game environment andrudemographics). If anything, eliminating
these requirements would tend to makenetal5 and 17 more, not less, abstract.

3. Overly generalized limitations

“[S]imply appending conventionalegts, specified at a high levad generality, to laws of
nature, natural phenomena, and abstract ideas cannot make those laws, phenomena, and ig
patentable.”Prometheusl132 S. Ct. at 1300. As the Supreme Court explainBdametheus
“Anyone who wants to make use of these lansst first administer a thiopurine drug and
measure the resulting metabolite concentnati@and so the combination amounts to nothing

significantly more than an instruction to docttrsapply the applicable laws when treating their
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patients.” Id. at 1298. So, too, anyone who wants to &elitem to someone in the course of a
game must identify the player as a poteriialer, provide a means by which the buyer may pay
for items, determine whether they have sufficreeans to execute a phese, inform them of
the price, permit them to purctethe item, and then supply itteem. While these basic facts
are broken down with some specificity into tti@imed steps, when taken as a whole they are
nothing more than the general practieeessary to execute the abstract idea.

4. Machine-or-transformation test

“[A] claim is meaningfully limited if itrequires a particular machine implementing a
process or a particular transformation of mattéfltramercial, 722 F.3d at 1347 (citinBilski,
130 S. Ct. at 3227). “When assessing computplemented claims, while the mere reference tq
a general purpose computer will not save a methanch from being deemetbo abstract to be
patent eligible, the fact that a claim is limiteddtie to a computer is amportant indication of
patent eligibility.” Id., at 1348 (citindBilski, 130 S. Ct. at 3227). “To salvage an otherwise
patent-ineligible process, a computer must lbegiral to the claimedwention, facilitating the
process in a way that a person making dat@mns or computations could notBancorp
Services, L.L.C. v. Sun Life Assur. Co. of Canada (\687)F.3d 1266, 1278 (Fed. Cir. 2012).
Examples of “meaningful limitations” include “tl@@mputer being part of the solution, being
integral to the performance of the method, or containing an improvement in computer
technology.” Ultramercial, 722 F.3d at 1348. As a decision from this district has previously
found, a “general purpose computer programmeghinnspecified manner cannot satisfy the
machine-or-transformation testCompression Tech. Solutions LLC v. EMC Com. 12-1746,
2013 WL 2368039, at *8 (N.D. Cal. May 29, 2013) (citbgalertrack, Inc. v. Hubei674 F.3d
1315, 1333 (Fed. Cir. 2012)).

According to Gametek, “The processes [atated in claim 1] cannot be, and never
were, performed by a human absent a compufEndt a computer may be faster or more adept
at performing these steps compared to a humanbe true, but Gametek offers no explanation

of why these seemingly obvious steps hawenéeen and could never be performed by a
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human. Moreover, the '445 patent provides no deBorn of either the hardware or software of
the “programmed computer.” Rathas the Federal Circuit observeddealertrack “[t]he

claims are silent as to how angputer aids the method, the extemtvhich a computer aids the
method, or the significance of a computer ® performance of the method.” 674 F.3d at 1333.
Even if claim 1 were construed, pintiff suggests, to apply onto video gaming, the fact that
such games are necessarily operated via comgiiereveals nothing as to the specification of
the computer or how it is pawt the solution rather than merely the environment in which the
abstract idea ipracticed.

In sum, the '445 patent provides no mewfhil limitations on the underlying abstract
idea. Adopting Gametek’s proffered claim coustion and construing alell-pleaded facts in
its favor, defendants have met their burdeshtow by clear and convincing evidence that the
claims embodied in thel45 patent are unpatentalble an abstract idea.

V. CONCLUSION
For the above reasons, defendantetion to dismiss is granted.

IT 1S SO ORDERED.

DATED: April 25,2014

RICHARD SEEBOR
UnitedState<District Judge
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