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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

FINJAN, INC, Case No0.13cv-05808HSG
Plaintiff, ORDER GRANTING IN PART AND
DENYING IN PART MOTIONS FOR
v. SUMMARY JUDGMENT

PROOFPOINT, INC., et al. Re: Dkt. Nos. 310, 312
Defendand. [Redacted Version of Order Filed Under S

This action arises from eight patents granted to Plaintiff Finjan,dha@f which involve
software technologies concerning behalased internetecurity Plaintiff filed the instant
lawsuit on December 16, 2013, alleging that numerous productbysblefendants Proofpoint,
Inc. and Armorize Technologies, Iniafringe eight patentsPatent Nos. 6,154,844 (“the '844
Patent”), 7,058,822 (“the '822 Patent”), 7,647,633 (“the '633 Patent”), 7,975,305 (“the '305 Paten
8,141,154 (“the '154 Patent”), 7,613,918 (“the '918 Patent”), 8,079,086 (“the '086 Patent”), and
8,225,408 (“the '408 Patent”)The Court issued a claim construction order on December 4, 201
Dkt. No. 267.

Pending before the Court are Plaintiff and Defendants’ motions for summary joijgme
Dkt. Nos. 310, 312. The motions are appropriatelecison without oral arguments permitted
by Civil Local Rule 71(b). Having read and considered the parties’ argumenthardidence
submittedthe Court GRANTS IN PART and DENIBSI PART eachparty’ssummary judgment
motion
l. LEGAL STANDARD

A motion for summary judgment should be grantdgbrethere is no genuine issue of
material fact and theovantis entitled to judgment as a matter of laked.R. Civ. P. 56
Anderson v. Liberty Lobby, In&77 U.S. 242, 247-48 (1986). The purpose of summary judgm
“Is to isolate and dispose of factually unsupported claims or defenSetotex v. Catreft4d77

U.S. 317, 323-24 (1986). The moving pargsthe initial burden of informing the Cdwof the
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basis for the motion and identifying those portions of the pleadings, depositions, answers t
interrogatories, admissions, or affidavits which demonstrate the absemteahie issue of
material fact.Id. at 323.

If the moving party meetsdtinitial burden, the burden shifts to the non-moving party to
present facts showing a genuine issue of material fact for Fel.R. Civ. P. 56;Celotex 477
U.S. at 324. The Court must viewetbvidencen the light most favorable to the nonmovant,
drawing all reasonable inferences in its favdrW. Elec. Serv., Inc. v. Pac. Elec. Contractors

Assn, 809 F.2d 626, 630-31 (9th Cir. 198 Bummary judgment is not appropriate if the

nonmoving party presents evidence from which a reasonable jury could resolve the desugted|i

of material fact irthe nonmovant’s favorAnderson477 U.S. at 248Nonetheless, “[w]here the
record taken aswhole could not lead a rational trier of fact to find for the non-moving party,
there is no genuine issue for triaMatsushita Elec. Indus. Co. v. Zenith Radi@5 U.S. 574, 587
(1986) (internal quotation marks omitted).

Infringement is a question of facErank’s Casing Crew & Rental Tools, Inc. v.
Weatherford Int’'l, Inc.389 F.3d 1370, 1376 (Fedir. 2004). The patent holdbasthe burden to
provethat each accused product “includes every limitation of [an asseléga]” Dolly, Inc. v.
Spalding & Evenflo Cos16 F.3d 394, 397 (Fe@ir. 1994). The Gurt can resolve the issue on
summary judgment only if “no reasonable jury could find that every limitaticiteckin the
properly construed claim either is or is not found in the accused deViteat 1376 see
TechSearch, L.L.C. v. Intel Cor286 F.3d 1360, 137(Fed.Cir. 2002)(“[A] Il of the elements of
the claim, as correctly construed, must be present in the accused systé&my’deviation from
the claim precludésa finding of literal infringement Telemac Cellular Corp. v. Topp Telecom,
Inc., 247 F.3d 1316, 1330 (Fedir. 2001). The absence from the accused product of one
limitation in the claim means that, as a matter of law, there is no literal infringement ciha
Frank’s CasingCrew, 389 F.3d at 1376.

With respect to invalidity;a moving party seeking to invalidate a patent at summary
judgment must submit such clear and convincing evidence of invalidity so that no dasona

could find otherwise.”Eli Lilly & Co. v. Barr Labs., InG.251 F.3d 955, 962 (Fed. Cir. 2001).
2




United States District Court
Northern District of California

© 00 N o o s~ w N P

N N N N DN DN DN NN R R R R R R R R R
0o N o 0N WN P O ©OW 0o N o o WwN P O

“Alternatively, a moving party seeking to have a patent held not invalid at synudgment
must show that the nonmoving party, who bears the burden ofgro@dl, failed to produce clear
and convincing evidence on an essential element of a defense upon which a reasonadléljury
invalidate the patent.1d. “In determining whether a genuine issue of material fact exists, the
court views the evidence the light most favorable to the nonmoving party and resolves all
doubts in its favor.”ld.
. PLAINTIFF'S MOTION FOR SUMMARY JUDGMENT

Plaintiff's motion focuses on five of the eight patemssuit. Plaintiff seeka summary
judgment ofinfringement ago two patents (the '844 and '086 Patents), contending there are n
material issues of fact. As to the other three patentsqil@e '154 and '305 Patentdplaintiff

argues Defendants do not have evidence to support invalidity.

A. Literal Infringement

1. Claims 1 and 15 of the '844 Patent

Plaintiff argues it is entitled to summary judgmehtnfringementas toclaims 1 and 15 of
the '844 Patent. Claims 1 and 15 of the '84deAt include limitations requiring the inspector to
link “the first Downloadable security profile to the Downloadai@éore a web server makes the
Downloadable available to web clients844 Patent at 11:18-21, 11:66-12Phere arassues of
disputed fact as to this limitatidhat preclude summary judgment.

Defendants argue thBroofpoint does not infringe thiclaim limitation because the

“linking” alleged is not done “before a web server makes the Downloadable available to web

clients” Dkt. No. 323at 812. On the other hand, Plaintiff contends ||| | EGTGG
e ———
310, Ex. 39.The parties further dispute the limitatismeferenceo “web clients i
|
I Ot No. 323 at 11seeDkt. No. 329at |G
I Additionally, the parties disputehenthe downloadableecomeg available? Compare
okt No. 3231 111
I . No. 310 =
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B Thesarefactual questions of infringement that a finder of fact must res@ee.
PPG Indus. v. Guardian Indus. Coyd56 F.3d 1351, 1355 (Fed. Cir. 1998nherefore summary
judgment is DENIED.
2. Claim 24 of the '086Patent

Claim 24 of the '086 patemtescribes “transmittinthe Downloadable and a representatio
of the Downloadable security profile data to a destination computer, via a trgmspocol
transmission.” 086 Patent at 22:17-20. Plaintiff contendstigalHackAlertproduct satisfies
this claim as it transmitsthe Downloadable in the form of snippets, as well as a security profile
for the Downloadable, to a destination computer via an API return call.” Dkt. No. 310 at 19

(citing Dkt. No. 310, Ex. 39  1007However, there ardisputesof material fact as to thidaim

imitation. The parties cisp.
I CoroarDid. No. 322-6, Ex. ) 1 [
I " Di. No. 329, Ex. 3, 1 o
I T parics also dispute
whetn

I sc<Okt. No. 323 at 16; Dkt. No. 322-6, Ex. J 1 4@-Dkt. No. 329 at 8. In
light of these disputed issuesrobterialfact, the Court cannot grant summary judgnegnt
infringementas to &aim 24 of the ‘086 Patent, amdaintiff's motionas tothatpatentis DENIED.

B. Anticipation

Invalidity by anticipation equires that the four corners o$iagle prior art reference
disclose each and every limitation of the claimed invensanh that a person of ordinary skill in
the art could practice the invention without undue experimenta8ohering Corp. v. Geneva
Pharmas, 339 F.3d 1373, 1379 (Fedir. 2003) Advanced Display Sys., Inc. v. Kent State Univ,
212 F.3d 1272, 1282 (Fed. Cir. 2000). A prior art reference may, however, anticipate “withoy
disclosing a feature of the claimed invention if that misshegacteristic is necessarily present, o

inherent, in the single anticipating referenc&rhithKline Beecham Corp. v. Apotex Cp4fl3
4
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F.3d 1331, 1343 (Fefir. 2005);seeln re Robertson169 F.3d 743, 745 (Fe@ir. 1999)
(holding that inherent anticipation requires more than mere probability or pdggHalk the
missing descriptive materiadgepresent in the prior artyee also Cont’l Can Co. v. Monsanto
Co. 948 F.2d 1264, 1268 (Fedir. 1991).

Finjan seeks summapydgmentof no anticipation, alleging that Defendants failed to
address each element of an alleged prior art referertoeestablish anticipation through
inherency.

1. Claims 32 and 42 of the '844 Patent

A triable issue of fact exists as to whetbe®. Patent No. 6,253,370 (“Abadi”) anticipates
claims 32 and 42 of the '844 PateRtlantiff contends that Defendants cannot meet their burdej
under the clear and convincing standaedause Defendant€liance on Abadi as the only
anticipation referencis insufficientto disclose every element of the claiassrequired SeeDkt.
No. 310 at 21 (citing Dkt. No. 310, Ex. 21). Defendants respguatdvhat Plaintiff refers to as
conclusory statemengsein factthe result of a typographical errdeeDkt. No. 323 at 19 (“For
limitation 32D, Dr. Franz erroneously referred back to limitation 32D itself, atvargent circular
reference.”).

The Court finds that this issue cannot be resolved on summary judgviewing the
evidence in the light most favorable to Defendants and resolving all doubts in their favor
Defendants havproffered clear and convincing evidence of anticipation as to the essential
element related to “determining whether to trust” a Downloadable secuwftiepn claims 32 and
42. A reasonable jury could invalidate those claims if it credits Defendardsnee. Because
there is a factualispute as to the existenceaofypographical error, and the underlying issue of
whether the claims are anticipatéte Court DENIESPlaintiff’'s motionasto claims 32 and 42 of
the ‘844 Patent.

2. The '154 Patent

Plaintiff moves forsummary judgment as tdaims 1 and 4 of the '154 Pateatguing that

U.S. Publication No. 2007/0113282 (“Ross”) does not disclose elements related toltteed'cal

first function” forthese claims Dkt. No. 310at 21. Plaintiff primarily relies on theatent Trial
5
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and Appeal Board’sejection of a similar anticipatiocargument in a request forter partes
review The Courfinds thatDefendant$iave idenfied a factualdisputeas to the anticipation
contention: namelywhether Ross discloses that the client’s script processing engine receives
“content including a call to a first function” over a network or whether Rdgsited to situations
where the cotent (including the call to first functiong not received over a networkiewing the
evidence in the light most favorable to Defendants, as it must at this sa@nurt finds
Defendantdiave produced clear and convincing evidence upon which a reasonable jury could
make an invalidity findingf it credits Defendants’ evidencel'he Court DENIESunmary
judgment as to claims 1 and 4 of the ‘154 Patent.
3. Anticipation by Inherency

Plaintiff argues that no asserted prior art reference inherently discoy elemerdf the
‘844,918, and '305 Patents. Plaintiff contends that Defendants failed totshteach element
is “necessarily present” in each reference. The Court addesse®lement below.

First, Plaintiff argues that Defendarttave not producedear and convincing evidence
that “Abadi inherently disclosed ‘memory for first rule set’ from clatbsand 16” of the 844

Patent. The Court finds, howevdrat Defendants haywoducedacts thatif credited, establish

clear and convincing evidente the contrary. Dr. Frarindicated thojjj | G
I D« No. 310, Ex. 21, Ex. A-1 at 9. Although his

report and deposition testimony do not expressly indio€avords “necessarily presgnbr.
Franz indicated that the “memory was inherently disclosed by Abadi.” Bk3ND, Ex. 45 at
172. Construing the evidence in Defendants’ favor, the Court conchat@sreasonable jury
could invalidate the patent basedtba expert’s testimongnd reporby recognizinghe “memory
storing the first rule set” limitation in the prior aithe Court DENIES summary judgment as to
this contention.

SecondpPlaintiff argues that Defendartewve not prodcedclear and convincing evidence
that Abadi inherently discloses JavaScript for claim 7 of the '844 PatentDBranz testified
that in Abadi the phrase “source code can be written in any programmingdgignecessarily

includes a Javascript.’'Dkt. No. 310, Ex. 45 at 59 (confirming that he is “relying on an inherent
6
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anticipation for disclosing Javascript”). Dr. Franz’'s testimony radastual dispute as to
whether a person of ordinary skill in the art would understand that the JavaSaonipiicagly
disclosed and necessargeeHelifix Ltd. v. Blok-Lok, Ltd, 208 F.3d 1339, 1347 (Fedir. 2000).
Viewing the evidencn the light most favorable to Defendants amakingall inferences irtheir
favor, the Court finds thatlear ancconvincing evidence upon which a rational trier of fact could
find invalidity has been producedherefore the Court DENIES summary judgment as to this
anticipationtheory.

Third, contrary to Plaintiff's contention, Defendants do not argue that Kraimenreintly
discloses “security context generator” frotaim 12 of the '918 PatentSeeDkt. No. 323at 23
(“Dr. Franz did not testify that it was inherent, only that it did not have a nan@iven that
Defendants do not argue anticipation by inhereang, rather limit their argument to anticipation
directly, seeDkt. No. 310, Ex. 4%t 137 (testifying that he “believes” the “secutigntext
generator is necessarily includedhe Court GRANTS summary judgmentPlaintiff's favor
specifically as to aanticipation by inherenayeoryfor claim 12 of the '918 Patent.

Fourth,Plaintiff contends thaDefendants failed to produce clear and convincing eviden
thatU.S. Patent No. 7,636,945Chandanari) inherently discloses “patterns of types of tokens”

fromclaims 1, 2, 5 and 13 of the '305 Patent. Dr. Franz’s report states that “patterns afftype

tokens” is necessarily inherent to the followi{j| | G
I . \o. 310, . 21, Ex.

E-1 at § Dr. Franz’s deposition further confirms this interpretation. Viewing theéegée in the
light most favorable to Defendants and making all inferences in their favazotive finds that
the expert'seport and testimonyf credited,set forth sufficient facts to satisfy the clear and
convincing evidence standard. Accordingly, this anticipation theory survives synjuagment,
andPlaintiff's motionis DENIED.

C. Obviousness

Section 103(a) forbids igance of a patent when “the differences between the subject
matter sought to be patented and the prior art are such that the subject naattbokswould

have been obvious at the time the invention was made to a person having ordinary skill in th
7
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to which said subject matter pertains.” 35 U.S.C. § 103(a). Although obviousness is a question «

law, the question is premised on the following underlying factual questions: “(1)dpe aad
content of the prior art; (2) the differences between tler prt and the claims at issue; (3) the
level of ordinary skill in the art; and (4) secondary evidence of non-obviousrigsi&d Epson
Corp. v. Coretronic Corp.No. C 06-6946 MHP, 2010 WL 4916424, at *4 (N.D. Cal. Nov. 23,
2010) (citingGraham v. John Bere C0.383 U.S. 1, 17-18 (1966SR Int’'| Co. v. Teleflex Inc.
550 U.S. 398, 406 (2007)). The relevant question is “whether the combination was obvious 1
person with ordinary skill in the art KSR 550 U.S. at 420.

The Court finds that summary judgment as to the four remaining obviousness
combinations is not appropriaas there are material disputes as to the underlying facts with
respect to eactlaim. Seg e.g, Dkt. No. 322-15, Ex. Z at 1 327 (“[T]o someone of ordinary skill
in the art it waild have been obvious by combining Abadi and Islam to reproduce the same sy
disclosed in the ‘844 patent, using not merely an equivateshanism for establishing a ‘link .
but reproducing the exact same linking mechanism disclosed in the spexifufiine ‘844
patent.”); Dkt. No. 323-14, Ex. S (providing a limitatibgHimitation analysis for Abadi and the
'844 Patent); Dkt. No. 323-15, Ex. T (providing obviousness disclosures for the '844 and '08¢
Patents). The expert’s opinions discloseartyihg factual discrepancidgtween the prior art and
the claims at issue, and under these circumstarees|timate determination of obviousnegt
depend on resolution of these factual dispatdsal Becausd¢he combinationswhen viewed in
the light most favorable to the nonmovant, could support findings of obviousmésisthe clear
and convincing evidence standatte Court DENIES Plaintiff's motian

[I. DEFENDANTS’ MOTION FOR SUMMARY JUDGMENT

Defendants move for summarydgment as to alisserted claims. Dkt. No. 314.

A. Proofpoint Enterprise Protection (“PEP”)
Defendants contend that the Court should grant summary judgment, Hblatitige

! The Court reminds the partisatexpertopinions at trialill be limited to those thawere
properly and fullydisclosedunder Rule 26 and the Patent Local Rules. All previously undisclo
opinions will be excluded atricken.

8
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Enterprise Protection product does not infringe the '822, 844, '633, '305, and '408 Patents.
Defendants argue thBtaintiff has improperly conflated PEP with TAP, and that Plaintiff
mistakenly accuses features of the TAP product, not PEP, when arguingeimfeinigof these
patents. Dkt. No. 314 at 2-3. The Court finds tlaeslisputes of material fact as tioe

relationshig between PEP and TAP and between PEP and Proofpoint Protection('Td&s).

Comparedkt. No. 312, Ex. 111 97
I 0. No. 311, Ex. A o (N
I e resolution Bthese factual disputés not

appropriate at summary judgment. Therefore, Defendants’ motion as to the PEP iproduct
DENIED.

B. The '822 and '633 Patents

Defendants seekummary judgmentf noninfringemenas tothe '822 and '633 Patents.
Defendantsimotionrelies on thgoremisethat the Court struck all of Plaintiff's theories as to the
“mobile protection code” in claim 9 for the '822 Patent and claims 8, 12, and 14 for the '633
Patent Dkt. No. 314 at 4.

The Court rejects Defendants’ argument. First, contrary to Defendaatsioterization,

the Court onlystruck two specific theorieisr these patents: (G
I -

I Dkt No. 305 at 11. Secondi, iieference to the latter theotlie Courffurtherrejects
Defendantsassertion (in a footnote in their reply) that the Court’s previous order, Dkt. No. 30
“struck this theory generally.Defendants’ contention ispecially inaccurata light of thefact
that Defendants expressly limited theiotionto strike toclaim 9 and claim 8 of the '822 and
'633 Patentsrespectively.SeeDkt. No. 2084 at 22 Becausdefendants have offered no
evidence to support theargumenthat summary judgment is appropriate ath®’822 and '633
PatentsPefendants’ motion is DENIED.

C. The 305 Patent

The parties dispute whether the accused products use rules that describg iexjelorts
9
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of “patterns of types of tokens3eeDkt. No. 314at 68. Although Defendants contend that Dr.
Mitzenmacher failed to identify any rules describing computer exploitgaatetns of types of
tokens,” the Court disagreeSee e.g., Dkt. No. 321, Ex. 12 at 11 269 NG
|
|
- The expert report specificaligentifies rules and patterns of types of tokens. Although
Defendang contend the expert’s characterization does not constitute “patterns of tggerd, t
the Court finds that this is a factual dispute thaasappropriately resolved at this stagée T
Court DENIES summary judgment of noninfringement as to the '305 Patent.

D. The '408 Patent

Defendants are not entitled to summary judgment of noninfringement for the a4€&.P
Defendants argue that “Proofpoint’s products do not dynamically detect eXpjastanning a
parse treglet alone doing so while dynamically building the parse tree.” Dkt. No. 314 at 8
(emphasis omitted)The Court finds that there is conflicting expert testimony as to Defendantg

noninfringement contentiorDr. Mitzenmachediscusseboth elements-dynanically detecting

exploits and dynamically building a parse tree—in his ref®eg e.g, Dkt. No. 321, Ex. 12

1 175
I - - 1 2

AlthoughDefendants disagree with the expgxtharacterization, contenditizat the
identified allegations do not literally satisfy the claim langyageh factual disputes are
inappropriate for resolution at summary judgmeBéecausdlaintiff's experthas raised issues of
material facthat ould allow a reasonable jury to find infringement of the '408 Patent, the Cou
DENIES Defendants’ motion.

E. The '844 Patent

Defendants are not entitled to summary judgneémoninfringement of the '844 Patent.
10
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Defendants contest Plaintiff's interpretation of gagent’s claim limitationcontending thahe
interpretations contrary tats plain meaning and the intrinsic evidence. The limitation requireg

that a Downloadable security profile litdca Downloadable “before [a/the] web server makes th

e

Downloadable available to web clients.” Dkt. No. 314 at 10. Defendants contend that once the

Downloadablas “available for download, it is available to web cligrasd anything that happens
after” that does not fall within the claim limitationd.

As detailedsuprain the Courts analysis oPlaintiff's summary judgmennotion there is

a facuuaispute regrcir
I ~though Plaintiff contends there is only one

“logical interpretation” and Defendarasgue there is no genuine disput{jjjjjiij

I e Court disagrees, and finds

theseto be disputed issued materialfact Accordingly, Defendants’ motion is DENIED.

F. The '086 Patent

Defendants are not entitled to summiaggment 6 noninfringement of claims 17 and 24
of the ‘086 Patent The claimslescribe a system compng “a transmitter . . . for transmitting
the Downloadable and a representation of the Downloadable security profile dd&stmation
computer, via a transport protocol transmissio086 Patent at 21:539, 22:1620. Construing

thePlaintiff's expert testimony in the light most favorable to Plaintiff, the Court filsisuted

preclude summary judgment. Defendants’ motion is DENIED.

G. The '918 Patent

Defendants contend summary judgment is appropriate as to the '918 Patent because
Plaintiff has not identified “an executable wrapper code (C@)Eas requiredy claims 12 and

21. The Court agrees.

Plaintif argues
I ScOkt. No. 321at 17 Dkt. No. 311-9, Ex. F 1 2176. In support

of its argument that CODB ne=d not be executable, Plaintiff cites the specificat@DEB “is
11
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used to wrap CODEtherewithin.” SeeDkt. No. 321at 17 Plaintiff's citation, howeverpmits
the rest of the sentenoghich expressly identifies CODE-asexecutable See€918 Patentat
7:58-60 (“At step 240 the gateway compuiegpares a predetermined wrapper executable file,
designated CODE-Bwvhich is used to wrap CODE-A therewithiiémphasis added) The Court
alsorejects Plaintiff’'s contention that “CODE as an executable is ordypepreferred
embodiment, not a requireméntDkt. No. 321 at 17 (emphasis omitted)helrelevant claims at a
minimum require CODBB to be executableSege.g, '918 Patent, 12:51-56 (“[A] code packagef
... for packaging (i) information about the computer account . . . and (ii) COR&h (iii)
executable wrapper code (‘CODHEE), into a combined codgCODE-C’)” (emphasis added).

Plaintiff's alternativeargument alsdails, as nothind?laintiff identifiesin the expert reports

sustais its contenton || cxccutableSeeDkt. No. 320-10, Ex. 11 2176
I /5 Dk No. 320-8 Ex. 10, 1003

102:11, 128:6-18.
The unambiguous claim language coupled with Plaintiff's failure to set foytle\xadence

showing that th ||| | |} Bl surrorssmmary judgmerin Defendants’ favor.
Accordingly, the Court GRANTS Defendants’ motion as to the '918 Patent.

H. The '154 Patent
Defendants are entitled to summary judgment of noninfringement of the '154 PEtent.
Court previously struck Plaintiff's infringement theories for the '154 Pateriailore to properly

disclose the thwiesunderthe local rules.SeeDkt. No. 305 at 4-5 (striking frortine experteport

the theorc I I - Cout
aiso stroc N (o' thc '154 Patent

for failure to specifically identify these products under the local rulésat 24. The Court now
finds that Plaintiff has failed to identify specific facts to support an infringétheory against the
remaining accusegroduct, HackAlert.

Plaintiff cites paragraphs 1077-79, 1081-86, and 1242-58 from Dr. Mitzemachpo

to satisfy the limitations oflaims 1 and 4 of the '154 PaterfeeDkt. No. 321at 1819; seeDkt.
12
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No. 321-3, Ex. 12. Although these paragsentify several examples of content, first function
and second function, the paragraphs do not adthressther elements afaims 1 and 4. For
instance, there is no discussion of a transmitter “transmitting the input to thigyseemputer for
inspection, when the first function is invokedSee154 Patent at 17:391. Similarly, the cited
paragraphs do not identify “a receiver for receiving an indicator from the tyecomputer
whether it is safe to invoke the second function with the inpbéé d. at 17:42-44.

Plaintiff's failure to identify specific fas supporting every element of claims 1 and 4 is
fatal to itsinfringement claim SeeJeneric/Pentron, Inc. v. Dillon Co., In05 F.3d 1377, 1382
(Fed. Cir. 2000) (“[A]n accused product literally infringegVery limitationrecited in the claim
appears in the accused product.” (emphasis added)). Therb®o@urt GRANTS summary
judgment as to noninfringment of the '154t&4.

l. The Claimed Invention Dates of the '844, '633, and '822 Patents

Defendants contend that Plaintiff is not entitled to an invention date befollegisda

reduction to practice for the '844, '633, and '822 Patents.

1. The’'844 Patent

Plaintiff contends that the '844 Patent was conceived on November 8, 1996 and reduc

practice on December 22, 1997. Dkt. No. 313-24 ddé&fendantxontend that Plaintiff is
collaterally estopped from arguitigat the ‘844 Patent is entitled to avention date before
December 22, 1997. Defendants relytimmNovember 20, 2015 order KFinjan v. Blue Coat
Systems, Incwhich heldthat the presumptive invention date of the '844 patent is its filing date
December 22, 1993asPIlaintiff hadnot me its burden to show that the '844tent has a priority
date of November 8, 1996GeeDkt. No. 313-25, Ex. FF.

Collateral estoppel requires thiét) there was a full and fair opportunity to litigate the
issue in the previous action; (2) the issue wasadly litigated in that action; (3) the issue was log
as a result of a final judgment in that action; and (4) the person against whateraloestoppel is
asserted in the present action was a party or in privity with a party in the prestions’a
Kendall v. Visa U.S.A., Inc518 F.3d 1042, 1050 (9th Cir. 2008) (internal quotation marks

omitted);see also In re Katz Interactive Call Processing Patent Lig. 0ZML-01816C RGK,
13
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2010 WL 8759131, at *4 (C.D. Cal. Jan. 29, 2010) (“The applicatiaoltdteral estoppel is not
an issue unique to patent law. Thus, the law of the regional circuit applies.”).

All four requirements are méere There is no question that Plaintiff was a party in the
previous action, thahe issue was actuallyigated, and thaPlaintiff had a “full and fair
opportunity tditigate.” SeeDkt. No., 313-25Ex. FF at2. Plaintiff's argument thatollateral
estoppel does not appgbecause the priority date determinatioBlue Coat Systemgas not
essential tahe final jJudgment lacks meritt is of no consequence that the determination did no
affect the jury’s validity finding, given that the determination was madewailg a bench trial at
which the priority date for the ‘844 Patent was one of five issues decided. The fpladibriefs,
and elicited testimony from witnesses at trial. The Court issued seventeegdintifact related
to the priority date, and concluded that Plaintiff “failed to show that it was diligeatiucing to
practice the imention of the '844 Patent.Id. at 46. Moreover, the Cous’final judgment
explicitly relied on the bench trial determinatioBeeDkt. No. 332, Ex. UU.

Based on this evidence, the Court GRANTS Defendants’ summary judgment motion,
finding thatPlaintiff is precluded from arguing an earlier date applies.

2. The '633 and '822 Patents

Defendantsnovefor summary judgment as to threvention dates for the '633 and '822
Patents Plaintiff alleges diligence between thkkeged conception, January 29, 1997, and when
was reduced to practice, May 17, 2000. Dkt. No. 313-24 atPd&ntiffs have identified
disputed material factegardingconception and diligence for these pateiasntifying expert
testimony as well as testimofripm other inventors as evidence of diligen&eeDkt. No. 321-31
at 3334. Accordingly, Defendants’ motion as to the invention date of these patents iIEDENI

J. The '633 Patent: Anticipation

Defendants contend that once the Court assigns the proper invention date to the '633
Patent, “there is no dispute of material fact that Ji . . . anticipates clainB&4dusehe Court
denies Defendants’ motion as to the '633 Patent’s inventionit & ENIES Defendants’ motion

as to anticipatioms well
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K. The '086 Patent: Priority Date
The '086 Patent states that it is a continuation of U.S. Patent No. 7,613,926, (“the '926

Patent), which is a continuation of U.S. Patent No. 7,058,822, which is continuiatipart of
U.S. Patent No. 6,804,780, which is a continuation of application No. 08/964,388 (now U.S.
Patent No. No. 6,092,194, or the '194 Patent) filed on November 6, B¥¥086 Patent.
Defendants contend that the '086 Patent is not entitled to claim priority to the NaovE®SGe
date for the 388 application, because the 388 application does not include anyceetertre
“transport protocol transmissiolements of laims 17 and 24 of the '086 Patent.

Plaintiff relies on a recent United States Patent & Trademark Office decision which,
according to Plaintiffrejects Defendants’ argumenthat decision held that the '926 Patent
claims priority to the '388 application, and includes a similar limitation requiringrtngsn to a
destnation computer via “a transport protocol transmissiddeeDkt. No. 321, Ex. 39 at 3-11.
The Court finds that the relationship between the patents is a question of fact inapgfopri
summary judgment. Defendants’ motiasto theé086 Patent’s pority dateis DENIED.

L. Plaintiff’'s Cross Motion for Summary Judgment

The Court DENIES Plaintiff's cross motion for summary judgment for failuetoply
with the Court’s standing orderParties are limited to filing one motion for summary judgment.
Any party wishing to exceed this limit must request leav€adrt and must show good cause.”
V. CONCLUSION

For the foregoing reasons, the CA@BRANTS IN PART andDENIES IN PART each
party’s motion for summary judgment. In light of this order, the Court also DENiE®at the
parties’ first set of dispositive motions, Dkt. Nos. 223, 228, as well as all relateoistdmive
motions to file under seal, Dkt. Nos. 221, 226, 242, 250, 257, 262.

IT IS SO ORDERED.

Dated: 4/12/2011

HAYWOOD S. GILLIAM, JR.
United States District Judge
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