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INTRODUCTION

This is a claim for trademark mfﬂngément and unfair competition brought by Plaintiff,

Helio LLC ("HELIO") against Defendént Pélm Inc. (“PALM”). This dispute arises from
Defendant’s recent use of a slogan that is Lonfusmgly similar to Plaintiff 's DON'T CALLIT A
PHONE™ trademark, slogan and bra%nd, \.Jhich Plaintiff has been heavily advertising and
promoting nationwide over the past six mo?nths.

Plaintiff is a relatively smail and nevni' company (founded in early 2005) that markets
land sells mobile media devices and services. Plaintiff's hand-held devices incorporate,
among other things, telephone, musié, video, Internet and now GPS capabilities. In May of
this year, Plaintiff launched its first anid onliy marketing campaign which prominently uses the
DON'T CALL IT APHONE™ and DdN’T ¢ALL US A PHONE COMPANY™ siogans and
positioning with respect to its HELIO brandi. The marketing campaign has been well-
received by the public and the mediajand lLas been very successful. Plaintiff's slogans and
positioning propositions have become recagnizable components of the HELIO brand.

In reaction to Plaintiff 's success, Defendant, a much older, larger and better
capitalized company than Plaintiff, recently launched a $25 million holiday advertising
campaign for its competitive mobile media |devices and service using the confusingly similar
NOT JUST A CELL PHONE slogan. |[One of Defendant’s executives has acknowledged the
similarity of the positioning of Defendant’s advertising campaign to Plaintiff's. This
acknowledgment reveals a deliberate attempt to trade on the goodwill and recognition that
Plaintiff has established with consumers over the past six months. Defendant’s advertising

blitz during the critical holiday period is designed to confuse consumers as to the source of

Pefendant’s products and services and to suggest some affiliation or sponsorship between
Plaintiff and Defendant where there is noné. The media has already begun reporting on the
similarity of the advertising campaigns and positioning less than two days after Defendant
launched its campaign in December of this year. Because of the timing of Defendant’s
advertising campaign in the middle of the crucial holiday buying season, when Plaintiff was

expecting to increase its 2006 subscriber bfase by 33%, and the obvious willfulness of
1
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Defendant’s actions, Plaintiff has ﬁIeL this|lawsuit for immediate equitable relief and for

damages.

! THL PARTIES

1. Plaintiff, Helio LLC, is # California-based company that provides wireless
communication products and network sen}ices to consumers. Plaintiff combines wireless
telephone, audio, video, data and In{ernet‘ innovation with noteworthy service and support to
deliver a breakthrough mobile experi!enceffor consumers. Plaintiff is a mobile virtual
network operator (‘“MVNO”) that proiides Lviretess services under its own brand name.
Plaintiff procures these wireless seryices Trom large network providers such as Sprint and
Verizon Wireless. rT !

2. Plaintiff is a Delaware limited fiability company having a principal place of
business at 10960 Wilshire Blvd., SLLte 700, Los Angeles, CA 80024.

3. Defendant, Palm, Inc.,|is a Delaware comporation, and has its principal place of

business at 950 W. Maude Ave., Suhnyvale, CA 94085. Defendant describes itself as a

market leader in providing smartpho‘ es, handhelds, software and accessory solutions.
Defendant is responsibie for selling such crroducts as the Treo smartphones.

JURISDICTION AND VENUE

4, Subject matter jurisdiction is proper in this court because this is an action for
trademark infringement and unfair chp:Lition arising under the laws of the United States,
15 U.S.C. §§ 1051 et seq. This courl has‘ jurisdiction over this action pursuant to 28 U.S.C.
§ 1331 and 28 U.S.C. § 1338(a).

5. This Court has supple#ent#l jurisdiction over the state and common law
claims pursuant to 28 U.S.C. § 1367 and 28 U.S.C. § 1338(b).

6. This Court has personLI le’ILdICtIOﬂ over Defendant because it is
headquartered and conducts business in ’L e State of California and within this District,

including the advertising and sale o ts products.

2
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7. Venue is proper in this distrift under 28 U.S.C. §§ 1391(b) and 1391(c)
because a substantial part of the events giving rise to the claims occurred in this District,
Defendant offers products for sale and se&!s its products in this District.
FACTS
8. Plaintiff owns federal trademark applications for the trademarks DON'T CALL

ITAPHONE™, U.S. Ser. Nos. 78745805 78735810 and 78735812 and DON'T CALL US A

PHONE COMPANY™, U.S. Ser. NcTs 735814, 78735817 and 78735819 for use with
computer software programs, communication services, and audio-video broadcasting via
wireless communication networks, a!mond other things (collectively the DON'T CALL IT A
PHONE™ marks). The app!icationj were filed on October 18, 2005 under 15 U.S.C.
§1051(b) and the date of first use in corrjneroe was on May 2, 2006. A Notice of Allowance
has been issued for Application SerJ Nos. ‘ 78735805 and 78735812, Statements of Use are
being filed with the United States Pjtent Trademark office this week.

9. Plaintiif launched its natloni media campaign featuring the DON'T CALLIT A
PHONE™ marks in the Spring of 2d06 élnce that time, Plaintiff has consistently used the
DON'T CALL IT APHONE™ marks‘in th? HELIO-branded marketing, advertising, sale, and
distribution of their mobile media deyices :?and services throughout the United States.

10. On May 2, 2006, HelicJ Iaun%:hed its branding campaign: DON'T CALL IT A
PHONE™ and DON'T CALLUS A PHONE COMPANY ™ The message embodied in this

initial advertising push was featured on tl‘Je internet sites MySpace.com and Yahoo.com.

Later the campaign was broadened ‘to mdlude more traditional media such as magazines,
newspapers, radio and television. ‘ ‘

11.  As part of its national marketing campaign, Plaintiff runs a series of television
advertisements prominently featurinig the}DON’T CALL IT APHONE™ marks. National
CALT_ IT APHONE™ brand have appeared on MTV,

ADULT SWIM (Cartoon Network), Spike TV, VH-1, Comedy Central, BET, E! and ESPN.
These television commercials include “Meet The Parents” are currently available to be seen

on the Internet on YOU TURBE.
3
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12.  All of these commercials usé Plaintiffs DON'T CALL IT A PHONE™ marks

and have been broadcast numerousitimes over various network, cable, and television
stations and are also played repeatedly b]' users on the Internet. In addition to broadcast
advertisements, Plaintiff has also us%d its DON'T CALL IT A PHONE™ marks in printed
advertisements such as billboards, news 'j pers and magazines. For example, ads
featuring the DON'T CALL IT A PH(]NE'T

publications: LUCKY magazine, ROIP_IN('T‘ STONE magazine, SPIN magazine, DETAILS
magazine, ENTERTAINMENT WEEKLY magazine, GQ magazine, BLENDER magazine,

' brand have appeared in the following

and WIRED magazine. In every one of these magazines, the HELIO ad featuring the
DON'T CALL IT A PHONE™ slogan appﬁam on page 1 through 4 or the back cover.

13.  Additionally, the DON'T CAl;L IT APHONE™ brand has been featured online
in campaigns on AOL, CNET, IDG EllnterteL;inment, MSN.COM, MTV.COM and
PLANETOUT, among others. ‘

14.  Plaintiff's mobile devices and service are offered for sale at thousands of retail
establishments located throughout tl!'ne coli.mtry, and Plaintiff has also opened up branded
retail locations that prominently disp{ay thTa DON'T CALL IT A PHONE™ marks in Santa
Monica, San Diego and Palo Alto, Ci‘aliforrj]ia and Denver, Colorado which is opening the
week of December 18th, 2006. Futd:re br@anded stores are scheduled for opening in New
York, Miami, Chicago, Boston, Dallas, Seattle and Atlanta.

15.  Plaintiff currently offers the J;Iowing mobile media devices that utilize its
wireless services for sale to consurr*iers, ti'ne KICKFLIP™, the HERO™, and the DRIFT™,

16.  Plaintiff has also sponsoreds;special events that incorporate the DON'T CALL
IT APHONE™ brand. From May to Novimber 2006, numerous parties were held at trendy
bars and clubs in Los Angeles, San ‘Franui(isco, Dallas, Chicago, Boston, Philadelphia,
Washingion DC, New York, Atlanta énd !\j‘liami. Thousands of trendsetters attended these
parties. HELIO brand devices were emoLstrated and cards were distributed that featured

the DON'T CALL IT A PHONE™ slqgan. ‘
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17.  The largest free interneft encyclopedia, Wikipedia, recognizes PLAINTIFF 's
DON'T CALL IT APHONE™ marks as a Ifey identifier for PLAINTIFF.

18. Over 85% of Plaintiﬁ"s‘ HEL}O brand advertising budget is directly spent on
the DONT CALL IT APHONE™ ¢ mpaién. Plaintiff has spent over $30M advertising
dollars to date in 2006. Virtually aIIaLf Plgintiff’s HELIO brand consumer media advertising
features the DON'T CALL IT A PHONE™ islogan.

19.  As a result of Plaintiff's extef:wsive use of its DON'T CALL IT A PHONE™
marks in its national media campaign, Pia‘ntiff has built up valuable recognition among

consumers that associate the DON'T CALL IT A PHONE™ marks with the Plaintiff, and

Plaintiff owns the valuable consumer goochiIl that is associated with the DON'T CALLIT A
PHONE™ marks. | ‘

20. Approximately five mor_lths into the brand campaign, Plaintiff commissioned a
brand equity study of 1,800 individue*!s. Tj\ese individuals were either sampled using an
internet survey (nationally) or interviewed an the Chicago, New York, Los Angeles or San
Francisco markets. Of those individJais siweyed, Sixty-One percent (61 %) correctly
attributed the DON'T CALL IT A PHONE™ branding to the HELIO brand. When asked to
state in their own words what the kequ meslsage is for HELIO devices, the Helio target market
said "it's not just a phone." Forty-Four percent (40%) of the Helio target market responded
this way and Thirty-Seventy percent:(S?%) of the 18-34 year old market alsc responded in
the same way. ‘

21.  Plaintiff's adoption and use of its DON'T CALL IT A PHONE™ brand predates

any use by Defendant of the NOT JUST AL CELL PHONE tag line. On information and
belief, Defendant did not start using the NFT JUST A CELL PHONE tag line until the
December, 2006 holiday shopping season, a full six months after Plaintiff began it's national
media campaign and three years aftFr Derendant began selling its Treo brand of
smartphones. | |

22.  Because of its prior na&ionw‘:de use, Plaintiff has the exclusive right to use the

DON'T CALL IT A PHONE™ marks in coTnmerce in connection with sale of its products and
5 o

COMPLAINT FOR DAMAGES AND INJUNCTIVE RELIEF




© O N O O b W N -

N N N N N N N NN - s a o A aa s o
X N A B W N O W N DU B W N = O

Case 4:06-cv-07754-SBA Docuﬂnent F Filed 12/19/2006 Page 7 of 12

services throughout the United StateL and! in this District and to exclude the use of any
infringing marks that are likely to cause cﬂnfusion among consumers.

23.  Plaintiff has not granted a license, permission, or in any way allowed
Defendant to use the DON'T CALL I‘&‘ A PHONE“‘ marks in connection with its business.

24.  On information and belief, on December 11, 2006, PALM announced that it
was launching a $25 million marketing campaign to promote its smartphones using the
slogan NOT JUST A CELL PHONE.| |

25.  According to Scott Ha cock,. Palm’s director of marketing communications, the
Palm campaign “is the most signiﬁc]_nt [erketing] effort behind Treo to date.”

26. Mr. Hancock also admiitted t*\at Palm’s campaign was strategically designed to
take place during the critical holiday : easa;n, during which Plaintiff expects to increase its
subscriber base by 33%. Mr. Hanco[k alio stated that, “And the holiday is the peak
season. It has reached the price poir'rt for Furchase as a gift."

27.  Mr. Hancock further admitteg the similarity of Palm’s advertising campaign to
the positioning of rival HELIO’s adveL‘tisingJ; campaign.

28. Defendant’s use of the‘advehising slogan NOT JUST A CELL PHONE
infringes on Plaintiff’s rights in its DO:N’T CALL IT APHONE™ trademarks.

29.  Upon information and lgelief, Defendant intends to continue its advertising

campaign and to continue selling dis‘tributing its products to customers using the infringing

advertising slogan.
30. Defendant's advertisin&; can‘&paign and its use of the NOT JUST A CELL
PHONE slogan will cause a likelihood of confusion among consumers as to the affiliation,
connection, association, origin, spoIiorsjip or approval of its products and services with
those of the Plaintiff's. This likelihocﬁd of c{onfusion is further exacerbated by the fact the
Plaintiff provides support for Defendant’s Treo product and had sold them to consumers as

part of Plaintiff's EarthLink Wireless ranJ.

B
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31.  On information and belkef, Diefendant had actual or constructive knowledge of
the existence of Plaintiff's trademarkfs bef?re it adopted and launched its current advertising
campaign using the NOT JUST A CELL PHONE slogan.

32. Defendant’s use of theconf&singly similar sfogan will continue to confuse or to
deceive or to cause mistake among Ithe cdimsuming public causing them to believe that they
are purchasing goods or services w?ich h‘: ve some affiliation, connection, association,
origin, sponsorship or approval with Plainlfﬁ.

33.  Plaintiff has suffered ﬁr!\anci%al damage to its business because of Defendant’s
unlawful conduct, and Defendant wil‘ be tuustIy enriched.

34. Defendant’s actions hjve béen intentional, wiliful, malicious, and in complete
disregard of Plaintiff's rights.

35. Defendant's unlawful Jpndu{ﬁ:t has irreparably harmed Plaintiff, and unless
immediately enjoined, will continue tf) hanln Plaintiff through injury and loss to Plaintiff's

business, reputation and consumer goodwm Plaintiff has no adequate remedy at law to

1 FOUNTI

(Federal Trademark Infringement and Unfair Competition
Section 43(a) of the LJrllham Act, 15 U.S.C. § 1125(a))

redress these injuries.

36. The allegations of the ﬂ')arag aphs above are incorporated herein by reference.

37. The previously alleged acts of Defendant are likely to cause confusion,
mistake or deception among consunLers Qecause purchasers are likely to believe that there
is some affiliation, connection, asso#iatior? origin, sponsorship or approval between
Plaintiff's and Defendant’s goods and services.

38.  The confusion, mistake or cheption referred to herein arises out of
Defendant’s acts of trademark mfr:n‘gemént and unfair competition in violation of section
43(a) of the Lanham Act of 1946, as‘amered 15 U.S.C. § 1125(a).

39.  Plaintiff has suffered damage to its business and reputation because of

Defendant’s unlawful conduct, and ELefenirlant will be unjustly enriched.

7
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40. Defendant's acts were undq‘rtaken wilifully and with the intention of causing

confusion and ham to the Plaintiff. :

41.  Plaintiff has suffered aLd will continue to suffer irreparable harm and, unless
Defendant is immediately enjoined f‘}om cbntinuing these wrongful acts, the damage to
Plaintiff wil! continue.

42.  Plaintiff has no adequate remedy at law.
bOUNT 1]

|
(State Statutory Trader*iark *nfringement and Unfair Competition)

43. The allegations of the Eara%raphs above are incorporated herein by reference.

44. By their acts alleged h

rein,lr‘ Defendant has engaged in trademark
infringement and unfair competition -unde# statutory law of the State of California Business
and Professions Code §§ 14330 et #seq., §14402 et seq. and §17200 et seq.

45.  Plaintiff has suffered amagTe to its business and reputation because of
Defendant’s unlawful conduct, and Defendant will be unjustly enriched.

46. Defendant’s unlawful acts hLave caused confusion, mistake or deception as to
the affiliation, connection, associati#n, oribin, sponsorship or approval between Plaintiff's
and Defendant’s goods and serviceTs. l
47. Defendant’s acts were:1 undertaken willfully and with the intention of causing

confusion and harm to the Plaintiff. ‘

48. Because of DefendanFs acts, Plaintiff has suffered irreparable harm and,

unless Defendant is restrained from‘ continuing its wrongful acts, the irreparable harm will
continue.

49.  Plaintiff has no adequgte re%edy at law.
| COUNT il

(Common Law Trademark infringement and Unfair Competition)

50. The allegations of the para?}raphs above are incorporated herein by reference.

s
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51. By their acts alleged herein, Defendant has engaged in frademark

infringement and unfair competition under the common law.

52.  Plaintiff has suffered dgmagg 1o its business and reputation because of
Defendant’s unlawful conduct, and defendlant will be unjustly enriched.

53. Defendant’s unlawful a*:’(s h#ve caused confusion, mistake or deception as to
the affiliation, connection, assocnatlo? ongfln sponsorship or approval between Plaintiff's
and Defendant’s goods and service

54. Defendant’s acts wer sLndej'taken willfully and with the intention of causing
confusion and harm to the Plaintiff. ‘ ‘

55.  Because of Defendant’&; acté, Plaintiff has suffered irreparable harm and,
unless Defendant is restrained from Fontir}uing its wrongful acts, the irreparable harm will
continue. I I

56.  Plaintiff has no adequate remedy at law.

RIYER FOR RELIEF

WHEREFORE, PLAINTIFF pntays tkat the Court:

A Grant PLAINTIFF a pré;limin:bry and permanent injunction restraining
DEFENDANT, and its agents, servants, ar]d employees from directly or indirectly using the
sfogan NOT JUST A CELL PHONE, or any other mark, word, name, symbol or slogan which
is likely to cause confusion, mistake, or to deceive consumers with respect to PLAINTIFF 's

DON'T CALL IT A PHONE™ marks;

B. Order that DEFENDANT be|required to immediately cease alt infringing
marketing, advertising and promotiohal ca*mpaigns and to withdraw all infringing marketing,
advertising and promational materia! from‘ the market;

C. Order that all advertise"ments, signs, prints, packages, wrappers, in the
possession of DEFENDANT or its a{:]ents bearing the NOT JUST A CELL PHONE slogan or

any other mark, word, name, symboll or sf%gan similar to PLAINTIFF’'s DON'T CALL IT A

PHONE™ marks which is likely to clause L:onfusmn mistake, or to deceive consumers, be

delivered up and destroyed; | ‘
' ' 9
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1 D. Order DEFENDANT to|be rﬁquired to account to PLAINTIFF for any and all
2 || profits derived by DEFENDANT from the sale of their goods and services and for all
3 || damages sustained by PLAINTIFF by reason of said acts of infringement complained of
4 || herein; ‘ ‘
5] E. Order DEFENDANT to]ﬁle w@ith the Court and serve upon PLAINTIFF ’s
6 || counsel within thirty (30) days after #ntw (?f Judgment a report in writing under oath setting
7 {{ forth in detail the manner and form in which DEFENDANT has complied with the
8 || requirements of the Injunction and Order: !
9 F. Award PLAINTIFF corerensLatory damages according to proof;
10 G.  Award PLAINTIFF lntet'est aJnd their costs incurred in this action;
11 H.  Award PLAINTIFF pun‘mve #nd exemplary damages, according to proof;
12 I Award PLAINTIFF rea*sonatjle attorneys fees and enhanced damages; and
13 J. Grant PLAINTIFF such other and further relief as the Court may deem just and
14 || proper. |
15
16 ||Dated: December 18, 2006 E:gﬁ%ﬁg@g%&kﬁg&l—&gT
17
19 ,By: Deborah Bailey-Wells '
Kevin C. Trock
20 Harold H. Davis, Jr.
21 ATTORNEYS FOR PLAINTIFF
- HELIO LLC
23
24
25
26 |
27 |
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Pursuant to Federal Rule of

EMALD FOR JURY TRIAL

ivil Procedure 38 and Civil Local Rule 3-6, PLAINTIFF

hereby demands a jury trial on all issues so triable.
CERTIFICATION OF INTERESTED ENTITIES OR PERSONS
Pursuant to Civil L.R. 3-16, the und

associations of persons, firms, partnership

other entities (i) have

the proceeding, or (ii) have a non-financia

a financial interest in

rsigned certifies that the following listed persons,

s, corporations (including parent corporations) or

the subject matter in controversy or in a party to

interest in that subject matter or in a party that

could be substantially affected by the outcome of this proceeding:

SK Telecom Co., Ltd.

EarthLink, Inc.
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