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MEMORANDUM OF POIN T AND AUTHORITIES

l. INTRODUCTION

Days before the close of fact discovery, Netlist, Inc. (“Netlist”) served amended
infringement contentions seekingdoadruplethe number of patentaims it asserts against
Google Inc. (“Google”) Netlist's attempt to expal the instant case at this late hour is particul
egregious in light of its access to relevant féoés have been available to it for months, if not
years—through Gogle’s document production in ea@®09, through publlg available
information in existence at the outset dgtaction, and even through Netlist's own actual
knowledge of relevant events @s2007. Netlist’s lack ofitigence precludes a showing of goog
cause and therefore warrants denial of its motidoreover, the addition now of six new claims
would itself drastically expand the case andild@rejudice Google. Netlist's delay until the
close of fact discovery compounds that pdége by preventing Google from developing an
invalidity case with respect to these new claims.bdttom, this is precisely the type of “shifting
sands” approach to infringement contentions that this Court’s Patent Local Rules are desig
avoid. O2 Micro Int’l Ltd. v.Monolithic Power Sys., Inc467 F.3d 1355, 136&ed. Cir. 2006)
(quotingAtmel Corp. v. InfoStorage Devices, IndNo. C 95-1987 FMS1998 WL775115, at *2
(N.D. Cal. 1998)).
. STATEMENT OF RELEVANT FACTS

Netlist filed its “Amended Disclosure of Asrted Claims and &fiminary Infringement
Contentions (Patent L.R. 3-1 and 3.2)” (“PICsi)April 2009. At that time, Netlist asserted
claims 1 and 11. The partiesnepleted claim construction briefing for the disputed terms of th
two claims on Septeber 22, 2009, and thiSourt issued itdlarkmanorder on November 12,
2009. Netlist seved its Second Amendedfiingement Contentions ddarch 18, 2010. Google
has objected to Netlist's tardy amendment of its contentions.

Netlistfocusests motion largely on theupposed discovery okw evidence regarding

Advanced Memory Biflers (“AMBSs”), which Netlist accuses as the “logiteement” component.
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Netlist Br. at 6. Netlist, however, has hadailed knowledge of AMBs for years. Netlist
participated in the stafard-setting process for the componevttich was led by Intjjjjjij

N - o+
I - hd aces o publicly availabe

informarion on the sutic
I ' <Ccion, el orginaly propounded

the (publicly available) standard for 4-rank AM&sd developed the logior the AMBs during a

standard-setting process in which Netlist wasative participantjjj|| GG

In contrast to Netlist’s dailed knowledge of AMBSs, Googlas an acquirer of 4-Rank

FBDIMMs and the AMBs theynclude, has dg limited knowledge of th@roducts. For examplg

it is undisputed that @gle does not manuface AMBs. Rather, AMBsre made by component

manufacturers such as IDT and NEC. Netiiaited until just recently to subpoena these
manufacturers. (Ex. 5, Nedtis Amended Notice of SubpoetmIDT dated Mach 15, 2010; Ex.
6, Netlist's Amended Notice of Subpoena to NEEctronics dated March 8, 2010). And Netlis
has not subpoe@®d or sought any digeery from Intel, dspite Intel’'sfoundational role in the
standard-setting process for the 4-Rank FBDIgthdard at the heart of this action.
Google has been forthcamg about its limited knowledgand understanding of the

accused 4-Rank FBDIMMroducts. Moreover, bheeen May and July 2009, Googleroduced

1 All references to “Ex. _" refer to Exhibite the Declaration of Allison Altersohn filed
concurrently herewith. 3
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hundreds of thousas of documents, atuding technical documents datly relevanto Netlist's
present motion. (Ex. 7,tkers confirming produon of GNET000001-002318ated April 13,
2009 (7A); production of GNT002314-046640 dated May 12009 (7B); production of
GNET046641-258308 dated Jub@, 2009 (7C), and productiamf GNET258309-273742 dated

auy 16, 2000170, [

Thedocuments alsmcluded

identifications of IDT and NE as suppliers of AMBGTGTcNGGEEEE -

keeping with its ongoing duty arl response to specific documeatuests made by Netlist in

December 2009, Google produced additional docwsriarebruary and March of 2010, but thg
documents do not relate to the technical operation of AMBS.
1. ARGUMENT

This Court’s Patent Local Rules “are desigtedequire parties to gstallize their theorieg
of the case early in the litigation and to adherthtse theories once they have been disclosed
CBS Interactive, Inc. v. Etilize, In@57 F.R.D. 195, 20(N.D. Cal. 2009) (citation and quotatiof
marks omitted). A party may amend its infringerneontentions “only byrder of the Court
upon a timely showing ajood cause.” Pat¢L.R. 3-6. ®od cause existsly if the moving
party has been diligent and the non-nmgvparty is not unduly prejudicedd.; see also CBS
Interactive 257 F.R.D. at 201The party seeking to amend its infringement contentions bearg
burden of establishing its diligenc€BS Interactive257 F.R.D. at 201.

A. Netlist Has Failed To Demonstrate GoodCause For Amending Its Disclosure

Of Asserted Claims
Netlist has not carried its burden to estdbthe requisite diligence for amending its

infringement contentions. Netlist had at least nine months, beginning from the CMC on Jar
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28, 2009 and including at leasto months after production ofd8gle’s technicatlocuments, to
take third-party discovery and to depose Google’s technical staff in advanceMariiraan
hearing. $eeEx. 7 (showing Ex. 8 and EQ were produced no latdran June 102009)). In
other words, Netlist had inforrtian related to these claims “mdstbefore it filed its current
motion.” Monolithic Power Sys., Inc. v. O2 Micro Int'l LidNo. C 08-0456TCW, 2009 WL
3353306, at *2 (N.D. Cal. @cl6, 2009). In factGoogle’s sizedb document production, which
Netlist admits inakded “hundreds dhousands of pagégNetlist Br. at 4) occurred mainly
between May and July of 2009. (Ex. 7). If Netlist ever had a basis to amend its infringeme
contentions, the appropriate time was thene pitoduction was certainly not so large as to
preclude review in a reasalle period of time. By waiting esg@lly until the close of discovery
Netlist did not act diligently and therefore hag shown good cause to amend its infringement
contentions to add six new claimSee Monolithic Power Sy2009 WL 3353306at *2.

Netlist primarily seeks to justify its late mofti by attempting to shift the responsibility fg
its delay to Google. But it veaNetlist that waited uih after the Court had issued its Order on
Claim Construction to even begin pursuing imeat the deposition testimony it now seeks to 1
on. Tellingly, Netlist gives noeason for this delay.

Instead, Netlist points to Google’s responsedisoovery requests in which Google statg
that it lackedsufficient knowledge toespond. Netlist Br. at 4. B@Google’s lackof knowledge
undermines rather than advances Netlist'stipps Google had (andontinues to have)
insufficient knowlelge because it neithdesigned nor mana€tured the components at issue—

AMBSs, which are being acsed as the “logic element” ofettasserted claim il

I \ctist had everreason and opportunity to see

discovery from these third parties earlier in thse, and it certainly had no reason to wait until

after the Court'Markmanorder to take third party discovery or to pursue in earnest the

deposition oMr. Sprinkle.
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Netlist simply cannot make a credible casdibfience here. All of the dependent claimj
Netlist now seeks to add relatethe “logic elerent”"—and thuso AMBs—and information that
Netlist was aware of well befothis lawsuit was filed. Netlistould have conducted third-party
discovery, on precisely ¢hissues that Netlist now claims &newly discovered,” months ago an
even in advance of thdarkmanhearing. Well before thistigation began, el propounded the

(publicly available) standard for 4-rank AMBRad developed the logic for the AMBs during a

standard-setting process in which Netlist wasative participantjjj|| GG

Netlist plainly knew that el played a central role in the creation of the

specifation for AMBS itis now accusin

Based on its

intimate pre-litigation knowledgé\etlist could have subpoenaeddiat any poihduring this

litigation. Yet, surprisingl, Netlist did not timely seek discoveoy Intel and, to this day, still hag

not sought discoveriyom Intel.
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Yet Netlist waitecuntil the 11th hour to subpoena IDT and NEC,

another AMB manufacter. (Ex. 5, Netlist's Amended Nioe of Subpoena to IDT dated March
15, 2010; Ex. 6, Ne#it's Amended Notice ofibpoena to NEC Eleanics dated Mah 8, 2010).

of, or from Intel, who originated the techagy in the AMB, orfrom Google, cannot be

considered diligent. Netlist’s glaring lack of diligenis fatal to its attenippo add claims at the
close of fact discoverySee Network Appliance Ine. Sun Microsystems InéNos. C-07-06053
EDL, C-07-05488 EDL2009 WL 2761924, at *8N.D. Cal. Aug. 312009) (denying amendmerj

of contentions where patentee kneinnecessary third-party discovery “from the beginning of i

case” but waited to paue discovery).
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Netlist suggests that its delayay be reasonable in partdagise it replaced its litigation
counsel during the coursé this case. However, Netlist'stemtion of new cousel during this
litigation does not eliminate its obligation to act diligent{yf. Berger v. Rossignol Ski Cdlo. C
05-02523 CRB, 2006 WL 1095914, at *4 (N.D. Ggbr. 25, 2006) (finding that “the addition of
co-counsel is not goathuse”). Moreover, adetlist notes, its @sent counsel assumed
responsibilities in this cag®ior to claim construction briefing. Netlist Br. at 4. In fact, Netlist
admitted in its motion that it had access tovate Google documents prior to Netlist’'s counsel
appearing in this case, which occurred on 2ily2009. Netlist Brief at 4. Thus, Netlist and its
new counsel had no reasonable basis for waltirmmend its infringement contentions until the
close of factiscovery.

Netlist’s failure to pursue dcovery diligently weighs strongly against a finding of good
cause and, thus, is alone sufficient to deny the motion at issue.

B. Adding Six New Claims Would Severely Prejudice Google

Netlist’s present motion would cause unguejudice to Google. Netlist seeks to
introducesix new claims into a lawsuit in whidt had previously asserted orlyo claims. The
proposed expansion—quadrupling the numbelams at issue—would require extensive
additional discovery and a new round of claim cartdion briefing. Moreover, Netlist's delay ir
asserting these claims has praeenGoogle from even attemptingdevelop an invalidity defens
with respect to these claims.

First, Google bears the burden with respedssues of invalidity. By waiting until the
close of fact discovery to raise this issue, Netlas effectively foreclosed any realistic chance
Google to search for relevant priaxt and, hence, to develop iamalidity defense with respect to
six new claims. As a result, Netlist's motion would require a significant extension of fact
discovery and a great deal of additional expens&amgle “to redo its prior art search with the
various dependent claims in mindSee Comcast Cable Comm’ns Corp. v. Finisar Go¥p. C

06-04206 WHA, 2007 WL 716131, at *1 (N.D. C2007). The introduction of six additional
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claims would also require extensive new discoverya host of other areas as well. Until now,
Google has not had any reagorpursue discovery regarding Netlist’s alleged invention,

conception, and reduction to praetiof the subject matter in thgseviously unassed claims.

U7

Nor has Google had discovery regjag the adequacy of Netlist’'ssilosures relative to its dutie
of candor and disclosure ugridthe Rules of Practice Patent Cases, 37 CR.1.56. Maoeover, at
the very least, Google would require discovayarding Netlist’s practice of its own patents and
the way it reads its own claim language for purposes of claim construction, infringement angd
damages, and regarding invalidity based on priorotions for leave to amend have been and
are properly denied in sas where fact discoveiyclosed, or even wheonly a few months of
discovery still remainedSee Sun Microsystems, IncNetwork Appliance, IncNo. C-07-05488
EDL, 2009 WL 508448, atl (N.D. Cal. Feb27, 2009) (finding prejudial delay where “only
two months remain[ed] for discovery”).

Second, it would be highly prejudicial to introduce six new claims four months after this
Court'sMarkmanorder and nearly a yearaf the parties exchanged disputed claim terms. Each
of the new claims raisafistinct claim onstruction issues that wia require a new round of
briefing, to be followed by an extended perafdliscovery—imposing upon Google additional
delay, attorney time and feesdapotentially expert #s. Without waiving any issue as to the

construction of these claims, Gdegotes that, at the very léathe terms “application-specific

integrated circuit” and “custom-designed semiconductor device” require construction in claims 5

and 7, respectively. Not only ke scope of these terms subjecinterpretation, but neither
claim makes clear whether the “applicatspecific circuit” or the “custom-designed
semiconductor device” plays any role in carrying founctionality recited for the logic element of
claim 1. In fact, both claims assilent on this point. Similassues exist for the other claims
Netlist now seeks to inject into this case.e3é claim construction issues, alone, establish the
prejudice of quadrupling the numbof asserted clainet this late date. Where the case has

progressed past claim constroctibriefing, past issuance ofarkmanorder, to the close of fact
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discovery, denial of leave to amend is in ordel.
V. CONCLUSION

Netlist's proposed addition of six claims wouldastically alter the scope of this lawsuit,
which fact discovery is now closedNetlist has not shawgood cause to addee claims and, in
fact, it did not diligently pursue its presedims. Moreover, Google would suffer undue
prejudice upon the introdtion of these claims because isht had any oppamity to develop
invalidity positions or pursue fact discovery ofth& bearing on validity and enforceability of
those claims. Google also subsrihat Netlist's motion can be denied on the briefs and that n
hearing is necessary. Accordingly, Google repkyg requests that the Court deny Netlist's
motion for leave to amend its infringement contentimnassert six additiohalaims at this late

date.

DATED: April 13, 2010 KING & SPALDING LLP

By: _/s/Scott TWeingaertner
Scott T. Weingaertnd€pro hac vice

Attorneys for Plaintiff
GOOGLE INC.
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| hereby certify that a true drcorrect copy of thRedacted Copy of Plaiiff Google Inc.’s
Opposition to Defendant Netlist Inc.’s Motion for Leave to Amend Infringement Contentions

(Patent L.R. 3-1 and 346 being served by elgohic mail upon the folleing counsebf record

on this 13th dgof April, 2010.

PRUETZ LAW GROUP LLP

Adrian M. PruetaBar No. CA 118215)
Email: ampruetz@pruetzlaw.com
Erica J. PruetgBar No. CA 227712)
Email: ejpruetz@pruetzlaw.com

200 N. SepulvedBlvd., Suite 1525

El Segundo, CA 90245

Telephone: (310) 765-7650
Facsimile: (310) 765-7641

LEE TRAN & LIANG APLC

Enoch H. Liang (Br No. CA 212324)
Email: ehl@ltlcounsel.com

Steven R. HansgiBar No. CA 198401)
Email: srh@ltlcounsel.com

Edward S. QuoiiBar No. CA 214197)
Email: eg@Itlcounsel.com

601 S. Figuero&treet, Suite 4025
Los Angeles, CA 90017

Telephone: (213) 612-3737
Facsimile: (213) 612-3773

DATED: April 13, 2010

CERTIFICATE OF SERVICE

KING & SPALDING LLP

By: _/s/Leo Spooner llI
Leo Spooner Il

Attorneys for Plaintiff
GOOGLE INC.
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