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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

SPEEDTRACK, INC.,
Plaintiff,

V.

AMAZON.COM, INC.; BARNES &
NOBLE BOOKSELLERS, INC.; J &R
ELECTRONICS, INC.; DELL, INC.; BEST
BUY CO.; BESTBUY.COM, LLC;
SYSTEMAX, INC.; NA TECH DIRECT,
INC.; POCAHONTAS CORP.; SYX
NORTH AMERICAN TECH HOLDINGS
LLC; NA TECH COMPUTER SUPPLIES
INC.; OFFICEMAX, INC.; MACY'S, INC,;
MACYS.COM, LLC; OVERSTOCK.COM,
INC.; RECREATIONAL EQUIPMENT,
INC.; EVINE LIVE, INC.; B&H FOTO &
ELECTRONICS CORP.; HEWLETT-
PACKARD CO.; RETAIL
CONVERGENCE.COM, LP DBA
SMARTBARGAINS.COM,

Defendants.

Case No. 09-cv-04479-JSW

ORDER GRANTING IN PART AND
DENYING IN PART SPEEDTRACK'S
MOTION FOR PARTIAL SUMMARY
JUDGMENT

Re: Dkt. No. 268

Now before the Court is the motion filed phaintiff SpeedTrack, Inc. (“SpeedTrack” or

“Plaintiff”) for partial summary judgment. Spee@tCk contends it is nqrecluded by collateral

estoppel or prosecution histaggtoppel from asserting its infringement claims. Having

considered the parties’ papers, relevant legtaaity, and the reord in this case, the Court

HEREBY GRANTS IN PART and DENIESN PART SpeedTrack’s motion.

BACKGROUND

On September 23, 2009, SpeedTrack brought thisrafor infringement of U.S. Patent

No. 5,544,360 (“the 360 Patent”). SpeedTraclkes@d Amended Complaint, fled November 1
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2017, asserts claims against: Amazon.com, Inc.; Barnes & Noble Booksellérs] &&
Electronics, Inc.; Dell Inc.; B# Buy Co.; BestBuy.com, LLC; Systemax, Inc.; Officemax, Inc.;
Macy’s, Inc.; Macys.com, LL& Overstock.com, Inc.; Recreational Equipment, Inc.; EVINE
Live, Inc3; B&H Foto & Electronics Cmp.; Hewlett-Packard CoRetail Convergence.com, LP
dba Smartbargains.cdpand Systemax, Inc. subsidiaries, NA Tech Direct, Inc.; Pocahontas
Corp.; SYX North American Tech. Holdings LLC; and NA Tech Computer Supplies Inc.
(collectively “Defendants”). SeeDkt. Nos. 280, 283, Stipulation and Second Amended
Complaint.)

The '360 Patent is directed at the problem in prior art data storage systems in which
search terms, possibly mistyped or misspelled, cfaulldo yield results. SpeedTrack has assertg
infringement of three independent claims—tmethod claims (Claims 1 and 20) and one syster
claim (Claim 15)—arising from Def@lants’ Internet retail websitesn general, the claims
require three components: (1) a “category deongable,” (2) a “file information directory,”
and (3) a “search filter.” Se€360 Patent, Claims 1, 20.) &Hcategory description table”
contains “category descriptions,” each corsipig a “descriptive name,” and having “no
hierarchical relationship with sh list or each other.”See id.Claim 1.) The “file information
directory” comprises entries cegponding to stored files, whezach entry has “a unique file
identifier for the corresponding file, and a setafegory descriptions selected from the category

descriptions table.” See id). Finally, the “search filter” allowthe user to access the stored files

ser

d

=)

with a set category descriptions, wherein eaclsspiaranteed to have at least one matching entry

in the file information directory. See id. In other words, the claied invention is a method and

! The original named defendants, Barnesandnoble.com, LLC and Barnesandnoble.con

were corrected to Barnes & Noble Booksellers, IrfgeeDkt. No. 237.)

2 The original named defendant, Macys.ctmg,, was corrected to Macys.com, LLCSeg
Dkt. No. 236.)

3 The original named defendant, Value 9isinternational, Inc. dba ShopNBC.com, was
corrected to EVINE Live, Inc. SeeDkt. No. 235.)

4 The original named defendant, Ret@adnvergence, Inc. was corrected to Retail
Convergence.com, LPSéeDkt. No. 249.)

N, In
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system for accessing stored files, in whibe user can only search for terme.,(category
descriptions) that have beessaciated with existing files.€., entries in the file information
directory). Gee id.

SpeedTrack now moves for partial summadgment on two affirmative defenses:
collateral estoppel and prosecution history estoppel. The Caliragldress additional facts as
necessary in the remainder of this Order.

ANALYSIS
A. Legal Standard.

“A party may move for sumary judgment, identifying eaatlaim or defense . . . on
which summary judgment is sought.” Fed. Rv.@&. 56(a). A principal purpose of the summary
judgment procedure is to identify adidpose of factually unsupported clainGelotex Corp. v.

Catrett 477 U.S. 317, 323-24 (1986%ummary judgment, or p&at summary judgment, is

proper “if the movant shows that there is no gendispute as to any material fact and the movant

is entitled to judgment as a matter of law.”dFR. Civ. P. 56(a). “In considering a motion for
summary judgment, the court may not weigh thidewce or make credibility determinations, and
is required to draw all infences in a light most favorgto the non-moving party.Freeman v.
Arpaio, 125 F.3d 732, 735 (9th Cir. 199@progated on other grounds by Shakur v. Schib}
F.3d 878, 884-85 (9th Cir. 2008).

The party moving for summary judgment betes initial burden of identifying those

portions of the pleadings, discoyeand affidavits that demonsteathe absence of a genuine issue

of material fact.Celotex 477 U.S. at 323%ee alsd~ed. R. Civ. P. 56(c). An issue of fact is
“genuine” only if there is sufficient evidenbar a reasonable fact finder to find for the non-
moving party. Anderson v. Liberty Lobby, Inel77 U.S. 242, 248-49 (1986). A fact is “material’
if it may affect the outcome of the cadd. at 248. If the party moving for summary judgment
does not have the ultimate burden of persuasitnagtthat party must produce evidence which
either negates an essential element of the non-moving party’s claims or that party must show

the non-moving party does not have enough evidenaa eksential element to carry its ultimate

the



United States District Court
Northern District of Califorra

© 00 N oo o b~ w N P

N N N N DN DN DN NN R R R R R R R R R
0o ~N o 00~ W N PP O © 00w ~N o o M W N B O

burden of persuasion at triaNissan Fire & Marine Ins. Co. v. Fritz Co210 F.3d 1099, 1102
(9th Cir. 2000).

Once the moving party meets its initial burdéa® non-moving party must “identify with
reasonable particularity the evidertbat precludes summary judgmenkeenan v. Allan91
F.3d 1275, 1279 (9th Cir. 1996) (quotiRgchards v. Combined Ins. C&5 F.3d 247, 251 (7th
Cir. 1995). Itis not th€ourt’s task “to scour theecord in search of g@enuine issue of triable
fact.” 1d.; see alsd~ed. R. Civ. P. 56(c)(3) (“Tehcourt need consider only the cited materials, bl
it may consider other materials in the recordIf)the non-moving party fails to point to evidence
precluding summary judgment, theoving party is entitled to judgment as a matter of law.

Celotex 477 U.S. at 323.

B. The Court Grants in Part and Denies in Pat the Motion with Respect to Collateral
Estoppel.

SpeedTrack argues that it is not prectlidg collateral estoppel from asserting
infringement, literally or under the doctrineexfuivalents. Regional circuit law governs general
collateral estoppel principle#Aspex Eyewear, Inc. v. Zenni Optical |n&l3 F.3d 1377, 1380
(Fed. Cir. 2013). The Ninth Circuit’s prereqtes for offensive non-mutual collateral estoppel

are whether:

(1) there was a full and fair opporitynto litigate the identical issue
in the prior action; (2) the issue was actually litigated in the prior
action; (3) the issue was decided in a final judgment; and (4) the
party against whom collateral estoppel is asserted was a party or in
privity with a partyin the prior action.
Collins v. D.R. Horton, In¢505 F.3d 874, 882 n.8 (9th Cir. 2007) (quotByyerson v. IBM472

F.3d 1072, 1078 (9th Cir. 2007)).

1. The Prior Law Suits.

SpeedTrack asserted the 360 IRata two prior suits againslifferent defendants. In the
first action, SpeedTrack sued Walmart.com UBAC (“Walmart”) for infringement based on
Walmart's retail websiteSpeedTrack, Inc. v. Wal-Mart Stores, |r®008 U.S. Dist. LEXIS
120644 (N.D. Cal. June 19, 2008). Specifically, Speack alleged infringement of independent

claims 1 and 20, and dependent claims 2—4, 7, 11-14, and 21, all of which are methoddlaims.

4
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at *5. Endeca Technologies, I{tEndeca”) intervened as the company that had provided
Walmart the software at issuéd. at *3—4. Among other term#)e court construed “category
description,” as used in bothdependent claims 1 and 20, tean “information that includes a
name that is desctipe of something about a stored fileld. at *46.

The parties later raised new arguments, Wwisgused the court to request additional
briefing on a revised constructiontbie term “category descriptionSpeedTrack, Inc. v. Wal-
Mart Stores, InG.2012 WL 581338, at *7 (N.D. Cal. Feb. 2D12). SpeedTrack argued that the
term should to be construed to mean “informathaat is descriptive adomething about a stored
file,” while defendants advocatéadr the original constructionld. The core dispute was “whethef
‘category description,’” as us@tdthe claim language, requireaformation’ that contains an
alphabetic descriptive name, or&ther it requires ‘informatiorthat may include an alphabetic
descriptive name or moeric identifiers.”” Id. The court held thatstearlier construction of
“category description” was correend within that construction,“aame that is descriptive of
something about a stored file” recpd a solely alphabetic namé&d. at *7—8. The parties did not
dispute that Endeca’s “file information diregtbhad only numerical identifiers, rather than
alphabetic namedd. at *10. Accordingly, the court gnted summary judgment of non-
infringement, because Endeca’s system couldna#t the “category description” limitatiomd.

The Federal Circuit affirmed the distrimburt’s grant of non-infringement, and its
construction of “category description” as “information that includes a name that is descriptive
something about a stored file,” where “naiees used in the claim language, requires
‘information’ that must include, but is not litad to, a description in alphabetic form.”
SpeedTrack, Inc. v. Endeca Techs,,I624 Fed. App’x 651, 656-57 (Fed. Cir. 2013).

In the second action, SpeedTrack sued a difteset of defendants, all of whom used
Endeca’s systemSpeedTrack, Inc. v. Office Depot, L2014 WL 1813292, at *1-2 (N.D. Cal.
May 6, 2014). The court held that SpeedTraakfsngement claims under the doctrine of
equivalents were not barred by edral estoppel, because the issas never actually litigated in
Wal-Mart Id. at *7. The court still granted defendginnotion for summary judgment, however,

as it found SpeedTrack’s infringement claims béirepart by res judicata, and in whole by the
5

of



United States District Court
Northern District of Califorra

© 00 N oo o b~ w N P

N N N N DN DN DN NN R R R R R R R R R
0o ~N o 00~ W N PP O © 00w ~N o o M W N B O

Kesslerdoctrine. Id. at *9. The Federal Circuit affirmed solely on the basis oKibkesler

doctrine. SpeedTrack, Inc. v. Office Depot, In£91 F.3d 1317 (Fed. Cir. 2015).

2. The Previously Asserted Claims (Claims 1, 2, 7, 11, 20, 21).

a. Literal Infringement.

SpeedTrack argues that, as a matter of lai,not barred by coltaral estoppel under the
Federal Circuit decision’s iBrain Life, LLC v. Elekta In¢.746 F.3d 1045 (Fed. Cir. 2014),
because Defendants do not use Endeca’s system that was at issue in the priorlaw suits.

In Brain Life, the court addressed whether a first, sarought by Brain Life’s predecessor,
MIDCO, collaterally estopped Brain Life fronsserting infringement of the same patent in a
second suit. MIDCO had previously assertedngiement based on three of Elekta’s products.
Id. at 1049-50. The method claims were dismissed fwitrial, but the sstem claims proceeded
through trial and the jury found Eleks products were infringingld. at 1050. The Federal
Circuit, however, reversed the juvgrdict, and the digtt court entered final judgment in favor of
Elekta. Id. In the subsequent suit, Brain Life prasserted the method claims, based on new
iterations of the same three prothjglus a fourth product thEtekta had acquired after final
judgment. Id. at 1049-51. Although Brain Life did notsast the system claims, the Federal
Circuit addressed, in dicta, whet collateral estoppelould have applied. The court concluded
that Brain Life was barred from assertin§rimgement based on new iterations of the three
previously-litigated products, because the district court foundeteiterations “not materially
different” from the originals.d. at 1055, 1058. In contrast, “[wlé similarities between [the
fourth product] and the products actually litige@tmay [have meant] that certain questions
regarding infringement of the system clainffeetively may [have been] foregone conclusions,”
the court found those claims were “not barredtbg court’s] case lawpplying issue preclusion
to previously challenged products which have not been materially altdcecat 1055.

Here, SpeedTrack argues thBréin Life shows][] the similarities and differences betweer

Defendants’ systems and the Endeca systemrateviant to the issuaf collateral estoppel,”

> The parties do not dispute that Defendan¢saudifferent system. (Motion Ex. 14, July 21

2017 Case Management Conference at 14:17-18.)
6
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because Defendants’ systems wagger at issue in the prior litigations. (Motion at 8:14-22.)
While the Federal Circuit did find Elekta’s fahrproduct “was never &sue in the MIDCO
litigation,” it did not go sdar as to state thainyproduct not at issue & prior litigation is
immune to collateral estoppel. tRar, the court held that Elekddourth product was not barred
by “case law applying issue preclusimnpreviously challenged produatdich have not been
materially altered. Brain Life, 746 F.3d at 1055 (emphasis added). Indeed, the court found
collateral estoppel did apptg new versions of Elekta’s oldproducts, because the new versiong
were ‘not materially differeritfrom those at issue in the MIDCO litigatiomd. at 1055, 1058.
SpeedTrack advocates for an analysis thaidspendent of whether a product is “materially
different” from those actually igated. This Court is ngtersuaded that the holdingBmain Life
warrants such a broad approadihether collateral estoppel digs to Defendants’ non-Endeca
systems depends, in part, on whether those sgsteat‘materially different” from the Endeca
system.

SpeedTrack’s broad interpretation is alsatcary to the Federal Circuit’s related
jurisprudence in claim preclusion and tesslerdoctrine. “For claim preakion in a patent case,
an accused infringer must show that the aatyseduct or process in the second suit is
‘essentially the same’ as the accused product or gsanehe first suit. ‘Colorable changes in an
infringing device or changes unrelated to thathtons in the claim ofhe patent would not
present a new cause of actionNystrom v. Trex Cp580 F.3d 1281, 1285 (Fed. Cir. 2009)
(quotingFoster v. Hallco Mfg. C0947 F.2d 469, 480 (Fed. Cir. 1991)). Likewise,Klessler
doctrine precludes the same accusing party f@iasserting infringement against a new product
that is “essentiallyhe same” as a product that already prevailed on noninfringer8ertBrain
Life, 746 F.3d at 1057. Neither defense is limitethe exact product &sue in the prior
litigation. Instead, both extend édher products that are “esseliyidhe same” as those actually
litigated. It follows that cltateral estoppel should require a similar analysis; demanding the
present accused product be “nudterially different” from the previously accused product is

analogous to demanding the products ésséntiallythe same.” In contrast, SpeedTrack’s
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formulation would narrow the scope oflleteral estoppel to products that aseactlythe same as
those actually litigated.

The Court rejects SpeedTrack’s argument Bratn Life “shows[] the similarities and
differences between Defendants’ systems ané&tiieca system are irrgbmt to the issue of
collateral estoppel.” SeeMotion at 8:14-22.) Therefore, &gdTrack has failed to show the
absence of a genuine issue of material fact r@#ipect to whether “material differences” exist
between Defendants’ systems and the Endestarsly Accordingly, the Court DENIES the
motion as it relates to collaterastoppel of the previously sexted '360 Patent claims under a
literal infringement theory.

b. The Doctrine of Equivalents.

SpeedTrack also argues thasinot collaterally estoppdcom bringing infringement
claims under the doctrine of equivalents.Office Depotthe court held on summary judgment
thatWal-Mart did not prevent SpeedTrack from assertitegms under the doctrine of equivalents
because defendants were unable to sthexclaims were actually litigateGee Office Deppt

2014 WL 1813292, at *7.

While SpeedTrackcould haveraised its theory of infringement
under the doctrine of equivalents Wal-Mart . . . , its lack of
diligence in asserting that theory prevented it fractually raising
the issue inWal-Mart Thus, the court finds that the issue of
infringement under the doctrine @quivalents was not “actually
litigated,” and thus, collaterastoppel does not bar SpeedTrack’s
claims that defendants infringdige (360 Patent] under the doctrine
of equivalents.
Id. The Court is persuaded by the reasonin@fiirce Depot In addition, although collateral
estoppel did not apply, all of SpeedTrack’s claim®©ffice Depotwere barred by thKessler
doctrine. Therefore, neith®Yal-Mart nor Office Depotafforded SpeedTrack a “full and fair
opportunity to litigate” its doctne of equivalents claimsSee Office Depp2014 WL 1813292, at
*7-9, aff'd, 791 F.3d at 1318 (addressing Kesslerdoctrine only).
Accordingly, the Court GRANTS the motion iaselates to collat@al estoppel of the

previously asserted '360 Patent claims uraldoctrine of equivalents theory.
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3. Claim 15.

The prior law suits have no bearing on SpeadHi’s claims for infringement of Claim 15,
which was not asserted in either iVal-Mart or Office Depotactions. Claim 15 is an
independent system claim, discrete from théhme claims at issue in the prior actions.
Accordingly, the Court GRANTS the motion asetates to collateral &sppel of Claim 15.

C. The Court Grants the Motion with Respect to Prosecution History Estoppel.

SpeedTrack also argues thabgecution history estoppel dagst preclude assertions of
infringement under the doctrine efjuivalents. The equivaleatissue is the use of numeric
identifiers that map to alphabetic descriptnames, in place of “category descriptions” that
include alphabetic descriptive nanfegMotion at 9:18-20, 21:3-16.)

“A patentee’s decision to narrow his claithsough amendment may be presumed to be
general disclaimer of the territory between the original claim and the amended draistd’
Corp. v. Shoketsu Kinzoku Kogyo Kabushiki,G85 U.S. 722, 740 (2002). The patentee can
overcome that presumption by showing the amendment “cannot reasonably be viewed as
surrendering a particait equivalent.”ld. at 740. Specifically, the pateee may show: (1) “[t]he
equivalent [would] have been uméseeable at the time of thenf@ndment]”; (2) “the rationale
underlying the amendment [bore] no more than a tatrgjeelation to the g@uivalent in question”;
or (3) “there [was] some othesason suggesting that thegaee could not reasonably be
expected to have described the stantial substitute in questionld. at 740-41.

SpeedTrack contends that prosecutioronysestoppel does not apply, because its
narrowing amendments were merely tangenti#héoequivalent in question. “[W]hether the
patentee has established a merely tangential réasamarrowing amendment is for the court to
determine from the prosecution history recarthout the introduction of additional evidence,

except, when necessary, testimony from those dkiti¢he art as to thinterpretation of the

6 The parties agree that thase bound by the Federal Circaitonstruction of “category

descriptions” inEndeca (Dkt. No. 277, Reply Br. at 5:1-8¢e also Key Pharms. v. Hercon
Labs. Corp. 161 F.3d 709, 716 (Fed. Cir. 1998) (“[W]e recognize the natsine decisieffect
that this court’s decisior@n claim construction have.®hil-Insul Corp. v. Airlite Plastics Cop.
854 F.3d 1344, 1354-55 (Fed. Cir. 2017) (finding the court’s prior Federal Rule of Appellate
Procedure 36 unpublished opinion bindingdollateral estoppgurposes).

9
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record.” Festo Corp. v. Shoketsuriioku Kogyo Kabushiki Ci344 F.3d 1359, 1367 (Fed. Cir.
2003). “[Aln amendment made to avoid prior agttbontains the equivalein question is not
tangential.” Id. at 1369.

1. The Prosecution History.

The relevant prosecution history includes ésets of office actions and responses. The
patent examiner issued a Fi@ffice Action to reject Claim 4 {fial Claim 20) as anticipated by
U.S. Patent No. 5,046,918 (Motion Ex. 3, “Schwart€laim 27 (final Claim 15) as anticipated
by Thought Pattern Handbodkd. Ex. 6), and Claim 7 (final Claim 1) as obvious over Schwartz
in view of U.S. Patent No. 5,206,949 .(Ex. 4, “Cochran”). $ee idEx. 5 at 4-5, 7-8.) In
response, the inventordifentors”) amended Claim 4 (20) $tate that “category descriptions”
are “pre-defined,” Claim 7 (1) to state that #earch result was “guareed,” and Claim 27 (15)
to add “category addition meanaiid “category linking means."Sée idEx. 6 at 4, 6, 11.)

The patent examiner then issued a SecdifideDAction to again rejet Claim 27 (15) as
anticipated byr'hought Pattern Handbooks well as Claim 4 (20) as obvious over Schwartz in
view of Thought Pattern Handboglknd Claim 7 (1) as obvious over Schwartz in view of
Cochran. $ee idEx. 7 at 7-9.) In response, Inverg@mended all three claims to state
“category descriptions” instead of “categoriesytido add “a plurality of category descriptions,
each category description comprising a descriptive name, the category descriptions having n
predefined hierarchical relationshigtivsuch list or each other."Sée idEx. 8 at 5-6, 11.)

The patent examiner then issued a Thirdg@ff\ction that again regéed Claim 27 (15) as
anticipated byrhought Pattern Handbooklaim 4 (20) as obvious ov&hought Pattern
Handbookin view of Schwartz, and Claim 7 (1) as obvious cMaought Pattern Handboadh
view of Schwartz and in fther view of Cochran.See idEx. 9 at 4, 8, 10-11.) In response,
Inventors amended Claims 4 (2) and 7 (1) to spehdt the first step occurs “initially” and the
second step occurs “thereafter,” and to add litoites regarding the displeof certain category
descriptions during #hsearch stepsSée idEx. 10 at 2-3.) The pateaxaminer subsequently

issued a Notice of Allowability. See idEx. 11.)

10
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Here, the parties focus on the amendments nmadsponse to the Second Office Action,
specifically regardin@chwartz and CochrdnThe dispute boils down to whether the change
from “category” to “category descriptionwith “each category description comprising a
descriptive name, the category dgsttons having no predefineddrarchical relationship with
such list or each other,” casasonably be understood as disclagrthe equivalent in question—
numerical identifiers that map alphabetic descriptors.

2. The Rationale Underlying the Amendments.

SpeedTrack argues that the purpose of thenaiments regarding category descriptions
was to distinguish the patented invention from ‘thierarchical” systems disclosed by the prior
art. In response to the Second Office Actiowentors described Schwartz and Cochran as
“simply a variation of conventiondlierarchical file systems, in wh fields/attributes are defined
in a first step, and values assded with data files are entenedio such fields/attributes in a
second step.” 4. Ex. 8 at 14, 16.) Inventors used th#owing example of a file information

directory to illustrate a hierarchical system:

- Field = "Language"
} : .
Record #1 FilelD #1 {Location} English (other values ...]
Record #2 FileID #2 {Location} French : [other values ...]

(Id. Ex. 8 at 15.) The user firsteates an “attribute”—which Invems refer to as a “field"—that
is not descriptive of a particular fileSéeMotion Ex. 8 at 15; Schwar at 4:16-43.) In their
example, Inventors created a “Language” fieldifaite, adding a virtu&Language” bucket to
each file in the system.SéeMotion Ex. 8 at 15.) The user is thahle to fill each field/attribute
bucket with multiple “values.” Here, Inventaadded “English” to FileID #1 and “French” to
FilelD #2. See id. Because the values are placed into specific field/attribute buckets, they a
inherently associated with that field/attributés Inventors explained, fe term ‘French’ MUST
refer to language, and not to amiyper characteristic of the fileush as food type, culture, travel,

etc.)” (See io.

! Inventors distinguisithought Pattern Handboakn separate grounds, unrelated to the

meaning of “category description.'S¢eMotion Ex. 8 at 17, Ex. 10 at 9-10.)
11
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Inventors used an analogous example tongjstsh their claimed invention from Schwartz

and Cochran’s hierarchical systems:

Category Descriptions
f——
FileID #1 {Location} | English, Language, Letter, [ N other values ...}
FileID #2 {Location} French, Bread, { M other values ...]

(Id.) Rather than a two-layered structure in which the user first creates field/attributes, then f
those field/attributes with vaéis, the claimed invention consists of a single layer of “category
descriptions.” $ee id(“The invention is essentially ‘fidless.”).) Here, Inventors created
several category descriptions—“English,” “Laage,” “Letter,” “French,” and “Bread’—each of
which was independent and frealysociated with any file.Sge id. Inventors chose to associate
“English,” “Language,” and “Lett& with FileID #1, and “French’and “Bread” with FilelD #2.
(See id. For further illustrationpne can imagine how a user might create and incorporate

additional category descriptions inteteame file information directory:

— Category Descriptions
FileID #1 {Location} | English, Language, Letter, [ N other values ...}
FileID #2 {Location} French, Bread, [ M other values ...]
FilelD #3 {Location} English, Muffin, Scone
FilelD #4 {Location} Bread, Muffin, Scone

(See id. Unlike the Schwartz and Cochran systems, the claimed invention allows a “category
description [to] be directly ass@ated with any file to mean anytig that makes sense to the user
(See id. Inventors noted that their added claim largguelarified this distinction by defining each

“category description” as “comprising a deptiie name, the category description having no

predefined hierarchical relationshiwgth such list or each other.”Sée id).

Based on the prosecution histothe Court agrees with 8pdTrack that the category

description amendments primarily soughdistinguish the clainginvention as a non-

hierarchical, versus hierarchical, system. Itegpp that the change from “categories” to “category

descriptions” was made to highlight the diffiece between “category sleriptions,” components

of a non-hierarchical system, andlfls/attributes, components of &iarchical system as seen in
12
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the prior art. $ee idat 16 (“[Clategory desgstions are not fields; #y are directly applied
descriptors of files.”).) The addition of “dagption” furthered that goal, because Inventors
characterized field/attributes asotrparticularly descriptive of thcharacteristics of a file.”"Sge

id. at 15.) Inventors also explicitly statedth emphasis, that the amendment—*“each category

description comprising a descriptive name, tiategory descriptions having no predefined

hierarchical relationships with such list ochather’—was meant to clarify that “[n]o pre-

existing or pre-defined hierardail relationship must exist betweeategory descriptions and the

list of category descriptions, or between each othe3ee(id).

3. The Equivalent in Question Is Merely Tangential to the Rationale Underlying
the Amendments.

For the reasons discussed, @murt finds the “category description” amendments were
intended to address the hierarchical/non-hierarckigstem distinction. Tdrefore, it appears that
the equivalent in question—numerical identifiers that map to alphabetic descriptors—is mere
tangential to the teonale underlying the amendments.

Defendants raise several counter-argumelftst, Defendants assert that Schwartz
contains the equivalent in questj and thus, the amendment to avBchwartz is not tangential.
See Festo344 F.3d at 1369. Specifically, Defendaentgue that Inventors “deliberately limited
‘category descriptions’ to comge ‘descriptive names’ in resp@® Schwartz’s disclosure of
integer-based file attribute values.” (Dko. 272, Opp. Br. at 15:28-16:6.) Schwartz states:
“[t]he values that may be assigned to a file ffiidttribute may [comprisa)ser-defined character
strings, such as ‘Smith’ or ‘pump specificatioor’may be an integér (Schwartz at 4:19-22
(emphasis added).) Defendant’'s theory wrgragisumes that field/attribute values are
interchangeable with “categorystiptions.” As the Court expined, field/attribute values are
the second tier in a two-tier system—they asegeed to a particuldreld/attribute bucket,
wherein all the values relate tiwat field/attribute. Ina@ntrast, “category descriptions” are
independent components with ndéaten to each other. The fact that Schwartz discloses an
integer-only field/attribute value, therefore, does indicate that Schwarthiscloses an integer-

only “category description.”
13
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Defendants also argue that allowing numerical identifiers in place of “category
descriptions” is directly contrg the purpose of the “category description” amendments, becau
“[plurely numeric identifiers lack the deriptive names specifically required.S€eOpp. Br. at
17:16-21.) Under Defendant’s thigplnventors aimed “to distguish prior art references
reflecting ‘conventional hierarchicéile systems’ that lacked theleded benefits of the invention
because they did not permit users to assottiaie own descriptive names with files.Sde idat
17:7-11.) Defendants again misunderstand tstendtion between hierarchical and non-
hierarchical file systemsWhile Inventors did contrastategory descriptions” with
field/attributes that are “not pecularly descriptive of the chacteristics of dile,” it does not
follow that the prior art systems prevented sgevm associating their own descriptive names
with files. (Seed.; Motion Ex. 8 at 15.) Users calinput descriptive names as both
fields/attributes€.g, “Language), and fielattribute valuesg(g, “French”), but only the
field/attribute values were deggtive of particular files. eeSchwartz at 4:33-36; Motion Ex. 8
at 15.) Inventors distinguished thgor art on the grounds that it wsisucturally limited,
because each field/attribute value had téifdesd to a broader field/attributeSéeMotion Ex. 8
at 15.)

Defendants further argue thatventors disclaimed mapping @numeric identifier to an
alphabetic descriptor by distinighing their claims as havingiféctly applied descriptors of
files.” (SeeOpp. Br. at 18:11-19.) Defendants conterad these amendments were made in
contrast to Schwartz, which reqgesrfield/attributes to map tcefd/attribute values that then
describe the files.See id. Again, Defendants argument failgdause it conflates hierarchical
and non-hierarchical systems. fidld/attribute is a broad umbrella that maps to many values,
while a numerical identifier maps #osingle alphabetic descriptoiSgeMotion at 21:4-9; Reply
Br. at 8:17-19.) Although Inventors disclaimed therarchical mapping beeen field/attributes
and field/attribute values, they did not neces$galisclaim the non-hierarchical mapping betweer
numerical identifiers and alphatic descriptors.

Finally, Defendants argue that numerical idfears cannot be equalent to “category

descriptions,” because Inventors refer to numenly identifiers as “unique category descriptive
14
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identifier[s].” (Se€360 Patent, Claim2.) The '3H0 Patent sgcification does state i this unige
identifier is “preferably anumber,”but it also add that “otheridentifierscould be usd.” (See id.
at5:11-13.)
Accordingly, the @urt GRANTS the motbn as it relées to prosadion histoy estoppel.
CONCLUSION
For theforegoing easons, th€ourt GRANTS IN PART and DENIES in part
SpeedTrack’smotion for partial sunmary judgmet.

IT 1S SO ORDERED.

Dated: Novenber 21, 207 < )/ ; /%_ié_
L?FfRE S, WHIT]
United a‘des Distct Judge

J
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