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Perry R. Clark, Esq.
Law Offices of Perry R. Clark
1245 Hantilton Avenue
Palo Alto, CA 94301
Telephone: (650) 248-5817
Facsimile: (650) 248-5816
perry @perryc I arkl aw. co m

Attorney for Plaintiff
PETROLIAM NASIONAL BERHAD

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

OAKLAND DIVISION

PETROLIAM NASIONAL BERHAD,

Plaintiff.

vs.

GODADDY.COM, fNC.,

Defendant.

)
) CASE NO: 09-CV-5939 PJH
)
) Date: April 28,2010
) Time: 9:00 a.m.
) Location: Courtroom 3

Third Floor

PETROLIAM NASIONAL BERHAD.

Plaintiff.

VS.

CASE NO: 10-CV-00431 EMC

PETRONASTOWER.NET. an internet domain
name,

Defendant.

NOTICE OF MOTION AI\D
MOTION FOR ORDER TRANSFERRING DOMAIN NAME

PURSUAT\T TO ls U.S.C. $ 112s(D) AND
FOR ENTRY OF JUDGMENT

UNOPPOSED MOTION FOR ENTRY OF STIPALATED ORDER REI-ATING CASES
PENDING

NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PTJRSUANT TO 15
u.s.c. $ 1125(D) AND FOR ENTRY OF JUDGMENT
Case Nos: 09-CV-5939 PJH and 10-CV00431 EMC
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I. NOTICE OF MOTION

TO ALL PARTIES AND COUNSEL OF RECORD: Please take notice that pursuant to

Civil Local Rule 7-11 Plaintiff Petroliam Nasional Berhad ("Plaintiff'or "Petronas") hereby

makes this unopposed motion for an order transferring the domain name "petronastower.net" to

Plaintiff Petronas pursuant to l5 U.S.C. $ 1125(D) and for entry ofjudgment.

It STATEMENT OF RELIIEF REQUESTED

Plaintiff Petronas requests that this Court issue an order directing GoDaddy.Com, Inc. to

transfer the domain name "petronastower.net" to Plaintiff Petronas pursuant to l5 U.S.C. $

1125(D). Plaintiff Petronas further requests an order entering judgment in Petronas's favor in

this action. Counsel for GoDaddy has informed counsel for Petronas that GoDaddy is not taking

any position with respect to this motion. On January 25,2010, Plaintiff Petronas informed the

registrant of the "petronastower.net" domain of this action atthe address provided GoDaddy and

as required by 15 U.S.C. $ 1125(D). Ex.A. Petronas had previously tried to contact the

registrant by mail, email, and telephone regarding the "petronastower.net" domain name. Ex. _ at

3:8-19 and26-30. Petronas has not received any communication from the registrant as of the

date of this motion. Plaintiff Petronas is unaware of any other person or entity that does, or

would, oppose the motion.

III. MEMORANDUM OF POINTS AND AUTHORITIES IN SUPPORT OF MOTION

The "petronastower.net" domain name should be transferred to Plaintiff Petronas under

the Anticyberpiracy section of the Lanham Trademark Act, 15 U.S.C. $ 1125(D), because there

is no dispute that all three of the requirements of the Anticyberpiracy section are met. First, the

domain name 'opetronastower.net" infringes Plaintiff Petronas's federally registered trademark

for the mark "PETRONAS." Second, Plaintiff Petronas has been unable to find the person who

registered the "petronastower.net" domain name or obtain in personam jurisdiction over that

person. Third, the intemet registrar-GoDaddy-of the domain name "petronastower.net" has

NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PURSUANT TO 15
u.s.c. $ lr25(D)
AND FOR ENTRY OF ruDGMENT
Case Nos: 09-CV-5939 PJH and 10-CV00431 EMC
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provided the information required by 15 U.S.C. $ 1125(d)(2XDXi) which certifies that this Court

has the control and authority to transfer the domain name.

A. Procedural Posture and Related Case

Plaintiff Petronas filed two actions in the Northern District related to the

"petronastower.net" domain name and filed an unopposed motion to relate the two actions on

March 24,2010. Ex. B (Docket No. 31). This action against GoDaddy (09-5939 PJH) was filed

first and concerns Petronas's allegations that, among other things, Defendant GoDaddy.com

indirectly infringes the "PETRONAS" mark by maintaining the registration of the

"petronastower.net" domain name with actual knowledge that the domain name infringes the

trademark rights of Petronas.

Petronas filed the second action as an in rem action under the Anticyberpiracy section of

the Lanham Trademark Act against the "petronastower.net" domain name. The relief Petronas

requested in its complaint in the in rem action is an order directing GoDaddy.com to transfer the

"petronastower.net" domain n€rme Petronas.

This Court has not yet had an opportunity to rule on Petronas's unopposed motion

relating the two actions. If the related case motion is granted, however, this Court can promptly

consider this motion, which Petronas makes as part of the in rem action. If the related case

motion is denied, this motion will need to be re-filed for consideration by the Judge in the in rem

action.
B. 6'Petronastower.net" Should be Transferred to Petronas

Where, as in this case, a domain name infringes a registered trademark and the domain

registrant either cannot be located or is not subject to in personqmjurisdiction, the

Anticyberpiracy section of the Lanham Act authorizes a Court to order the domain name

registrar to transfer the domain name to the trademark owner. See 15 U.S.C. $ 1125(d)(2XAXi)

NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERzuNG DOMAIN NAME PURSUANT TO 15
u.s.c. $ 1125(D)
AND FOR ENTRY OF ruDGMENT
Case Nos: 09-CV-5939 PJH and 10-CV00431 EMC
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and (ii).1 Because there is no dispute that the requirements of the Anticyberpiracy section are

met in this case, this Court is authorizedto order the domain name registrar of

"petronastower.net"-Q6pnddy.com-to transfer that domain name to Petronas, the owner of

the "PETRONAS" mark.

1. "Petronastower.net" Infringes the Trademark Rights of Petronas

There can be no dispute that the first requirement for the transfer of the

"petronastower.net" domain under the Anticyberpiracy section of the Lanham Act-that the

domain name infringes the trademark rights of Petronas-is met in this case. Specifically, the

Anticyberpiracy section applies to any domain name "that violates any right of the owner of a

mark registered in the Patent and Trademark Office, or protected under subsection (a) [false

designation of originl or (c) ldilution] fof 15 U.S.C. $ 1125]." 15 U.S.C. $ 1125(d)(2XAXi).

Here, the "petronastower.net" domain name violates the rights of Petronas with respect to

its federally registered "PETRONAS" mark because it infringes that mark under 15 U.S.C. $

1114 and creates a false designation of origin under 15 U.S.C. $ 1125(a). As an initial matter,

Petronas is the owner of the duly registered federal trademark for the mark "PETRONAS." Ex.

D at3:23-25 and l0-1 1. In addition, the "petronastower.net" domain name infringes the

"PETRONAS" mark under 15 U.S.C. $ 1114 because the domain name is "a use in commerce"

of the "PETRONAS" mark that is "likely to cause confusion" among consumers as to whether

the pornographic website using the "petronastower.net" domain name is associated with

Petronas-which it is not. Au-Tomotive Gold, Inc. v. Vollcswagen of America, lnc.,457 F.3d

1062, 1075-76 (9th Cir. 2006). Moreover, the oopetronastower.net" domain name violates the

rights of Petronas under l5 U.S.C. $ 1125(a) by creating a "false designation of origin" as to the

pornographic website found at the "petronastower.net" domain name because that site did not

t For convenience, a complete copy of the Anticyberpiracy section (15 U.S.C. $
ll25(d)(2)(A)) is attached as Ex. C atL of 7.

NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PI.]RSUANT TO 15
u.s.c. $ 1125(D)
AND FOR ENTRY OF ruDGMENT
Case Nos: 09-CV-5939 PJH and l0-CV00431 EMC
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"originate" with Petronas and, in fact, Petronas strongly objects to the site and its use of

"PETRONAS." New West Corp. v. N.Y.M. Co. of California,595 F.2d 1194,1201 (9th Cir.

1979) ("Whether we call the violation infringement, unfair competition, or false designation of

origin, the test is identical-is there a likelihood of confusion?").

Accordingly, the first requirement for the transfer of the "petronastower.net" domain

name to Petronas under the Anticyberpiracy section of the Lanham is met because that domain

name infringes the trademark rights of Petronas.

2. The Registrant of s6Petronastower.net" Is Unknown

The second requirement for the transfer of "petronastower.net" to Petronas under the

Anticyberpiracy section is met because Petronas could not locate-despite due diligence-the

registrant of the domain name nor could this Court obtain in personam jurisdiction over the

registrant. Where, as here, the owner of a mark cannot "obtain in personam jurisdiction" or "was

not able to frnd" the person who registered an infringing domain name with the "bad faith intent"

to profit from the use of the domain name, the second requirement for the transfer of the domain

under the Anticyberpiracy section is met. See 15 U.S.C. $ 1125(d)(2)(A)(ii).

Here, according to GoDaddy's records, the "petronastower.net" domain name was

registered by "Heiko Schonenekess" whose address is "BPM 195226,372 Old Street, London,

EclV 9AU, United Kingdom." Ex. A and E (detailing efforts to contact registrant). The internet

registrant also provided an email address: "ddjrivat@hotmaiLcom." Although Plaintiff

Petronas tried repeatedly to locate and contact the registrant, including by Federal Express,

email, and telephone, it was unable to do so. Id. Because the registrant of the

o'petronastower.net" domain could not be located or subjected to in personam jurisdiction, the

NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PURSUANT TO 15
u.s.c. $ l l2s(D)
AND FOR ENTRY OF ruDGMENT
Case Nos: 09-CV-5939 PJH and 10-CV00431 EMC
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second requirement of the Anticyberpiracy section has been met with respect to the

'opetronastower.net" domain narrre.2

C. GoDaddy Certifies This Court's Authority to Transfer the
ttpetronastower.nettt Domain Name

GoDaddy is the registrar of the domain name "petronastower.net" and, as required by the

Anitcyberpiracy section, has provided certification that this Court has the "control and authority"

to transfer the "petronastower.net" domain name to Petronas. Specifically, 15 U.S.C. $

II25(d)(2XDXD provides that, upon the filing of an Anticyberpiracy action, "the domain name

registrar . . . shall expeditiously deposit with the court documents sufficient to establish the

court's control and authority regarding the disposition of the registration and use of the domain

name to the court." GoDaddy provided this information to Petronas and it is being filed along

with this motion. Ex. F. As a result, all of the requirements for an order directing GoDaddy to

transfer the "petronastower.net" domain name to Petronas under the Anticyberpiracy section

have been met.
D. Entry of Judgment

In this action, Plaintiff Petronas seeks an order transferring the "petronastower.net"

domain name. Upon the issuance of such an order, the Court will have granted complete relief to

Petronas and entry ofjudgment will be proper under Fed. R. Civ. P. 54. Accordingly, Plaintiff

Petronas requests that in addition to an order transferring the "petronastower.net" domain name,

the Court also issue final judgment in favor of Petronas.

IV. CONCLUSION

For the foregoing reasons, Plaintiff Petronas respectfully requests an order directing

GoDaddy.com to transfer the "petronastower.net" domain name to Petronas and the entry of

2 Section ll25(d)(2)(Axiix[Xbb) refers to "publishing notice of the action. . . as the Court
may direct" as a means of locating a registrant in addition to providing notice at the mail and email
addresses of the registrant. This publication requirement does not apply to the present case
because the publication requirement is irrelevant where in personam jurisdiction cannot be
obtained over the domain name resistrant.

NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERzuNG DOMAIN NAME PURSUANT TO 15
u.s.c.  $ 1125(D)
AND FOR ENTRY OF ruDGMENT
Case Nos: 09-CV-5939 PJH and l0-CV00431 EMC
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judgment in favor of Petronas. A proposed order and proposed final judgment are being filed

with this motion.

Dated: March 25-2010 LAW OFFICES OF PERRY R. CLARK

By: /s/ Perry R. Clark

Perry R. Clark

Attorney for Plaintiff
PETROLIAM NASIONAL BERHAD

NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PURSUANT TO 15
u.s.c. $ r 12s(D)
AND FOR ENTRY OF ruDGMENT
Case Nos: 09-CV-5939 PJH and 10-CV00431 EMC
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Attorney lhr Plaintiff
Pfi'|ROLIAM NASIONAL BER}IAI)
(pH"rRoNAS)

TINITED S'TATI1S NIST' R]CT Cil}JRT

hi{JRTI IEITN DISTRI(:'f O F' C.i\ I-I F t-} RI"l i A
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lr+nte to the Malaysieel Fhilharsr+ni* ilrchr*tm), a,*cien#s ar'ld 'techrol+gy discovery senter

{Fetrosainsl, and a $dflr}d-ctrnss aquarium {Aquasia KLCC, lnsstsd in tfue fldjoining Kiffile l"rarnpur

Conventfion Cente*J, Arc.hit*c"*rally, the Fetrunfl$ Twin Tcwers ernplCIy design un*tifs Srund in

Islrunic ar{ e$ n reflection sf Mnlaynia's largely Mmslim communlqy. The basic flpor pla* ofths

Fetronas Twin Torru*rn is erestsd fr+rn firyc ov*rtapprng $Euflre$ that fl'crm un eight-point*d star,

roug$y in ths slaape nf aftu& el l{izh, which is an lslff{nic syrnfuol tfustc,aq beusedtn f--asi,titate the

recit*ticn cf tJre Qurlan.

13" Ae alr iccnic lancfunsrlc that is felnous arnund tfue w*rld and ane rlf the rnCIs{ vieited

destination$ ir] So*[heest Asip, tire lle{rnnas Twin Towers are widely arrd insepnrably id*rtifred

urith Petrnnas, its brfl$d, sfid the tradsmark *FffiTRflhiA$."

tr4. Petr+ngs- olvn$ all right and title tm United Sta{es Tradem*rk N*. ?9$9?ff? fnr efue

mark ''FETR*NAS.'' Fetronas alsn is dle *rnr*er *f;tire tr,adeursrk *FETRONAS TWIF-{

TOHFERS'" snd others.

15. At flI} relevant 'tirneso Petronas uses its -"FETRONAS"' rnsrk too arnong other things,

identify itself as the saurce of the goods and seruices it pravides"

16. Fetran*a u$ec its rlark, for examplen in its internr.t do'rnain ruffie$ ass*siat*d $,tittr

P*tenas's webeifen, F+,m+nas'u *clc offici*l we.bs,ite usss n do,rnain aa$n# uwrned by Fe{r+naa t}rat

use$ ths PHTRSHAS rn:erk excl$sively, -trwvw.Ff;ffi$ilfl$"6#rr!.ruy,tr 
dthe 

**$fffi*isl Fetrsn*,a

Website"). Fetronas elso surns *everal +ther donrai* nflrnes tlrat opernte'*rnirr+t''websites which

redirect tr: the Sffici*I Feltrsnas 
'Wsbsite: '*www"pstr#nfts.csffi.'t' {\mffr#-pstrsrias.*rgr" and

*www"Feffsfrfls.ilty."

17 . Pstranas alm* usss thn PETR#NAS nenrk f*r tfte daru,ain nsffire,as**ciated with it*

*fficial Petrsnas T-w.in Taucers website *sffiaining in*bnnaticnabaut tlre P*trmlra,* Twin Tourers,

'uwww.petrenastwintswere.co r.Jmy." A* with the Official Petronas Tdshrits, Fetronas ()wa$ oth*r

C OMPI..A IN T'
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i
I

dcmai* $affiss? $tr*h as "petru,nat-twint*wers"s*fi1ot'whieh rgdiret't web uf,s:rs t$ the nfficinl

.*psurw.p*tfsnastil,intorir$rs"cfr trn.my"twehn.ite.

18. Acsording to prrhticly available recsil4&, frs Daddy is the drlrnain r!flrns regintrar for

the defrendaut dcrueain lffirns *14rWlry"FHTR*I{AST#1}$#R-hlET"* The dss,Hain nsnre

*WU/W"FETI"R#F$ASTO$fl,ER.3*IHT" is the ir,$enmt address fur,a ponwgrnphic nsh*ite thnt

*isplnys chscffire and. higldy cff,e--nsive eont*nt a$ so#tr a.$ f;r s{Enputer ufifl.rns intennet b,rnw.ger

arrives at the sitp.

19. Peffunas has nevsr authoriasd the uee of ils PHTRSNAS mffk, or sny ofilnr

Petstmnn trnark, in the "WW ff -FETR{}NA-|i'il#WI1R.}rIE I"' dnmaim fi&lne.

20- Gn$addy's puhnic recs:rdf,, knCIv*'n ar *ffi{O'E$' {'{hmp;l/ wh*.gcdacl*ly,

*snlWlrcls.aspx? clomain*petrnna$ts'aier.net&pr*g*i<tr*gudaddy"), $tate tha{ the re,gisfrant cfthe

*IIETRONASTfiWEfuI*IET" d*msin nnrrl& i,s o-H*ik+ Sch*snskesn, BFfuf 1S52?S, 3?? 0[d $treet,

Lond*n. Lcrnclon EC1V 9AU, tlnit€d Kingd"sm,"

71" #a tr*ddyns r-,es'*rds also ffiate that the *Admilnietrutilre C*utact* zurd the uoT*chnical

Contast" f*r the *FH'lTdilNAS'ffrWHR.l{b"I'' d*mnirl nfuae i* "$choenel*e$*o lteiko

ddd3rivat@hotrnail.eanr, FPfu{ 1952tS 3?2 Old ${rest" L+ndcn, Londan fr*lV 9A1.I" United

Kingdsrrr, +44.?*7 6S3 S 6 *6 " "

22. FlairrtiffFetrsnas has be*n unable tc lacate the registrarrt cf the

"WTf W.FET&+F$A$TOWER.hIHT*' d+main $am$ basecl oe the infb'rnruntinn provided hy the

.dc*rain mgi*ffir, $c iladdy. Fetr*x*ss has e*sf s+tiee of lts iurest t* pro*eed u:der 15 IJ.S.C.

t 125{d}{2XAi, as well fl$ s c6py of &st section, tn the r*gistrar$ oftlre 6tp+fr+nastower.il€t"

cl*mai,n fi&ffits! et th€ peirtml ;*nd email addressm he m she pr*vided, cr* informstisn and belief, t+

th* rogiatrant, #+ Saddy, as sst furlfr ab*ve. Fetr*lras alsa attempted to prnvide ffich notlce hy

telephoning the teleph*ne nuwbers in the Gn traddy rec*rds but calls placed ta thas* t*lepfunne

numbere w€tre nnt an*wered.

ilON,l.PL,'\tNl"
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q+#hIM I+QIB FSI"IE$ {:i.\Il}#F. 1 f,, tl,Sc#, 'Ll }sfr l}13}{#l

23, Peff*nff"$ inctrrp+rates and re-alleg+s the precedihg paragraphs as if sst f*rth firlly

herein. 
:

24- The damsin *ame o'pET'RONASTSl4/lnR.F{fiT'i'violatss the rights nf Fstrnnns fts

the uwrler *f ths r*gisiered srar-k "FHTRQNAS'" nnd rnarlm prnp**fed undsr 15 lJ" .C" $$ 1175{a}

and {c).

25. Pe{rcnns has heen unable tn find (nr ea,tablish peisonal jrnisdictinn nver} the

registrant *f the domain namn *PHTR#NAST'OWER,NET*by using the dilipnsE described in 15

U.$.c. $fi ! 12${d}G}{A}{ii}{F}{aa}"

ffisil.r$s fi#u#tfT

Ifi light $f ths foregoing, P*to'nnas. respactfr:lly r*qucsts the fnXl*wi:ng reliefi

1" Tlre Csurt issne an srcler that Go iladdy, as ttre damein.flsrns regi*trar, ar:d

Veri$ign, as the dornain nflxne r*gisrry, immodiately transfer alX right, titrle, snd ir-ttere*t lll tire

domain$ar,ns "PETfiONAST#Wf;R"NST' ' tc Petrsnf l$; ,

2" Atrteffifttivelyu tir*. C*ufl; issees *l: nrder f*rsver ssncslliilg ths dnmaira fts*Ite

-'PETRO TAS TS WER.hIET.*

Sated: J**unrry ?4, SSl S

Ilv:

PeUoliaur Nasianal Berhad

COMPLAIN'I '
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1- FleintiffPefronas respeet

Sated: J.anuary ?4, 2010

Sttqnreys fcr Flaintiff
F$rpliam Nasisnsl Bethnd

COMPl,AIN' I '
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FedEx Express
Customer Support Trace
3875 Airways Boulevard
Module H,4th Floor
Memphis ,  TN 38116

February 8,2010

Dear Customer:

The following is the proof-of-delivery for tracking number 871699934570.

U.S.  Mai l :  PQ Box727
Memphis, TN 38194-4643

Telephone: 901 -369-3600

Delivery Information:
Status:

Signed for by:
Service type:

Delivered

.SMITH
Priority Envelope

Delivery locatlon:

Delivery date:

london

Jan 29, 2010 09:19

Shipping Information:
Tracking numben 871 699934570

Recipient:
london GB

Reference

Thank you for choosing FedEx Express.

FedEx Worldwide Customer Service
1 .800.GoFedEx 1 .800.463.3339

Ship date:
Weight:

Shipper:
PALO ALTO, CA US

00007 petronal

Jan 27,2010
1.0 lbs/O.5 kg

OPPAPP000152
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NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PTJRSUANT TO 15
u.s.c. $ r 125(D)
AND FOR ENTRY OF ruDGMENT
Case Nos: 09-CV-5939 PJH and l0-CV00431 EMC
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Wffi rn'munmntt3l Fildffi?,E[4mOP&ruPl cff4B

Perry R. Clark, Esq.
Law Offices of Perry R. Clark
1245 Hamilton Avenue
Palo Alto , CA 94301
Telephone: (650) 248-5817
Facsimile: (650) 248-5816
perry @perryclarklaw. com

Attorney for Plaintiff
PETROLIAM NASIONAL BERHAD

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

PETROLIAM NASIONAL BERHAD.

Plaintiff.

VS.

GODADDY.COM. INC..

)
) CASE NO: 09-CV-5939 PJH
)
)
)
)

UNOPPOSED AMINISTRATIVE
MOTION FOR ORDER RELATING
CASESDefendant.

UNOPPOSED AMIMSTRATIVE MOTION FOR ORDER RELATING CASES
Case No: 09-CV-5939 PJH
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Wffi ntmunsrtt3l FildffiflilA$I4il0P@cff6

NOTICE OF MOTION

TO ALL PARTIES AND COLTNSEL OF RCORD: Please take notice that pursuant to

Civil Local Rule 7-11 Plaintiff Petroliam Nasional Berhad ("Plaintiff'or "Petronas") hereby

moves this Court to consider whether this action is related to Case No. C10-00431 EMC under

Civi l  L.R. 3-12.

MOTTON FOR ORDER RELATNG CASES

Plaintiff Petronas requests that this Court issue an order relating this action to Case No.

C10-00431 EMC. Defendant GoDaddy does not oppose this motion.

Both of these actions concem the domain name'opetronastower.net" and concern both of

the parties in this action: Plaintiff Petronas and Defendant GoDaddy. In this action-which was

filed first-Plaintiff Petronas alleges, among other things, that the "petronastower.net" domain

name infringes its federally registered trademark "PETRONAS" and that Defendant GoDaddy is

liable as a contributory infringer for its role in maintaining the registration of the

"petronastower.net" domain name.

In the later filed case, Case No. C10-00431 EMC, Plaintiff Petronas seeks a jtdgment in

rem under 15 U.S.C. $ I 125(D) transferring the "petronastower.net" domain name to Plaintiff

Petronas. Although GoDaddy is not a defendant in that case, GoDaddy is required under 15

U.S.C. $ 1125(D) to deposit certain information with the Court regarding its control and

authority over the disposition of the "petronastower.net" domain name due to GoDaddy's

position as the domain name registrar of the "petronastower.net" domain name. GoDaddy

provided this information to Plaintiff Petronas on February 9,2010 for filing with the Court.

A proposed stipulated order deeming this case related to Case No. Cl0-000431 EMC has

been lodged and filed concurrently with this motion as required by Civil L.R.7-12.

UNOPPOSED AMINISTRATIVE MOTION FOR ORDER RELATING CASES
Case No: 09-CV-5939 PJH
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ktrffi nrlm'rngrtftl1 Fildffit1El4il0P@Bcff6

Dated: March 24.2010 LAW OFFICES OF PERRY R. CLARK

By: /s/ Perry R. Clark

Perry R. Clark

Attorney for Plaintiff
PETROLIAM NASIONAL BERHAD

UNOPPOSED AMINISTRATIVE MOTION FOR ORDER RELATING CASES
Case No: 09-CV-5939 PJH
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NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PIJRSUANT TO 15
u.s.c. $ 112s(D)
AND FOR ENTRY OF ruDGMENT
Case Nos: 09-CV-5939 PJH and 10-CV00431 EMC

OPPAPP000157
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@l- U&,taws-l."Elawgs-,E$""l@tawgSea re n" co,rn "l"Justja---.
Justia> Law> US Law> US Code> TITLE 15 - COMMERCE
AND TRADE> CHAPTER 22 _ TRADEMARKS>
SUBCHAPTER ilt - GENERAL PROV|S|ON$ S 1125. -
False designations of origin, false descriptions, and dilution forbidden.

S 1125. - False designations of origin, false descriptions, and dilution forbidden.

From the  U .S .  Code  On l i ne  v i a  GPO Access
fwa i s  .  access  .  gpo .  gov ]

[Laws in  e f fec t  as  o f  January  24,  2002)
IDocument  not  a f fec ted by Publ ic  Laws enacted between

January  24,  2002 and December  L9,  20021
ICITE:  15USC1125]

T]TLE 1s--COMMERCE AND TRADE

CTIAPTER 2 2-_TRADEMARKS

SUBCHAPTER I]]--GENERAL PROV]SIONS

Sec .  L t25 .  Fa1se  des igna t i ons  o f  o r i g i n ,  f a l - se  desc r i p t i ons ,  and
di l -u t ion forb idden

( a )  C i v i l  a c t i o n

(1)  Any person who,  on or  in  connect ion wi th  any goods or  serv ices,
or  any conta iner  for  goods,  uses in  commerce any word,  term,  narne,
symbol r  or  dev icer  or  any combinat ion thereof ,  or  any fa lse des ignat ion
o f  o r i g i n ,  f a l - se  o r  m is l ead ing  desc r i p t i on  o f  f ac t ,  o r  f a l se  o r
m is l ead ing  rep resen ta t i on  o f  f ac t ,  wh i ch - -

(A )  i s  l i ke l y  t o  cause  con fus ion ,  o r  t o  cause  m is take ,  o r  t o
^^^^ ' i  * - ^  t o  t he  a f  f i l - i a t i on ,  connec t i on ,  o r  assoc ia t i on  o f  suchU S U E J V E  A '

^a ren  n  r ^ r i  r [  ano the r  pe rson ,  o r  as  t o  t he  o r i g i n ,  sponso rsh ip ,  o rt / v ! U v l r

approval  o f  h is  or  her  goods,  serv ices,  or  commerc ia l  ac t iv i t ies  by
another  person,  or

(B)  i -n  commerc ia l -  adver t is ing or  promot ion,  misrepresents  the
na tu re ,  cha rac te r i s t i c s ,  qua l i t i es ,  o r  geog raph i c  o r i g i n  o f  h i s  o r
he r  o r  ano the r  pe rson ts  goods ,  se rv i ces ,  o r  commerc ia l -  ac t i v i - t i es ,

sha l - l -  be l iab l -e  in  a  c iv i l -  ac t ion by any person who be l - j -eves that  he or
she  i s  o r  i s  l i ke I y  t o  be  damaged  by  such  ac t .

( 2 )  As  used  i n  t . h i s  subsec t i on ,  t he  t e rm  "any  pe rson "  i nc l - udes  anv
S ta te ,  i ns t rumen ta l i t y  o f  a  S ta te  o r  emp loyee  o f  a  S ta te  o r
i ns t rumen ta l i t y  o f  a  S ta te  ac t i ng  i n  h i s  o r  he r  o f f i c i a l -  capac i t y .  Any
Qt- : t -a  rnr {  ' -y  such ins t rumenta l i ty ,  o f f icer ,  or  employee,  sha l l -  be
subject  t .o  the prov is ions of  th is  chapter  in  the same manner  and to  the
same extent  as any nongovernmenta l  ent i ty .

(3)  In  a  c iv i l -  ac t ion for  t rade dress in f r ingement  under  th is
chap te r  f o r  t r ade  d ress  no t  r eg i s te red  on  t he  p r i nc ipa l  r eg i s te r ,  t he
person who asser ts  t rade dress protect ion has the burden of  prov ing that
the mat ter  sought .  to  be prot .ec ted is  noL funct iona l .

(b)  fmpor ta t ion

Any goods marked or  labe led in  cont ravent ion o f  the prov is ions of

http : I llawj ustia. com/us/codes/title I 5/ I 5 usc 1 I 2 5 .html 3lzsl20r0OPPAPP000158
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th is  sect ion sha l l  not  be impor ted in t .o  the Uni ted States or  admi t ted to
on f r r r  a f  r n r r  qs5 lomhOUSe  O f  t he  Un i t ed  S ta tes .  The  owner ,  impo r te r ,  O tJ  * "

cons ignee of  goods re fused ent ry  a t  any customhouse under  th is  sect ion
may have any recourse by protest  or  appeal  that  is  g iven under  the
customs revenue l-aws or may have the remedy gJ-ven by this chapter in
cases  i nvo l v i ng  goods  re fused  en t r y  o r  se i zed .

(c)  Remedies for  d i l -u t ion o f  famous marks

(1)  The owner  o f  a  famous mark sha l - l  be ent i t l -ed,  sub ject  to  the
pr inc ip les o f  equ i ty  and upon such terms as the cour t  deems reasonable ,
to  an in junct ion agai -nst  another  person 's  commerc ia l -  use in  commerce of
a  mark or  t rade name,  r f  such use begins a f ter  the mark has become
famous and causes d i lu t ion o f  the d is t inc t ive qual i ty  o f  the mark,  and
to  ob ta in  such  o the r  r e l - i e f  as  i s  p rov ided  i n  t h i s  subsec t i on .  f n
determin ing whether  a  mark is  d is t inc t ive and famous,  a  cour t  may
cons ider  fac tors  such as,  but  not  l imi ted to- -

(A)  the degree of  inherent  or  acqui red d is t inc t iveness of  the
mark;

(B)  the durat ion and extent  o f  use of  the mark in  connect ion
wi th  the goods or  serv ices wi th  which the mark is  used;

(C)  the durat ion and extent  o f  adver t is ing and publ ic i ty  o f  the
mark;

(D)  the geographica l  ex tent  o f  the t rad ing area in  which the
mark  i s  used ;

(E)  the channe]s  o f  t rade for  the qoods or  serv ices wi th  which
the mark is  used;

(F)  the degree of  recogni t ion o f  t .he mark in  the t rad ing areas
and channel -s  o f  t rade used by the marks '  owner  and the person
aga ins t  whom the  i n j unc t i on  i s  sough t ;

(G)  the nature and extent  o f  use of  the same or  s imi lar  marks bv
th i r d  pa r t i es ;  and

(H)  whether  the mark was reg is tered under  the Act  o f  March 3,
1 8 8 1 ,  o r  t h e  A c t  o f  F e b r u a r y  2 0 ,  1 9 0 5 r  o r  o n  t h e  p r i n c i p a l  r e g i s t e r .

(2)  In  an act ion brought  under  th is  subsect ion,  the owner  o f  the
famous mark sha l l -  be ent i t led on ly  to  in junct ive re l ie f  as  set  for th  in
sec t . i on  I LL6  o f  t h i s  t i t l - e  un less  t he  pe rson  aga ins t  whom the  i n j unc t i on
i s  sough t  w i l l f u t l y  i n tended  to  t r ade  on  t he  owne r ' s  r epu ta t i on  o r  Lo
cause d i l -u t ion o f  the famous mark.  I f  such wi l1 fu l  in tent  is  proven,  the
owner  o f  the famous mark sha l l -  a l -so be ent i t l -ed to  the remedies set
f o r t h  i n  s e c t i o n s  1 1 1 7  ( a )  a n d  1 1 1 8  o f  t h i s  t i t l e .  s u b j e c t  t o  t h e
d iscret ion o f  the cour t  and t .he pr inc ip les o f  equ i ty .

(3)  The ownersh ip  by a  person of  a  va l id  reg is t ra t ion under  t .he Act
o f  March  3 ,  1881 ,  o r  t he  Ac t  o f  Feb rua ry  20 ,  1905  r  o r  on  t he  p r i nc ipa l
reg is ter  sha l - l  be a  complete  bar  to  an act ion against  that  person,  wi th
respect to that mark, that is brought by another person under the common
l -aw or  a  s ta tu te  o f  a  State  and that  seeks to  prevent  d i lu t . ion o f  the
d is t inc t j -veness of  a  mark,  labe l - ,  or  form of  adver t isement .

( 4 )  The  f o l l ow ing  sha l - l -  no t  be  ac t i onab le  unde r  t h i s  sec t i on :
(A)  Fa i r  use of  a  famous mark by another  person in  comparat i -ve

commerc ia l -  adver t is ing or  promot ion to  ident i fy  the compet ing goods
or  serv ices o f  the owner  o f  the famous mark.

(B)  Noncommerc ia l -  use of  a  mark.
(C)  A11 forms of  news repor t ing and news commentary .

(d)  Cyberp i racy prevent ion

(1 )  (A )  A  pe rson  sha l - l -  be  l - i ab le  i n  a
mark, incl-uding a personal- name which is
sec t i on ,  r f ,  w i t hou t  r ega rd  t o  t he  goods
that  person--

c iv i l -  ac t ion by the owner  o f  a
protected as a  mark under  th is
o r  se rv i - ces  o f  t he  pa r t i es ,

( i )  has  a  bad  f a i t h  i n ten t  t o  p ro f i t  f r om tha t  mark ,  i nc l ud ing
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r . 'a r<^nr l  name which is  protected as a  mark under  th is  sect ion;  and
( i i )  r eg i s te r s ,  t . r a f f i c s  i n ,  o r  uses  a  doma in  name  tha t - -

( I )  i n  t he  case  o f  a  mark  t ha t  i s  d i s t i nc t i ve  a t  t he  t ime  o f
reg is t ra t ion o f  the domain name,  is  ident ica l  or  confus ing ly
s im i l a r  t o  t ha t  mark ;

( I I )  in  t .he case of  a  famous mark that  is  famous at  the t ime
of  reg is t ra t ion o f  t .he domain name,  is  ident ica l -  or  confus ing ly
s imi l -ar  to  or  d i l -u t ive o f  t .hat  mark;  or

( I I I )  i s  a  t r ademark ,  wo rd ,  o r  name  p ro tec ted  by  reason  o f
s e c t i o n  1 0 6  o f  t i t l e  1 8  o r  s e c t i o n  2 2 0 5 0 5  o f  t i t l e  3 6 .

(B )  ( i )  I n  de te rm in ing  whe the r  a  pe rson  has  a  bad  f a i t h  i n ten t
descr ibed under  subparagraph (A) ,  a  cour t  may cons ider  fac tors  such as,
but  not  l imi ted to- -

( I )  the t . rademark or  o ther  in te l l -ec tua l -  proper ty  r ights  o f  the
person,  i f  dr ry ,  in  the domain name;

( I I )  t he  ex ten t  t o  wh i ch  t he  doma in  name  cons i s t s  o f  t he  l ega l
name of  the person or  a  name that  is  o therwise commonly  used to
i den t i f y  t ha t  pe rson ;

( I I I )  t he  pe rson ' s  p r i o r  use ,  i f  dny ,  o f  t he  doma in  name  i n
connec t i on  w i t h  t he  bona  f i de  o f f e r i ng  o f  any  goods  o r  se rv i ces ;

( IV)  the person 's  bona f ide noncof i rmerc ia l  or  fa i r  use of  the
mark in  a  s i te  access ib l -e  under  the domain name;

(V)  the person 's  in tent  to  d iver t  consumers f rom the mark
ownerrs  on l - ine locat ion to  a  s i te  access ib le  under  the domain name
that .  cou ld  harm the goodwi l l  represented by the mark,  e i ther  for
commerc ia l -  ga in  or  wi th  the in tent  to  tarn ish or  d isparage the mark,
by  c rea t i ng  a  l i ke l i hood  o f  con fus ion  as  t o  t he  sou rce ,  sponso rsh ip ,
a f f i l i a t i on ,  o r  endo rsemen t  o f  t he  s i t e ;

(V I )  t he  pe rson ' s  o f f e r  t o  t r ans fe r ,  se l - 1  t  o t  o the rw i se  ass ign
the domain name to  the mark owner  or  any th i rd  par ty  for  f inanc ia l
nr in  u , i f1 ' r1s l  hav ing used,  or  hav ing an in tent  to  use,  the domain
name in  the bona f ide o f fer ing o f  any goods or  serv ices,  or  the
person 's  pr ior  conduct  ind icat ing a  pat . t .ern  o f  such conduct ;

(V I I )  t he  pe rson ' s  p rov i s i on  o f  ma te r i a l  and  m is l ead ing  f a l se
contact  in format ion when apply ing for  the reg is t ra t ion o f  the domain
name,  the person 's  in tent iona l  fa i l -ure  to  mainta in  accurate  contact
i n fo rma t i on ,  o r  t he  pe rson ' s  p r i o r  conduc t  i nd i ca t i ng  a  pa t t e rn  o f
such conduct ;

( V I I I )  t h e  p e r s o n ' s  r e g i s t r a t i o n  o r  a c q u i s i t i o n  o f  m u l t i p l e
domain names which the person knows are ident ica l -  or  confus ing ly
s imi lar  to  marks o f  o thers  that  are d is t inc t ive a t  the t ime of
reg is t ra t . ion o f  such domain names r  or  d i l -u t ive o f  famous marks o f
o thers  that  are famous at  the t j -me of  reg is t ra t ion o f  such domain
names,  wi thout  regard to  the goods or  serv ices o f  the par t ies ;  and

( IX )  t he  ex ten t  t o  wh i ch  t he  mark  i nco rpo ra ted  i n  t he  pe rson ' s
domain name reg is t ra t ion is  or  is  not  d is t inc t ive and famous wi th in
the  mean ing  o f  subsec t i on  ( c )  ( l - )  o f  t h i s  sec t i on .

( f l )  Bad fa i th  in tent  descr ibed under  subparagraph (A)  sha l l  not  be
found in  any case in  which the cour t  determines that  the person be l ieved
and had reasonabl-e grounds to bel ieve that the use of t .he domain name
was  a  f a i r  use  o r  o the rw i se  ] aw fu l - .

(C )  I n  any  c i v i l  ac t i on  i nvo l - v i ng  t he  reg i s t ra t i on ,  t r a f f i c k i ng ,  o r
use of  a  domain name under  th is  paragraph,  a  cour t  may order  the
for fe i t .ure  or  cancel - Ia t ion o f  the domain name or  the t ransfer  o f  the
domain name to  the owner  o f  the mark.

(D)  A person shal l  be l - iab l -e  for  us ing a domai-n  name under
subparagraph (A)  on ly  i f  that  person is  the domain name reg is t rant  or
t ha t  r eg i s t r an t ' s  au tho r i zed  l i censee .

(E )  As  used  i n  t h i s  pa rag raph ,  t he  t e rm  " t r a f f i c s  i n "  r e fe r s  t o
t ransac t i ons  t ha t  i nc l ude ,  bu t  a re  no t  l im i t ed  t o ,  sa l - es ,  pu rchases ,
l -oans,  p ledges,  l icenses,  exchanges of  cur rency,  and any other  t ransfer
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for  cons iderat ion or  rece ip t  in  exchange for  cons iderat ion.
(2 )  (A )  The  owner  o f  a  mark  may  f i l e  an  i n  r em c i v i l  ac t i on  aga ins t  a

domain name in  the jud ic ia l  d is t r ic t  in  which the domain name reg is t rar ,
domain name reg is t ry ,  or  o ther  domain name author i ty  that  reg is tered or
ass igned t .he domain name is  l -ocated i f - -

( i )  the domain name v io la tes any r ight  o f  the owner  o f  a  mark
ran i  ar -ored in  the Pat .ent  and Trademark Of f ice,  er  protected under
subsec t i on  (a )  o r  ( c )  o f  t h i s  sec t i on ;  and

( i i )  the cour t  f inds that  the owner- -
( I )  i s  no t  ab le  t o  ob ta in  i n  pe rsonam ju r i sd i c t i on  ove r  a

person who woul -d  have been a defendant  in  a  c iv i l  ac t ion under
p a r a g r a p h  ( 1 ) ;  o r

( I I )  through due d i l igence was not  ab le  to  f ind a  person who
would have been a defendant  i -n  a  c iv i l  ac t ion under  paraqraph
( 1 )  b Y - -

(aa )  send ing  a  no t i ce  o f  t he  a l l eged  v i o l - a t i on  and
in tent  to  proceed under  th is  paragraph to  the reg is t rant  o f
the domain name at  the posta l  and e-mai l  address prov ided by
the  reg i s t ran t  t o  t he  reg i s t . r a r ;  and

(bb)  publ ish ing not ice o f  the act j -on as the cour t  may
d i rec t  p romp t l y  a f t e r  f i l i ng  t he  ac t i on .

(B)  The act ions under  subparagraph (A)  ( i i )  sha l - l -  const i tu te  serv ice
o f  p r o c e s s .

(C)  In  an in  rem act j -on under  th is  paragraph,  a  domain name shal l  be
deemed  to  have  i t s  s i t us  i n  t he  j ud i c i a l  d i s t r i c t  i n  wh i ch - -

( i )  the domain name reg is t rar ,  reg is t ry ,  or  o ther  domain name
author i ty  that  reg is tered or  ass igned the domain name is  located;  or

( f i )  documents  suf f ic ient  to  estab l - ish cont ro . l -  and author i ty
v-at ra  r r l i  ng the d ispos i t ion o f  the reg is t ra t  j -on and use of  the domain
name are depos i ted wi th  the cour t .

(D)  ( i )  The remedies in  an in  rem act ion under  th is  paragraph shal - l -
be l - imi ted to  a  cour t  order  for  the for fe i ture  or  cance] ]a t ion o f  t .he
domain name or  the t ransfer  o f  the domain name to  the owner  o f  the mark.
Upon  rece ip t  o f  w r i t t en  no t i f i ca t i on  o f  a  f i l ed ,  s tamped  copy  o f  a
compla in t  f i led by the owner  o f  a  mark in  a  Uni ted States d is t r ic t  cour t
r rnr lar  th ic  caraqraph,  the domain name reg is t rar ,  domain name reg is t ry ,I

or  o ther  domain name author i ty  sha l l - -
( I )  expedi t ious ly  depos i t  w i t .h  the cour t  document .s  suf f j -c ient  to

estab l ish the cour t 's  cont ro l -  and author i ty  regard ing the
dispos i t ion o f  the reg is t ra t ion and use of  the domain name to  the
cour t ;  and

( I I )  not  t ransfer ,  suspend,  or  o therwise modi fy  the domain name
dur ing the pendency of  the act ion,  except  upon order  o f  the cour t .

( i i )  The domai-n  name reg is t rar  or  reg is t ry  or  o ther  domain name
au tho r i t y  sha l l  no t  be  l i ab le  f o r  i n j unc t i ve  o r  mone ta ry  re l i e f  unde r
th is  paragraph except  in  the case of  bad fa i th  or  reck less d isregard,
which inc l -udes a wi l l - fu l -  fa i lu re  to  comply  wi th  any such cour t  order .

( 3 )  The  c i v i l  ac t i on  es tab l - i shed  unde r  pa rag raph  (1 )  and  t he  i n  r em
act ion estab l - ished under  paragraph (2) ,  and any remedy ava i lab le  under
e i ther  such act ion,  sha l l -  be in  addi t ion to  anv other  c iv i l  ac t ion or
remedy otherwise appl icab le .

(4 )  The  i n  rem j u r i sd i c t i on  es tab l i shed  unde r  pa rag raph  (2 )  sha l - I  be
in  add i t i on  t o  any  o the r  j u r i sd i c t i on  t ha t .  o the rw i se  ex i s t s ,  whe the r  i n
rem or  in  personam.

( J u l - y  5 ,  L 9 4 6 ,  c h .  5 4 0 ,  t i t l e  V I I I ,  S e c .  4 3 ,  6 0  S t a t .  4 4 I , '  P u b .  L .  1 0 0 -
6 6 ' 7 ,  t i t l e  T ,  S e c .  I 3 2 ,  N o v .  L 6 ,  1 9 8 8 ,  L 0 2  S t a t .  3 9 4 6 ;  P u b .  L .  1 0 2 - 5 4 2 ,
S e c .  3 ( c ) ,  O c t .  2 7 ,  L 9 9 2 ,  1 0 5  S t a t .  3 5 6 8 ;  P u b .  L .  1 0 4 - 9 8 ,  S e c .  3  ( a ) ,
J a n .  1 6 ,  L 9 9 6 ,  1 0 9  S t a t . 9 8 5 ;  P u b .  L .  L 0 6 - 4 3 ,  S e c s . 3 ( a ) ( 2 ) , 5 ,  A u g . 5 ,
1 9 9 9 ,  l I 3  S t a t .  2 1 , 9 ,  2 2 0 ;  P u b .  L .  1 0 5 - 1 1 3 ,  d i v .  B ,  S e c .  l - 0 0 0 ( a )  ( 9 )
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Ex. D

NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PURSUANT TO 15
u.s.c. $ l125(D)
AND FOR ENTRY OF JUDGMENT
Case Nos: 09-CV-5939 PJH and l0-CV00431 EMC

OPPAPP000162



I

2

J

4

5

6

I

I

I

l 0

I I

t 2

r 3

l 4

I 5

r 6

t 7

r 8

l 9

20

2 l

22

23

24

25

26

27

28

ktrffi lltmefrn€srt?+ffilM)sAg{ID ruSffidf14B

Perry R. Clark, State Bar No. l97l0l
Zhuanjia Gu, State Bar No. 244863
KIRKLAND & ELLIS LLP
950 Page Mill Road
Palo Alto, CA 94303
Telephone: (650) 859 7070
Facsimile: (650) 859 7000
pclark@kirkland.com
zgu@kirkland.com

Attorneys For Plaintiff
PETROLIAM NASIONAL BERI{AD

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

SAN JOSE DIVISION

PETROLIAM NASIONAL BERHAD. NO.09-CV-

Plaintiff, DECLARATION IN SUPPORT OF
PLAINTIFF''S MOTION FOR TEMPORARY
RESTRAINING ORDERv.

GODADDY.COM, INC,

Defendant.

Declaration
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l, Priya Manokaran, declare as follows:

l. I am employed by Petroliam Nasional Berhad, also known as Petronas,

Officer in the Intellectual Property and Technology Unit of Corporate Services and

Legal and Corporate Affairs Division.

as the Legal

Technology,

2. Petronas is a fully-integrated oil and gas corporation and is among the Fortune Global

500 listing of the largest corporations in the world. Petronas's business encompasses the futl

spectrum of oil and gas operations in the areas of upstream oil and gas exploration and production,

downstream oil refining, marketing and distribution of petroleum products, trading, gas processing

and liquefaction, gas transmission pipeline network operations, rnarketing of liquefied natural gas,

petrochemical nranufacturing and marketing, shipping, and property investment.

3. Petronas has operations in more than 33 countries worldwide and employs approximately

16,000 people.

4- Petronas's official corporate website is "www.petronas.com.my" ("Official Petronas

Website"). There is an official U.S,-based "mirror" website at '\wwv.petronas.corn,"

"www.peffonas.org," and "www. petronas. my."

5. Petronas uses the "petronastwintowers,com.my" domain name fbr the official website of

the Petronas Twin Towers and uses "petronastwintowers.com" to redirect to

"petronastwintowers.com.my". The Petronas Twin Towers, which house Petronas's headquarters,

are one of tlre rnost well known landmarks in Asia and are extremely closely identified with

Petronas. The Petronas Twin Towers attract visitors from Malaysia and the rest of the world for the

commercial, cultural, and other offerings housed at the Peffonas Twin Towers. The

"petronastwintowers.com,my" website is intended to provide information to as many people as

possible about the Peffonas Twin Towers.

6. The Official Petronas Website is perhaps the most widely viewed manifestation of the

Petronas corporate identity. Petronas uses the Official Petronas Website [o, among other things,

project a corporate inrage that rel'lects the values of the employees, management, and shareholders of

Pctronas, including the people of Malaysia who, through the Government of Malaysia, own a stake

in the company, Petronas also uses the Official Petronas Website to provide news and information

Declaration 2
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about its business, communicate with customers, potential customers, and ernployees, recruit and

hire employees for its locations around the world, advertise its products, and promote its brand,

7. On or about November 26,2009, Petronas learned that a person or persons unknown to

Petronas had registered the domain name "www.petronastower.net" and was operating a website

using that domain narne without Petronas's knowledge or consent.

8, Since at least November 26,2009, ths "w\arw"petronastower.net" website has displayed

highly offensive obscene and pornographic material. As a result, any person directing a web

browser to, or otherwise accessing, the o'www.petronastower.net" website will be exposed to the

highly offensive anrl pornographic material displayed on the "www,petronastower.nef'website.

9. On or about November 26, 2009, Petronas leamed that the domain name

'opetronastower.net" had been registered with Go Daddy.com, Inc.

10. On or about November 26, 2009, Petronas repeatedly informed Go Daddy of the

unauthorized use of the "petronastower.net" domain name and that pornographic rnaterial was being

displayed on the website associated with that domain name and requested that the website be

removed. Ex. A at l-2. These requests were sent by Fetronas to the Co Daddy email addresses

"abuse@godaddy.com" and "suppor-t@godaddy.com." Id.

ll,On or about December 1,2009, the GoDaddy,com o'Spam and Abuse Depadment"

responded with an email to Petronas stating that it is "prohibited from becoming involved in domain

name ownership dispules" and refusing to take any action with respect to the "petronastower.net'n

website or domain name, Ex. A at l. According to Go Daddy, any issues with the 'owording of the

domain name itsetf will need to be sent to either the registrant, through an arbitration forum such as

the World Intellectual Properfy Organization, or the local court system." .ld.

12. Petronas owns all right, title, and interest in U,S. Trademark No" 2969707 for

"PETRONAS." Attached hereto as Ex. B is a true and correct copy of the U.S. Patent and

Trademark Office's listing of Petronas's U.S. Trademark No. 2969707.

13. Petronas has not authorized the use of the PETRONAS mark in connection with the

"petronastower.net" domain name or website.
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I declare under penalty of perjury of the laws of the United States that the foregoing is true

Dated: December 17,2009
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United States Patent and Trademark Office

Homef s i te rndexf Searchlr lq lGlossaryleuiCeslContacts leBusinessf eeiz alerts l t lewsluetp

Trademarks > Trademark Electronic Search System (TESS)

IESS was /asf updated on Tue Dec 15 04:04:28 EST 2009

@@rffisF@@

TL-og"L,t I Please logout when you are done to release system resources allocated for you.

mListAt: on I lumpl to record: Record 1 out of 2

:}ffis$Wffi ffif;W (IJsethe"Back"buttonof thetnternet
Browser to return fo IESSJ
-*r.6

Word Mark
Goods and
$ervices

PETRONAS

lC 001. US 001 005 006 010 026 046. G & S: Chemicals and petrochemicals for use in the
manufacture of pharmaceuticals, cosmetics, detergents, packaging, wire and cable installation,
cassette tapes, pipes, toys, films, floorings, synthetic rubber, paints and coatings, adhesives, fuel
additives and lubricants, textiles, agriculture, electrical and electronic components, automotive parts,
aerospace and aviation, building and construction materials, plastics, foods, and diagnostic equipment;
chemicaland petrochemical in the nature of methanol, ethylene, methyltertiary butyl ether (MTBE),
vinylchloride monomer, polyvinyl chloride, polyethylene, polypropylene, propylene, ethyl benzene, and
styrene monomer all for use in industrial, forestry, agricultural, horticultural, and scientific applications;
photographic chemicals; artificial and synthetic resins for use in the manufacture of fibers, polymers
and coatings, and molding compounds; plastic molding compounds for use in plastic extrusion
operations plastic molding compounds for use the manufacture of molded plastic articles and plastic
sheets and films; composts; manures; fertilizers for agriculturaland domestic use; glue for industrial
purposes, adhesives for general industrial use, contact cennents; gases for heating, lighting, steam
generating, cooking, refrigeration, drying and ventilating for industrial use in liquid and gaseous forms;
oil dispersants; chemicals for separating oils; hydraulic fluids for general use; chemical additives for
use in the manufacture of fuels, lubricants, gasoline and drilling lubricants; drilling muds for use in oil
well drilling, coolants for vehicle engines, heat transfer fluids for industrial use, hydraulic fluids for
general use, acidulated water for recharging accumulators and batteries; chemical additives for use
with internal combustion engines- chemical additives for fuel saving treatments, catalysts for use in the
oil processing industry, oilfor preservation of masonry

lC 004. US 001 006 015. G & S: Transmission fluids, cutting oilfor industrial metalworking, Crude oil,
natural gasoline, fuel oil and general purpose greases, all purpose lubricants; gasoline;fuel gas; fuel
oils; fuel alcohol; dieselfuel; gas; gasoline as lubricant; kerosene, unleaded fuel; oil gas; paraffin;
petroleum; petroleum ether, fuels in liquid, gaseous and solid form, dust lying and absorbing

http ://tess2.uspto.gov/bin/showfi eld?Fdoc&state:4006:9g5nt5.2. I t2/rs/2009
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compositions for use on unpaved roads; non-chemical additives for oils and fuels; petroleum jelly for
industrial purposes, tallow, autornatic transmission fluids; nnethanol petrochemicals for use in fuel,
petroleum based dust suppressing compositions for use in manufacture

lG 01 1 . US 013 A21 023 031 034. G & S: Air conditioners, water distillation units, flares, gas and petrol
burners for industrial purposes; gas regulators, heat exchangers, heat pumps, pasteurizers for use in
food and beverage industry; electric radiators not for motors or engines, solar collectors for heating
solar furnaces, water filters

Mark
Drawing (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS
Gode
Design 01.15.08 - Raindrop (a single drop); Single drop (rain, tear, etc.); Teardrop (a single drop)
Search 26.03.17 - Concentric ovals; Concentric ovals and ovals within ovals; Ovals within ovals; Ovals,
Gode concentric

26.03.21- Ovals that are completely or partially shaded
26.03.28 - Miscellaneous designs with overall oval shape, including amoeba-like shapes and irregular
ovals; Oval shape (miscellaneous overall shape)

s.erial 781oo1BsNurnber
Filing Date December 28, 2001
Crrrronf

Filing't""i" 44E

3,lilflll3'""," 1B:44E
Published
for August 24,2OA4
Opposition

ft:ffitJlt'on 2eoszoz
Registration Jury 1g, 2oos

Owner (REGISTRANT) Petroliam Nasional Berhad CORPORATION MALAYSIA Petronas Twin Towers,
Tower 1 Kuala Lumpur City Centre 50088 Kuala Lumpur MALAYSIA

f;Hffit " Brian E. Banner
Description The mark consists of The design portion of the mark to the right of the word "PETRONAS" is the
of Mark fanciful representation of a drop of oil in the color green and green is claimed as a part of the mark.
Trrna rr#

;jjj 
*' TRADEMARK

t f t q t  n

Register PRINCIPAL

l;IiJSf# L'vE

I .HOME I SITEINDEXI SEARCH I eBUSINE$S I HELP I PRIVACYPOLICY

http://tess2.uspto.gov/bin/showfield?Fdoc&state:4006 :9g5nt5.2. 1 r211512A09
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NOTICE OF MOTION AND MOTION FOR ORDER TRANSFERRING DOMAIN NAME PURSUANT TO 15
u.s.c. $ l r2s(D)
AND FOR ENTRY OF ruDGMENT
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Perry R. Clark l97l}l
Jia Jia Gu 244863
perry. clark@kirkland. com
zhuanj ia. gu@kirkl and. c om
KIRKLAND & ELLIS LLP
950 Page Mill Road
Palo Alto, Californi a 94304
Telephone: (650) 859-7000
Facsimile: (650) 859-7500

Sarah L Forney 2547 69
sarah. forney@kirkl and. c om
KIRKLAND & ELLIS LLP
555 California Street
San Francisco, Californi a 94104
Telephone: (41 5) 439-1400
Facsimile: (41 5) 439- 1 500

Attorneys for Plaintiff

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT O]F' CALIFORNIA

SAN FRANCISCO DIVISION

Petroliam Nasional Berhad, ) CASE NO. 09-CV-
)

Plaintiff, ) CLARI( DECLARATION IN SUPPORT
) oF MOTION F',OR TEMPORARY

vs. ) RESTRAINING ORDER
)

GoDaddy.com, Inc., ) Hearing Date: December 18, 2009
)

Defendant. )
)
)
)

Petroliam Nasional Berhad,
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I, Perry Clark, declare as follows:

1. I am a lawyer at the law firm of Kirkland & Eltis LLP, 950 Page Mill Road,

Palo Alto, California,94304, ffid a member in good standing of the Bar of the State of California. I

am admitted to practice in the United States District Court for the Northern District of California.

Kirkland & Ellis LLP has been retained as counsel for Petroliam Nasional Berhad (*PETRONAS")

in the present action. I arn making this declaration in suioport of Petronas' Motion for a Temporary

Restraining Order.

2. On December 14,2A09, I contacted GoDaddy via telephone to inform it of

"petronastower.net" (the "Infringing Domain Name") and associated offensive website ("Infringing

Website") and to request that the Infringing Domain Narne and Infringing Website be disabled.

3. Specifically, Petronas's counbel called the telephone number for the "Abuse

Department" (480 6242505) listed in GoDaddy's public database of information related to its

domain names. Ex. A.

4. I informed the operator in GoDaddy's Abuse Department that the "petronastower.net"

domain name that GoDaddy had registered infringed Petronas's United States trademark and

requested that the domain nutme be disabled.

5. The operator in GoDaddy's Abuse Department stated that GoDaddy did not respond

to allegations of trademark infringement unless they were submitted in writing according to

GoDaddy' s "Trademark and/or Copyri ght Infringement Policy. "

6. On December 16,2009, I sent a formal Notice of Trademark Infringement and a

request that,the Infringing Website be disabled as required by GoDaddy's "Trademark and/or

Copyright Infringement Policy." Ex. B. This included a signed declaration identiffing the address

of the offensive Infringing Website, the registrant information for the Infringing Website as obtained

frorn GoDaddy's WHOIS database, and information regarding Petronas' frademark rights, including
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Petronas's registration of U.S. Trademark No. 2969707 for "PETRONAS ." Id.

7. GoDaddy responded on December 16, 2009 with an email stating that it would not

disable the Infringing Domain Name or Infringing Website and that any disputes over the

"ownership or wording of the domain name itself will need to be sent to either the registrant, through

an arbitration forum such as the World Intellectual Properfy Organization, or the local court system.,'

Ex. C.

8. On December 16,2009, I aftempted to contact the registrant of the Infringing Domain

Name by using the email and telephone number provided by GoDaddy. Ex. D. The email address

provided for the registrant by GoDaddy for the Infringing Domain Name was

"ddd3rivate@hotmail.com ." Id.

9. I informed the registrant via email of the Infringing Domain Name and the offensive

Infringing Website, Ex. E. I requested that the registrant immediately cease and desist. from funher

use of the domain name, and also requested that the registrant transfer ownership of the dornain

nelme to Petronas. Id. Petronas did not receive a response to its email.

10. I called the telephone number but it was answer with a recorded message asking for a

"l0-Digit YAK message to be followed by the hash sign."

1 1. Pwsuant to Fed, R. Civ. P. 65(b), the undersigned counsel (Perry R. Clark) certifies

that he made the following efforts to provide notice of this motion for a tbmporary restraining order

to the Plaintiff. First, he called the GoDaddy Abuse Department on December 18, 2009 at $B$ 6Za

2505 and informed the operator of this motion. The operator directed that notice be emailed to

"legal@godaddy.com." Second, Mr. Clark sent an email to "legal@godaddy.com" providing notice

of this motion and the telephone number and email address at which Mr. Clark could be reached.

Ex. F. Finally, Mr. Clark sent a copy of this notice of motion, motion, ffid supporting papers to

"legal@godaddy.com."
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DATED: December I 8, 2009 Respectfully submitted,

& ELLIS LLP
950 Page Mill Road
Palo Alto, California 94304
Telephone: (650) 859-7000
Facsimile: (650) 859-7500
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Case4:09-cv-00039-PJH DocumentS Filed02/26n9 Page20of{10

FeryGhdt Palo
Ab/lGfdand-Ets

To ddd-privat@hotrnail-com

cc
1211612009 09:45 AM 

bcc

subject PETRONASTOWER.NET

We represent Petroliam Nasional Berhad, or Petronas, in connection with the infringement of its
trademarks by the website "petronastower.net."

We have been directed to you by Go Daddy, Inc., the registrar of the domain name, as well as Capital for
Grov*h GmbH, who is affiliated with the webmaster Msit-X.net. Both of these parties have identified
Heiko Schoenekess
BPM 195226,372 Old Street, London, London EC1V 9AU, United Kingdom, as the owner and registrant
of the "petronastower. nef ' website.

The "petronastower.net" domain name, and its use as a website, infringe on the trademarks of Petronas.
Accordingly, we request that you immediately cease and desist from any use of the "petronastower.nef'
website. We further request that you contact me immediately to discuss the transfer of the registration of
the "petronastower.nef' domain name to Petronas.

Best Regards,
Perry Clark
KIRKI-AND & ELLIS.LLP
950 Page Mill Road
Palo Alto, CA 94{}03
Office: 650 859 7A7O
Mobile:650 248 5817
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Perry ClarUPalo
Alto/Kirkland-Ellis

1?/18t2009 08:51 AM

legal@godaddy.comTo

cc

bcc

Subject NOTICE OF MOTION FOR TEMPORARY RESTRAINING
ORDER

Please take notice that Petroliam Nasional Berhad, ("Petronas") intends to move for a temporary
restraining order in United States District Court of the Northern District of California today, December 18,
2009, as soon as the matter can be heard. We willforward the fonnal moving papers as soon as they are
completed.

Perry Clark
KIRKTAND & ELLIS LLP
950 Page Mill Road
Palo Alto, CA 94303
Telephone: 650 248 5817
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LTNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF CALIFORNIA

PETROLIAM NASIONAL
BERHAD,

Plaintiff

V.

PATRONASTOWER.NET, an
internet domain name

Defendant.

CIVIL ACTION NO. C1O-OO43IEMC

REGISTRAR.' S CERTIFICATE

I, Laurie Anderson, a representative of GoDaddy.com, Inc. (ooGo Daddy"), un ICANN-

accredited registrar of Internet domain names under the top level domains .com, .org. and .net,

among others, hereby declare:

l. I have personal knowledge of the facts stated herein, and would testify to such

facts if so called to testi$r.

2. Go Daddy is the registrar of the domain name at issue inthis case,

patronastower.net (the "Domain Name").

3. On or about February 8, 2010, Go Dadtdy received written notification of a filed,

stamped copy of the Complaint in the instant case.

4. The Complaint alleges that the Domain Name infringes on the registered

trademark of the plaintiff.

I 5 U.S.C. $ I 12s(dX2XDXiXl) Declaration

Page I ofZ
2nn0l
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