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I, Perry Clark, declare: 

1. I am an attorney admitted to practice law before this Court and the attorney for 

Plaintiff Petroliam Nasional Berhad (PETRONAS).  I have personal knowledge of the 

facts set forth in this declaration. 

2. Attached hereto as Exhibit A is a true and correct copy of excerpts of the 

transcript of the December 7, 2011 hearing in this Court on the parties’ motions for summary 

judgment.   

3. Attached hereto as Exhibit B is a true and correct copy of eNom’s Motion for 

Leave to File an Amicus Brief (Doc. No. 111) in this case. 

4. Attached hereto as Exhibit C is a true and correct copy of Network Solutions’s 

Motion for Leave to File an Amicus Brief (Doc. No. 125) in this case.   

5. Attached hereto as Exhibit D is a true and correct copy of the Court’s Summary 

Judgment Order (Doc. No. 158). 

6. Attached hereto as Exhibit E is a true and correct copy of GoDaddy’s Bill of 

Costs (Doc. No. 175) in this case. 

7. Attached hereto as Exhibit F is a true and correct copy of Exhibit B to GoDaddy’s 

Bill of Costs (Doc. No. 175-2). 

8. Attached hereto as Exhibit G is a true and correct copy of Ex. C to GoDaddy’s 

Bill of Costs (Doc. No. 175-3). 

9. Attached hereto as Exhibit H is a true and correct copy of portions of the 

transcript of the October 13, 2011 deposition of Ronald Hertz. 

I declare under penalty of perjury that the foregoing is true and correct.  Executed in Palo 

Alto, California on April 11, 2012. 
 
  By:               /s/ Perry Clark   
    Perry Clark 
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UNITED STATES DISTRICT COURT 

NORTHERN DISTRICT OF CALIFORNIA 

BEFORE THE HONORABLE PHYLLIS J. HAMILTON, JUDGE 
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                            ) 

                            ) 

           PLAINTIFF,       )      NO. C-C-09-5939 PJH 

                            ) 

  VS.                       )      WEDNESDAY, DECEMBER 7, 2011 
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GODADDY.COM, INC.           )      OAKLAND, CALIFORNIA 
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           DEFENDANT.       ) 
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 1 WEDNESDAY, DECEMBER 7, 2011 10:25 A.M. 

 2 P R O C E E D I N G S 

 3 THE CLERK:  CALLING CIVIL CASE NUMBER 09-5939

 4 PETROLIAM NASIONAL BERHAD VERSUS GODADDY.COM.

 5 MR. SLAFSKY:  GOOD MORNING, YOUR HONOR.  FOR THE

 6 DEFENDANT GODADDY, JOHN SLAFSKY FROM WILSON, SONSINI, GOODRICH

 7 & ROSATI.

 8 THE COURT:  ALL RIGHT.  GOOD MORNING.

 9 MR. CLARK:  GOOD MORNING, YOUR HONOR.  PERRY CLARK

10 FOR THE PLAINTIFF.

11 THE COURT:  ALL RIGHT.  GOOD MORNING.

12 ALL RIGHT.  THIS MATTER IS ON FOR HEARING ON THE

13 CROSS-MOTIONS FOR SUMMARY JUDGMENT.

14 THE DEFENDANT GODADDY HAS MOVED FOR JUDGMENT AS TO

15 ALL THREE OF THE PLAINTIFF'S CLAIMS AND ON ITS OWN

16 COUNTERCLAIM?

17 MR. SLAFSKY:  THAT'S CORRECT, YOUR HONOR.

18 THE COURT:  AND PLAINTIFF PETRONAS HAS MOVED FOR

19 SUMMARY JUDGMENT ON ITS OWN SECOND CLAIM FOR CONTRIBUTORY

20 CYBERSQUATTING.  SO LET'S DEAL WITH THE DIRECT CYBERSQUATTING

21 CLAIM AND THEN THE CONTRIBUTORY CYBERSQUATTING CLAIM.

22 IT'S -- WITH REGARD TO THE UNFAIR COMPETITION CLAIM,

23 I AM PROBABLY GOING TO GRANT SUMMARY JUDGMENT GIVEN THERE WAS

24 NO OPPOSITION IN THE PAPERS FILED BY PETRONAS AT ALL.

25 WITH REGARD TO THE COUNTERCLAIM THAT'S BEEN
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 1 THINGS THAT SOUNDS EXCEPTIONAL.  AND IT IS.  BUT THE FACTS IN

 2 THIS CASE ARE EXCEPTIONAL AS WELL.

 3 AGAIN, THIS ISN'T A CASE WHERE SOMEBODY REGISTERS A

 4 DOMAIN NAME AND WE COMPLAINED ABOUT IT.  REMEMBER -- AND

 5 THERE'S ALL THESE FACTS, THE COURT'S ORDERS, THE PENDING

 6 LITIGATION, THE UNDISPUTED FACTS I JUST DESCRIBED OF THEIR

 7 KNOWLEDGE OF THE REGISTRANT'S BAD FAITH INTENT, THE UNDISPUTED

 8 FACTS OF ALL THE OTHER ASPECTS NEEDED TO PROVE THE REGISTRANT'S

 9 CYBERSQUATTING.  SO I THINK IT DOES REACH THE EXCEPTIONAL

10 LEVEL.  

11 THE FINAL POINT I WOULD MAKE IS ON WILLFUL

12 BLINDNESS.  AND ON WILLFUL BLINDNESS, THERE'S REALLY NO --

13 THERE'S NO ARGUMENT TO SHOW WHY THEY SHOULDN'T HAVE AT LEAST

14 SUSPECTED THAT THERE WAS SOMETHING GOING ON.  I MEAN, UNDER

15 THESE CIRCUMSTANCES --

16 THE COURT:  SO IS WILLFUL BLINDNESS A TEST SET FORTH

17 BY CIRCUIT AUTHORITY, OR IS THAT --

18 MR. CLARK:  RIGHT, BY THE NINTH CIRCUIT.

19 THE COURT:  BY THE NINTH CIRCUIT IN A CONTRIBUTORY

20 CYBERSQUATTING -- I THOUGHT THE NINTH CIRCUIT HADN'T RULED

21 ON --

22 MR. CLARK:  NO, NO.  YOU'RE RIGHT.  THERE'S NO NINTH

23 CIRCUIT CASE SAYING --

24 THE COURT:  IS THERE ANY CIRCUIT CASE AT ALL SAYING

25 THAT CYBERSQUATTING CAN BE FOUND IN A SITUATION WHERE THERE IS
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 1 WILLFUL BLINDNESS?

 2 MR. CLARK:  NO, THERE'S NOT.

 3 THE COURT:  EITHER DIRECT OR CONTRIBUTORY?

 4 MR. CLARK:  NO, THERE'S NOT.

 5 THE COURT:  OKAY.  THE WILLFUL BLINDNESS COMES UP IN

 6 THE CONTEXT OF CONTRIBUTORY CYBERSQUATTING ONLY, CORRECT?  

 7 MR. CLARK:  CONTRIBUTORY TRADEMARK INFRINGEMENT

 8 ONLY.

 9 THE COURT:  I'M SORRY, CONTRIBUTORY TRADEMARK

10 INFRINGEMENT ONLY.

11 MR. CLARK:  YES.

12 THE COURT:  LET ME ASK BOTH OF YOU TO ADDRESS ONE

13 CONCERN THAT I HAVE.  GIVEN THAT THERE ISN'T AN ESTABLISHED

14 CAUSE OF ACTION FOR CONTRIBUTORY CYBERSQUATTING, GIVEN THAT WE

15 DIDN'T DEAL WITH THIS DIRECTLY ON A PRIOR MOTION TO DISMISS, I

16 HAVE NO IDEA WHAT YOUR ANSWER IS TO THIS AMENDED COMPLAINT; I

17 AM HAVING REAL DIFFICULTY TRYING TO FIGURE OUT WHAT I AM

18 SUPPOSED TO DO WITH THIS CAUSE OF ACTION.

19 IT SEEMS INHERENTLY INAPPROPRIATE TO ME, A TRIAL

20 JUDGE, TO DECIDE THAT, YES, THERE IS, NOT AT THE PLEADING

21 STAGE, BUT TO DECIDE AT THE SUMMARY JUDGMENT STAGE THAT AS A

22 MATTER OF LAW THERE IS SUCH A THING AS CYBERSQUATTING, WHICH

23 SOME OTHER -- WHICH THE STATUTE DOESN'T PROVIDE AND WHICH AN

24 APPELLATE COURT HASN'T PROVIDED -- I AM NOT IN THE BUSINESS OF

25 CREATING NEW LAW, THAT IT SEEMS INHERENTLY INAPPROPRIATE FOR ME
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 1 TO FIND THAT IT DOES EXIST.

 2 SOME OTHER DISTRICT COURTS HAVE RECOGNIZED IT AT

 3 LEAST AT THE PLEADING STAGE, HAVE NOT BEEN WILLING TO SAY IT

 4 DOESN'T EXIST, WELL, I AM NOW AT THE SUMMARY JUDGMENT STAGE AND

 5 I AM NOT WILLING TO SAY THAT IT DOES EXIST.

 6 IF I FIND THAT IT DOES NOT EXIST AS A CAUSE OF

 7 ACTION AS WE KNOW IT TODAY, AND IF I AM UNWILLING TO CREATE

 8 ONE, WHAT DOES THAT LEAVE US WITH?  YOU PLED CONTRIBUTORY

 9 INFRINGEMENT PREVIOUSLY, IT WAS DISMISSED, YOU WERE GIVEN LEAVE

10 TO AMEND, YOU DIDN'T AMEND TO RE-ALLEGE CONTRIBUTORY TRADEMARK

11 INFRINGEMENT, IT DOESN'T EXIST IN THE COMPLAINT, SO WHAT DO I

12 DO WITH THIS?

13 YOU DEVOTED ALL THIS TIME TALKING ABOUT THIS CAUSE

14 OF ACTION IN YOUR PAPERS THAT IT DOESN'T EXIST, IN MY VIEW.

15 MR. CLARK:  WELL, THEN, THE CAUSE OF ACTION -- YOU

16 WOULD HAVE TO DISMISS IT AS A MATTER OF LAW.  BECAUSE THAT IS

17 THE CAUSE OF ACTION.

18 AND WHERE -- I THINK WHAT WE WOULD SAY FOR WHY IT

19 EXISTS, THERE IS A NUMBER OF PLACES WE WOULD POINT, THE FIRST

20 OF WHICH THE MERE FACT IT IS NOT LISTED IN THE STATUTE, ISN'T

21 DISPOSITIVE BECAUSE CONTRIBUTORY TRADEMARK INFRINGEMENT ALSO

22 ISN'T LISTED IN THE STATUTE.

23 THE COURT:  THERE ARE CIRCUIT CASES THAT ESTABLISH,

24 INCLUDING IN THE NINTH CIRCUIT, CONTRIBUTORY TRADEMARK

25 INFRINGEMENT.  CORRECT?
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 1 MR. CLARK:  CORRECT.

 2 THE COURT:  OKAY.  BUT THERE ISN'T ANY CIRCUIT COURT

 3 CASE, OR IS THERE A FINDING FOLLOWING TRIAL IN A DISTRICT

 4 COURT?  HAS ANYBODY EVER BEEN FOUND LIABLE IN THE UNITED STATES

 5 FOR CONTRIBUTORY CYBERSQUATTING?

 6 MR. CLARK:  HERE IS WHAT I WOULD SAY IS, IF YOU LOOK

 7 AT THE LEGISLATIVE HISTORY FOR THE ACT, THE ACT WAS PASSED IN

 8 2000, IT SAYS THAT THE BILL, AS AMENDED, PROMOTES THE CONTINUED

 9 EASE AND EFFICIENCY USERS OF THE CURRENT REGISTRATION SYSTEM

10 ENJOY BY CODIFYING CURRENT CASE LAW LIMITING THE SECONDARY

11 LIABILITY OF DOMAIN NAME REGISTRARS AND REGISTRIES FOR THE ACT

12 OF REGISTRATION.

13 THEN THEY CITE TO TWO NINTH CIRCUIT CASES AND A

14 DISTRICT COURT CASE.  OKAY.  SO, WHAT I WOULD SAY IS, YOU KNOW

15 IN THE TEN YEARS THAT THE ACT HAS BEEN IN --

16 THE COURT:  THAT IS THE ACT OF REGISTRATION, WHICH

17 YOU SAY THIS CASE ISN'T ABOUT.

18 MR. CLARK:  OKAY.  TO BE CLEAR, WHAT THEY'RE TALKING

19 ABOUT HERE IS THEY'RE SAYING WE ARE CREATING A SAFE HARBOR FROM

20 LIABILITY FOR SECONDARY INFRINGEMENT, WHICH CONTRIBUTORY

21 INFRINGEMENT IS, RIGHT?  CONTRIBUTORY INFRINGEMENT IS SECONDARY

22 LIABILITY.

23 AND WHAT THEY ARE SAYING HERE IS, WE ARE CREATING A

24 SAFE HARBOR, WE'RE LIMITING LIABILITY FOR SECONDARY

25 LIABILITY -- FOR THE ACT OF REGISTRATION.  SO IF A SECONDARY
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 1 LIABILITY DID NOT EXIST, IF THIS CAUSE OF ACTION DID NOT EXIST,

 2 CONGRESS WOULDN'T HAVE SAID THIS.

 3 THE COURT:  SO CONGRESS KNOWS IT EXISTS EVEN THOUGH

 4 THE STATUTE DOESN'T AND THE APPELLATE COURTS DON'T.

 5 MR. CLARK:  RIGHT.  AND I WOULD JUST ADD THE CASES

 6 THEY CITE, THEY CITE TO PANAVISION, WHICH IS A NINTH CIRCUIT

 7 CASE THAT PREDATES THE ACPA.  SO, I GUESS TO BE A HUNDRED

 8 PERCENT PRECISE --

 9 THE COURT:  PANAVISION IS A DIRECT INFRINGEMENT

10 CASE.

11 MR. CLARK:  CONTRIBUTORY INFRINGEMENT, BUT BEFORE

12 THE ACPA.

13 MR. SLAFSKY:  PANAVISION VERSUS TOEPPEN IS A

14 CYBERSQUATTING CASE, DIRECT CYBERSQUATTING CASE.  

15 THE COURT:  THAT'S WHAT I THOUGHT.

16 MR. CLARK:  THEY CITE IT HERE FOR CODIFYING CURRENT

17 CASE LAW LIMITING SECONDARY LIABILITY.

18 SO, IF SECONDARY LIABILITY DOESN'T EXIST, IF WE ARE

19 GOING TO COME OUT AND SAY SECONDARY LIABILITY DOESN'T EXIST, I

20 THINK OUR RESPONSE WOULD BE TO SAY, LOOK, IF THAT WERE TRUE,

21 THEN CONGRESS WOULDN'T HAVE MADE AN EXCEPTION FOR SECONDARY

22 LIABILITY FOR THE ACT OF REGISTRATION.

23 THE COURT:  OKAY.  SO, YOU'RE SAYING I SHOULD INFER

24 FROM THE CREATION OF THE SAFE HARBOR PROVISION THAT IT DOES

25 EXIST, BUT NO ONE HAS ESTABLISHED THE REQUIREMENTS OF -- EXCEPT
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 1 FOR OTHER DISTRICT COURTS?

 2 MR. CLARK:  AGAIN, I THINK THEY ARE NOT SEEING THE

 3 PROBLEM BECAUSE, AGAIN, THE CAUSE OF ACTION FOR CONTRIBUTORY

 4 TRADEMARK INFRINGEMENT ISN'T IN THE STATUTE EITHER.  AND

 5 CYBERSQUATTING IS A FORM OF TRADEMARK INFRINGEMENT.

 6 SO I AM NOT SURE I AM SEEING THE PROBLEM OF SAYING

 7 THERE CAN BE CONTRIBUTORY CYBERSQUATTING, WHICH IS PART OF THE

 8 TRADEMARK STATUTE JUST LIKE THERE CAN BE CONTRIBUTORY TRADEMARK

 9 STATUTE INFRINGEMENT --

10 THE COURT:  BUT YOU ARE ARGUING TWO DIFFERENT

11 STANDARDS.  YOU ARE NOT ARGUING THE CONTRIBUTORY TRADEMARK

12 INFRINGEMENT STANDARD, YOU ARE ARGUING CONTRIBUTORY

13 CYBERSQUATTING AS THE STANDARD, AND NO COURT HAS SET FORTH WHAT

14 THE ELEMENTS ARE.

15 MR. CLARK:  WELL, OKAY.  WHAT COURTS HAVE SET FORTH

16 ARE THE STANDARD FOR -- THE STANDARDS FOR CONTRIBUTORY

17 TRADEMARK INFRINGEMENT.  AND ONE OF THE REQUIREMENTS FOR

18 CONTRIBUTORY TRADEMARK INFRINGEMENT IS THE DIRECT TRADEMARK

19 INFRINGEMENT.

20 HERE, THE DIFFERENCE BETWEEN CONTRIBUTORY

21 CYBERSQUATTING AND CONTRIBUTORY TRADEMARK INFRINGEMENT IS THE

22 DIRECT INFRINGEMENT THAT NEEDS TO BE PROVEN, HERE, DIRECT PROOF

23 OF CYBERSQUATTING -- I'M SORRY.  PROOF OF DIRECT CYBERSQUATTING

24 AND FOR CONTRIBUTORY TRADEMARK INFRINGEMENT, PROOF OF DIRECT

25 TRADEMARK INFRINGEMENT.
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 1 I MEAN, I GUESS I AM NOT SEEING -- THERE'S NOTHING

 2 IN THE STATUTE WHERE THEY CAME IN AND SAY, LET'S JUST GET RID

 3 OF SECONDARY LIABILITY, WE KNOW IT APPLIES TO TRADEMARK

 4 INFRINGEMENT IN GENERAL, BUT FOR THIS, THIS PART OF THE

 5 TRADEMARK STATUTE, THIS FORM OF TRADEMARK INFRINGEMENT THAT WE

 6 ARE ENACTING, LET'S NOT HAVE SECONDARY LIABILITY.  THEY SAY,

 7 THEY RECOGNIZE SECONDARY LIABILITY EXISTS AND CREATE A SAFE

 8 HARBOR.

 9 SO I THINK -- LET ME PUT IT ANOTHER WAY.  NO COURT

10 IN THE COUNTRY HAS COME OUT AND SAID IT DOESN'T EXIST.  OTHER

11 DISTRICT COURTS HAVE SAID IT DOES.

12 MR. SLAFSKY:  YOUR HONOR, IN ANSWER TO YOUR

13 QUESTION, I'VE LOOKED INTO THIS, I DON'T BELIEVE ANY DEFENDANT

14 HAS EVER BEEN HELD LIABLE FOR CONTRIBUTORY CYBERSQUATTING.  I

15 THINK THE ONLY CASES THAT HAVE LOOKED AT IT HAVE BEEN THESE FEW

16 DISTRICT COURT DECISIONS AT THE PLEADING STAGE.

17 OUR VIEW IS THAT IF CONGRESS HAD WANTED TO CREATE

18 THIS CAUSE OF ACTION, THEY COULD HAVE.  THERE ARE RICH EXAMPLES

19 IN THE LEGISLATIVE HISTORY OF CONGRESS' DESIRE TO LIMIT, AS

20 MR. CLARK SAYS, SECONDARY LIABILITY AND THE STATUTE THAT WAS

21 CREATED HAS ALL OF THESE PROVISIONS LIMITING, LIMITING,

22 LIMITING LIABILITY FOR THE SERVICE PROVIDERS.  SO I HAVE A HARD

23 TIME INFERRING FROM THAT THAT THEY AT THE SAME TIME

24 AFFIRMATIVELY WANTED TO EXPAND THE LAW BUT DIDN'T SAY IT BY

25 CREATING A SEPARATE CAUSE OF ACTION.
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 1 THE COURT:  WHAT ABOUT MR. CLARK'S ARGUMENT, THOUGH,

 2 THAT THE SECONDARY LIABILITY WAS FOR TRADEMARK INFRINGEMENT --

 3 DIRECT INFRINGEMENT WAS NOT CODIFIED EITHER BUT HAS BEEN

 4 CREATED.

 5 MR. SLAFSKY:  SO, SECONDARY TRADEMARK INFRINGEMENT,

 6 INDEED, IS JUDGE MADE LAW.  IT'S NOT IN THE LANHAM ACT.  AND SO

 7 THAT IS THE HISTORICAL BACKDROP TO THIS STATUTE.

 8 AND AS WE HAVE SAID IN OUR PAPERS, YOUR HONOR, TO

 9 THE EXTENT THE COURT THINKS IT'S APPROPRIATE TO APPLY THOSE

10 TRADITIONAL PRINCIPALS TO THIS NEW CONTEXT OF CYBERSQUATTING,

11 IT STILL DOESN'T MATTER AT THE END OF THE DAY BECAUSE THEY

12 CAN'T BE SATISFIED HERE.

13 THE COURT:  RIGHT.  BUT I STILL HAVEN'T DECIDED

14 WHETHER OR NOT I SHOULD EVEN DO THAT.

15 THIS IS A, IT SEEMS TO ME, A PRETTY IMPORTANT CASE

16 AND THE POLICY ISSUES ARGUED BY BOTH SIDES ARE PRETTY

17 SIGNIFICANT.  I AM NOT SO SURE THAT'S THE ROLE OF A TRIAL JUDGE

18 TO CREATE NEW LAW, A WHOLE NEW CAUSE OF ACTION TO ACKNOWLEDGE

19 THE EXISTENCE OF A CAUSE OF ACTION THAT HAS NOT BEEN SAID TO

20 EXIST BY LAW OR BY ANY COURT OF APPEAL, WHICH IS MORE IN THE

21 HABIT OF TELLING US WHAT THE LAW IS.

22 MR. CLARK:  BUT, AGAIN, IN MAKING THAT DECISION,

23 THERE WOULD BE NO AUTHORITY TO CITE.  WOULD THERE BE A CASE TO

24 CITE TO SAY THAT THERE IS NO CONTRIBUTORY CYBERSQUATTING?  ARE

25 THERE ANY CASES --
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 1 THE COURT:  I WOULD SAY THAT YOU HAVEN'T CITED ANY

 2 AUTHORITY FOR THE EXISTENCE OF CONTRIBUTORY CYBERSQUATTING -- 

 3 MR. CLARK:  OTHER THAN -- 

 4 THE COURT:  -- OTHER THAN OTHER DISTRICT COURTS OUT

 5 OF THE NINTH CIRCUIT.  

 6 DO YOU HAVE A DISTRICT COURT WITHIN THE NINTH

 7 CIRCUIT?

 8 MR. CLARK:  YES -- DISTRICT COURT WITHIN THE NINTH

 9 CIRCUIT?

10 THE COURT:  YES.

11 MR. CLARK:  SOLID HOST WAS IN THE NINTH CIRCUIT.

12 THE COURT:  WHAT DISTRICT WAS THAT?

13 MR. CLARK:  CENTRAL DISTRICT OF CALIFORNIA.

14 THE COURT:  OKAY.  YOU KNOW WHAT I WOULD LIKE, I

15 DON'T KNOW IF YOU ALL CAN PROVIDE IT, I WOULD LIKE TO FIND OUT

16 ON THE DISTRICT COURT CASES IN WHICH THE JUDGES RULED AT THE

17 PLEADING STAGE, WHAT ULTIMATELY HAPPENED IN THOSE CASES?

18 ULTIMATELY, WERE THERE SUMMARY JUDGMENT MOTIONS?  DID THE

19 DEFENDANTS PREVAIL IN THOSE CASES?  WERE THERE TRIALS?  WHAT

20 HAPPENED IN THOSE CASES?

21 MR. SLAFSKY:  I CAN'T ANSWER THAT QUESTION

22 DEFINITIVELY TODAY.  I AM HAPPY TO GO BACK AND FIND OUT.  

23 BUT I WILL SAY BASED ON THE RESEARCH I HAVE DONE

24 TODAY, I DON'T THINK ANYTHING OF THAT SORT EVER HAPPENED.  I

25 THIS IT WOULD HAVE COME TO MY ATTENTION IN THE COURSE OF THE
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 1 RESEARCH.

 2 THE COURT:  I WOULD LIKE TO KNOW THAT.  THERE ARE A

 3 HANDFUL OF CASES THAT YOU HAVE DISCUSSED IN YOUR PAPERS ON THIS

 4 WHOLE ISSUE OF CONTRIBUTORY CYBERSQUATTING.  

 5 I HAVE TO TELL YOU, I HAVE NOT HAD AN OPPORTUNITY TO

 6 READ THE AMICUS BRIEFS YET, JUST TRYING TO GET THROUGH ALL OF

 7 YOUR PAPERS -- HAVE BEEN KIND OF A CHALLENGE.

 8 SO, I WOULD LIKE TO BE ABLE TO SPEND JUST A LITTLE

 9 MORE TIME ON THIS WHOLE QUESTION.  THE CONTRIBUTORY

10 CYBERSQUATTING I THINK IS THE MOST DIFFICULT HURDLE FOR BOTH OF

11 YOU.  I THINK BOTH SIDES HAVE RAISED SOME GOOD ARGUMENTS ON

12 BOTH SIDES OF THAT QUESTION, BUT I AM NOT SURE I SHOULD EVEN

13 REACH THE MERITS OF IT.  AND THAT'S WHERE I AM.

14 SO, IT WOULD BE HELPFUL TO KNOW WHAT ULTIMATELY

15 HAPPENED ON -- IN EACH OF THOSE CASES THAT YOU ARE RELYING ON

16 OR TRYING TO DISTINGUISH.  

17 SO I WOULD LIKE YOU ALL TO DO THAT, TO FIND OUT.

18 MR. SLAFSKY:  HAPPY TO DO SO.

19 MR. CLARK:  YES, ABSOLUTELY.

20 THE COURT:  AND IS THERE ANY REASON YOU COULDN'T

21 SUBMIT SOMETHING JOINTLY?  CAN YOU CONFER ON IT, AND YOU BOTH

22 DO THE RESEARCH AND TALK ABOUT IT?

23 MR. CLARK:  ABSOLUTELY.

24 MR. SLAFSKY:  I THINK THAT'S FINE.  LET'S BE CLEAR

25 ABOUT WHAT THE COURT IS EXPECTING HERE.  THIS IS JUST A SUMMARY
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 1 FILING, YOU CAN EACH DO YOUR OWN.

 2 MR. CLARK:  OKAY.

 3 THE COURT:  AND SUBMIT YOUR ADDITIONAL ARGUMENT.

 4 AND I WOULD LIKE THEM SIMULTANEOUSLY FILED.

 5 MR. CLARK:  SURE.  YOU SAID A WEEK?

 6 THE COURT:  A WEEK.

 7 MR. SLAFSKY:  THAT'S FINE, YOUR HONOR.

 8 MR. CLARK:  OKAY.

 9 THE COURT:  ALL RIGHT.  ANYTHING ELSE?

10 MR. SLAFSKY:  THANK YOU VERY MUCH.

11 MR. CLARK:  THANK YOU, YOUR HONOR.

12 THE COURT:  MATTER IS SUBMITTED, WITH THE EXCEPTION

13 OF THE DOCUMENT I EXPECT FROM YOU NEXT WEEK, IT IS OTHERWISE

14 SUBMITTED.

15 MR. CLARK:  THANK YOU.

16 MR. SLAFSKY:  THANK YOU.

17 (PROCEEDINGS CONCLUDED AT 11:30 A.M.)  

18

19

20

21

22

23

24

25
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CERTIFICATE OF REPORTER 

         I, DIANE E. SKILLMAN, OFFICIAL REPORTER FOR THE UNITED 

STATES COURT, NORTHERN DISTRICT OF CALIFORNIA, HEREBY CERTIFY 

THAT THE FOREGOING PROCEEDINGS IN C-09-5939 PJH PETROLIAM 

NASIONAL BERHAD VERSUS GODADDY.COM, PAGES NUMBERED 1 THROUGH 

49, WERE REPORTED BY ME, A CERTIFIED SHORTHAND REPORTER, AND 

WERE THEREAFTER TRANSCRIBED UNDER MY DIRECTION INTO 

TYPEWRITING; THAT THE FOREGOING IS A FULL, COMPLETE AND TRUE 

RECORD OF SAID PROCEEDINGS AS BOUND BY ME AT THE TIME OF 

FILING.   

THE INTEGRITY OF THE REPORTER'S CERTIFICATION OF 

SAID TRANSCRIPT MAY BE VOID UPON REMOVAL FROM THE COURT 

FILE. 

 

/S/ DIANE E. SKILLMAN 

DIANE E. SKILLMAN, CSR 4909, RPR, FCRR 
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�

��C2� #!"'� %*--'#2� "*++"'� -#!3� +/$+� !-� +/'� �(*+'%� �+$+'2� �!2+$"� �'#&*,'0��
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($3'�� !(,'� #'6*2+'#'%�� ,$(� 4'� )2'%� *(� ,!((',+*!(� 7*+/� +/!)2$(%2� !-� .$6'2� !-� ,!(2+$(+"9� ,/$(6*(6�
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3$*(1-"!7�%!N'A',)+*!(O'�2���+!�-!#7$#%�3$*"�-#!3�$(�!"%�$%%#'22�+!�$�('7�$%%#'22����(�4!+/�*(2+$(,'2��
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.#!&*%*(6�+/$+0�

�
�� %!3$*(� ($3'� #'6*2+#$#�� $� %!3$*(� #'6*2+#9�� !#� !+/'#� %!3$*(� ($3'�
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-!#� 3!('+$#9� $7$#%2� -!#� ;#'-)2*(6� +!� #'6*2+'#�� #'3!&'� -#!3� #'6*2+#$+*!(�� +#$(2-'##*(6�� +'3.!#$#*"9�
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,!(-)2*(6"9�2*3*"$#�+!��!#�%*")+*&'�!-�$(!+/'#C2�3$#?�<���������
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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

PETROLIAM NASIONAL BERHAD,

Plaintiff, No. C 09-5939 PJH

v. ORDER GRANTING DEFENDANT’S 
MOTION FOR SUMMARY JUDGMENT

GODADDY.COM, INC., IN PART AND DENYING IT IN PART; 
ORDER DENYING PLAINTIFF’S MOTION

Defendant. FOR PARTIAL SUMMARY JUDGMENT
_______________________________/

Defendant’s motion for summary judgment and plaintiff’s motion for partial summary

judgment came on for hearing before this court on December 7, 2011.  Plaintiff appeared

by its counsel Perry R. Clark, and defendant appeared by its counsel John L. Slafsky. 

Having read the parties’ papers, including the supplemental briefs and the briefs of amici

curiae, and having carefully considered the arguments of counsel and the relevant legal

authority, the court hereby GRANTS defendant’s motion in part and DENIES it in part, and

DENIES plaintiff’s motion.

INTRODUCTION

This is a case brought under the Lanham Act, alleging cybersquatting and

contributory cybersquatting, and also alleging state law claims of unfair competition.  

Plaintiff Petroliam Nasional Behad (“Petronas”) is the national oil company of Malaysia, and

is wholly-owned by the Government of Malaysia.  Defendant GoDaddy.com, Inc.

(“GoDaddy.com” or “Go Daddy”) is a domain name registrar, with over 50 million domain

names registered by customers around the world.

Petronas asserts that two domain names – www.petronastower.net

 and www.petronastowers.net (the “Disputed Domains”) – which were registered by Go

Daddy, were used by one or more non-parties to violate its trademark rights by
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2

cybersquatting.  Petronas seeks to hold Go Daddy liable for cybersquatting and for

contributory cybersquatting, on the basis that the non-party registrant used Go Daddy’s

automated systems to point the domain names to a pornographic website that was hosted

elsewhere.  Go Daddy seeks to have the Petronas Mark declared invalid.

THE DOMAIN NAME SYSTEM

The Internet is a network of interconnected computers and computer networks.  

See, e.g., Reno v. ACLU, 521 U.S. 844, 849-53 (1997); Konop v. Hawaiian Airlines, Inc.,

302 F.3d 868, 874-75 (9th Cir. 2002).  Every computer connected to the Internet has a

numerical address known as an “Internet Protocol Address” or “IP Address,” required for

one computer to communicate with another.  Few people access websites by typing the IP

Address.  Instead, an Internet user types an alpha-numeric “domain name” that represents

the IP Address into his/her web browser.   

In response to the entry of a domain name, the user’s computer communicates back

and forth with the Domain Name System (“DNS”), a set of servers that allow the user to

locate the IP Address for the computer that hosts the desired website.  The DNS does not

provide any website content, but instead functions as the Internet’s equivalent of “directory

assistance.”  The fundamental building block of the DNS is the “nameserver,” which is a

database of IP Addresses.  

The orderly process for acquiring domain names enables the DNS to function

properly.  The rights to domain names are sold to the public in a process known as “domain

name registration.”  Domain name “registries,” the entities responsible for maintaining the

authoritative, master list of all domain names, do not deal directly with the general public. 

Rather, a person who registers a domain name does so through a domain name “registrar”

such as Go Daddy.    

The registrar is the designated intermediary between the domain name registrant

and the domain name registry.  Go Daddy and all other registrars are accredited by the

Internet Corporation for Assigned Names and Numbers (“ICANN”), the international non-

profit corporation that has been designated by the United States government to manage
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3

and coordinate domain names and IP Addresses.  

  A registrant chooses a registrar to provide the registration services.  That registrar

becomes the designated registrar for the selected domain name.  Only the designated

registrar may modify or delete information about domain names in a central registry

database.  After registering the domain name, the registrant uses an online dashboard

provided by the registrar to designate the nameserver information concerning where the

website is hosted.  The registrar’s participation in this process is entirely automated.  

DOMAIN NAME RESOLUTION AND ROUTING

“Domain name resolution” is the process whereby the DNS converts a domain name

into an IP Address that points to a computer hosting a website.  Resolution is a multi-step

process involving a series of lookups (“resolutions”) on various servers.  In order for the

user’s browser to determine which computer on the Internet to access, the browser

performs a domain name lookup and translates that domain name into a unique IP

Address.    

This resolution request is initially sent to the DNS resolver that is part of the user’s

local operating system.  Following a series of queries to the local nameserver of the user’s

Internet Service Provider (“ISP”), and to the DNS databases, the authoritative domain

nameserver eventually returns the IP Address of the computer hosting the sought Internet

content.  The ISP local nameserver then returns this information to the user’s DNS

resolver, which makes it possible for the user’s computer to access the Internet content.    

This resolution process, by which the user obtains the IP address of the computer

hosting the desired Internet content from the authoritative domain nameserver, is

commonly referred to as “routing.”  Registrars like Go Daddy play a critical role in the

process by giving the registrant an efficient means to configure the nameserver to point the

user to the desired Internet content.  If registrars stopped performing the function of taking

name server information and providing it to registries, the Internet would not function. 

Using the registrar’s “dashboard,” the registrant can choose from several options to

point his domain name to content.  The registrant can do nothing, in which case the

Case4:09-cv-05939-PJH   Document158   Filed01/03/12   Page3 of 20



U
ni

te
d 

S
ta

te
s 

D
is

tr
ic

t C
ou

rt
F

or
 th

e 
N

or
th

er
n 

D
is

tr
ic

t o
f C

al
ifo

rn
ia

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

4

nameserver might route to a “coming soon” page or to a page with other default

information.  In the alternative, the registrant can configure the nameserver so that it routes

either to a “record not found” error message, or to a newly created website on a server

hosted by the registrar or some third party, or to an existing website already associated

with another domain name.   

This last form of routing is referred to as “domain name forwarding.”  When a

registrant elects to route his domain name in this fashion, an Internet user typing the

forwarded domain name into his web browser will be automatically directed to the

pre-existing website.  From the Internet user’s perspective, there is no difference between

forwarding and other forms of routing.   

FACTUAL BACKGROUND

Petronas is based in Kuala Lumpur, Malaysia.  Its official website is

www.petronas.com.my, and it owns several additional U.S.-based websites that incorporate

the name “Petronas.”  Petronas uses the www.petronastwintowers.com.my  domain name

for the official website of the Petronas Twin Towers (the headquarters of Petronas).  

In May 2003, a third party registered two domain names, www.petronastower.net

and www.petronastowers.net (the “Disputed Domains”), with the domain registrar

eNom.com (“eNom”), and also pointed – or “forwarded” – the Disputed Domains to a pre-

existing website featuring pornography.  For most of the time between May 29, 2003 and

November 11, 2006, at least one of the Disputed Domains was directed to a website

displaying pornography.  On April 1, 2007, the then-registrant – Heiko Schoenekess –

changed registrars from eNom to Go Daddy.  Schoenekess used Go Daddy’s online

“dashboard” to automatically forward the Internet traffic for the Disputed Domains to the

same pornographic website with which they had previously been associated.    

It was not until November 26, 2009 that Petronas learned that the domain name

petronastower.net had been registered with GoDaddy.com, by a third party.  Petronas

asserts that it immediately advised Go Daddy of the unauthorized use of the

“petronastower” name, and requested that Go Daddy cease its “direct and contributory
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U
ni

te
d 

S
ta

te
s 

D
is

tr
ic

t C
ou

rt
F

or
 th

e 
N

or
th

er
n 

D
is

tr
ic

t o
f C

al
ifo

rn
ia

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

5

infringement” of Petronas’ mark.

Go Daddy responded on November 30, 2009, stating that it would not tolerate illegal

content on its customers’ websites, and would cooperate with law enforcement to get any

such websites taken down.  Go Daddy further informed Petronas that 

any disputes over the ownership or wording of the domain name itself will
need to be sent to either the registrant, through an arbitration forum such as
World Intellectual Property Organization . . . or the local court system.  Per
ICANN regulations, domain registrars are prohibited from becoming involved
in domain ownership disputes.

Nevertheless, instead of utilizing an arbitration procedure, which it had successfully used

previously, Petronas submitted a trademark claim to Go Daddy on December 16, 2009. 

Petronas attached a copy of Go Daddy’s “Trademark and/or Copyright Infringement Policy”

to the claim.  That policy states, with regard to “Domain Name Dispute Claims:”

Please refer to the Uniform Domain Name Dispute Resolution Policy (“the
UDRP”) if you have a concern or dispute concerning a domain name. The
UDRP covers domain name disputes; this policy specifically excludes domain
name disputes.

Go Daddy responded the same day, informing Petronas that although the domain

name petronastower.net was registered through Go Daddy, “the domain is forwarding to a

website that is hosted elsewhere,” and that “[a]ny issues regarding the content of the

website will need to be addressed to the owner of the site, either directly, or to the hosting

provider.”

Further, consistent with its stated policy, Go Daddy reiterated:

We can only process claims of trademark infringement against the content of
websites that we host.  ICANN, the managing body of the internet, domain
name registrars, specifically prohibits domain registrars from becoming
involved in disputes over domain ownership in their Uniform Domain Name
Dispute Resolution Policy.  Any disputes over the ownership or wording of the
domain name itself will need to be sent either to the owner, or through an
arbitration forum, or the local court system.

As an ICANN-accredited registrar, Go Daddy is required to implement and follow the

UDRP for disputes concerning domain names.  That policy requires registrars, other than in

exceptional circumstances, to maintain the status quo during a domain name dispute until

receipt of directions from the registrant, an order from a court or arbitral tribunal, or the
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decision of an administrative panel.  Additionally, as Go Daddy informed Petronas, the

UDRP specifically prohibits registrars from becoming involved in disputes over domain

name ownership.  

During the following two weeks, Petronas continued urging Go Daddy to disable the

domain name and website.  In addition, on December 16, 2009, Petronas attempted to

contact the registrant of the allegedly infringing petronastower.net domain name by using

contact information provided by Go Daddy.  Petronas requested that the registrant

immediately cease its use of the petronastower domain name.  According to Petronas, it

did not receive a response to its e-mail, and calls to the telephone number went to an

answering machine with a recorded message asking for a “10-digit YAK message followed

by the hash sign.”

On December 18, 2009, Petronas filed the present action.  Petronas subsequently

filed an in rem action against Petronastower.net (No. C-10-0431), and on May 13, 2010,

the court granted Petronas’ motion to transfer ownership of the domain name.  Final

judgment was entered in that case on June 14, 2010.  

In July 2010, Petronas discovered that the domain name petronastowers.net had

also been registered with Go Daddy by a third party, and was set to forward to a website

that was located elsewhere.  Just as before, counsel for Petronas submitted a trademark

claim to Go Daddy, and included a copy of Go Daddy’s policy stating that domain name

disputes were governed by the UDRP.  Again, Go Daddy immediately responded that

issues regarding the content of the transferee website had to be addressed with the owner

of the website or the hosting provider.  Go Daddy reiterated that it was prohibited by ICANN

and the UDRP from getting involved in such disputes.  

On July 12, 2010, Petronas filed a second in rem action (C-10-3052) against

Petronastowers.net, and a motion to transfer ownership of that domain name.  The motion

was granted on August 27, 2010.  Final judgment was entered in that case on September

9, 2010.  

Meanwhile, Go Daddy had moved for judgment on the pleadings in the present
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action, and the motion was granted as to all causes of action, in an order issued September

9, 2010.  On September 29, 2010, Petronas filed a first amended complaint (FAC),

asserting three causes of action –  (1) cybersquatting, in violation of 16 U.S.C. 

§ 1125(d) (the Anticybersquatting Consumer Protection Act or “ACPA”); (2) contributory

liability for cybersquatting; and (3) unfair competition, under California Business &

Professions Code § 17200 and California common law. 

Go Daddy filed a motion to dismiss the FAC for failure to state a claim.  The court

issued an order on May 5, 2011 denying the motion, stating that it was unable to resolve a

number of issues raised in the motion in the absence of a developed record.

    Among other things, the court requires a record clarifying the mechanics of
what GoDaddy did or does with regard to the disputed domain names, and
what “forwarding” and “routing” are and whether either or both can be
considered part of domain name registration services generally or the
services offered by GoDaddy.  In addition, while the court has certain
reservations concerning the adequacy of the pleading, it has concluded that
dismissing the first amended complaint with leave to amend, and then toiling
through yet another round of briefing on motions to dismiss, would not be
productive.

May 5, 2011 Order at 1-2.

Go Daddy now seeks summary judgment as to all causes of action asserted in the

FAC, and as to its counterclaim for cancellation of registration.  Petronas seeks partial

summary judgment, as to the claim for contributory cybersquatting.

DISCUSSION

A. Legal Standard

A party may move for summary judgment on a “claim or defense” or “part of . . . a

claim or defense.”  Fed. R. Civ. P. 56(a).  Summary judgment is appropriate when there is

no genuine dispute as to any material fact and the moving party is entitled to judgment as a

matter of law.  Id.  

A party seeking summary judgment bears the initial burden of informing the court of

the basis for its motion, and of identifying those portions of the pleadings and discovery

responses that demonstrate the absence of a genuine issue of material fact.  Celotex Corp.

v. Catrett, 477 U.S. 317, 323 (1986).  Material facts are those that might affect the outcome
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of the case.  Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248 (1986).  A dispute as to a

material fact is “genuine” if there is sufficient evidence for a reasonable jury to return a

verdict for the nonmoving party.  Id. 

Where the moving party will have the burden of proof at trial, it must affirmatively

demonstrate that no reasonable trier of fact could find other than for the moving party. 

Soremekun v.Thrifty Payless, Inc., 509 F.3d 978, 994 (9th Cir. 2007).  On an issue where

the nonmoving party will bear the burden of proof at trial, the moving party can prevail

merely by pointing out to the district court that there is an absence of evidence to support

the nonmoving party’s case.  Celotex, 477 U.S. at 324-25.  If the moving party meets its

initial burden, the opposing party must then set out specific facts showing a genuine issue

for trial in order to defeat the motion.  Anderson, 477 U.S. at 250; see also Fed. R. Civ. P.

56(c), (e). 

When deciding a summary judgment motion, a court must view the evidence in the

light most favorable to the nonmoving party and draw all justifiable inferences in its favor.

Anderson, 477 U.S. at 255; Hunt v. City of Los Angeles, 638 F.3d 703, 709 (9th Cir. 2011).

B. The Parties’ Motions

1. Direct cybersquatting claim

Go Daddy seeks summary judgment on the claim of direct cybersquatting.

“Cybersquatting” is the bad faith registration of a domain name that is identical or

confusingly similar to another's distinctive mark.  15 U.S.C. § 1125(d)(1)(A).  The ACPA

establishes civil liability for “cyberpiracy” where a plaintiff proves that (1) the defendant

registered, trafficked in, or used a domain name; (2) the domain name is identical or

confusingly similar to a protected mark owned by the plaintiff; and (3) the defendant acted

“with bad faith intent to profit from that mark.”  15 U.S.C. §1125(d)(1)(A); see also DSPT

Int’l, Inc. v. Nahum, 624 F.3d 1213, 1218-19 (9th Cir. 2010); Bosley Medical Inst., Inc. v.

Kremer, 403 F.3d 672, 680 (9th Cir. 2005).  

Go Daddy argues that there is insufficient evidence for a reasonable juror to find for

Petronas on element (1) or element (3).  Go Daddy also asserts that the cybersquatting
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claim fails as a matter of law because the ACPA provides domain name registrars with a

clear “safe harbor” from liability for registration or maintenance of a domain name for

another, absent a bad faith intent to profit from such registration or maintenance of the

domain name.  See 15 U.S.C. § 1114(2)(D).  Because the court finds that Petronas has not

provided evidence sufficient to raise a triable issue with regard to the elements of the claim,

the court does not address Go Daddy’s alternative argument regarding the applicability of

the ACPA “safe harbor” provision.

With regard to element (1), Petronas alleges in the FAC that Go Daddy is liable

under the ACPA for “using” the Disputed Domains to route Internet users via GoDaddy

nameservers to a third-party website.  Go Daddy asserts, however, that there is no

evidence that it has “used” the Disputed Domains as the registrant or as the registrant’s

authorized licensee, and that only the domain name registrant or the registrant’s authorized

licensee can “use” a domain name for purposes of the ACPA.

Go Daddy notes that it is undisputed that it was Heiko Schoenekess, not Go Daddy,

that was the registrant of the Disputed Domains.  Thus, Go Daddy asserts, it can be liable

only if it was the “authorized licensee” of the registrant.  Go Daddy contends, however, that

there is not a shred of evidence supporting a finding that Go Daddy acted as Schoenekess’

authorized licensee – no evidence of any communication between Go Daddy and

Schoekeness to that effect, and no evidence of any contractual arrangement to that effect.  

Moreover, Go Daddy argues, its conduct is not the type of “use” that is covered by

the ACPA, as Go Daddy neither created the website to which the Disputed Domains

pertain, nor placed any content on such website, nor ever had any association with such

website.  Go Daddy contends that the ACPA is directed toward the illegitimate uses of a

domain name in which the user is attempting to profit from the value of a trademark (citing

Ford Motor Co. v. Greatdomains.com, Inc., 177 F.Supp. 2d 635, 642 (E.D. Mich. 2001)). 

Go Daddy contends that as a registrar, its role was limited to providing the infrastructure for

the registrant to route the Disputed Domains automatically to a website of his own

choosing, which is not the type of illegitimate use contemplated by the statute.

Case4:09-cv-05939-PJH   Document158   Filed01/03/12   Page9 of 20
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1  The court notes that the transcript of the deposition of the Go Daddy witness in
question reflects that in response to the question whether anything in the agreements would
have prevented Go Daddy from stopping the forwarding service, the witness responded, “I
don’t know” – not that she was “unaware of anything” like that in the agreements. 

10

In opposition, Petronas asserts that element (1) is satisfied because Go Daddy

“used” the Disputed Domains when it acted as the registrant’s authorized licensee. 

Petronas points to Go Daddy’s form agreement with the registrant (Go Daddy’s “Universal

Terms of Service”), pursuant to which the registrant granted Go Daddy the “right to

terminate [the registrant’s] access to Services at any time, without notice, for any reason

whatsoever.”  Under the agreement, “Services” included “using our systems to forward a

domain, URL, or otherwise to a system or site hosted elsewhere.”  

Petronas also cites to the deposition testimony of one of Go Daddy’s designated

witnesses, claiming that the witness testified that she was unaware of anything in any of the

agreements between Go Daddy and the registrant of the domain names petronastower.net

and petronastowers.net that would have prevented Go Daddy from stopping its domain

name forwarding service for those domain names.”1  Based on this, Petronas asserts that

Go Daddy’s agreements with the registrant granted it a license to freely use the Disputed

Domains in connection with the domain name forwarding service and to continue or

discontinue the service based on Go Daddy’s own independent decision.

With regard to element (3), Go Daddy asserts that there is no evidence that it acted

with a “bad faith intent to profit” from Petronas’ trademark.  A finding of “bad faith” is an

essential prerequisite to finding an ACPA violation, though it is not required for general

trademark liability.  Lahoti v. VeriCheck, Inc., 586 F.3d 1190, 1202 (9th Cir. 2009).  In

determining whether a person has a “bad faith intent” as described above, the court “may

consider” any or all of the nine factors listed in 15 U.S.C. § 1125(d)(1)(B)(i).  In addition,

however, “bad faith intent” will not be found in any case in which the court determines that

the person believed and had reasonable grounds to believe that the use of the domain

name was a fair use or otherwise lawful.  15 U.S.C. § 1125(d)(1)(B)(ii).

Go Daddy asserts that there can be no evidence of any bad faith intent on its part

Case4:09-cv-05939-PJH   Document158   Filed01/03/12   Page10 of 20
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because the forwarding of the Disputed Domains to a third-party website was an automated

function, with no volitional input by Go Daddy.  Go Daddy contends that the evidence

shows that the registrant of the Disputed Domains utilized the system to cause the Internet

users who typed the Disputed Domains into their browsers to be routed to an existing

website hosted by a third party.  Thus, Go Daddy argues, absent any volitional conduct on

its part, it cannot be liable under a statute that requires intentional conduct.  

Go Daddy also contends that there is no evidence of any “bad faith” intent arising

from its maintenance of the Disputed Domains after it was notified by Petronas of its

alleged trademark claims.  Go Daddy asserts that the nine factors that courts may consider

when evaluating whether the defendant acted with bad faith intent are generally

inapplicable to registrars.  In addition, Go Daddy notes that under § 1125(d)(1)(B)(ii), bad

faith intent “shall not be found in any case in which the court determines that the person

believed and had reasonable grounds to believe that the use of the domain name was a fair

use or otherwise lawful.”  

Go Daddy argues that the undisputed evidence shows that Go Daddy’s intent in

maintaining the Disputed Domains following notice of Petronas’ alleged trademark claims

until receipt of a transfer order was to comply with Go Daddy’s standard operating

procedures and to implement the UDRP.  Go Daddy contends that it drafted its standard

operating procedures to comply with the UDRP, to which it is bound under its accreditation

agreement with ICANN.  Thus, Go Daddy took no action on Petronas’ trademark claims

other than providing Petronas with information to assist it in obtaining a transfer order, and

locking each of the domain names upon notice of commencement of a legal proceeding

until receipt of a transfer order.

Go Daddy also notes that the term “bad faith” has a specific meaning in the context

of the ACPA.  “The bad faith required to support a cypersquatting claim is not general bad

faith, but a ‘bad faith intent to profit from the mark.’”  Solid Host, NL v. Namecheap, Inc.,

652 F.Supp. 2d 1092, 1109 (C.D. Cal., 2009) (quoting 15 U.S.C. § 1125(d)(1)(A)(i)).  Go

Daddy argues that there is no evidence in this case that it acted with an intent to profit, as it
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does not charge registrants for utilizing domain name forwarding as a means of routing

their domain names, and it did not profit from the registrant’s use of the forwarding service

to route the Disputed Domains to a website hosted by a third party.  

Go Daddy asserts further that there is no evidence that it acted to profit from

Petronas’ specific trademark.  Go Daddy contends that the record shows that the registrant

of the Disputed Domains, in transferring the registrations to Go Daddy, represented that

each registration was being made “in good faith” that he had “no knowledge of it infringing

upon or conflicting with the legal rights of a third party or a third party’s registration,

trademark, or trade name.”  Thus, Go Daddy argues, there was no basis for it to believe at

the time the registrations were transferred that the registrant intended any unlawful

conduct, and that in any event, there is no evidence that Go Daddy maintained the

registrations with any intent to profit from Petronas’ marks.

In opposition, Petronas asserts that Go Daddy’s argument regarding “volitional

conduct” is irrelevant to the cybersquatting claim, as the conduct that forms the basis of the

claim is Go Daddy’s repeated refusal to stop forwarding the Disputed Domains after it was

put on notice by Petronas of the infringement of Petronas’ trademarks.  Petronas argues

that regardless of what Go Daddy claims its intent was, it is undisputed that Go Daddy took

no action on Petronas’ trademark claims other than providing Petronas with information to

assist it in seeking a transfer order, and locking each domain. 

Petronas also contends that Go Daddy “intended to profit” from Petronas’ marks by

establishing its immunity from liability for its conduct concerning the Disputed Domains. 

Petronas claims that because the conduct alleged in this lawsuit is the same as Go

Daddy’s conduct with respect to as many as 9,000 other domain names over the years

(referring to Go Daddy’s claim that it receives notice of more than 1,000 trademark claims

every year, out of the 8.2 million domain names for which it provides forwarding services),

Go Daddy’s exposure to statutory damages should it be found liable for cybersquatting in

all those cases could potentially be between $9 million and $900 million (based on statutory

damages of between $1,000 and $100,000 per domain name) – not to mention possible
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treble damages and attorney’s fees.  Petronas contends that the evidence shows that Go

Daddy was aware that it faced exposure to damages based on its provision of forwarding

services for its customers who use it to commit trademark infringement.       

The court finds that the motion must be GRANTED.  The forwarding of the Disputed

Domains does not amount to “use” of the domain names.  Domain name forwarding is a

standard service that has been provided by Go Daddy and virtually all registrars for more

than a decade.  Go Daddy provides forwarding services for millions of domain names under

its management, and has provided such service in combination with its other domain name

routing services since 2002 or before.    

Go Daddy does not charge customers for domain forwarding, but rather offers this

routing option as part of its registration services.  Go Daddy’s registration customers, using

Go Daddy’s dashboard, can configure the nameserver to forward a domain name to an

existing website.  This automated process is accomplished without any interaction between

the registrant and Go Daddy personnel.  

The evidence shows that Go Daddy simply provided the infrastructure to the

registrant to route the Disputed Domains to the website of his choosing.  Only the domain

name registrant or the registrant’s authorized licensee can “use” a domain name for

purposes of the ACPA.  See 15 U.S.C. § 1125(d)(1)(D); Lockheed Martin Corp. v. Network

Solutions, Inc., 141 F.Supp. 2d 648, 655 (N.D. Tex. 2001) (“Lockheed II”) (§ 1125(d)(1)(D)

expressly limits the “uses” feature to domain name registrant or registrant’s authorized

representative).  Moreover, the legislative history of the ACPA establishes that such

conduct cannot be considered “use.”  See S. Rep. 106-140 at 8-9 (concept of “use” does

not extend to uses of domain name made by those other than the domain name registrant,

such as person who includes domain name as hypertext link on web page or as part of

directory of Internet addresses).  

Nor is there any evidence that the agreements between Go Daddy and the registrant

gave Go Daddy a “license” to use the Disputed Domains.  Go Daddy’s contractual right to

terminate service does not equate to a license to use the registrant’s domain names, and
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the fact that the registrant forwards the domain name through Go Daddy’s systems does

not create a reciprocal license for Go Daddy to use the registrant’s domain names.   

Finally, there is no evidence that Go Daddy had a bad faith intent to profit from

Petronas’ mark.  The fact that the forwarding service was based on customer demand does

not show intent to profit specifically from Petronas’ mark, and, in addition, is based on a

flawed premise – that Go Daddy profited from customers using its forwarding service.  As

Go Daddy did not charge for the forwarding service, it cannot be said to have profited from

it.  Moreover, Petronas’ argument that Go Daddy sought to profit by establishing immunity

from liability is entirely untenable. 

2. Contributory cybersquatting claim

Both parties have moved for summary judgment as to the claim for contributory

cybersquatting.  As an initial matter, Go Daddy argues that contributory cybersquatting is

not a cognizable claim, as there is no mention of contributory liability in the ACPA, and

because the ACPA’s requirement of “bad faith intent to profit” distinguishes claims under

the ACPA from ordinary trademark infringement claims.  Petronas responds that the claim

does exist, based on the legislative history, and also based on the fact that a number of

district courts have allowed claims for contributory cybersquatting to proceed (even though

no court has ever found a defendant liable for contributory cybersquatting).   

In general, district courts that have considered the matter have found that because

the ACPA was enacted against the settled common law theories of contributory liability in

the trademark context, a judicially-created claim of contributory cybersquatting would be

valid.  In line with these analyses, this court assumes for the sake of argument that

contributory liability exists under the ACPA.  See, e.g., Verizon California, Inc. v.

Above.com, No. CV-11-0973 ABC, slip op. at 5-11 (C.D. Cal., July 13, 2011) (citing

Microsoft Corp. v. Shah, No. C-10-0653 RSM, 2011 WL 108954 at *1-3 (W.D. Wash., Jan.

12, 2011); Solid Host, NL v. Namecheap, Inc., 652 F.Supp. 2d 1092, 1111-17 (C.D. Cal.

2009); Ford Motor Co. v. Greatdomains.com, 177 F.Supp. 2d 635, 646-47 (E.D. Mich.

2001)). 
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In the Ninth Circuit, one is liable for contributory trademark infringement when he 

has knowledge of another's infringement, and either materially contributes to or induces

that infringement.  Perfect 10, Inc. v. Visa Int’l Serv. Ass'n, 494 F.3d 788, 795 (9th Cir.

2007) (summarizing other Ninth Circuit and Supreme Court formulations of “same basic

test” for contributory infringement liability); see also Lockheed Martin Corp. v. Network

Solutions, Inc., 194 F.3d 980, 984-85 (9th Cir. 1996) (defendant providing service rather

than product contributorily infringes when he exercises “[d]irect control and monitoring of

the instrumentality used by a third party to infringe the plaintiff’s mark”); see also Solid

Host, 652 F. Supp. 2d at 1112 (under extent-of-control theory plaintiff must prove

defendants had knowledge and direct control/monitoring of infringing instrumentality).   

In addition, the existence of direct infringement is a necessary element of a claim for

contributory infringement.  Perfect 10, 494 F.3d at 795; see also Bridgeport Music, Inc. v.

Diamond Time, Ltd., 371 F.3d 883 (6th Cir.2004) (“Without proof of direct infringement

there can be no liability for contributory infringement”); Georgia-Pacific Consumer Prod. LP

v. Myers Supply, Inc., 2009 WL 2192721, *4 (W.D. Ark. July 23, 2009), aff’d 621 F.3d 771,

774 (8th Cir. 2010) (upholding summary judgment of no contributory infringement where

underlying behavior did not constitute direct infringement). 

Go Daddy argues that it did not have any knowledge that the registrant was

cybersquatting, and there are no “special circumstances” that would justify imputing to Go

Daddy knowledge that the registrant registered the Disputed Domains with a bad faith

intent to profit from Petronas’ mark.  Go Daddy contends that a registrar is not normally

expected to ascertain the good or bad faith intent of its registrants, and that it is well

established that a demand from a trademark owner is not sufficient to cause such

knowledge to be imputed.  More to the point, Go Daddy asserts, discovery has closed, and

Petronas has obtained no evidence to establish that the registrant had the necessary bad

faith intent to profit from Petronas’ marks in registering the Disputed Domains, which is

required to establish direct cybersquatting on the part of the registrant. 

In addition, Go Daddy argues, there is no evidence that Go Daddy induced the
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registrant of the Disputed Domains to engage in cybersquatting, or any evidence that Go

Daddy engaged in “direct control and monitoring” of the alleged cybersquatting.  Go Daddy

contends that a registrar cannot be expected to monitor millions of domain names a year to

determine whether the domain names include a trademark, and if so, to determine the

registrants’ authorization and intent.

In opposition, and in support of its own motion, Petronas contends that evidence of

the registrant’s cybersquatting is overwhelming and was known to Go Daddy.  With regard

to Go Daddy’s argument that there is no evidence of the registrant’s “bad faith” intent to

profit, Petronas contends that in light of the court’s two judgments in the in rem cases –

based on a finding that the Disputed Domains are confusingly similar to Petronas’

trademark – and also in light of the failure of the registrant or Go Daddy to point to any valid

reason for the registrant’s use of the Disputed Domains to direct Internet traffic to a porn

website also owned by the registrant – it is reasonable to “infer” that the registrant acted

with a bad faith intent to profit.

Petronas also argues that the notion that discovery is needed in order to determine

the registrant’s bad faith is “based on an extremely naïve assumption, namely that the

registrant would admit his bad faith intent,” and that in any event, it was unable to seek

discovery from the registrant because it was never successful in locating him.    

Petronas asserts that it is undisputed that the registrant of petronastowers.net

engaged in direct cybersquatting, from May 2, 2009, to August 30, 2010, by using Go

Daddy’s domain name forwarding service to direct Internet traffic from the domain name

petronastowers.net to a pornographic website.  Petronas contends that six of the nine

factors identified in the ACPA as indicative of a registrant’s bad faith, see 15 U.S.C. 

§ 1125(d)(1)(B((i), are met with regard to this registrant.  

Petronas argues that Go Daddy’s domain name forwarding service was the

instrumentality used by the registrant to engage in direct cybersquatting, and that Go

Daddy “should have known” that the registrant was using its domain name forwarding

service to engage in cybersquatting, or was willfully blind to it, given that Go Daddy knew
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the identity of the registrant accused of cybersquatting.  Petronas contends that Go Daddy

had information (provided by Petronas’ counsel) regarding the alleged cybersquatting, but

that it nevertheless deliberately “refused to investigate” whether the registrant was

committing cybersquatting.  

Petronas argues that Go Daddy exercised direct control and monitoring of its domain

name forwarding service, as it is undisputed that Go Daddy employees wrote the code and

created the software application that implemented Go Daddy’s domain name forwarding

service, and that it was implemented with servers owned and controlled by Go Daddy. 

Moreover, Petronas asserts, Go Daddy was able to monitor the operation of its domain

name forwarding service as to petronastowers.net, and to determine where the Disputed

Domains were being forwarded.

The court finds that Go Daddy’s motion must be GRANTED and Petronas’ motion

must be DENIED.  A claim for contributory cybersquatting does not exist under the

circumstances of this case, as a company providing an Internet routing service does not

exercise the type of direct control and monitoring that would justify recognition of a

contributory infringement claim.  See Lockheed, 194 F.3d at 980.  

Based on the evidence presented, the court is satisfied that the service at issue here

– domain name forwarding – is a form of routing.  Permitting a contributory cybersquatting

claim based on a forwarding service cannot be squared with the Ninth Circuit’s rejection of

such a claim based on the same conduct in the context of traditional trademark

infringement (as opposed to cybersquatting).  

Further, Go Daddy did not exercise “direct control and monitoring” over the alleged

cybersquatting.  Domain name registration and routing are services routinely provided by

registrars, and cannot be considered the type of direct control over the use of the mark that

is required for the application of secondary liability principles.  There is no evidence that Go

Daddy had any control over the registrant when he registered the Disputed Domains, or

when he used the forwarding service. 

What is most significant, however, is that Petronas’ evidence is inadequate to
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establish cybersquatting by the non-party registrant.  In particular, there is no evidence that

can establish the registrant’s “bad faith intent to profit” from Petronas’ mark.  Arguably, the

fact that the registrant arranged to have Internet traffic directed from the Disputed Domains

to a pornographic website is sufficient to show some variety of bad faith.  However, the

record is silent as to the intent of the registrant – that is, there is absolutely no evidence of

bad faith intent to profit from Petronas’ mark.  

It is not enough to say that one can “infer” a bad faith intent to profit, even were such

an inference sufficient to establish that element of the claim.  One could just as easily infer

a bad faith intent to create mischief, or a bad faith intent to annoy the owner of the

Petronas mark.  Because Petronas has failed to present evidence sufficient to support all

the statutory elements of a claim of direct  cybersquatting, it cannot show that Go Daddy

engaged in contributory cybersquatting.     

  3. Unfair competition claims 

GoDaddy seeks summary judgment as to the unfair competition claims, arguing that

there can be no claim for unfair competition in the absence of a viable cybersquatting claim. 

Petronas does not oppose the motion.  As the unfair competition claims are dependent on

the cybersquatting claims, the motion must be GRANTED. 

4. Counterclaim

In support of its Lanham Act claims, Petronas relies on U.S. trademark registration

Reg. No. 2969707, for the mark PETRONAS AND DESIGN.  In its motion for summary

judgment as to its counterclaim, Go Daddy argues that the Petronas mark is invalid based

on abandonment and use exceeding the scope of the registration, and that the registration

should therefore be cancelled.  

The Lanham Act gives federal courts authority to cancel an invalid trademark

registration. 15 U.S.C. § 1119; see also Central Mfg., Inc. v. Brett, 492 F.3d 876, 883 (7th

Cir. 2007) (where a registrant's asserted rights to a mark are shown to be invalid,

“cancellation is not merely appropriate, it is the best course”).  Indeed, a court must cancel

a registration after finding the underlying mark is unenforceable.  Gracie v. Gracie, 217
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F.3d 1060, 1065-66, 1072 (9th Cir. 2000).    

Federal courts may cancel registrations based on the same grounds that would be

applied by the U.S. Patent and Trademark Office (“USPTO”).  D. & M. Antique Imp. Corp.

v. Royal Saxe Corp., 311 F. Supp. 1261, 1268 (S.D.N.Y. 1969).  One such ground is

abandonment.  15 U.S.C. § 1064(3).  Another ground is violation of the Lanham Act

provision concerning trademark registrations based on international conventions.  Marmark

Ltd. v. Nutrexpa S.A., 12 U.S.P.Q.2d 1843, 1845 (T.T.A.B. 1989).  

In opposition, Petronas argues that Go Daddy lacks standing to seek cancellation of

the mark.  “[A] petition to cancel a registration of a mark . . . may . . . be filed by any person

who believes that he is or will be damaged by the registration of the mark.”  15 U.S.C. 

§ 1064.  In order to show standing to seek cancellation, a petitioner must show a rational

basis for his belief that he would be damaged by the registration sought to be cancelled,

“stemming from an actual commercial or pecuniary interest in his own mark.”  Star-Kist

Foods, Inc. v. P.J. Rhodes & Co., 735 F.2d 346, 349 (9th Cir. 1984); see also Halicki Films,

LLC v. Sanderson Sales and Marketing, 547 F.3d 1213, 1228-29 (9th Cir. 2008).   

Petronas contends that Go Daddy has conceded that it has no commercial interest

in any Petronas trademark, and that it does not claim ownership in the mark.  Thus,

Petronas asserts, Go Daddy cannot show that it has standing to seek cancellation of the

mark.  Petronas argues further that even if Go Daddy had standing, there is no evidence of

abandonment, and that Go Daddy has not pointed to any evidence that would support

cancellation.   

The court finds that the motion must be DENIED.  As an initial matter, it appears that

Go Daddy has standing to seek cancellation because Petronas is using the registration as

a sword against Go Daddy, in that this Lanham Act lawsuit is premised on the registered

mark.  See World Market Center Venture, LLC v. Texas Int’l Prop. Assocs., 2009 WL

3303758, at *3 (D. Nev. Oct. 14, 2009) (“being sued for infringement . . . is sufficient to

support standing for a counterclaim for cancellation”); Roxbury Entm’t v. Penthouse Media

Group, Inc., 2009 WL 2950324, at *3 (C.D. Cal. Apr. 3, 2009).  Thus, because Go Daddy is
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in danger of being financially affected by Petronas assertion of its mark – even though Go

Daddy does not meet the traditional qualification of a party that claims a right to use the

name in the mark – Go Daddy has arguably established standing.

However, the questions whether Petronas has abandoned the mark and whether its

use exceeds the scope of the underlying registration – as briefed by the parties – are less

clear, not least because the court was unable to locate a number of the documents

referenced in the papers.  The Ninth Circuit has adopted the maxim that “[j]udges are not

like pigs, hunting for truffles buried in briefs.”  Indep. Towers of Wash. v. Wash., 350 F.3d

925, 929 (9th Cir. 2003) (quoting United States v. Dunkel, 927 F.2d 955, 956 (7th Cir.

1991)).  The court finds, at a minimum, that there are disputed factual issues regarding the

extent of any abandonment and/or use of the mark by Petronas. 

CONCLUSION

In accordance with the foregoing, Go Daddy’s motion for summary judgment is

GRANTED as to the causes of action alleged in the FAC, and is DENIED as to the

counterclaim for cancellation of registration.  Petronas’ motion for partial summary

judgment on the contributory cybersquatting claim is DENIED.

The court will conduct a case management conference on Thursday, January 12,

2012, at 2:00 p.m., to discuss setting the counterclaim for trial, unless Go Daddy advises

the court no later than 48 hours prior to the CMC that it intends to dismiss the counterclaim

or that the dispute has otherwise been resolved.

IT IS SO ORDERED.

Dated: January 3, 2012
______________________________
PHYLLIS J. HAMILTON
United States District Judge
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BILL OFCOSTS RE PETRONAS’S CLAIMS

Case No. 4:09-cv-05939-PJH
-1-

JOHN L. SLAFSKY, State Bar No. 195513
DAVID L. LANSKY, State Bar No. 199952
HOLLIS BETH HIRE, State Bar No. 203651
WILSON SONSINI GOODRICH & ROSATI
PROFESSIONALCORPORATION

650 Page Mill Road
Palo Alto, CA 94304
Telephone: (650) 493-9300
Fax: (650) 493-6811
jslafsky@wsgr.com
dlansky@wsgr.com
hhire@wsgr.com

Attorneys for Defendant
GODADDY.COM, INC.

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

PETROLIAM NASIONAL BERHAD,

Plaintiff,

vs.

GODADDY.COM, INC.,

Defendant.

)
)
)
)
)
)
)
)
)
)
)
)

CASE NO.: 09-CV-5939 PJH

GO DADDY’S BILL OF COSTS RE
PETRONAS’S CLAIMS

GODADDY.COM, INC.,

Counterclaimant,

vs.

PETROLIAM NASIONAL BERHAD,

Counterclaim Defendant.

)
)
)
)
)
)
)
)
)
)
)

Honorable Phyllis J. Hamilton
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BILL OFCOSTS RE PETRONAS’S CLAIMS

Case No. 4:09-cv-05939-PJH
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Final judgment having been entered on February 16, 2012 in favor of Defendant and

Counterclaimant GoDaddy.com, Inc. (“Go Daddy”) as to the claims asserted by Plaintiff and

Counterclaim Defendant Petroliam Nasional Berhad (“Petronas”) (see Dkt. No. 174), the Clerk is

hereby requested to tax the following as costs pursuant to 28 U.S.C. § 1920 and Civil L.R. 54-3:

Fees for printed or electronically recorded
transcripts necessarily obtained for use in
the case

$10,544.39

Fees for exemplification and the costs of
making copies of any materials where the
copies are necessarily obtained for use in
the case

$6,365.04

Total $16,909.43

This Bill of Costs is supported by the Declaration of Joseph G. Fiorino (Exhibit A hereto),

an Itemized Bill of Costs (Exhibit B hereto), and corresponding invoices (Exhibit C hereto).

Dated: March 1, 2012 WILSON SONSINI GOODRICH & ROSATI
Professional Corporation

By: /s/ Joseph G. Fiorino
Joseph G. Fiorino
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Declaration of
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JOHN L. SLAFSKY, State Bar No. 195513
DAVID L. LANSKY, State Bar No. 199952
HOLLIS BETH HIRE, State Bar No. 203651
WILSON SONSINI GOODRICH & ROSATI
PROFESSIONALCORPORATION

650 Page Mill Road
Palo Alto, CA 94304
Telephone: (650) 493-9300
Fax: (650) 493-6811
jslafsky@wsgr.com
dlansky@wsgr.com
hhire@wsgr.com

Attorneys for Defendant
GODADDY.COM, INC.

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

OAKLAND DIVISION

PETROLIAM NASIONAL BERHAD,

Plaintiff,

vs.

GODADDY.COM, INC.,

Defendant.

)
)
)
)
)
)
)
)
)
)
)
)

CASE NO.: 09-CV-5939 PJH

DECLARATION OF JOSEPH G.
FIORINO IN SUPPORT OF GO
DADDY’S BILL OF COSTS RE
PETRONAS’S CLAIMS

GODADDY.COM, INC.,

Counterclaimant,

vs.

PETROLIAM NASIONAL BERHAD,

Counterclaim Defendant.

)
)
)
)
)
)
)
)
)
)
)

Honorable Phyllis J. Hamilton
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ISO BILL OFCOSTS RE PETRONAS’S CLAIMS

Case No. 4:09-cv-05939-PJH

-2-

I, Joseph G. Fiorino, declare and state as follows:

1. I am an attorney duly licensed to practice before this Court and employed by

Wilson Sonsini Goodrich & Rosati (“WSGR”), counsel to Defendant and Counterclaimant

GoDaddy.com, Inc. (“Go Daddy”) in this action. I have personal knowledge of the facts set forth

herein, and if called as a witness, could and would testify thereto.

2. I have reviewed the invoices from WSGR to Go Daddy for costs incurred in

relation to the claims asserted by Petroliam Nasional Berhad (“Petronas”).

3. I verify that all costs in Go Daddy’s Bill of Costs re Petronas’s Claims (“Bill of

Costs”) submitted herewith were necessarily incurred in this action and recoverable under 28

U.S.C. §1920, Civil Local Rule 54-3, and relevant case law, and that the services for which fees

have been charged were actually and necessarily performed. The statement that the costs in Go

Daddy’s Bill of Costs are recoverable is based on relevant judicial decisions including, without

limitation, Parrish v. Manatt, Phelps & Phillips, LLP, No. C 10-03200 WHA, 2011 WL 1362112,

at *2 (N.D. Cal. Apr. 11, 2011) (holding that costs incurred for “reproduction, scanning,

[conversion,] and imaging of client documents ‘for review and potential production’ or ‘for initial

production’ . . . are properly recoverable”); Service Employees Intern. Union v. Rosselli, No. C 09-

00404 WHA, 2010 WL 4502176 at *3-4 (N.D. Cal. Nov. 1, 2010) (rejecting argument “that the

cost of trial exhibits and electronic discovery production should not be recoverable”; overruling

objections to reporter’s invoices listing “‘rough disk’ fees, ‘expedited’ services charges, parking

reimbursements, charges for court reporter ‘waiting time,’ charges for court reporter ‘before/after

hours,’ delivery costs, appearance and travel fees, ‘video digitizing to DVD[s],’ and ‘video

synchronizing’”; and awarding over $200,000 in costs); Hynix Semiconductor Inc. v. Rambus Inc.,

697 F. Supp. 2d 1139 (N.D. Cal. 2010) (“The cost of videotaping, including video technicians

fees, as well as the cost of a copy of the videotape and written transcript are taxable costs”;

awarding over $760,000 in costs); Cargill Inc. v. Progressive Dairy Solutions, Inc., No. CV–F–

07–0349, 2008 WL 5135826, at *6 (E.D. Cal. Dec. 8, 2008) (where “case management was done

electronically because of the volume of documents, [and] scanning of documents was necessary to

provide an adequate defense to the several motions and trial presentation,” such costs were
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Case No. 4:09-cv-05939-PJH

-3-

recoverable); Hecker v. Deere & Co., 556 F.3d 575 (7th Cir. 2009) (finding no abuse of discretion

in district court awarding costs to defendant in the amount of $164,814.43 for converting

computer data into readable format in response to plaintiffs’ discovery requests); Race Tires Am.,

Inc. v. Hoosier Racing Tire Corp., No. 2:07-CV-1294, 2011 WL 1748620, at *9-12 (W.D. Pa.

May 6, 2011) (awarding over $370,000 in electronic discovery costs where defendants “created a

litigation database for the purpose of complying with the e-discovery requirements . . . engaged

computer experts to forensically collect and image hard drives, scan documents to create

electronic images, process and index electronic discovery data, extract the required metadata fields

from electronic records, enable documents to be OCR searchable, and convert documents to the

required .tif format”); Neutrino Dev. Corp. v. Sonosite, Inc., No. H–01–2484, 2007 WL 998636 at

*4 (S.D. Tex. Mar. 30, 2007) (where electronic data was produced by agreement, in lieu of paper

copies, the cost of production was recoverable under § 1920).

4. I verify that all costs included in Go Daddy’s Bill of Costs are fairly attributed to

the claims asserted by Petronas in this litigation.

5. The invoices supporting Go Daddy’s Bill of Costs are attached as Exhibit C to Go

Daddy’s Bill of Costs.

6. All but three of the depositions included in Go Daddy’s Bill of Costs were required

pursuant to Petronas’s own deposition notices, including the depositions of Go Daddy employees

Jeff Munson, Jeff Roling, Laurie Anderson, Jessica Hanyen (for two separate depositions), Rod

Simonini, Linda Jett, Ronald Hertz, Matthew Bilunes, Camile Ede, and Tracy Carlson. The

breadth of the Rule 30(b)(6) deposition notice served by Petronas on Go Daddy on September 21,

2011, seeking deposition testimony on 37 topics, made extensive deposition testimony and the

corresponding costs related thereto unavoidable.

7. The other depositions included in Go Daddy’s Bill of Costs—and the only

depositions noticed by Go Daddy—consist of the depositions of Petronas’s Rule 30(b)(6) witness,

Yeoh Suat Gaik, and Petronas’s two expert witnesses, Tina Dam and Kevin Fitzsimmons. These

depositions were necessary for Go Daddy to discover the merits of Petronas’s claims against it.
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The information obtained during these depositions has been used by Go Daddy in its successful

motion for summary judgment as to Petronas’s claims.

8. All of the costs included in Go Daddy’s Bill of Costs for reproducing documents

for use in the case were necessary and related to disclosure or formal discovery documents and

exhibits to depositions. Over the course of the litigation Petronas served 4 rounds of document

requests on Go Daddy, including 57 individual document requests. In several instances Petronas’s

document requests were extremely broad (e.g., Document Request No. 20 seeks “all documents

that describe or concern the reason or basis for the statement ‘ICANN, the managing body of

internet, domain name registrars, specifically prohibits domain name registrars from becoming

involved in disputes over domain ownership in their Uniform Domain Name Dispute Resolution

Policy’…”; Document Request No. 52 seeks “all documents related to services provided by Go

Daddy to the registrant of the disputed domain names”). Go Daddy’s responses to Petronas’s

numerous requests and its resulting document productions necessitated the reproduction of

documents, many of which were also utilized in connection with depositions.

9. All of the costs included in Go Daddy’s Bill of Costs for “preparing [a]

demonstrative diagram” were necessarily incurred to prepare a visual aid (in the form of an

enlarged exhibit) to assist the Court in understanding the complex litigation timeline of the case.

This demonstrative diagram was used during the December 7, 2011 hearing on Go Daddy’s

successful motion for summary judgment.

I declare under penalty of perjury under the laws of the United States that the foregoing is

true and correct. Executed February 29, 2012, at Palo Alto, California.

By: /s/ Joseph G. Fiorino
Joseph G. Fiorino
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PETROLIAMNASIONAL BERHAD V. GODADDY.COM, INC.

CASE NO.: 09-CV-5939 PJH

ITEMIZEDBILL OFCOSTS

Item
No.

Vendor Description Invoice
Date

Invoice No. Costs to Be
Taxed

1 Cyrus Productions Deposition transcripts, including videotaped depositions 9/15/11 2130 $1,193.75

2 Cyrus Productions Deposition transcripts, including videotaped depositions 11/8/11 2175 $720.00

3 Cyrus Productions Deposition transcripts, including videotaped depositions 11/11/11 2186 $819.25

4 Grossman & Cotter
Inc

Deposition transcripts, including videotaped depositions 9/27/11 12378 $1,243.80

5 Grossman & Cotter
Inc

Deposition transcripts, including videotaped depositions 11/15/11 12762 $1,161.76

6 Grossman & Cotter
Inc

Deposition transcripts, including videotaped depositions 11/15/11 12781 $1,991.18

7 Irish Reporting, Inc. Deposition transcripts, including videotaped depositions 10/25/11 M-9 $401.50

8 MBreporting Deposition transcripts, including videotaped depositions 10/26/11 5317 $1,186.65

9 MBreporting Deposition transcripts, including videotaped depositions 10/31/11 5320 $370.65

10 MBreporting Deposition transcripts, including videotaped depositions 10/31/11 5323 $977.05

11 Diane Skillman Deposition transcripts, including videotaped depositions 1/5/10 00004271 $37.80

12 Diane Skillman Deposition transcripts, including videotaped depositions 9/30/10 00004377 $159.25

13 Diane Skillman Deposition transcripts, including videotaped depositions 12/11/11 00004538 $281.75

14 Liffey Thames Group
LLC

Reproducing disclosure or formal discovery documents 8/25/11 136180 $1,968.75

15 TERIS Reproducing disclosure or formal discovery documents 7/15/11 38241 $204.35

16 TERIS Reproducing disclosure or formal discovery documents 7/31/11 38396 $81.84

17 TERIS Reproducing disclosure or formal discovery documents 8/24/11 38738 $96.87

18 TERIS Reproducing disclosure or formal discovery documents 8/31/11 38811 $27.45

19 TERIS Reproducing disclosure or formal discovery documents 8/31/11 38814 $116.18

20 TERIS Reproducing disclosure or formal discovery documents 8/31/11 38865 $317.61

21 TERIS Reproducing disclosure or formal discovery documents 8/31/11 38917 $49.74

22 TERIS Reproducing disclosure or formal discovery documents 8/31/11 38918 $252.33

23 TERIS Reproducing exhibits to depositions and/or discovery 9/13/11 38987 $113.79

24 TERIS Reproducing disclosure or formal discovery documents 9/13/11 38990 $367.70

25 TERIS Reproducing exhibits to depositions and/or discovery 10/7/11 10033 $247.19

26 TERIS Reproducing exhibits to depositions and/or discovery 10/7/11 10032 $318.06

27 TERIS Reproducing exhibits to depositions and/or discovery 10/11/11 10055 $593.60

28 TERIS Reproducing exhibits to depositions and/or discovery 10/17/11 10148 $197.94

29 TERIS Reproducing exhibits to depositions and/or discovery 10/18/11 10215 $91.18

30 TERIS Reproducing disclosure or formal discovery documents 10/26/11 10413 $62.50

31 TERIS Reproducing disclosure or formal discovery documents 10/26/11 10411 $81.71

32 TERIS Reproducing exhibits to depositions and/or discovery 10/26/11 10412 $530.21

33 TERIS Reproducing disclosure or formal discovery documents 10/31/11 10572 $98.72

34 TERIS Reproducing disclosure or formal discovery documents 10/31/11 10630 $382.86

35 TERIS Reproducing disclosure or formal discovery documents 10/31/11 10791 $32.09

36 TERIS Reproducing disclosure or formal discovery documents 10/31/11 10632 $51.18

37 TERIS Preparing demonstrative diagram 12/16/11 11796 $81.19

TOTAL: $16,909.43
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Exhibit C:

Invoices in support of
Go Daddy’s Bill of Costs
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             UNITED STATES DISTRICT COURT
           NORTHERN DISTRICT OF CALIFORNIA
                   OAKLAND DIVISION

PETROLIAM NASIONAL BERHAD
(PETRONAS),

         Plaintiff,
                               CASE NO. 09-CV-5939PJH
    vs.

GODADDY.COM, INC.,

         Defendant.
_____________________________/

                 ::: CONFIDENTIAL :::

         30(b)(6) DEPOSITION OF RONALD HERTZ

DATE:        Thursday, October 13, 2011

TIME:        12:05 p.m.

LOCATION:    BALLARD SPAHR, LLP
             1 East Washington Street, Suite 2300
             Phoenix, Arizona 85004

REPORTED BY: JANICE HARRINGTON, RPR, CRR, CLR
             AZ Certified Court Reporter No. 50844
             Registered Professional Reporter
             Certified Realtime Reporter
             Certified LiveNote Reporter

             MBreporting

             111 Deerwood Road, Suite 200

             San Ramon, California 94583
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1                  ::: APPEARANCES :::

2

3 FOR PETROLIAM NASIONAL BERHAD (PETRONAS) PLAINTIFF:

4          Law Offices of Perry R. Clark
         By: Perry R. Clark, Attorney At Law

5          825 San Antonio Road
         Palo Alto, California 94303

6          (650) 248-5817
         perry@perryclarklaw.com

7

8 FOR GODADDY.COM, INC., DEFENDANT:

9          Wilson Sonsini Goodrich & Rosati
         By: Tonia Ouellette Klausner,

10          Attorney At Law
         1301 Avenue of the Americas, 40th Floor

11          New York, New York 10019-6022
         (212) 497-7706

12          tklausner@wsgr.com

13

14

15

16

17

18

19

20

21

22

23

24

25
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1             ::: INDEX OF EXAMINATIONS :::

2
EXAMINATION BY:                                PAGE

3
             MR. CLARK                        5, 14

4
             MS. KLAUSNER                        14

5

6

7

8
             ::: INDEX OF REQUESTS :::

9
PAGE  LINE   REQUEST

10

11              None

12

13

14

15

16

17

18

19

20

21

22

23

24

25
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1               ::: INDEX OF EXHIBITS :::

2 NUMBER   DESCRIPTION                           PAGE

3 30       Document, Bates No. GD-00251-002607     11

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25
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1                     RONALD HERTZ

2 being duly sworn by the Certified Shorthand Reporter

3 to tell the truth, the whole truth, and nothing but

4 the truth, testified as follows:

5               EXAMINATION BY MR. CLARK

6        Q.   Okay.  Good afternoon.  My name is Perry

7 Clark.  I'm a lawyer for the plaintiff in this case,

8 Petroliam Nasional Berhad who I will refer to as

9 Petronas.

10             MS. KLAUSNER:  And I'm Tonia Klausner.

11 I'm here on behalf of Go Daddy.

12 BY MR. CLARK:

13        Q.   Okay.  Could you please state your name

14 for the record, please?

15        A.   Ronald Hertz.

16        Q.   Okay.  And you work for Go Daddy?

17        A.   I do.

18        Q.   What is your current job title?

19        A.   Vice President and Corporate Controller.

20        Q.   How long have you had that title?

21        A.   Approximately two years.

22        Q.   And were you working for Go Daddy before

23 you were Vice President?

24        A.   I was.

25        Q.   And what was your job title then?
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1        A.   Corporate Controller.

2        Q.   How long have you worked for Go Daddy?

3        A.   Little over nine years.

4        Q.   All right.  So we have a pile of exhibits

5 in front of you.  Could you go ahead and take a look

6 at Exhibit 1, please.  If you could turn to page 9,

7 there's a numbered paragraph 18 towards the top of

8 that page.  Do you see paragraph 18?

9        A.   Yes.

10        Q.   It says, "Go Daddy's business operations

11 and financial information to which Go Daddy refers in

12 its initial disclosure is dated July 15, 2010."  Do

13 you see that?

14        A.   Yes.

15        Q.   And do you understand you have been

16 designated as Go Daddy's representative to testify on

17 that topic?

18        A.   Yes.

19        Q.   Okay.  So can you tell me I guess in

20 general -- okay.  When were you first informed that

21 you might be giving a deposition in this case?

22        A.   Approximately two weeks ago.

23        Q.   Okay.  And who was it?  Who informed you?

24        A.   Nima Kelly.

25        Q.   Okay.  And what have you done to prepare
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1 for your deposition?

2             MS. KLAUSNER:  And I'll caution the

3 witness not to disclose any conversations you might

4 have had with attorneys.

5             THE WITNESS:  I met with counsel and

6 reviewed a couple of documents.

7 BY MR. CLARK:

8        Q.   When did you meet with counsel?

9        A.   With outside counsel yesterday.

10        Q.   Okay.  Did you do anything else to

11 prepare for your deposition?

12        A.   I did not.

13        Q.   Okay.  You said you reviewed some

14 documents.  Did you review all the documents that you

15 reviewed during your meeting with outside counsel?

16        A.   No, I did not.

17        Q.   Okay.  You reviewed some documents

18 outside of the time that you met with your counsel,

19 correct?

20        A.   That is correct.

21        Q.   All right.  Do you recall what documents

22 you reviewed outside of your meeting with counsel?

23        A.   Yes.  I reviewed the Registrar-Registry

24 Agreement with VeriSign.

25        Q.   Any others?
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1        A.   To the best of my knowledge, yes.

2        Q.   Do you know if this Registry-Registrar

3 relates in any way to Go Daddy's domain name

4 forwarding service?

5             MS. KLAUSNER:  Object to the form.

6             THE WITNESS:  Can you explain what you

7 mean by "relates in any way"?

8 BY MR. CLARK:

9        Q.   Does Go Daddy have any obligations

10 arising from the .NET Registry-Registrar that relate

11 to the conduct of its domain name forwarding service?

12             MS. KLAUSNER:  Object to the form.

13             THE WITNESS:  Can you restate the

14 question please?

15 BY MR. CLARK:

16        Q.   Sure.  I'm just getting at, does the .NET

17 Registry-Registrar Agreement govern any of Go Daddy's

18 conduct with respect to providing its domain name

19 forwarding service to Go Daddy's customers?

20        A.   I'm not sure what you mean by governing

21 its conduct.

22        Q.   So can you explain in general what Go

23 Daddy's obligations are under the .NET

24 Registrar-Registry Agreement?

25        A.   My understanding of the agreement is it
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1 sets out the guidelines between Go Daddy and VeriSign

2 in registering .NET domain names.

3        Q.   Does Go Daddy's domain name forwarding

4 service relate to the registration of .NET domain

5 names?

6        A.   I'm not sure I understand the question.

7        Q.   Is Go Daddy's domain name forwarding

8 service part of its activity with respect to

9 registering .NET domain names?

10        A.   I don't believe the forwarding service

11 relates at all to the registration of the domain

12 name.

13        Q.   Okay.  Just changing gears a little bit,

14 topic 20 relates to an insurance agreement, and you

15 mentioned an E and O insurance agreement.  Is that an

16 agreement made in connection with the Hiscox

17 insurance agency?

18        A.   Hiscox is the insurance provider.

19        Q.   Okay.  Is that agreement still in effect?

20 Or I'm sorry, is that policy still in effect?

21        A.   It is not.

22        Q.   Has Go Daddy made a claim related to this

23 case under any insurance policy other than the Hiscox

24 insurance policy?

25        A.   Not that I'm aware of.
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C E R T I F I C A T E

I ,  . f a n i c e  E .  H a r r i n g t o n ,  C e r t i f  i e d  C o u r t

R e p o r t e r  f  o r  t h e  S t a t e  o f  A r i  z o r L a  t  c e r t  i  f  y  :

T h a t  t h e  f o r e g o i n g  d e p o s i t i o n  w a s  t a k e n

b y  r T l e  , '  t . h a t .  I  a m  a u t h o r  t z e d  t o  a d m i n i  s t e r  a n  o a t h ;

t h a t ,  t h e  w i E n e s s ,  b e f o r e  t e s t i f y i n g ,  w a s  d u l y  s w o r n

b y  m e  t o  t e s t i f y  t o  t h e  w h o l - e  t r u t h ;  t h a t  t h e

q u e s t i o n s  p r o p o u n d e d  b y  c o u n s e l  a n d  t h e  a n s w e r s  o f

t h e  w i t n e s s  w e r e  t a k e n  d o w n  b y  m e  i n  s h o r t h a n d  a n d

t h e r e a f t e r  r e d u c e d  t o  p r i n t  b y  c o m p u L e r - a i d e d

t r a n s c r i p t j - o n  u n d e r  m y  d i r e c L i o n ;  t h a t  d e p o s i t i o n

r e v l e w  a n d  s i g n a t u r e  w a s  r e q u e s t e d ;  t h a t  t h e

f o r e g o i n g  p a g e s  a r e  a  f u l 1 ,  t r u e ,  a n d  a c c u r a t e

t r a n s c r i p t  o f  a l - l -  p r o c e e d i n g s  a n d  t e s t i m o n y  h a d  u p o n

t h e  t a k i n g  o f  s a i d  d e p o s i t i o n ,  a l l -  t o  t h e  b e s t  o f  m y

s k i l l  a n d  a b i l i t y .

I  F U R T H E R  C E R T I F Y  t h a t  I  a m  1 n  n o  w a y

r e l a t e d  t o  n o r  e m p l o y e d  b y  a n y  o f  t h e  p a r t i e s  h e r e t o

n o r  a m  I  i n  a n y  w a y  i n t e r e s t e d  i n  t h e  o u t c o m e  h e r e o f .

D A T E D  t h i s  2 5 t h  d a y  o f  O c t , o b e r ,  2 0 t L

J
C e  r t  i  f  i  e d  C o u r t  R e p o r t  e  r  N o  .
F o r  t h e  S t a t , e  o f  A r i  z o r L a

5 0 8 4 4
a n i  e {  E .  H  a r r  i n g t o n
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	I, Perry Clark, declare:
	1. I am an attorney admitted to practice law before this Court and the attorney for
	Plaintiff Petroliam Nasional Berhad (PETRONAS).  I have personal knowledge of the
	facts set forth in this declaration.
	2. Attached hereto as Exhibit A is a true and correct copy of excerpts of the transcript of the December 7, 2011 hearing in this Court on the parties’ motions for summary judgment.
	3. Attached hereto as Exhibit B is a true and correct copy of eNom’s Motion for Leave to File an Amicus Brief (Doc. No. 111) in this case.
	4. Attached hereto as Exhibit C is a true and correct copy of Network Solutions’s Motion for Leave to File an Amicus Brief (Doc. No. 125) in this case.
	5. Attached hereto as Exhibit D is a true and correct copy of the Court’s Summary Judgment Order (Doc. No. 158).
	6. Attached hereto as Exhibit E is a true and correct copy of GoDaddy’s Bill of Costs (Doc. No. 175) in this case.
	7. Attached hereto as Exhibit F is a true and correct copy of Exhibit B to GoDaddy’s Bill of Costs (Doc. No. 175-2).
	8. Attached hereto as Exhibit G is a true and correct copy of Ex. C to GoDaddy’s Bill of Costs (Doc. No. 175-3).
	9. Attached hereto as Exhibit H is a true and correct copy of portions of the transcript of the October 13, 2011 deposition of Ronald Hertz.
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