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UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISRICT OF CALIFORNIA
OAKLAND DIVISION

LARGAN PRECISION CO.,, Ltd., Case No: C 10-01318 SBA
Plaintiff, ORDER RE CLAIMS
CONTRUCTION
VS.

FUJIFILM CORPORATION,

Defendant.

AND COUNTERCLAIMS.

Patentee Fujifilm, a manufacturer and selleomtical lenses, holds the rights to U.$

Patent Nos. 7,535,658 (“the ‘6p&tent”) and 7,453,654 (“tH654 patent”). These patentg
disclose optical lens configurations suitable for use in cellularitefepcameras. Largan
Precision Company, Ltd. (“Largan”) bringsetinstant declaratory relief action seeking a
judicial determination that c&in of its products do natfringe either of Fujifilm’s
patents. In turn, Fujifilm has countercladfor patent infringement. The Court has
original jurisdiction over the actigoursuant to 28 U.S.C. § 1331.

The parties are presently before the Coenjuesting that it construe the terms whig
appear in four of the claims containedhe ‘658 patent: (1) “resin material’; and
(2) “air distance.” At the claims construmti hearing, the Court recited its tentative
decision regarding the construction of “aistdince,” and directed the parties to submit
proposed constructions consistent with the Cedntidings as to that term. As to “resin
material,” the Court directed the partiestdomit supplemental briefing, which has been
timely filed by both parties. Based on the arguts presented by the parties in Court an

in their respective papers, the Court construes those terms below.
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l. BACKGROUND
A. THE ‘658 PATENT

The '658 patent describes an imaging leosfiguration designed for “high imaging
performance” in a compact configation. First McCutcheon R Ex. 1 (658 Patent”) at
col.2, 11.15-18, Dkt. 56-1. The '658 patentigie drawings each degpia configuration of
four individual lenses that together form thégpdied lens assembly. Id. at figs.1-9. Figul
One, reproduced below, shows an exemplargaahment of the invetfon (one of the nine

preferred embodiments shown the 658 patent).

FIG. 1

Id. at fig.1. The configuration has founkes—G1, G2, G3, and G4abeled in increasing
order as the distance increases from the obgag imaged, which would be placed to thg
left of the lenses in the above exemplary drawing. Each lens in the drawing has an ol
side surface facing left and an image-side surfacieg right. _Id. at col.5, 11.36-41. The
surfaces are labeled sequenti@ly through S8 as the disice increases from the object
being imaged. Id. at fig.1. Spacing on tmical axis (Z1) between any surface (Si) and

any adjacent surface (Sixl) is labeled withtBrbugh D10._Id. at col.5, 11.42-44.
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B. PATENT PROSECUTION HISTORY

The parties do not dispute thhe meaning of “resin matal” to one skilled in the
art of lens-making ordinarilyncludes plastics. See Fuijifilm Br. at 5t.argan Br. at 7; Supp.
Largan Br. at 1. Nonetheless, Largan'mgipal contention regarding the term “resin
material” is that Fujifilm allegedly disawed the use of plastics during the patent
prosecution proceedings pertaining to the8@atent in order to overcome the patent
examiner’s initial rejectionf the patent claims.

1. PTO Office Action

On August 19, 2008he PTO issued its Office Aain in which it initially rejected
the claims in the '658 application. Seéiest McCutcheon DecEx. 4 (“Prosecution
History”) at FC-L00014229, Dkt. 564 First, the patent exanénstated that, “Claims 1,
5, 8 and 10 are rejected un@arU.S.C. [8] 102(e) as beg anticipated by Shinohara (U.S|
Patent No. 7,345,830).” Id. &C-L00014230. More specificgl/lthe examiner found that
Shinohara teaches all of the claimed limitatidiselosed in each of the aforementioned
claims. _Id. at FC- L00014230 -L00014231. In additionhe examiner rejected claim 9
on obviousness grounds under 351Q. § 103(a), again based Shinohara. Id. at FC-

L00014231. The examiner stated:

Shinohara teaches all of thaiched limitations of the instant
invention as outlined above withsg@ect to claim 1, but fails to
explicitly teach wherein each ofdlsecond to fourth lenses are
made from a resin material. tWever, Shinohara does teach the
substitution of a plastic material for glass as the lens material
(column 6, lines 46-48) such thatvould have been obvious to

one of ordinary skill in the art at the time the invention was

made to use a Plastlc material astaught by Shinohara for
construction of the second to fourth lensesin the imaging lens

for cost reduction.

1 Under 35 U.S.C § 102(a), a patent mayab#cipated, and hence, invalid, if the
claimed invention was describeda printed publication “befe the invention thereof b
the applicant for patent.” If the requirem&ftr an anticipation defense are not satisfied
obviousness provides another basis for invaldgé patent. 35 U.S.€.103(a). A patent
is invalid for obviousness “if the differeas between the subject matter sought to be
patented and the prior art are such thatsibject matter as a whole would have been
obvious at the time the inventiavas made to a person haviglinary skill in the art to
which said subject matter pertains.” Id.
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Id. at FC- L00014231 to -L00014232 (emphasis ad@ed).
2. Fujifilm’s Response

On December 19, 200&ujifilm submitted a Reply tthe Office Action of August
19, 2008 (“Reply”).In response to thejextion of claim 9 abeing obvious and hence
“unpatentable over Shinohara,”jflm argued that “the Examiner has failed to establish
prima facie case of obviousness.” Id. at FC-L000132 In addition, Fujifilm noted that
claim 1 had been amended to include clairar@] that claim 9 had been cancelled. Id.

To address the examiner’'geaetion of claims 1, 5, 8@nd 10 as anticipated by
Shinohara, Fujifilm cancelledaim 9 and incorporated claimi®o claim 1 “to recite that
each of the second through ftutenses is made of a resin material.” Id. at FC-
L00014212 In that regard, Fujifilm noted: ‘@sin material is not mentioned in
Shinohara. Hence, Biohara does not disclose a lens made of a resin material. [1]
Therefore, Shinohara fails teach all of the elementisr amended claim 1.”_Id.
According to Largank-ujifilm’s representations that 8tohara does not mention resin
material and does not disclose the use ohs teade of resin material demonstrate that
Fujifilm necessarily excluded plias from the definition of “resiimaterial.” Largan Br. at
7-9.

C.  PROCEDURAL HISTORY

Beginning in 2007, Fujifilm began sig cell phone manufacturers whose phones
use Largan lenses, alleging that such lens#atei Fujifim’s patents. Compl. 1 9-12. O
March 29, 2010, Largan filed the presenilaetion seeking a declaratory judgment that
the '654 and '658 patentseaunenforceable. Id. § 28,.3Bujifilm answered and
counterclaimed on May 24, 2010. AnswertDIB. Fujifilm’s counterclaims allege

infringement of the '654 and ‘658 patents bygan, and assert that both patents are vali

2 Shinohara’s specification mentions that “[c]oat be further curtailed by means
of forming the lens from a plastmaterial.” _See Engle Ded&x. 5 (“Shinohara”) at col.6,
I1.46-48, Dkt. 106-5 (emphasis added).

3 0riginally, only claim 9 icluded the “resimaterial” limitation for the second,
third, and fourth lenses. See Prosemutiistory at FC-L0O00142 to -L00014395.
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and enforceable. |d. During the pendency of this action, Largan also instituteel an
partes reexamination proceeding before th8PTO attempting to invalidate the '658
patent._See First McCutcheon Decl. Ex. 8t.[36-8. In the pending USPTO proceeding,
Largan argues that prior arts disclosehttbe “resin material” and “air distance”
limitations found in the '658 patent. Id.

On October 27, 2011, the Court held amsiconstruction heamgnto construe the
terms “resin material” and “air distanceThe following table sets forth the parties’

proposed constructions:

Term, Phrase, or Clause | Fujifilm’s Construction Largan’s Construction

“resin material” “materiks that include resin: “materials having physical
like polymers or plastics” | properties of synthetic or
natural polymersgxcluding
plastic material”

“air distance” “two lenses are separated | “a gap between two

such that an air space existsimmediately adjacent lense
between them” such that the corresponding
lens surfaces amot in
physical contact”

[92)

Id. at 3 (emphasis added).

With regard to the term “air distance,”figan’s took the positinthat there can be
no air distance between the lenses if the tweds are in contact with one another—such
as the case where the lenses touch each ottlex periphery. At the claims construction
hearing, however, the Court refed Largan’s contention andraduded that the mere fact
that the lenses touch one @matdid not foreclose the existee of an air distance between
them. Nevertheless, the Court found thRajifilm’s proposed cortsuction was ambiguous
as to physical contact, anddered the parties to propose a construction resolving this
ambiguity consistent with its ruling.

As to the term “resin material,” Fujifilm @ims that it includes plastics. Largan
acknowledges that resin material typically anpasses plastics, but contends that Fuijifilr
disclaimed the use of plastic based on repr&gions it purportedly made to the United
States Patent and Trademark Office (“PTQO”) dgrihe patent prosecah process. At the
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close of the claims construction hearitigg Court ordered the parties to submit
supplemental briefing on this particular issue.
I DISCUSSION

A. “A IR DISTANCE”

The parties have submitted revised,qm®ed constructions of the term “air
distance,” taking into accoutite Court’s rejection of Largan’s contention that no “air
distance” can exist if the lenses are in pbglscontact with one another. The parties now

offer the competing constructions, as follows:

Fujifilm’s Construction Largan’s Construction

“An air space between two “A space of air between at least one
lenses wherein the lenses may c¥roint on the image-side surface of the
may not be in physical contact | first lens and at least one point on th
with each other.” object-side surface of the second len
such that the other points on the lens
surfaces may or may nbe in physical
contact.”

n D

The Court finds that these constructi@ane substantially similar. Of the two
proposals, however, Largan’s m@ecurately reflects the Couwstruling. Accordingly, the
Court adopts Largan’s proposeshstruction, as set forth above.

B. “RESINMATERIAL "

1. Evidentiary Issue

Before turning to the merits of the pas’ respective, proposed construction of
“resin material,” the Court must first addrekeir dispute regarding the expert declaratior
from Dr. Duncan T. Moore which Larganksuitted along with its supplemental claim
construction brief. Moore Decl., Dkt. 126. Fuf objects to the Court’s consideration of
Dr. Moore’s declaration on tlgrounds that he was not preusly disclosed by Largan as
an expert for purposes of claims counstion. Reply at 1-2, Dkt. 128.

Patent Local Rule 4-3 requires the partie disclose itheir Joint Claims

Construction Statement (“Joint Statement”) ithentity of expert witnesses, as well as a

I
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summary of the expert’'s opom. Here, Largan disclog@®ne expert in the Joint
Statement—Dr. Richard G. Zech. Joint Stateina¢d, Dkt. 37. Ahough Largan noted
that it “may call oner more experts,” see id. (emphasidded), Largan never sought to
amend its disclosure to identify Dr. Moaard to provide a summary of his proposed
opinions. In light of Largan’failure to comply wth the Patent Local Rules, coupled with
the inherent prejudice to Fuijifilm resultifigom this untimely disclosure, the Court
exercises its discretion and tiaes to consider Dr. Moore’s declaration. See Tri-Valley
CARES v. U.S. Dept. of Energy, 671 F.3dLB11131 (9th Cir. 2012) (court has discretiof

to disregard request which doeg nomply with tre local rules).
2. Analysis
Federal courts must “indulge‘heavy presumption’ thataim terms carry their full

ordinary and customary meaning[.]” OmegaynInc, v. Raytek Corp., 334 F.3d 1314,

1323 (Fed. Cir. 2003) (citatiomsnitted). Under the doctrira prosecution disclaimer,
however, representations matlaing the patent prosecutipnocess may circumscribe the
ordinary meaning of a clau if the patentee makes eéar and unmistakable disavowal of

scope during prosecution.” Purdue Pharnfa k. Endo Pharm. in, 438 F.3d 1123, 1136
(Fed. Cir. 2006) (emphasis added); Omega B4 F.3d at 1323 (prosecution disclaim

doctrine applies only if “the patenterequivocally imparted a novel meaning to those
terms or expressly relinquished claim scdpeing prosecution”jcitations omitted).

Where the alleged disavowal is ambiguousydner, the Court shouldecline to apply the

doctrine._Omega Eng’g, Inc., 334 F.3dL8R3 (citing cases). To determine whether
statements to the PTO constitat® unequivocal disavowal, the court must consider the
context in which the statement®re made and not review thatsiments in isolation. See
Elbex Video, Ltd. v. Sensoratic Elecs. Corp., 508 F.3866, 1372 (Fed. Cir. 2007).

Largan argues that Biohara disclosed the use of glasand that in an effort to
distinguish the ‘658 patefitom Shinohara, Fujifilm “unguivocally and unambiguously
disclaimed plastic as a resint@aal.” Largan Supp. Br. dt, Dkt. 124. In particular,
Largan points to Fifilm’s statement—Resin material is not mentioned in Shinohara.
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Hence, Shinohara does not disclose a lens made of a resin material”—as an alleged
disclaimer of plastic. The Court disagre&ajifilm rendered the feegoing statement in
response to the patent examinel&ermination that claims 1, 8,and 10 of the ‘658 paten
wereanticipated by Shinohara. Under the doctrineasiticipation, a patent is invalid if
“each and every limitation is found either expressly or inherently in a single prior art
reference.”_Sanofi-Synthelaly. Apotex, Inc., 470 F.311368, 1375 (Ed. Cir. 2006)

(emphasis added). Thus, tatihiguish its patent claims froShinohara, and hence, avoid
anticipation, Fujifilm amended claim 1 to recitatlieach of the second to fourth lenses i
made of aesin material.” Prosecution History at FC-L000242. It was in that specific
context that Fujifilm themccurately pointed out that Shinohara does not disclose, let alg
mention, lenses made of resin materf@lven those circumstances, the Court is not
persuaded that Fujifilm’s s&mnent is “so clear as to®h reasonable clarity and
deliberateness, . . . and so unmistakable bs tmambiguous evidence of disclaimer” as

the use of plastic lenses. See Omega &84 F.3d at 1325 (citations omitted).

The Court’s determination that Fuijifilm did not unequivocally and clearly disclain
the use of plastic in the ‘658 patent ister supported by Fujifilm’s response to the
examiner'sobviousness finding. As noted, the patent examiner opined that although
Shinohara did not teach the udfaesin material for the fodenses, “it would have been
obvious to one of ordinary skilh the art at the time the invéort was made to use a plasti
material as taught by Shinatagor construction of the sewed to fourth lenses in the

imaging lens for cost reduction.” Prosecutidistory at FC-L0001423tb -L.00014232. In
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response, Fujifilm didghot argue that resin material does not include pldstRather,

Fujifilm argued that Shinoha@uld not be a prior art refence for the purpose of an
obviousness rejection because both Shinotadethe '658 application were “owned by th
same person or subject to an obligatioaggignment to the same person.” Prosecution
History at FC-L00014214 (citing 35 U.S.C. 8310)). In other words, Fujifilm did not
expressly address the questiowiether Shinohara teaches tise of plastic lenses in lieu
of glass, since, from Fujifilm’s perspective, Shinohara was not a valid prior art referen
for purposes of an obviousnessding in the first instance.

In sum, Fuijifilm’s statemdrregarding whether Shinohara mentions or discloses t
use of “resin material” is, dest, ambiguous, which is insufient to trigger the doctrine of
prosecution disclaimer. Accordingly, the Coconstrues “resin material” as “materials
that include resin-like polymers or plastics.”

. CONCLUSION

For the reasons stated above,

IT IS HEREBY ORDERED THAT:

1. The term “air distance” is construednb@an: “A space of air between at led
one point on the image-side surface of the kess and at least one pbion the object-side
surface of the second lens, such that the other points on the lens surfaces may or ma

in physical contact.”

4 Indeed, there was no need Fuijifilm to disclaim theuse of plastic given that
Shinohara does not disclose or teach the use of resin matgslaktic. In passing,
Shinohara merely mentis the use of plastic as a possibbst saving measure. As such,
the reference to plastic was plyraspirational; that is, whabuld be done and not what
was actuall?/ to be done. As a result, dlaaibtful whether Shinohara’s passing reference
plastic would be sufficient to support artiaipation finding. See Sanofi-Sythelabo v.
Apotex, Inc., 550 F.3d 1078082 (Fed. Cir. 2008) (“An anfgating reference must be
enabling; that is, the descripti must be such that a persoroadinary skill in the field of
the invention can practicedrsubject matter based o tteference, without undue
experimentation”); Godfrey L. @at, Inc. v. J.M. Huber Corpl,27 F.2d 805, 808 (5th Cir.
1942) (holding that a reference to the Ioossible use of a limitation without sufficient
disclosure of how to proceed with the lintiten was not a proper disclosure); BLACK’S
LAW DICTIONARY 532 (9th ed. 2009) (defing a patent disclosure as “[a] document
explaining how an invention works sufficient detail for one skilkkin the art to be able to
understand and duphte the invention”).
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2. The term “resin materials construed to mean: “aterials having physical
properties of synthetior natural polymers.”
3. The parties shall appear for a pFlenic Case Management Conference on

October 17, 2012at 2:30 p.m. Prior to the date schedulémt the conference, the parties

shall meet and confer andgpare a joint Case Management Conference Statement whi
complies with the Standing Ondfar All Judges of the Nortima District of California and
the Standing Orders of thi®Grt. Plaintiff Largan shallssume responsibilitior filing the
joint statement no less than sey@hdays prior to the conferea date. Plaintiff's counsel
IS to set up the conference call with all geeties on the line and call chambers at (510)
637-3559. NO PARTY SHALL CONTAT CHAMBERS DIRECTLY WITHOUT
PRIOR AUTHORIZATION OF THE COURT.

IT IS SO ORDERED.

Dated: September 17, 2012 M—%ﬁ
SA OWN ARM#'RONG

United States District Judge

-10 -




