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reescale Semiconductor, Inc. Doc.

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

MEDIATEK INC., Case No.: 11-CV-5341 YGR
Plaintiff, CLAIM CONSTRUCTION ORDER
VS.

FREESCALE SEMICONDUCTOR , INC.,

Defendant.

Plaintiff MediaTek, Inc. ("MediaTek”) allegasdesigns integratedrciuit devices for many
applications, including wireless communications, digital multimedia solutions, chip integratior]
solutions for digital television and DVD playewsgireless home netwhking, and broadband accesq
solutions. MediaTek alleges that Defendamdscale Semiconductor, Inc. (“Freescale”) has
implemented MediaTek’s proprietary solutiaeating to processor and/or microcontroller
technologies as to whichig the patent holder.

On November 7, 2012, the parties providedannology tutorial and on November 28, 20
the Court held a claim constructibearing. The parties have reqeesthe Court to construe four
claim terms/phrasésrom three patents:

1. “configured and arranged to operatdapendently” (‘845 Patent, claims 1, 2, 5)

2. “independently accessed” (‘845 Patent, claims 21, 22, 25)

1At the hearing, the parties agreed on the trocson of the term “determine” as used in
‘331 patent claims and that, bdsen that construction, the Caoureed not construe the term

proposed order to that effect, which was emtdngthe Court on December 21, 2012. This resol
all claims to be construed witlespect to the ‘331 patent.

127

he

“determine a voltage requirement based on a clock frequency requirement.” The parties submitte
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3. “interconnecting” (753 patent, claim 2)
4. “predetermined parameters” (‘244 patent, claims 2, 3)
Based upon the papers submitted, the argumetuofel, and for the reasons stated be

the Court construes the claims as follows:

DisPUTED CLAIM TERM/PHRASE CONSTRUCTION
“configured and arranged to operate “configured and arranged to operate without
independently” regard to the other arbitration unit”

“‘independently accessed” “accessed without regard to the other slave

subsystem”

“interconnecting” Nonegriginal language does not require
construction.

“predetermined parameters” “two or more variables each with a specific
value set before a determination regarding us

of the bus.”

D

BACKGROUND

The patents-in-suit concernstgms for interconnection sfgnal paths within computing

ow,

devices. The patents each describe a systemeithig which will allow manufacturers to establish

efficient communication pathwayse(, buses) connecting the functional units a circuit, device of

system, and allowing data transfer between thetfanal units. The patentilso concern methods
of prioritizing and granting bus accese (bus arbitration), for exampléy maximize efficient use (¢
computing device resources.
PRINCIPLES OF CLAIM CONSTRUCTION
Claim construction is a matter of law, to be decided by the CMatkman v. Westview
Instruments, In¢.517 U.S. 370, 387 (1996) (determination dfingement is a two-step analysis:

First, the Court determinesdiscope and meaning of the olai second, the properly construed

> The Court notes that the pate at issue use “buses” and “busses” interchangeably as
plural for the word “bus.” As both spellings a&ap to be acceptable, but “buses” the more comn
spelling, the Court uses “busesyiless directly quoting a passagatthses the alteate spelling.
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claims are compared to the accused device.). “[T]leeafoa district court irtonstruing claims is ..

to give meaning to the limitations actuallgntained in the claims, informed by the written
description, the prosecution tosy if in evidence, and anylexant extringt evidence.” American
Piledriving Equipmentinc. v. Geoquip, In¢637 F.3d 1324, 1331 (Fed. Cir. 2011). “Claim
construction is a matter of resolui of disputed meanings andheaal scope, to clarify and wher
necessary to explain what the patentee coveydte claims, for use ithe determination of
infringement.” U.S. Surgical Corp. v. Ethicon, InA03 F.3d 1554, 1568 (Fed. Cir. 1997). Thus

claim terms need only be construed “to the eixtecessary to res@ihe controversy.'Wellman,

Inc. v. Eastman Chemical C&42 F.3d 1355, 1361 (Fed. Cir. 2011) (citwigid Technologies, Inc,

v. American Science & Engineering, In200 F.3d 795, 803 (Fed. Cir. 1999).

The starting point in a claim®nstruction analysis is the langygaof the claims themselves.

The claim language defines the/éntion that the patentee mayckxie others from practicing.
Phillips v. AWH Corp.415 F.3d 1303, 1312-13 (Fed. Cir. 200B)court must construe a claim
term in a manner consistent with its “ordinarygl@ustomary meaning,” which is “the meaning th
the term would have to a personoodlinary skill in the art in questin at the time of the invention.”
Id. at 1312.

Claims must be read in view of the specitfioa, of which they are a part and in a manner
consistent with the patent’s specificatidBdee Markman v. Westview Instruments,, I52.F.3d 967,
979 (Fed. Cir. 1995pff'd, 517 U.S. 370 (1996). The specificatimay act as a sort of dictionary,
explaining the invention and defiig terms used in the claimid. A court also should consider th
patent’s prosecution history, if it is in evidendd. at 980. The prosecutidnistory may “inform theg

meaning of the claim language by demonstratiogy the inventor understood the invention and

% Once the meaning of a term used inarclhas been deterngid, the same meaning
applies to that term for all claims in which the same term app&arsrness Med. Switzerland
GmbH v. Princeton Biomeditech Cor09 F.3d 1365, 1371 (Fed. Cir. 2002). After a term is
construed, the Court’s construartibecomes the legally operativeaning of the disputed terms
that governs further proceedings in the c&8ee Chimie v. PPG Indus., Ind02 F.3d 1371, 1377
(Fed. Cir. 2005). However, “digtt courts may engage in a rollictaim construction, in which thq
court revisits and alters itsterpretation of the claim terms #s understanding of the technology
evolves.” Pressure Products Medical Supgljénc. v. Greatbatch Ltd599 F.3d 1308, 1316 (Fed.
Cir. 2010).
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whether the inventor limited thevention in the course of psecution, making the claim scope
narrower than it would otherwise bePhillips, 415 F.3d at 1317 (citingitronics Corp. v.
Conceptronic, Ing.90 F.3d 1576, 1582-83 (Fed. Cir. 1996p¢ also Chimiet02 F.3d at 1384
(prosecution history aids clainostruction in that any interpreian that was disclaimed during
prosecution should be excluded). When the intiesidence alone does mesolve the meaning g
the claim term, a court may consider, in its disorg extrinsic evidence such as expert testimon)
and materials outside the patentlats history if such sources will aid the Court in determining “
true meaning of language usedhe patent claims.Phillips, supra 415 F.3d at 1318/itronics
Corp., 90 F.3d at 1584 n’6.

DISCUSSION
l. THE ‘845 PATENT AND DISPUTED TERMS

A. BACKGROUND

Issued in 2004, the ‘845 Patent, titled “Busiitecture and Shared Bus Arbitration Methq
for a Communication Device,” addresses a comgusiystem with a “multiple bus architecture”
which includes multiple processors and one orenghared peripherals, such as memory. (‘845
Patent, Abstract.) A “bus” is a “set of signatlmconnecting the functional units of [a] circuit,
system or device.” (‘845 Pate@pl. 4:23-25.) Multiple components of the circuit, system or dq
may share the same bus. Bus arbitratiomnmetnod by which that sharing is determined.

The ‘845 Patent is directed to computing eys$ in which bus arbdtion units control the
access of data processors (calledhe parlance of this patemnd apparently the industry, “maste
or “bus masters”) over the computing systemsesus the shared resources of those processor
(called “slaves” or “bus slaves™uch as computer memory. Thesarted claims of the ‘845 Patel
describe systems with multiple “data processing subsystermg’l{us masters) and multiple “slay
subsystems’d.g, bus slaves), which are coupled througibit@ation units” (Claim 1) or a “bus

arbitration module” (Claim 21). As explained tligr, a bottleneck of access to memory can occ

* However, a court may always freely consetthnical treatises and dictionaries in order
understand the technology and to construe thenslaso long as no definition in the intrinsic
evidence is contradicted/itronics 90 F.3d at 1584 n.6.

-

he

bd

vice

’,Sn

U7

nt

ur in

to




United States District Court

Northern District of California

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

computing systems with two “master” devices, sasta DSP (digital sign@rocessor) and an MC
(microprocessor control unitihere both master devices need access to a shared mempay (

“slave”) such as RAM (random access memorg4% Patent, Col. 1:54-67.) The object of the ‘g

Patent was to solve this memory access bottleneckdgh the use of structurésat arbitrate access

to the shared bus slaves by the masters. (‘845 Patent, Col. 2:1-2@ne of the key features of t
‘845 Patent is that “[a] bus atkation module selctively interconnects the buses, so that when t}
plural bus masters each access a different bus slavdocking occurs.” (‘845 Patent, Abstract.)
“Blocking,” in the context of signal transmissiomer a bus, refers to a configuration where one

transmission occupies the sigpailth, or bus, such that no other transmission can occupy that S
bus. Gee, e.gNarad Dec. 1 30.)

B. CLAIM TERMS/PHRASES TO BE CONSTRUED FOR THE ‘845 PATENT

[

45

b
ne

ne

ame

Six claims from the ‘845 Patent are asserbedependent Claim 1, dependent Claims 2, and

5, which refer back to Claim 1; independenai@l 21, and dependent Claims 22 and 25, which r
back to dependent Claim 21. Looking to the tnaeijpendent claims at issuPlaintiff describes
those claims as follows:

Independent Claim 1 also includes a “dine@mory access (DMA) subsystem,” which is
device that allows access to system memory witheatof a processor. In Claim 1, each “slave

subsystem” is associated with an “arbitvatunit” that arbitrates among the bus mastegs the

“data processing subsystems” and the “DMA subsystem”) for access to the “slave subsystem.

Independent Claim 21 covers a system theltides at least two “data processing
subsystems” and at least two “slave subsystents’av‘bus arbitration mdule” that couples the
local master buses to the local slave bisgsovide access to the slave subsystems.

The parties request the Court construe tVaim terms/phrases in the ‘845 Patent:

1. “configured and arranged to operatdapendently” (‘845 Patent, Claims 1, 2, 5)

2. “independently accessed” (‘845 Patent, Claims 21, 22, 25)

The claim construction dispute centers omword common to both Claim 1 and 21:

“independently

efer
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Claim 1, recites the following (tHanguage the parties have itiéad for construction is in

bold and italics):

1. A system, comprising:

a first data processing subsystem cadgipg a first processor coupled to a
first bus as a first bus master;

a second data processing sulsyscomprising a second processor
coupled to a second bas a second bus master;

a direct memory access (DMA) syistem comprising a DMA controller
coupled to a third bus asthird bus master;

a first slave subsystem comprising anneey unit coupled to a fourth bus;

a second slave subsystem comprising a fifth bus;

a first arbitration unit associatedttvithe first slave subsystem, having
each of the first, second, third and foubtisses coupled thereto, configured and
arranged to arbitrate amoagleast the first dag@rocessing subsystem, the
second data processing subsystem, amdMA subsystem for access to the first
slave subsystem, and to couple the fobrik to any selectezhe of at least the
first, second, and third busses so as @béna selected one of at least the first
data processing subsystem, the sedatd processing subsystem, and the DMA
subsystem to access the first slave subsystem; and

a second arbitration unit associaveith the second slave subsystem,
having each of the first, second, third difith busses coupled thereto, configured
and arranged to arbitrate among at leasffitist data processing subsystem, the
second data processing subsystem, and the DMA subsystem for access to the
second slave subsystem, and to couple ftreldus to any selected one of at least
the first, second, and third busses so as &blera selected one af least the first
data processing subsystem, the sedatd processing subsystem, and the DMA
subsystem to access the second slave subsystem;

wherein each of the firsnd second arbitration unitseéenfigured and
arranged to operate independentbych Eic] the first arbitration unit can enable
anyone of the first data processing subsystem, the second data processing
subsystem, and the DMA subsystem to access the first slave subsystem at the
same time that the second arbitrationt enables any other of the first data
processing subsystem, the second data processing subsystem, and the DMA
subsystem to access the second slave subsystem; and

wherein the DMA subsystem is cogdired and arranged such that, when
the first and second arbitran units enables the DMA subsystem to access each
of the first and second slave subsystenmes[NA controller can cause data to be
transferred between the firslave subsystem and teecond slave subsystem via
the third bus.

(‘845 Patent, Claim 1).
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I
I

C. THE FIRST DISPUTED CLAIM TERM —“ CONFIGURED AND ARRANGED TO OPERATE
INDEPENDENTLY " (‘845 PATENT, CLAIMS 1,2,5)

The first disputed claim ternipund in independent Claim 1,‘isonfigured and arranged to
operate independently,” and theies’ dispute focuses on the meaning of “independently.” Th

parties’ proposed consittions are shown below:

MEDIATEK'S CONSTRUCTION FREESCALE SCONSTRUCTION

configured and arranged operate in parallel | separate physical strures that function
without reliance or dependency upon anothe

The parties concur on the meanofd'configured and arranged tperate independently” insofar g
they agree that the patent describes a “no hhgglar “non-blocking” configuration for multiple by
masters and multiple bus slaves that folldmesn use of the two bus arbitration uriitdVhere the
parties disagree is whether “independence” of theatlvdration units necessigrrequires that they
(1) be “separatphysicalstructures;” and (2) operate “withawianceor dependence on another.’
Both the physical separateness ahe non-reliance concepts are drgg Freescale. By contrast,
MediaTek argues that its proposed constructionpdrallel,” adheres to ¢éhclaim language and thg
specifications of the ‘845 Patent, while Freessgbeoposal imports limitgons that are not found
elsewhere in the patent. The Cioamalyzes each proposal in turn.

1. FREESCALE SPROPOSEDCONSTRUCTION: “SEPARATE PHYSICAL STRUCTURES'

> This configuration is designed to allow dmes master to request access to one slave
without a second bus master’s request for a diffeskanve “blocking,” or iterfering with, the first
bus master’s access. (‘845 Patent, Abstract, 2016:10, 7:4-8, 7:26-36.) According to the pate
“non-blocking” operation is achiedghrough the independence of #irbitration units for the two
different slaves because each master’s requestgaegifferent, independent arbitration unit. (‘84
Patent, 7:33-36, Fig. 3 [arbitration units 314-3)Ll@Requests for slave access can occur
synchronously or asynchronously satttwo bus masters can request access to two different sl
irrespective of whether requests are made at the samer different times, and neither request
block the other. I¢l. at Col. 9:31-37.)
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Freescale’s argument that the claim constracsioould include the term “separate physic
structures” fails on under thegoh language of the claims, tepecification, and the prosecution
history of the patent.

a. Claim Language

The Court looks first the languagéthe claim itself. Claini states, in p@nent part:

wherein each of the firshd second arbitration unitsesnfigured and arranged

to operate independently such [thatje first arbitration uibh can enable any one

of the first data processing subsystem, the second data processing subsystem, and
the DMA subsysteno accesshe first slave subsysteat the same timéhat the

second arbitration unit enables any othetheffirst data processing subsystem,

the second data processing subsystem, and the DMA subsystem to access the
second slave subsystem

‘845 Patent, Col. 10:22-31 (Claifr) (emphasis supplied).

Freescale first argues that “independehth the context of Claim 1, requiregpaysical
separation between the arbitration units. Fraesemphasizes that Claim 1 requires “a first
arbitration unitassociatedvith the first slave subsystem, . a second arbitration urissociated wit
the second slave subsystem” and these two units are @adigtred and arrangetb operate
independently.” (‘845 Patent, 9:65-10:32). Becaemeh is associated with a separate subsyster
they must be physically separate. Moreover, $aale contends, since tbkaim says “configured
and arranged,” the word “arrangadist mean something differenath“configured,” and indicate
aphysicalarrangement. The Court looksstito the actual claim language.

First, the claim makes no specifnention of "physical separatioiNb explicit basis exists {
include the proffered limitationThus, in terms of construing tiherm to necessarily include the
"physical separation” because akéled in the art would havesad it so, the Court analyzes the
other words in the patent.

Second, the words in the claim itself do not iymplphysical requirement. The term at iss
is followed by the word “such [that]’e., “configured and arranged tperate indepelently such

that....® The use of “such that” inditss, if not lexicography, dast some specification of the

® The parties acknowledge that there is a typplical error and theaim should read “suc
that” (TR. at 28:17-19).

=
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meaning of the words preceding $eeTaltech Ltd. v. Esquel Enterprises Ltd10 F. Supp. 2d 977
1003 (W.D. Wash. 2006) (construing “the term ‘foldingfsthat. . .’ to mean ‘folding which creat
or results in the relationship sleribed following ‘such that.””) Here, the language following the
“such that” modifier speaks entiyan terms of functional, not spial or physical, distinction. The
claim describes a system whereby the first acdrse arbitration units are working “at the same
time” to allow access by any one of three possible “master” subsystems to the arbitration uni
paired slave subsystem. Using the words “atsdime time” implies a temporal element. The
language does not support a physical element.clHira language recites thdite “arbitration units”
must be “coupled” to certain bus@sorder to perform their respiage functions, but nothing in the
language indicates that the “couplingreates any physical requiremehts.

Third, the words of the patent more broadd/not support a physiclmitation. Claim 1,
and the patent generally, uses the phrase igargd and arranged” peatedly -- every time
“configured” appears in the claitarms it is followed by arrangedS¢eClaims 7, 8, 9, and 19.)
Each time the phrase is used, it is followeddmguage indicating th&the manner in which the
elements are “configured and arranged” is tabd® a particular furiion or operation, not to
establish a physical @patial proximity. $ee, e.g./845 Patent, Col. 9:67-10:9 [“to arbitrate...and
couple...”]; 10:12-21 [same]; 10:23-32[“enable...to acces# the same time”]; 10:33-38 [same]
Thus, the plain language indicatefuactional or logical arrangememgther than a physical one.

b. Specifications
Turning next to the specification of the ‘845 Patent, Freescale’s construction finds no §

there either. According to the language of the ‘Bdfent, the purpose of arbitration unit” is to

manage access to its associated slave subsysga€845 Patent, Col. 7:9-24.As described in the

specification, when different busasters request access to different slave buses, “no bladangs
because independent arbitration units handle {harate requests.” (‘845 Patent, Col. 7:32s3%

alsoAbstract (“no blocking occurs”ol. 7:4-8 [arbitration unitare arranged to “avoid blocking

" As MediaTek points out, physical separaii®not sufficient to meet the requirements ir]
the claim itself: that the buses operate “sucH' tingty are working “at the same time” to allow
access by any one of three possible “master” stdasigsto the arbitration unit’s paired slave
subsystem. One can easily posit a system in which there aphysigallyseparate units seeking
transmit a signal simultaneously, resuitiin blocking of the signal.

9
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when multiple bus masters each request accessaorces connected to different slave buses™;
7:25-26 [structure of Figure 3 isdn-blocking”].) Thus, the indepeadce of the units leads to the
functional resulbf no blocking.

Freescale argues that Patent Figure 3 iflestof three arbitition units (314, 315, 316)
which indicates @hysicalseparation of the units. Frees¢aleliance on Figure 3 for importing a
physical separation concept into the clainmtés not persuasive for three reasons:

First, a specification cannot lnged to import a limitation intthe claim that is not otherwis

D

there. Even if Figure 3 were slgibing an embodiment that had picgdly separate structures, that
would not necessarily justify sh a limitation of Claim 1. Lmniting a claim to one disclosed
embodiment violates basic principles of claim construct®hillips v. AWH Corp.415 F.3d 1303,
1323 (Fed. Cir. 2005)Home Diagnostics, Inc. v. LifeScan, IM@81 F.3d 1352, 1358 (Fed.Cir.2004)
(“Absent a clear disavowal or rtyary definition in the specificain or the prosedion history, the
patentee is entitled to the figitope of its claim language.Dinear Tech. Corp. v. Int'l Trade
Comm'n 566 F.3d 1049, 1055 (Fed. Cir. 200&);In re Translogic Tech., Incc04 F.3d 1249,
1257-58 (Fed.Cir.2007) (construing “ingetminals coupled to receive” without a specific structyral
requirement because “the claim terms [did] sypcify any structural connection for the input
terminals ... and the ... figures show[ed] no stratconnection for the input terminals ... or the
control input terminals”). For example, the Federal Circuitinear Techrefused to construe the
terms “second circuit” and “third cinit” to mean that the circuits ratibe structurally separate and
distinct, since “nothing in the claim language or specificatiarsupport[ed] narrowly construing
the terms to require a specific structural requireméméar Tech.566 F.3d at 1055. The court
reasoned that the claim language only required that'$econd’ and ‘third’ circuits perform their
stated functions,” but it was obligéal accord the terms their full scopiel.

Second, Figure 3 indicates that it is a bld@gram, which does not necessarily imply a
physical layout. The three arlation units shown in Figure 3’'sdilk diagram are represented as
(part of) a single Bus Arbitratiolodule in Figure 2. Figure 3 is described as a “more detailed
block diagram of the bus architace of Fig. 2,” and Figure 2 as“simplified schematic block

diagram embodying aspects of the present inventi¢B45 Patent, Col. 4:7-11.) The Bus

%)
=

Arbitration Module (“BAM”) in Figure 2 is shown ame unit. In Figure 3, the more detailed blo

10
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diagram shows what is inside the BAM --dlrbus arbitration units, a DMA Bus and a DMA
controller. (‘845 Patent at 7:1-4) Figure 3 icatties that it is showinttpe relationship of the
functional units within the system rather tharhggscal diagram or plan. MediaTek argues that,
an integrated circuit, as in apartment building, functionally garate “units” may share common
physical structures (like the waltetween individual apartment ts)i. A functional diagram like
Figure 3 does not indicate whethethmw much different units shaor overlap the same physical

space. Moreover, “it is well estadhied that patent drawings do mieffine the precise proportions

in

the elements and may not be relied on to show paatisides if the specification is completely silent

on the issue."Hockerson—Halberstadt, Inc. v Avia, Grp., Int'l, In222 F.3d 951, 956 (Fed Cir.
2000). “[P]atent coverage is not necessarily limitethventions that lookke the ones in the
figures. To hold otherwise would be to impontiiations onto the claim from the specification,
which is fraught with ‘danger.”MBO Labs., Inc. v. Becton, Dickinson & Cé474 F.3d 1323, 1333
(Fed.Cir.2007) (quotin@hillips, 415 F.3d at 1323%ee alsd-ujitsu Ltd. v. Belkin Int'l, In¢.10-CV-
03972-LHK, 2012 WL 4497966 (N.D. Cal. Sept. 28, 20{zawings in specification offered no
support for importing physical liation into claim term).

Third, the description of the arbitration unitssgparate structural usiconnected by a thirg
structural unit does not leadttee conclusion of physical sepaati Freescale argues that the tw
arbitration units must be separate because the ciaditate that there are two of them and they
connected by a bus. If they were not separateargiged, no bus would be needed to connect th
Moreover, the patent specificatiah states that “[t|he threelairation units 314, 315 and 316 are
structurally identical (the arbitration ntieods can be different), but are each dedicated to their g
bus 205, 206 and 207.” (‘845 Patent, Col. 7:12-15jteamsis added). Freescale concludes that
“structurally” implies gphysicalstructure. However, dependentf®h 2 explains that this inventio
can be implemented on a single integrated cird@taim 2; see also Cod:31-32 ['FIG. 2 depicts §
device 200, for example implemented as an imatigk circuit.”]) Implementation on a single
integrated circuit would be caary to the physical separatiooncept, since, as the parties
acknowledge, an integrated airtis a single physical chipiSee TR at 67:19-23 [counsel for
Freescale: “that's what integedtcircuit chips are all abodiringing many components onto one

piece of glass to [save] space.”].)
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A strong presumption exists against a construg¢hiahwould lead to exclusion of a disclos
embodiment.See In re Katz Interactiv@all Processing Patent Litig639 F.3d 1303, 1324 (Fed.
Cir. 2011) (excluding a patent’s only embodimeminssumptively improper). Likewise, the cour
must apply the “presumption that the same termeamy in different portins of the claims shoul
be given the same meanin@igital-Vending Services Int’L.LC v. Univ. of Phoenix, Inc672 F.3d
1270, 1275 (Fed. Cir. 2012). While Freescale coutheitst is common for “separate” physical
components to exist on the same integrated ¢jritie Court finds that this observation only
highlights the potential for ambiguity when a phys&gbaration requirementrisad into the claim
term. Indeed, Freescale’s own expert declaratiealspof different elements a single integrated
circuit chip as Substantiallyseparate physical structures,” imflicconceding that they are not
completelyseparate. (Smith Dec. {31, emphasis add€dys, injecting theoncept of “separate”
structures, when the two “separate” units are Extan the same physicataiit, possibly sharing
the vast majority of their physical oradal attributes, imot supported here.

C. Prosecution History

Lastly, Freescale’s proffer to rely on the pragem history for its psition is unavailing. Ag
a basic proposition, “[a] patentee ynadaim an invention broadly arekpect enforcement of the fu
scope of that language absenteacldisavowal” of thaanguage either in thepecifications or the
prosecution historyHome Diagnostics, Inc. v. LifeScan, Lnig81 F.3d 1352, 1357 (Fed. Cir. 200
Here, Freescale argues that the patentee, in order to distinguish the prior art (specifically, the
Reference, Patent ‘559), amended Claim 1 to repleceords “bus arbitration module” with “a fir
arbitration unit and a second arbitoat unit,” each associated with itsvn separate slave subsystd
(Declaration of Joshua A. Hartman (“HartmancDg Exh. | [Amendments to ‘845 Patent] at 3-4,
13-14.) In explaining the amendment, the patentee stated, “Claquites each of two different
arbitration units to arbitrat@mong a first data processing subsystem, a second data processin
subsystem, and a DMA subsystem for access tspective slave subsystem associated with it.
Such an architecture is ndisclosed or suggested Bp” (Id. at 14.) From this file history,
Freescale contends it is apparenbne skilled in the art thatch arbitration unit is a separate

physical structure associatedth physically sepatad slave subsystems.
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First, Freescale’s expertfers nothing more than his kconclusiorio support the
argument. (Smith Decl.  38.) Moreover, eédrc evidence does not aid construction when it
contradicts the intrinsic evidence. Again, Freessakms to have confused the use of the wordd
“different units” to imply physical separation oftlunits. In the absence any more specific evidf
to explain why such a construmti is warranted, the Court fintlsat “[t]his prosecution record
evinces no ‘clear and unmistakable’ disavowatlafm scope that would compel a result differen

than the claim language ResQNet.com, Inc. v. Lansa, In846 F.3d 1374, 1383 (Fed. Cir. 2003

2. FREESCALE S SECOND PROPOSEDADDITION :
“WITHOUT RELIANCE OR DEPENDENCY’

Freescale offers two arguments in favomaiuding the languag®&vithout reliance or
dependence” in its construction of the claim teffneescale first arguesatthe claim language an
specification support “without reliance,” since tregscribe structures that are non-blocking and
operate at the same time as one anotherorffigé&reescale argues thatrasic evidence supports
the “without reliance on another” concept. Thain support for this portion of its proposed
construction is extrinsic evidence in the forndadtionary definitions not of the claim term
“independently,” but of the words “dependence” and “operate.”

Freescale’s argument for the ctrastion “without reliance upoanother” is not supported |
the plain language of the claim. Again, the Cooutst look to the claim language first. The Couf
only looks to extrinsic evidence to the extentdsain determining “the true meaning of language
used in the patent claimsPhillips, suprg 415 F.3d at 1318. As a genaratter, extrinsic evidend
in the form of dictionary definitions is of limitevalue, and is weak support for adding a limitatio
into a claim term.Phillips v. AWH Corp.415 F.3d 1303, 1321-22 (Fed. Cir. 20Gf8e also
Ferguson Beauregard/Logic Controls, Div.@bver Resources, Inc. v. Mega Sys., | 88D F.3d
1327, 1347-48 (Fed. Cir. 2003) (J. Rader, concuriffagtourt can err by importing a limitation in
patent claims from a dictionary.”)

The addition of “reliance” introduces ambiguitito the claim, since different parts of a
system could conceivably “rely” dlanother” part of the system, another arbitration unit, in a

multitude of ways€.g.using a common power source) whildl sperating “at the same time” and

13

>

eNce

[

[®N

can

Dy

o




United States District Court

Northern District of California

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

“without blocking.” The concept dfeliance” does not appear elsesvh in the claim term, or patgnt
generally.

3. MEDIATEK’ SALTERNATIVE CONSTRUCTION “P ARALLEL”

In its competing construction, M&Tek argues that “in parallek a proper description of
the claim term because “in parallé$’a term that is used ubiquoitsly in describing digital systems
to mean “at the same time.'S€eNarad Dec. at 11 40, 41.) Sapport its definition, MediaTek
relies not on the language oktpatent, but on its expert. Acdng to MediaTek, a person of
ordinary skill in the art at the time of the ‘8Batent would understand thiaboth arbitration units
are providing access to their respective slave stdasgs‘at the same time,” they are “operating inp
parallel.”

The Court does not find MediaTskproposed construction partieuly helpful. As stated,

the term “parallel” conjures a number of meanings. While the parties seem to agree that “parallel

used ubiquitously in the art, thelp not agree on its meaning dfeo evidence to establish it. For
example, Freescale’s expert agredh MediaTek’s that “in paradl” normally means that two or

more computing operations happen atdame time, but adds that the twaVe td happen at the

A\1”4

same time. $eeSmith Dec. at 1 43.) Evemthin the ‘845 Patent itselthe inventor seems to hav{
used “parallel” to mean slightly diffeméthings depending upon the contex®e¢, e.9.845 Patent
Co. 4:27-30 [using “parallel” in opposition to “saf].) As a result, MediaTek’s proposed
construction does not clarify or egoh the original claim terms.

4. SUMMARY

Freescale attempts to construe the claim limiting manner which is not supported by the
patent. The addition of MediaTskproposed language, while notorrect, does not appear to be

useful in clarifying the termCf. Funai Elec. Co., Ltd.. Daewoo Elecs. Corps16 F.3d 1357, 136

7

(Fed.Cir.2010) (the criterion fateciding whether to include “cqrarative and functional languagq
to construe and explain a claim term . . . is \whethe explanation aidseltourt and the jury in
understanding the term as it is usedhe claimed invention.”)

The word “independently,” is susceptible téfelient meanings. Thus the Court finds that

[®X

some construction could be useful. However, tharCis not satisfied with either party’s proffere

construction as to this disputed claim term.
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It is a basic claim constructigrinciple that the same term is presumed to have the samge
meaning throughout all of the claimSee Digital-Vending Services Int.LC v. Univ. of Phoenix,

Inc., 672 F.3d 1270, 1275 (Fed. Cir. 2012). Thus, the {Gatns to consideration of the related

|®N

claim term in dispute — “independently accesseté&fere settling on a construction of “configure
and arranged to operatelependently.”

D. THE SECOND DISPUTED CLAIM TERM - “INDEPENDENTLY ACCESSED”
(‘845 PATENT, CLAIMS 21,22,25)

The Court next considers the related claim téindependently accessédHere, the partieg’
dispute again focuses on the meaning of “indepdhdérnThe parties’ proposed constructions are

shown below:

MEDIATEK'S CONSTRUCTION FREESCALE SCONSTRUCTION

accessed in parallel No construction necessary.

alternative
accessed without regard to access to anoth¢
slave subsystem

=

Claim 21 recites the following (with thdisputed term in bold and italics):

21. A system, comprising:

a first data processing subsystem cadsipg a first processor coupled to
a first bus as a first bus master;

a second data processing sulsyscomprising a second processor
coupled to a second busasecond bus master;

a first slave subsystem comprising amneey unit coupled to a third bus;

a second slave subsystem comprising a fourth bus;

and a bus arbitration module (BAMjaving the first, second, third, and
fourth busses coupled thesetonfigured and arranged to couple each of the
third and fourth busses to any selected @ingt least the fst and second busses
so that each of first anésond slave subsystems canrmependently accessed
by either of the first and second dataqessing subsystems, thereby enabling the
first and second data processing subsystems to access different ones of the first
and second slave subsystems at the same time, the BAM being further
configured and arranged to employ abitation scheme for access to at least a
first one of the first and second slatgsystems in which, during any period
when all requests for access to the first one of the first and second slave
subsystems are of the same priority leadiyst one of the first and second data
processing subsystems is guarantedthte access to a greater portion of the

15
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available bandwidth of the first one okthrst and second slave subsystems than
is a second one of the first aretend data processing subsystems.

(‘845 Patent, Claim 21.) Claim 2fds includes a limitation concengj the “bus arbitration modulé

(BAM),” which functions as a central arbitertmanage the buses coupling the master and slavg
subsystems. (‘845 Patent, Col. 5:16-21.) Similgh&"arbitration units” irClaim 1 that “operate
independently the “slave subsystems” in Claim 21 can bedependentlyaccessed . . . at the san
time.” (‘845 Patent, Col. 13:7-1@laim 21) (emphasis supplied).)

MediaTek argues that, as in its proposedstruction of Claim Term 1, “independently”
should be construed to mean “in parallehAs indicated above, in the claim language
“independence” is defined in terms of allowingess “at the same time” and “without blocking,”
not physical separation or lackm@iance. (‘845 Patent, Col. 131% (claim 21).) Thus MediaTek
contends its construction é@nsistent with the plain language of the claim term.

Freescale argues that, for Claim 21, the wordependently” has a plain and ordinary
meaning that does not need to be construed. Alternatively, Freescale proposes a constructid
“without regard to access to another slave subsyst&reescale contends that “without regard td
access to another slave subsystem” is consistentiatbpecification of the patent, which indicat
that the BAM has separate arbitration units for each slave bus which are “constructed and ar
avoid blocking when multiple bus masters each recamstss to resources connected to the diffd
slave buses.” (‘845 Patent, Col. 7:4-8.)

Under either proposed consttion, Freescale’s view of “ingeendently” in Claim 21 differs
from its view of the same term in the contekClaim 1. Freescale gues that the differing
constructions are warranted because Claims 1 and 21 use “independently” in different conte
for two arbitration units operaty “independently” and the second concerning two slave subsys
being accessed independeritly.

THE COURT'S CONSTRUCTION:

8 Though Freescale argues that the file hissoiyports its argumentahthese are distinct
terms with distinct meanings, their geneagightion to pages 13-15 of the December 12, 2003
amendment (Hartman Dec., Exh |) doesstwed any light on that argument.
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As noted above with respect to the rediaierm “configured ad arranged to operate
independently,” the Court finds that the tefindependently” does reqursome construction to
avoid ambiguity and confusion. Likewise, the Cdumtls the same potential for confusion here,
above, if the term “independently” isiestrued to mean “in parallel.”

A claim term should not be given different meags when it is used in different claims or
different portions of the claims.€., different contexts) witin the same patenDigital-Vending
Servs. Int’] 672 F.3d at 1275. Here, while the events iagipen “independently” in Claim 1 and
Claim 21 are different (“operate” versus “access”), the meaning of “indepityidsppears to be th
same — enabling an action to occurtte same time” and “without blocking.”

However, the Court finds that Freescaletemiative construction, defining “independently

to mean “without regard to,” provides a helpful dlaation for the disputed term. It captures the

concept of access that ocswithout blocking and at the same time as stated in the specificatign.

(See'845 Patent Col. 2:18-20; 7:6-8;25-26; 7:33-367:39-41; Fig. 3) Such a construction doeg
not import improper limitations and is true to theaning of the Patent. Meover, that concept of
“independently” also fits for #ndisputed term above, “configed and arranged to operate
independently,” as used in ‘8#atent, Claims 1, 2, and 5, allowifgg a consistent construction of
an identical term in both related claims.

Accordingly, the Court construes the téefimdependently accessedi the ‘845 Patent,
Claims 21, 22, and 25, and the term “configured arranged to operatedependently” in the ‘845

Patent, Claims 1, 2, and 5 as follows:

DiSPUTED CLAIM TERM/PHRASE CONSTRUCTION
“configured and arranged to operate “configured and arranged to operate without
independently” regard to the other arbitration unit”

“‘independently accessed” “accessed without regard to the other slave

subsystem”

® The Court notes that consimg “independently” to mean “fthout blocking” would appeal
to be consistent with both partiagiderstandings of the word agdsn both disputed claim terms
as well as with the specificatiom the ‘845 Patent. However, givéhat neither party proposed su
a construction or briefed that pattlar issue, the Court adoptetbonstruction of “independently”
finds most reasonable based upon do®rd before it at this time.
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Integrated Modules in a Digital Siem and Associated Method.” dpatent describes a system f
providing high-speed, digital datensfer between the differemodules in a digital system, by
optimizing the utilization of the buses. (Patent ‘753 Abstract.) The patent is meant to providg
solution to the problem created when multipledules within a computing system compete for
shared resources, resulting in inefficient utilizatiy the system’s buses. The 753 patent provi
for flexibility in connecting multiple modek with different latency requiremeni®( how urgently
a module needs access to the bus) and bandwidth requireneent® long the module needs
access to the bus). Asserted Claim 2 of #3 'patent provides a method for “simultaneously

executing” data transfers betwe®ro different pairs of compong&nvia a bus arrangement that

THE ‘753 PATENT AND DISPUTED CLAIM TERM
A. BACKGROUND

The '753 Patent is entitled “Bus Arrangengefur Interconnection of Discrete and/or

“interconnects” all four components.

B. CLAIM TERM TO BE CONSTRUED IN THE ‘753 PATENT :
“INTERCONNECTING " (‘753 PATENT, CLAIM 2)

The only claim construction dispute for the "7&&ent is for the ten “interconnecting,”

which appears in the preamble in Claim 2. The language of Claim 2 is as follows:

2. In a digital system including a bus amgament having at least one address bus
and at least first and second data bussest@rconnectinga plurality of
components including first, secoridird and fourth components in a
predetermined way, a method comprising the steps of:

a) performing on said bus arrangemainleast a first address transaction
between said first and second compuseand at least a second address
transaction between satidrd and fourth componesitsaid first and second
address transactions defmirgic] respective first and secomiéta transfers; and

b) simultaneously executing at least éoduration of time said first data
transfer between said first and seconchponents on said first data bus and said
second data transfer between saiddthind fourth components on said second
data bus.

(‘753 Patent, Claim 2.)

MEDIATEK' S CONSTRUCTION FREESCALE SCONSTRUCTION

Plain and ordinary meaning; does not requir

eConnecting so as to be able to transmit and
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construction. receive a signal withduntervening modules
or switches

Alternative constructioncoupling so as to be
able to transmit and receive a signal

The parties’ dispute center on whether “interconnecting” mudirbet, i.e., “without

intervening modules or switches” (as Freeseatpies), or not (as MediaTek claims).

1. Specification and Figures
Both parties focus on Patent Figure 1 as supmptheir competing constructions. Patent
Figure 1 is described as “an embodiment of @aligystem manufactured in accordance with the
present invention and generallyioated by the reference numeral 10753 Patent, Col. 5:62-64.
“System 10 includes a host pessor 12, a memory bank A indiedtby the reference number 14
and a memory bank B indicated by the reference rurh®. Host processor 12 is connected with
host interface module 18. Memory bank A is cected with a memory A control module 20 whil
memory bank B is connected with a memory B control module B2,"Gol. 5:64-6:4.) “System 1

further includes a bus arrangement implemgmeaccordance with the present invention and

generally indicated by the reference number BAs arrangement 40 includes a module interface

arrangement 41 which is comprised of a linkelaportion 42 which intesafces directly with a
physical layer portion 44.1q., Col. 6:40-45.)

Relying on Figure 1, Freescale argues tluaitexample, a transmission between Host
Interface Modulel8 and Memory A Control Modul20 would be transmitted directly from one
module to the other via the “bus arrangementtheut any intervening modes$ or switches, thus
supporting its construction of “iatconnecting.” Freeslmargues that, although they are represe
as separate items in Figure 1, the “bus aearent” includes the emé Modular Interface
Arrangementl, as well as the address and data basdshe bus controlled_eaving aside the
guestion of whether that encompassing viewhef“bus arrangement” is correct, Freescale’s
argument appears to suffer fraamore obvious flaw. Freescalesample relies on the assumptiq

that the components in Figure 1 outside thearggtlar dashed line, kkthe Host Processa® and
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Memory Bank Al4, are irrelevant and not part of wi@aim 2 is meant to describeSde
Transcript 107:5-108:2 [Freescal@osition that these componeatg not “interconnected”].)
Again, Claim 2 states, in pertinent part, arf[g digital system including a bus arrangeme

having at least one address bus and at leasafid second data busses for interconnecting a

plurality of components....” (Claim 2, emphasddad.) The specification indicates that Host

Processof2 and Memory Bank A4 are connected and can transmit data through the bus
arrangement. SeeFig. 4a; Col. 12:19-21 [l referring to FIGS. 1 anda, T, represents a first
data transfer from host procesd@r(source) to memory bark (destination)”] and Col. 12:61-63
[“bus controller60 must select data bus A fog $ince memory A is the destination module of the
transaction.”].) Consequently, according to Fegli and its detailed deription, a transaction
between those two components or modulesnatiessarily travel from Host Proces$arthrough
the Host Interface Modul&8, the modular intdace arrangemedtl, the data bus A, and eventuall
through to Memory A controller modu®9 to reach Memory Bank A4, its destination. SeeFig. 1,

Col. 12:19-21, 61-63.)
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Readimg the claim énguage andpecificaton in conjurction with Patent Figurel indicates
two things: (1)that the HosProcessoand Memoy Bank are ot irrelevar to the Clam; and (2) bat
a transaction dscribed in Gaim 2 goeghrough inervening nodules. Coeequently, ihe
speification ard figures cotradict Freescale’s prposed limitdion. Freesale’s introdiction of the
limitation “without intervaiing modules or switche” would exclude this enbodimentdisclosed in
the specifications. Excludng such dislosed embdiments viohtes a basicanon of ciim
corstruction lav. See In reKatz, 639 E3d at 1324"there is astrong presmption aganst a claim
corstruction that excludesa disclosed mbodiment); see alsdGillette, 405F.3d at 134.

Other ses of the sae term in be Patent aotradict Frescale’s prposed constiction as
well. The ternfinterconneting” is used multiple imes in the 753 Patent.Other clains use the

term “interconrect” to referto connectins amongnultiple canponents bywvay of a sngle bus; nae
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of the other claims requires that connectibaglirect, without any intervening modules or
component$® Similarly, in the “Summary of the Invéah,” the Patent describes an implementa|
in which “[t}he bus arrangement includes an addressnbeiconnectinghe processing module wit
the memory means and at least two, sepalatte busses which are arranged so agéoconnecthe
processing module and the memory means iredgtermined way.” (‘753 Patent, Col. 4:17-21,
emphasis supplied.) It goes on to describe anatif@ementation in which “[tlhe system further
includes a bus arrangememitterconnectinghe processing module and the memory storage
arrangements in a predetermined wayd. &t 4:42-44.) There is nothing intrinsic to the word
“interconnecting” itself thatvould require Freescakeproffered construction.
2. Claim Preamble

Turning to the language of Claim 2 itself, teem in dispute appears not in the body of th
claim, but in the preamble to that claim. Getlg, language in the preamble of a claim is not
limiting if the preamble only states the purpose tended use of the invention and the body stat
structurally complete desgtion of the invention.SeeCatalina Marketing Int'l., Inc. v.
Coolsavings.com, Inc289 F.3d 801, 808 (Fed. Cir. 2002). HéviediaTek argues that the disput]
term “interconnecting” appears only in the prédeof this method claim to describe how the
method would work in a system with some basgumements, one of them being “interconnectin

MediaTek argues that the description in the pigla is not the inventoitself, but merely a

10 SeeClaim 1(d) “a bus arrangement includirfij:an address bus interconnecting said
processing module and eacldsaemory controller”

Claim 3: “In a digital system including address bus and at leasto data busses which
interconneci plurality of components in a predeterngdiveay such that each data bus is arrangg
independently of the other so adriterconnecia common group of at least three of the compong

Claim 5 (c): “a bus arrangementerconnectingsaid processing module and said memory
storage arrangements in a predetermined way bsaidirrangement including an address bus an
least two separate data buses each of whiatrasiged independently of the other so as to
interconnecsaid processing module with each of saigholgy means such that a data transactio
using either one of the memory arrangements Inegyerformed using either of the data buses.”

Claim 6: “A digital system, amprising: (a) a plurality of aoponents; (b) a bus arrangemg
interconnecting said components in a predeterdwnay, said bus arrangement including an add
bus on which address transactions are perforamel at least two data buses on which data

transactions are performed betwéle® components with at least cofethe data buses connected {o

each component and such that each data lausaisged independently of the other so as to
interconnecia common group of at least three of the components.” (‘753 Patent at Cols. 72:1]
72:41-45; 72:65-78; 73:7-17.)
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description of the envirament in which the invention operajespecifically “a bus arrangement
having at least one address bus arldat first and second data bussesrftarconnectinga
plurality of components including first, secotidiyd and fourth components in a predetermined
way.” Thus, based on the plain large itself, MediaTek argues thetthing in this preamble clair
language is meant to be limiting&no construction is necessary.

“Whether to treat a preamble as a limitatioa idetermination resolved only on review of {
entire patent to gain an undensding of what the inventorstaally invented and intended to
encompass by the claimCatalina Mktg.,289 F.3d at 808. “In general, a preamble limits the
invention if it recites essentialrgtture or steps, or if it is nessary to give life, meaning, and

vitality to the claim.”Id. (internal quotation omitted). “Convergeh preamble is not limiting wher;

he

1%

a patentee defines a structurafymplete invention in the claim body and uses the preamble only to

state a purpose or interttase for the inventionId. (internal quotation omitted). “[P]reambles

describing the use of an invention generally dolinat claims because the patentability of appar
or composition claims depends on the claimed stractwt on the use or purpose of that structu
Id. at 809. However, “clear reliaa on the preamble during proseontio distinguish the claimed
invention from the prior art transforms the prédeninto a claim limitation because such reliance
indicates use of the preamble to defiin part, the claimed inventionldl. In short, the significanc
the language appearing in the claim’s preamblemtpen other factors discerned from the intrin

evidence.

3. Prosecution History
Finally, Freescale’s reliance on the Patept@secution history iBkewise unavailing.
Freescale argues that MediaTeg&&nstruction of “interconnectyi for Claim 2 would encompass
certain prior art and would result in the inditly of Claim 2, whichwould not be a proper
construction of the term. During the prosecutiothefapplication that became U.S. Patent No.
5,983,303 (the 303 patent, Hartman Decl. Exh. E)ptrent to Claim 2 of the '753 patent, the

applicant overcame rejectionssea on two prior art referencEs One of these referenceéock)

' Those two prior art references were WP&tent No. 5,289,585 (Hartman Dec. Exh. F, ¢
Kockreference”) and U.S. Patent 5,483,642 (Hartman Dec. Exh. GO#theawaeference”).
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has an intervening swih between the modules and the otigs an intervening memory module
between the processing modul&kézawa.

Statements in the prosecution history that dlggd on the meaning given to terms by the
patentee and PTO at the time can support a construction of theSeamWatts v. XL Sys., In232
F.3d 877, 883-84 (Fed. Cir. 2000) (statements nratlee prosecution history to overcome the
rejection of a certain claim wereade broadly and therefore lted the scope of every claimypvo
Nordisk,77 F.3d at 1369-70 (statements made in theeprd®on history that distinguished the prig
art from the “present invention’nd touted the benefits of the “pres@application” limited the clain
scope to the description of thevention made by the applicantHowever, prosecution history

cannot be used to narrow a claim absent thaecgmtls clear disavowal aflaim coverage in the

=

N

prosecution historyAmgen v Hoeschst MarioB14 F.3d 1313, 1327 (Fed. Cir. 2003) (“prosecutjion

history may not be used to infer the intentiomalrowing of a claim absent the applicant's clear

disavowal of claim coverage, such asaamendment to overcome a rejectioigme Diagnostics v}

LifeScan 381 F.3d 1352, 1357 (to overcome the full scoiplae meaning of claim terms in the
relevant community at the relevant time, challengast show “clear disavowal of such scope in
specification, prosecutidmstory, or both”).

When prior art is referenced by the patglecant and considered by the PTO examiner,
challenger “has the added burden of overcomingléfierence that is due #goqualified government

agency presumed to have properly done itsydtich includes one or more examiners who are

the

assumed to have some expertise in interpreting faeerees and to be familiar from their work wjith

the level of skill in the art and whose it is to issue only valid patentsAm. Hoist & Derrick Co|
v. Sowa & Sons, Inc725 F.2d 1350, 1359 (Fed. Cir. 198#yogated on other grounds by
Therasense, Inc. v. Becton, Dickinson &,&#9 F.3d 1276 (Fed. Cir. 201 Ultra-Tex Surfaces,
Inc. v. Hill Bros. Chemical Cp204 F.3d 1360, 1367 (Fed. Cir. 200@onstruing a claim to

preserve its validity in relation farior art is not “a rgular component of alm construction,” and

should only be employed where theraisbiguity in the claim languagéhillips, 415 F.3d at 1327.

Here, while certain claims did not survive fhatent Examiner’s review, the prior art was

considered and Claim 2 allowed in subsigly the same form as now exists.
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a. Kock Reference

Freescale contends that in the’303 paggmtiication, the pateeé overcame prior art
rejections by addressing two propositidhsFirst, MediaTek stated that the then-pending claim
required modules that “communicate directly Wibther modules and this statement should be
carried forward to Claim 2 of the '753 pateifartman Decl. Exh. H, 303 Prosecution History,
Dec. 16, 1998 Amendment at 12-13) In Keekreference, the processmodules had intervening
cache memory modules between the processor modditha bus, leading the applicant to state
the processors dinot communicatdirectly with the other processor@iartman Decl. Exh. H, '303
Prosecution History, Dec. 16, 1998 Amendmerit2afi3.) Freescale contends thatkloek
reference would read on Claim 2 if “intermecting” allowed for intervening cache modules
between the processor modules #mbus. (Smith Decl. § 85T7hus, “interconnecting” must be
construed to exclude a connectiwith intervening modules.

Second, Freescale points to the poagion history showing that théck reference was
overcome by stating that “the present inventimyuired that modules “camunicate directly with”
other modules. (Hartman Dec. Exh. H, '30®s$&cution History, December 16, 1998 Amendmer|
12-13; Smith Decl. 1 80-81Freescale argues that in tkeckreference there were intervening
cache memory modules between the processor modditha bus, leading the applicant to state
the processors did notrmmnunicate “directly” withthe other processorgHartman Decl. Exh. H,
'303 Prosecution History, Dec. 16, 1998 Amendnarit2-13; Smith Decl. 11 82-84.) Freescale
contends that the patentaggued that modules wemet “interconnected” in thEockreference
because there were intervening modules they did not sit on the same bus.

The Court disagrees. That portion of the pratean history indicates that the distinction
being drawn betweelkiockand the parent pateat issue was that, iKock there was no intervenin
step ofstoringthe data to be transferred in a cache mernorgain memory before it was sent on

the processing unit.Id. at 12.) Parent Patent ‘303dstitled “Bus Arrangements for

12 Claim 31 of the ‘303 Patent became Claim 2 of the ‘753 Patent. Accordingly the
prosecution history is eglly applicable.
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Interconnection of Discrete and/or Integrated Modules ngital System and Associated Method.

The applicants’ remarks on the amendments stated:

the present invention does not require use of cache memories, as does the
Kock reference. Processing unitsatcordance with the present invention,
communicate directly with other procassiunits. . . modules are connected with
the bus arrangement by msasf module intedce arrangement. . . Rather than
introduce the need for intermediate storage of data in cache memories, data
transactions are performedectly between processimgeans of the modules via
the bus arrangement.

(Id. at 12-13.) The term “inteoninect” does not actually appearahere in the discussion of the
Kockreference. The only “intervening” itemsetpatentee was disclaiming were intermediate
storage in memory. Further, the history refeeehicere focused on the claims 18 and 25 of pare
Patent ‘303, not Claim 31h¢ predecessor of the claim at issue here).

In short, read in contexand with this understanding i$ limitations, nothing in the
amendments concerning teckreference specifically disclaims or limits Claim 2 of the ‘753
Patent to a connection “withoutervening modules or switchésThus, Freescale does not
overcome the presumption that the claims atesadimited, nor the presumption that the PTO
examiner correctly understood théfeliences between the prior &bckreference and the
application for the parent patent hef@ee Am. Hoist and Derrick25 F.2d at 1359.

b. Okazawa Reference

Similarly, Freescale argues that thkazawaeference, also cited during prosecution, wo
anticipate claim 2 if “interconnéiag” was construed such thatllowed intervening modules or
switches. The examiner rejected certain claims as anticipatodldsawabased on the applicatior]
inclusion of “at least two sepdeadata buses which are arrangedas to interconnect said
processing module and said memory means ieagbermined way.” ('303 Prosecution History,
Dec. 16, 1998 Amendment at 11.) As with Kexkreference, Freescale argues thkazawa
discloses a switching arrangement that intercosraetes such that the buses do not connect th
main memory directly to the processoe ( without intervening modules)reescale’s expert says

the figures and specifications @kazawashow that the specifications @kawazawould anticipate
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Claim 2 if “interconnecting” was construedatiow intervening modules, without much further
elaboration. (Smith 19 86-88.) Again, there amumber of problems with this conclustdn.

First, as MediaTek notes, the languagthmprosecution history cited by Freescale
concerned the PTQO's rejection ofl#ferent claim in the paren803 Patent. The rejection langua
specifically concerned Claim 1 dfe ‘303 Patent, while it was &m 31 of the ‘303 Patent that
eventually became Claim 2 of ‘753 Patent, thenclat issue here. However the patentee’s remg
with respect to the amendment of Claim 31 theay the examiner obviously meant to rely on
Okazawaand that th®©kazawareference had been overcome as to Claim 31 for the same rea
in Claim 1. Therefore the patesfs arguments with respect@xazawaand Claim 1 may be
pertinent to understanding Qlai2 of the 753 Patent.

Regardless, the remarks and amendmertts @&im 31 do notddress the question of
“interconnecting.” Instead, the remarks and admeent there highlight other distinctions from
Okazawa particularly independence and gimultaneouslgxecutindimitation. (SeeHartman Exh
H at 14-15.) The amendment to Claim 31 addaduage clarifying the bodyot the preamble) of
the claim, to say that the invention is performiwg different address/data transactions between
different sets of components and exegythose transactions simultaneouslid. &t 14-15.) The
patentee’s response to the examimegjection was to say that: Pplicants submit that the art of
record in any reasonable combiwatifails to teach, disclose, or reaably suggest an architecturg
having two data buses configursdch that separate datartsactions may be performed

simultaneously on the data busesld. &t 15, emphasis in originaf})

13 MediaTek objects that Freescale’s briefsloet support the argument, made for the fir:
time at the hearing, that the patentee’s remarksig@mendments reveal the correct meaning of
language “interconnectingbut only argued thakazawaanticipated Claim 2 of the ‘753 Patent.
While the Court recognizes that these are two diffetfesdries of the relevance of the evidence,
bear enough similarity that the Court will consitles newer argument based on this same evidg

14 MediaTek also argued at the hearing théirther statement in the prosecution history
from January 21, 1999, definitively shows tha #xaminer’s prior rejection in December 1998
mistakenly citedDkazawavhen it meanKock (SeeTranscript of Hearingt 96). However, that
portion of the record was not inded with either party’s briefingGiven that the Court concludes
that the prosecution history in the record supports MediaTek’s construction, the Court will no
review any additional history fdurther support of this argument.
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To the extent that the referenced remark&detin other arguments relating to the rejectio
and amendment of Claim 1, that history doesmditate that “interconnecting” has a different
definition than as used here. égffically with reference to Claim 1, amendments were made to
clarify that “at least two, separadata busses each of which is arranged independently of the o
as to interconnect said processing module aiddnsamory means in a predetermined wayd. &t
11.) This feature, the patiee explained, distinguish€@kazawabecause the buses@kazawd'do
not independently interconnect his main memory 1@ his processor 101,na the true nature o
the Okazawanvention was “a three-way switch for intero@ttion of buses which are separate f

one another,” or as explained elsewhere irré¢nearks “a three-way conntean of three kinds of

buses.” [d. at 11, emphasis in original.) As the amendment remarks point o@k#drawa

reference disclosed “a configuration_of functgpecific buses.” (Hartman Exh. H at 11, emphasi

original.) Even assuming that this languagmeant to apply to the meaning of Claim 2, an
assumption not clearly supporteg the prosecution history,éHanguage does not meet the
significant burden to show either that the &gpit disavowed a broalaim scope encompassing
connection regardless of intervegimodules, or that the PTO examtinvas mistaken in finding th
claim language distinguishablem the prior art reference.

Claims are presumed to be valid. The PD@sidered these and other prior art reference
and approved the challenged claims. There’singtim the plain languager the prior art which
unambiguously disclaims connecting through otheduates or switches. The embodiments cited
Freescale are consistent witle@struction that does not lin@aim 2 to connections without
intervening modules or switcheSherefore, the limitation pposed by Freescale is improper.

THE COURT'S CONSTRUCTION:

ther

[

rom

1%

n

by

Based upon the foregoing, the Court concludasttie construction offered by Freescale for

the term “interconnecting” in &'753 Patent, Claim 2, is ngppropriate and, accordingly, the Col
finds that the term doew®t require construction.
[I. CONSTRUCTION OF TERMS IN THE ‘244 PATENT

A. BACKGROUND

> The Court is not relying on any extrinsic evidence submitted by the parties.
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The '244 patent describes a method for allocating priority in a digital system where mu
modules compete for use of the bius, bus arbitration. The modulesaronfigured such that eac
module will be granted its request to use theldased upon its priority. Typically, a bus system
assigns priorities to modules at system start-uptaen an arbitration unit gnts access to the bus
When the arbitration unit receivesquests for use of the bus fronore than one module, it grants
requests according to the prioritylwas of the requesting modules. The arbitration unit grants f
access to the higher priority module and subsecamdss to the lower priority module. The ‘244
patent describes a method whereby a set of peslis established durirgperation of the system,
and each module may be reassigned to different pe®@as operation continues. Past priority
allocation implementations were inflexible in thlaey did not provide the ability to adjust the
relative priorities of modules dung the operation of the system. These prior systems also failg
maximize bus bandwidth by not taking into account the different data transfer rates of the muy
modules when granting access to the bus. T4 ffatent resolved these issues by providing
flexibility in granting acess to a system bus.

Asserted claim 2 of the 244 patent coversraproved method for granting bus access to
“plurality of modules.” Independent Claim 2dadependent Claim 3 oféhi244 patent cover an
alleged improvement over the priart consisting ofin arbitration method which denies access tq
module having the highest priority when certaomditions are met ('244 patent, 25:25-38), and

instead grants access to a lower-ptyomodule based on those conditiorts,(25:29-42).

B. CLAIM TERMS/PHRASES TO BE CONSTRUED IN THE ‘244 PATENT :
“PREDETERMINED PARAMETERS”

There is one disputed term in the '244 patépredetermined parameters” in independent

Claim 2 and dependent Claim 3. The languafgadependent Claim 2 is as follows:

2. In a method of operating a systemluding at least one bus which
interconnects a plurality of modules ipeedetermined way, each of said modules
being capable of requesting the use @ bais during the operation of the system
and each module being granted its reqbased on an established scheme of
priorities, the improvement comprising:

a) based on a request made by a pderanodule, establishing that said
particular module has the highgstority for the use of said bus in relation to any
other modules concurrently recatieg the use of the bus; and
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b) nevertheless refusing to grant the n§the bus to the highest priority
module based upgoredetermined parameters

(‘244 Patent, Claim 2, emphasis supplieBgpendent Claim 3 goes on to say:
3. The improvement according to claim 2ther comprising the step of granting

the use of said bus to one of sattler requesting modules based upon said
predetermined parameters

(‘244 Patent, Claim 3, emphasis supplied.)

MEDIATEK'S CONSTRUCTION FREESCALE SCONSTRUCTION

[two or more] variables set to a specific valugtwo or more distinct properties determined

at a prior time prior to granting te use of the bus

The parties have agreed with respgedhe first part of the constructiore. that there must
be “two or more” variables or prepties determined prior to some event. They disagree on wh
(1) the variables/propertiesust be tistinct” and (2) the parameters must be set “priagramting
the use of the bu'sas proposed by Freescale, or justdatrior time” as proposed by MediaTek.

C. CLAIM LANGUAGE

1. “Parameters”

First, Freescale contends that the “paramsétdaim language requires that the parametel
or variables, b&oth (a) “distinct,”i.e.that they must be of a differetyppefrom one another and (b
a “property” rather than “varide,” emphasizing categorization wkezach item is dissimilar, not g
variation or value of a single iegory. To support this construmi, Freescale focuses on the use
the same term in Claims 4 and 7. Each of those claims refer to “speed value” in the siagalar
parameter. Freescale contends where the ¢taimms refer to a plurality of “predetermined
parameters,” speed value isyohe type of parameterSée'244 Patent, Claid [describing “said
speed value” as “at least one of said ptetmined parameters”] and Claim 7 [stating

“predetermined parametersind[e] said speed value™}®) Thus, while different values in the

16 Claim 4 states: “The improvement according to claim 2 further comprising the step
assigning a speed value to each module prianyomodule bus use requesind, thereafter, using
said speed value as at least one of said predieied parameters.” Similarly, Claim 7, states:
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category of “speed value” are assigned to tlfferdint modules, “speed value” is “one” of the
“parameters” that might be taken into aagnt in deciding whether to refuse access.

The Court agrees that the context of the otreEmd requires that “parameters” be clarifie(
refer to different categories of information, notreig different values within the same category.
The use of the identical term in Claim 7 indicatest “parameters” is meant to refer to different
categories of information that might be used tedaine whether to “refus[e] to grant use of the
bus.” More precisely, the metheaught by Claim 7 would permit “re$ing to grant use of the bug
to the highest priority module based upore or more predetermined parameters.” (‘244 Patent
Claim 7, emphasis added.) Takitng plain language of theatin, refusal can be based ugost
oneparameter. Given that multiple speed valugge, by definition, been defined to multiple

modules, the language of Claim 7 is not evaluating each of those “speed values” as a separg

] to

te

“parameter.” If it was, the language would have to read “two or more” to account for the multiple

speed values. Thus, the term “parameters” ibaintg used in Claim 7 to refer to multiple “speed

values.” A construction of the same term imi@1 2 should be consistent with that usage.
MediaTek’s arguments do not compel a difat result. MediaTek argues that its

construction is supported by the patent speatibns, while Freescale’s would exclude

impermissibly a preferred embodiment. Media®efues that Table 5 shewhat the different

7. In a method of operating a systemluding at least one bus which
interconnects a plurality of modulesarpredetermined way during the execution
of a plurality of clock cyds, each of said modulbeging capable of requesting
the use of said bus during the opematof the system and each module being
granted its request based amestablished scheme of priorities, the improvement
comprising:

a) assigning a speed value to each modypeor to any module bus use
requests which speed value specifies mmim number of clock cycles between
bus grants;

b) based on a request made by a pagrcmodule, establishing that said
particular module has the highgstority for the use of said bus in relation to any
other modules concurrently recatieg the use of the bus; and

c) nevertheless refusing gwant the use of the bus to the highest priority
modulebased uponone or morepredetermined parametersincluding said
speed valusuch that even though said particular module with the highest
priority among requesting modulesquests the use of the bus

(‘244 Patent, Claim 7, emphasis supplied.)
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assigned “speed values,” and each speed value constitutes one of the “predetermined paran
employed by the claimed method. MediaTek ardhas in the preferred embodiment, two differy
modules both provide their respige, previously configuredpeed values (FB_MSPEED and

FB_SSPEED) via bus signals, and finedetermined values for theseotwariables are considered

eter:

PNt

in

refusing bus access to one of the modules, i.e. the different “parameters” considered in the arbitre

are of the same type, “speed value 244 patent, Table 5, col8:52-10:34, 12:66-13:5ee also
‘244 Patent, Col. 15:15-25 [embaodent where two different modulesmpeting for use of the busg|
each have a specific speed variable from whictbtlsecontroller must determine whether to refu
or grant access].) MediaTek cents that Freescale’sgmosed addition of the word “distinct” to i
construction would result in the exclusion oés$le disclosed embodiments of the '244 patent froj
the scope of claims 2 and 3.

The Court disagrees. The description of T&biledicates that it is an illustration of the
assignment of different speed values to differeatlules. Nothing ithe table itself or the
specification text cited indicates that each spexdde would constitute a different “parameter.”
Further, nothing in the specificatis cited by MediaTek as the term “parameteor indicates that
each speed value is considered a different param&ee284 Patent at at Col. 15:15-25.) Claim
recites that an embodiment of the invention could usepstparameter” to determine whether tq
refuse access to the bus. Table 5, showing theeliffealues that coulde assigned to that one
parameter, is consistewith this construction.

2. “Predetermined”

Freescale next argues for constion of the “predeterminedgiortion of the claim term to
mean “determinegrior to grantingthe use of the bus.” The language of the claim teaches a

of:

nevertheless refusing to gtahe use of the bus todthighest priority module
based upompredetermined parameters

(‘244 Patent, Claim 2.) The plain language of @l&i requires that the “predetermined parametg
be determined at some time prior to teRisalto grant access to one module. Freescale’s

construction seeks to tie the daténation of the values to thgrant of access to the bus.
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MediaTek’s construction proffe “at a prior time” without sgcifying any connection to any
particular event or time to which it is “prior.”

MediaTek argues that its construction stays truer to the principle of not reading limitati

into the claim language. It contends that Freescateistruction, which ties ¢hvalues to the “grant

of access,” implies that the “parameters” are determined “prior tirshese of the bus.” So, for

pons

instance, Freescale’s construction would preclude a scenario otherwise permitted by the actyal cl

language: granting a module initedcess to the bus and thensdxhon parameters determiradter
the initial grant of access, denyifigther use of the bus. MediaTelkso argues that Freescale’s
construction of “predetermined” improperly impotimitations specified in subsequent claiimes,
dependent Claim 4’s “prior to any module bus msquests,” into Claim 2. Similarly, such a
construction would import into Claim 2 the limtitan of dependent Claim 3further comprising the
step ofgranting the use of said bus to one of sailer requesting modules based upon said
predetermined parameters.” (‘244 Patent, Clair{ 3.)

The Court agrees that Freestalenstruction could renderdldependent claim limitations
redundant and violate the princigdéclaim differentiation. Anndependent claim, by implication,
embraces more than its narrower dependent cia@®m, e.glntamin, Ltd. v. Magnetar Techs., Cor

483 F.3d 1328, 1335 (Fed.Cir.2007). It is impropantport a limitation from a dependent claim

into the independent clainPhillips, 415 F.3d at 1315 (“the presence of a dependent claim thatjadd:

a particular limitation gives rise to a presumptioat the limitation in questn is not present in the

independent claim”).

MediaTek’s proposed constructiohthe claim is also flawedThe proposed construction of

the term “predetermined” simply saesprior time” withoutspecifying prior tovhat Freescale
argues that this construction, whizvould mean that “a prior timehay include any time prior to a

denial of a request for bus access, issupported by any intrinsic evidence.

The Court finds that a construction which heskssely to the actual tguage of Claim 2 and

does not mimic the other words surrounding the tenmast reasonable. “Predetermined” is not

" The Court also notes thaetivord “predetermined” is uséa conjunction with “way” in
Claim 1 and at the beginning of Claim 2, henceredetermined way.” Thus the use of the word
“predetermined” must be viewed in that context.
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term of art. Rather, “predetermined” literally refers to “preé€.(before) the determination. The
context here is the use of the bus. A consivaavhich addresses bothethrefusing to grant”
language of Claim 2 without underrmmg the language in Claim 3garding “granting the use” (or
the same language in Claims 1 and 7) is preferable.

THE COURT’'S CONSTRUCTION:

Thus, based upon the foregoing, @&urt finds that the terfipredetermined parameters”
means‘two or more variables each with a specifialue set before a determation regarding use 9
the bus.”

CONCLUSION
For the reasons set forth above, the Court ges/the following construction of the disput

claim terms/phrases:

DispUTED CLAIM TERM/PHRASE CONSTRUCTION
“configured and arranged to operate “configured and arranged to operate without
independently” regard to the other arbitration unit”
“independently accessed” “accessed without regard to the other slave
subsystem”
“interconnecting” Nonegriginal language does not require

construction.

“two or more variables each with a specific valu
set before a determitian regarding use of the
bus.”

“predetermined parameters”

Fan)

The CourtSeTs this matter for a further case management conferenbéoaday, August

19, 2013, at 2:00 p.m.The parties shall submit a Jointséavlanagement Statement updating the

Court on the Status of the caselater than August 12, 2013.

T 1SS0 ORDERED.

Date: July 16, 2013
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: ;VONNE GONZALEZ ROGERS ~

UNITED STATES DISTRICT COURT JUDGE
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