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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

MEDIATEK INC ., Case No.: 11-cv-5341 YGR
Plaintiff, PRE-TRIAL ORDER NO. 3

RE: EXPERT TESTIMONY AT TRIAL

VS.

FREESCALE SEMICONDUCTOR, INC.,

Defendant.

The parties in this action have each filed motions which concern the nature and scope of
testimony at trial: MediaTek’s Motion to (e, Or In The Alternative Preclude Und2aubert
Improper Opinions of Dr. Frank Vahid (Dkt. N299-5) and Freescale’s Mon to Strike Certain
Testimony of Catherine M. Lawton (Dkt. No. 302-4he Court entertaed oral argument on
February 28, 2014.

The parties are engaged in aheically complicated patent gligte. The proffered experts on
both sides are significantly credeted, as would be expectedthvhigh stakes litigation. These
credentials are not the issue. tia, this Order focuses on objectiomisich are at the core of the

motions, namely the actual preserdatof expert testimony at trial.

l. MOTION TO STRIKE CERTAIN TESTIMONY OF CATHERINE M. LAWTON CONCERNING
BACKGROUND FACTUAL ASSUMPTIONS

Federal Rule of Evidence 702 controls expert witness testimony. The admissibility of an §

opinion requires a three-step analysis:

The admissibility of expert testimony, RuU702, requires that the trial court make
several preliminary determinations, Rdl@4(a). The trial court must decide
whether the witness callesl properly qualified to ge the testimony sought. A
witness may be qualified as an expertlom basis of either knowledge, skill,
experience, training, or education or antnation thereof, Rule 702. The trial
court must further determine that thetitmeny of the expert witness, in the form
of an opinion or otherwise, will asst$te trier of fact, i.e., be helpful, to
understand the evidence or to determinacaih issue, Rulé02(a). Finally the
trial court must determine that as adiyapplied in the matter at hand, Rule
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702(d), to facts, data, or opinions suffitily established to exist, Rule 702(b),
including facts, data, or opiniomsasonably relied upon under Rule 703,
sufficient assurances of trustworthiness present that the expert witness’
explanative theory produced a correduleto warrant jury acceptance, i.e., a
product of reliable principleand methods, Rule 702(c).

Michael H. Graham, 5 KkNDBOOK OFFED. EVID. § 702:1 (7th ed.) (footnotes omitted). An exper
generally not permitted to opine on an ultimate issue of fact except in limited circumstances,
such opinions may “invade the province of” the juBeeNationwide Transport Finance v. Cass
Information Systems, In&G23 F.3d 1051, 1060 (9th Cir. 2008) (“eviderthat merely tells the jury,
what result to reach is not sufficiently helpfulth@ trier of fact to be admissible”). Nor may an
expert opine on questions which are matters of law for the c6ed.idat 1058 (deciding questior
of law is the exclusive pwince of the trial judge)cHugh v. United Service Auto Assd64 F.3d
451, 454 (9th Cir. 1999) (expert testimony cannotiged to provide the legal meaning or
interpretation of insurance policy termsguilar v. Int'l Longshoremen’s Union Local No. 56
F.2d 443, 447 (9th Cir. 1992) (expepinion that reliance wagasonable and foreseeable were
inappropriate subjects for expéestimony). However, as a prigetl matter, experts may express
opinions based upon hypotheticals and informatioitkvivould otherwise banadmissible hearsay
on its own. Additionally, ®perts can rely upon the opams of other expertsSee DataQuill Ltd. v.
High Tech Computer Corp887 F.Supp.2d 999, 1026 (S.D. Cal. 2011) (“It is routine and prope
a damages expert in a techmigatent case to rely on a teatal expert for background.”nited
States v. 1,014.16 Acres of Land, More a4, &ituated in Vernon Cnty., State of M®8 F. Supp.
1238, 1242 (W.D. Mo. 1983ff'd, 739 F.2d 1371 (8th Cir. 1984) (“An expert cannot be an exp
all fields, and it is reasonable to expect that espeitl rely on the opinion of experts in other field
as background material for armg at an opinion. Moreover, Rule 703 FRE explicitly allows an
expert to base an opinion cacts or data made known to hanor before the hearing.terwoven
Inc. v. Vertical Computer Sy<CV 10-04645 RS, 2013 WL 3786633, at *7 (N.D. Cal. July 18, 2
(“Experts are, however, permittedrigly on hearsay evidence innamg to their conclusions, so lof
as an expert in the fiélwould reasonably rely on that information”).

Freescale seeks an ordeet@lude MediaTek’s damagespert, Catherine Lawton, from

testifying on “opinions on technology disclosedhe patents-in-suit and technology implemente
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Freescale’s accused products, as well as opimnrise semiconductor market.” (Oppo., Dkt. NQ.

323-6, at Section Ill.A.) This portion of Freea motion essentially attempts the wholesale

elimination of the background sections upon whictvice bases her damages calculations. Int

regard, the motion is either patigririvolous or fundamentally mismderstands the nature of expef

testimony at trial.

Experts in a particular fidlroutinely opine based upon a hyipetical or a set of factual
assumptions given to them. They need not berexpeall fields. Nor must they have personal
knowledge of the factual background in the case. The propont expert bears the burden of
persuading the jury that themert’s opinion is, in fact, badeaupon a reasonable and convincing
hypothetical or that the underlying facts upon whigheRkpert’'s opinion is based do exist. Thus,

jury is routinely charged:
[Expert] [o]pinion testimony should badged just like any other testimony. You
may accept it or reject it, and give itrmsich weight as you think it deserves,

considering the witness&xlucation and experience, the reasons given for the
opinion, and all the othavidence in the case.

Ninth Circuit Manual of Model Civil Jury Instrucins, 2.11. Because arpert’'s opinion is based
upon other evidence in the record, usually a seasaaédttorney will not even attempt to call an
expert to opine at trial until the evidenoederlying the opinion has actually been admitted.

Here, the record with respect to Lawtomiembiguous. Lawton appropriately disclosed,
advance, the factual basis and assumptioniseioopinions. If at trial those are found to be
inaccurate or ill-founded, then the jury may afftnd opinion less weight, if any. However, it is 1
grounds for striking that portion dfie anticipated testimony.

Freescale’s motion to strikedse portions of Lawton’s repadrt sections titled “Industry

Information & Data” (Section 3), “Freescabisiness Background” (Section 4), and “MediaTek

Business Background” (Section 5)DsNIED. However, this Order is without prejudice to Frees¢

asserting a timely motion at trial focused on a specific statement and/or assumption proffere(

Il. MEDIATEK'SMOTION TO STRIKE /PRECLUDE UNDER DAUBERTVAHID'S
| MPROPER OPINIONS ON THE M EANING OF CLAIM TERMS

MediaTek objects to Freescale’s expert, Dr. Fidakid, to the extent that he seeks to teg

at trial as to understanding that same of ordinary skill in the artould have as to particular clai
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in the patents at issue, and in particular, widpeet to certain terms thatre never previously
identified for claim construction.

A. General Principles

In patent cases, “the words of a claim are generally given tliiiraoy and customary
meaning.” Phillips v. AWH Corp.415 F.3d 1303, 1312 (Fed. Cir. 2005) (en banc) (internal
guotation marks omitted). The ordinary meaning ofaim term is given after reading the entire
patent and from the perspectiveanfe of ordinary skill in the aat the time of the inventiond;
Belden Techs. Inc. v. Superior Essex Comm’cn¥BB F. Supp. 2d 517, 545 (D. Del. 2010). Iti
the role of the Court to determine the meaningwf@aim. Claim construction is a matter of law
be decided by the CourMarkman v. Westview Instruments, |rigl7 U.S. 370, 387 (1996)

(determination of infringement is a two-step gsa&: First, the Court determines the scope and

)

meaning of the claims; second, the properly constcisghs are compared to the accused device.).

“[T]he role of a district court irtonstruing claims is ... to giveeaning to the limitations actually
contained in the claims, informed by the writtesaétion, the prosecution history if in evidence
and any relevant extrinsic evidencéinerican Piledriving Equipmeninc. v. Geoquip, Inc637
F.3d 1324, 1331 (Fed. Cir. 2011). “Claim constauttis a matter of rettion of disputed
meanings and technical scope, to clarify and wiesressary to explain white patentee covered |
the claims, for use in the determination of infringemeft.S. Surgical Corp. v. Ethicon, Ind.03
F.3d 1554, 1568 (Fed. Cir. 1997). Claim terms neey lomilconstrued “to the extent necessary t(¢
resolve the controversy.Wellman, Inc. v. Eastman Chemical O&42 F.3d 1355, 1361 (Fed. Cir.
2011) (citingVivid Technologies, Inc. v. Amean Science & Engineering, InQ00 F.3d 795, 803
(Fed. Cir. 1999). However, “digtt courts may engage in a rollictpim construction, in which the
court revisits and alters itsterpretation of the claim terms &s understanding of the technology

evolves.” Pressure Products Medical Supgljénc. v. Greatbatch Ltd599 F.3d 1308, 1316 (Fed.

Cir. 2010). Accordingly, the final determinationtbeé construction of anyalm occurs at the close

of trial and manifests itself in the form of jury instructions.
MediaTek asserts that Freelsts expert, Vahid, is attenipg, primarily in his Rebuttal

Expert Report, to construe terms never previoiggntified. In cases where parties do “not seek

Dy
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construction” of the terms at issue, courtgeghose terms their “ordinary and customary
meaning... to a person of ordinary skill in théiarquestion at the time of the inventionBelden
Techs. Inc. v. Superior Essex Communications,7BB,F.Supp.2d 517, 545 (D. Del. 2010) (quoti
Phillips, 415 F.3d at 1313) (ali&ion in original);see also Apple, Inc. amsung Electronics Co.,
Ltd., 12-CV-00630-LHK, 2014 WL 660857 at * 3(N.D. ICkeb. 20, 2014) (same). Freescale do
not deny that many of the terms were not identifiRather, it asserts thegahid “merely applied th¢
claim language to the accused products and prigraend contends that MaTek’s experts have
done the same. (Oppo. at p.22A3.) The Court addresst® two interrelated issues.

In this District, parties are geired to “serve onach other party a lisif claim terms which
that party contends should be construed by the CourPatent L.R. 4-1(a). Thereafter the partig
are required to “meet and confer for the purpoderof{ing] the terms in dispute” and to identify
jointly the “10 terms likely to be most significaiat resolving the partieslispute, including those
terms for which construction may be case or claispakitive.” Patent L.R. 4-1(b). The goal of
these rules, like those of othdistricts with significant numbeisf patent cases, is the speedy,
efficient, and less expensivesolution of patent caseSee, e.gFinisar Corp. v. The DirecTV Grp
Inc., 424 F. Supp. 2d 896, 901-02 (E.D. Tex. 2006) (“[O]ne of the goals of the Federal Rules
Procedure and the Local Patent Rules is to speed up the litigation process and make it less ¢
A party simply can notdic] wait until shortly before trial to prepare its caseliifegrated Circuit
Systems, Inc. v. Realtek Semiconductor Co.,3@8.F. Supp. 2d 1106, 1107 (N.D. Cal. 2004)
(patent local rules were mean to prevent aftisigj sands” approach tdaim construction and

disclosures). Theinisar court aptly described the posturimgwhich some litigants engage:

The motive to delay disclosure is often even greater in patent cases than in other
litigation, because of the bifurcated natwka patent suit. The parties first
dispute construction of claims—the defions of the claim language in the
patent. After the court construes the claims, usually followinilaakman
hearing, the parties join isswver assertions of infringeent by the patent holder,

and allegations of invality by the accused infringer.

The patent holder wants to know abouemvpossible prior art reference that
might invalidate its patent, so that it cearefully craft proposed definitions that
make its patent coverage as broadpassible, perhaps evdmroader than the
inventor ever thought possél without being so broads to be invalidated by
some prior art reference.
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On the other hand, the accused infringer waatpin the patent holder to a claim
construction it knows will be invalidated by prior art it has not disclosed, obtain a
ruling from the court approving thabmstruction, and then sandbag the patent
holder with the prior art reference.

One author describes the problem as fedio The plaintiff is at one end of a
“mine field,” with each “mine” representiran invalidating piece of prior art. The
plaintiff wants to know where each and every mine is before stepping onto the
field. The defendant iat the other end of the fieldnd does not want to tell the
plaintiff where any of the mines are, ithe hope that Plaintiff will commit to a
path, before it knows where not to step. James M. Anfeaignt Law: A Primer

for Federal District Court Judge$9 (1998).

Id. at 898-99. Thus, in order to promote the fanl aquitable resolution dfiese cases, the Northg
District has instituted a comprehensive set &ggwvhich require the identification of any claim
terms needing construction Bain the litigation. SeePatent L.R. 4-1(a)Without these rules,
parties could constantly change their positions, making resolution difficult.

B. Opinions At Issue In This Motion

Here, Freescale attempts to circumvent thterRd.ocal Rules under the pretense that its
technical expert is opining ondlplain and ordinary meaning @&rms, not offering alternate
constructions. MediaTek’s motion identifies several such terms in Vahid’s Opening and Rebd
Reports’ As set forth in the chart below, severahts were never identified for construction eve

though Freescale did identify 45 other terms for peaeoonstruction, and ultimately, narrowed tf

! Freescale does not challenge MediaTs'scific identificaton of the paragraphs
referenced as appropriately connected tatigegments advanced relative to each term.

> MediaTek’s motion identified seven termerfr Vahid’s Rebuttal Reort and three terms
from his Opening Report. Sintlee motion was filed, other everitave impacted three terms of
those terms. First, Freescale withdrewéigance on Paragraphs 83; 234-36, and 280-83 of
Vahid’s Opening Expert Report, thereby mooting thotion as to the terms “arbitration unit” and
“DMA subsystem.” (Oppo., Dkt. No. 320, at 1, fin.orally withdrawn during February 28, 2014
Pretrial Conference.) Second, the Court struckgraphs 37-42 of Vahid’'s Rebuttal Report, whi
reference the term “at least one address bus.” ef@Bdanting In Part and Denying In Part Motior]
Plaintiff MediaTek, Inc., to Strike Improper Exp®©pinions of Dr. Frank Vahid, Dkt. No. 454.)
Third, the Court struck paragraphs 184-196 dfilda Opening Report whitconcern the term “to
determine a clock frequency requmrent,” effectively mooting the arguments as to that terioh) (
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joint request for construction togufour claim terms/phrasesthe construed by the Court in the

Markmanprocess.

Term

ParagraphsImplicated”

Patent

Prior Identification

1 | at least one address bl

S

19 29-43, 57-58, 68-¢
79-82, 94-95, 100-101

5953

None

2 | interconnecting a 19 44-52, 59-64, 70-75, | ‘753 Identified same term in a
plurality of 83-90, 96-97, 102-105 different, but related patent.
components...in a
predetermined way

3 | portion of the available Y 155, 157-175 ‘845 None
bandwidth

4 | coupled 19221-230,267-274 ‘845 None

5 | information indicating | 1 326-335, 359, 370 ‘331 Pami identified; then
the clock frequency withdrawn
requirement

6 | controller 19 307-315, 350, 353- | ‘331 Leave denied to amend

354, 360, 367-371 invalidity contention due to
lack of good cause

7 | same priority 1 83 of Opening Repor| ‘845 Identified initially; then

withdrawn before offering a
proposed construction

“At trial, parties may ‘introduc[eevidence as to the plain anddinary meaning of terms ng

construed by the Court to one skilled in the a,1ong aghe evidence does not amount to

‘argu[ing] claim construction to the jury."Apple, Inc. v. Samsung Electronics Co., L 1®-CV-

00630-LHK, 2014 WL 660857 at *3 (N.D. Cal. Feb. 20, 2014) (cibigT, LLC v. Sprint Spectrun

LP, No. 09—-CV-21, 2010 WL 582164, *4 (Feb. 210 E.D. Va.) (emphasis addeskge also
Cordis Corp. v. Boston Scientific Corp61 F.3d 1319, 1337 (Fed. Cir. 2009)). “Arguing claim

construction to the jury is inappropriate becauseskis confusion and tHielihood that a jury will

render a verdict not suppodiey substantial evidenceApple v. Samsung014 WL 660857 at *3

% SeeFreescale’s Motion for Leave to DesignaAgditional Claim Terms, Dkt. No. 41 at
2:23-26 [Freescale identified $®tential terms for constructign]oint Claim Construction and
Prehearing Statement, Dkt. No. 45 [identifyil0 terms]; Supplement to Final Joint Claim
Construction and Prehearing Statement, Dkt.@8dagreeing to constructions for two of the ten
terms]; Order Regarding Claim Construction, IMo. 73 [parties agreeg to a definition of
“determine”]; Claim Construction Order, DRio. 127 [addressing the four remaining terms:
“configured and arranged to oprandependently, “independentigcessed,” “interconnecting,”
and “predetermined parameters”).

* Paragraph references are to Vahilebuttal Report urds otherwise noted.
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(citing CytoLogix Corp. Wentana Medical Sys., Inet24 F.3d 1168, 1173 (Fed. Cir. 2005)).
Whether any evidence as to a term’s plain and orglimeaning is admissible must be considere
the context of the issues to be tridd. (citing DNT, LLG 2010 WL 582164 at *4.)

Plain and ordinary meanings to a skilled artishauld not be easily displaced. Referencq
the prosecution history can confirm such a meguaind “inform the meaning of the claim languag
by demonstrating how the inventanderstood the invention and gther the inventor limited the
invention in the course of prosecution..Phillips, supra 415 F.3d at 1317 (citingitronics, 90 F.3d
at 1582-83)see also Chimie v. PPG Indus., |02 F.3d 1371, 1384 (Fed. Cir. 2005) (internal
guotations omitted). The “purpose of consulting thesecution history in construing a claim is tdg
exclude any interpretation that svdisclaimed during prosecutionld. Therefore, except in a rarg
case, use of the prosecution histaiges issues solely for the cgurot the jury. Thus testimony
grounded in the prosecution histaoydiscern the meaning of aaagh is properly excluded from
presentation to the jury, especially where, ag he fair reading of thexpert report reveals an
intention to argue claim construction. Similamyhile the court may, in itdiscretion, consider
extrinsic evidenckif such sources will aid the court intdemining “the true meaning of language
used in the patent claims,” such evidence, if negljiis not appropriate f@resentation to a jury an
is properly excluded at trialSee Phillipssupra 415 F.3d at 1318.

Freescale’s arguments in opposition to the amoére generally unavaity First, Freescale
has never disclosed many of these terms fortnarigon, and never souglgave of the Court to
amend the terms it originally identified as beinglispute. Local Rulé-1(a) requires early and
complete disclosure of the claim terms at isso@ party cannot be all@d to argue for new and
additional claim terms to be construed at theexiélv hour. Freescale has cited no authority to tH
contrary.

Second, the Court finds largely disingenuowsdahgument that Vahid is merely offering

testimony within the purview of ghplain and ordinary meaning of the patent claim terms. Vahi

> Although the use of extrinsic evidencaliscretionary, a court may always consult
technical treatises and dictioresito understand the technology and to construe the claims, so
as no definition in the intrinsic evidence is contradictédronics Corp. v. Conceptronic, In®0
F.3d 1576, 1584, n.6 (Fed. Cir. 1996).
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relies heavily on the prosecution history, specificatiamsl even provisionapalications to explain
and expound upon a specific meaning and/or requireroétte terms identified. At oral argumel
Freescale conceded that Vahid should be ahlseadhese documents to explain his view on the
meaning of particular terms. The Court disagrees. Vahid is not permitted to argue claim
construction to the jury, and any testimony in theg as to any term is and will be excluded.
Likewise, any other expert testimony purporting to bring in intrinsiextrinsic evidence to explair
the meaning of a claim term will also be excluded.
Three terms discussed by Vahid fall within the reach of this analysis: “at least one add
bus,” “coupled,” and “controller.”
1. “at least one address bus”

Claim 2 of the ‘753 patent recites:

In a digital system including a bus arrangement haatrigast one address basd at least
first and second data busses for interconneetipirality of components including first,
second, third and fourth components in a predetermined way.”

(Emphasis supplied.) With respect to the tertriéast one address bus,” Vahid’'s Rebuttal Repg
exceeds the limits of plain anddimary meaning. Vahid’'s Opening Report acknowledged that “
least one” meant ormr moreaddress buses: “claim 2 can read on a bus arrangement with one
address bus and two data buss&s,address busemd two data buses, and so on.” (Opening

Report 1 59, emphasis supplied.)hia attempt to contrast his view of the meaning of the term v
MediaTek’s expert, Vahid changesuse in his Rebuttal Report, opigithat the definition must b
limited to one address bus only, and using intriasid extrinsic evidence to bolster that opinion.
Vahid opines that “the requiremehtat one address bus can be used to define data transfers o
different data buses” is found in the specificatiotingito various passages$the specification, as
well as to Figures 1 and 3 therRebuttal Report, §2-36.) He submits that MediaTek’s view—
that “at least one address bus” encompassesddress buses—is a “broad view [which] would r
on computing systems since shortly after the dafxcomputing systems.(Rebuttal Report at

31.) His opinion continues, stafj that the term “at least onddaess bus” cannot mean more tha

one address bus because a system so defined weawaldn the “prior art in front of the patent

ress
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examiner during the prosecution of th®&3 patent.” (Rebuttal Report at § 38¢ alsd[{ 39-40,
including figures.) Vahid goes da conclude that if the defitibn of “at least one address bus”
encompassed more than one address bus, then ‘Zlaould not have been issued by the USPT

(Rebuttal Report 1 4£.)

Vahid’s opinions extend far too far into the temy of claim construction, a matter of law iEr
h

the Court. Because these opinions describeeagan extrinsic and intrinsic evidence beyond t
which can be presented to the jury, theyaarémproper subject for testimony at trial.
2. “coupled”

Claim 1 of the ‘845 Patent uses the term “coupled” several times, including in the phrg
first data processing subsysteomprising a first processooupledto a first bus as a first bus
master,” and “a direct memory access (DMAIbsystem comprising a DMA controllssupledto a
third bus as a third bus star.” (Emphasis supplied.)

Vahid’s opinion in his Rebuttal Report contertllat “coupled” requirea “direct” connectiof

D.”

t

ses

L

between components, witto intervening modules.SéeRebuttal Report {1 227,23 In support:lf
I

this interpretation, Vahid relies @xtrinsic “patent wrapper” evidenae the form of the provision
patent application. (Rebuttal®9.) He also relies on portiookthe ‘845 Patent specification,
contending that the language arglfies therein require a direcirmection between litration units
with no intervening components. (Rebuttal Reffia2B80.) Leaving aside M&Tek’s argument tha
Vahid’s opinions improperly excleddisclosed embodiments, the opims are not proper evidence
for a jury’s consideration. The motion is, theref, well taken and thespinions will be excluded

at trial.

® paragraphs 29-43 concern Vakidpinion with respect to tidvIX50. This analysis then
becomes the foundation for his other opinions amacisrporated by reference. See paragraph 5
incorporating the analysis for the i.MX51 andropns at paragraphs 57-58. See paragraph 67
incorporating the analysis for the i.MX53 amypinions at paragraphs 68-69. See paragraph 78
incorporating the analysis for the i.MX6 and opinions at paragraphs 79-82. See paragraph 93
incorporating the analysis for the i.MPC8360H apinions at paragrapl®-95. See paragraph 99
incorporating the analysis for the MXC91131, %1331, MCV91321 and opms at paragraphs|
100-101.
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3. “controller”

Claims 11 and 35 of the '331 patent recite@ntroller” and a “dynamic power controller,”
respectively, which “determine a voltage requiestnbased on the clock frequency requirement
the processor” and “sequence a transitioa power state defined by the clock frequency
requirement and the voltage requirement.”

With respect to the term “controller,” Vahid®&ebuttal Report offers the opinion that Clair
11 and 35 do “not cover implementations in whidftware running on the CPU performs the ste
of the controller. (Rebuttal Rert § 307.) Vahid relies on thetpat’'s provisionahpplication and
specification to opine that the nature of teatcoller is limited to hedware, arguing that the
embodiments disclosed use hardware to perfoaridbntroller” function. (Rebuttal Report 1 308
313.Y

Again, Vahid’s opinions go far beyond merely iatyon the plain and ordinary meaning @
“controller,” and instead attempt &xplain why the term must berlited. As such, they encroach
into the territory of claim conasiction, a province strictly for thedrt, and cannot be presented t

the jury®

" Vahid incorporates this same analysis withpect to claim 11 (para 307-315) to claim 3
and its application to the iIMX31, iXB5, iIMX50, iIMX6 (para 350, 353, 354, 360, 367-71).

8 vahid’s opinions in this igard are improper for the adidnal reason that Freescale’s
argument for this hardware-only limitation was already rejected by the ottly before the fac
discovery deadline, Freescale moved for leave tenahits invalidity contentions, seeking to add
written description challenge under 35 U.S.C. § lltzhat motion, Freesle argued that if the
“controller” of claims 11 and 35ceild be construed to include seéire running on a processor, th
they lacked written descriptiomgport. Magistrate Corley reject Freescale’s argument, finding
that the claims “by their plailanguage do not limit [the] controlléo hardware.” (Dkt. No. 232 at
9.) As a consequence of timating, Freescale agread withdraw the coesponding opinions from

Dr. Vahid’s Opening Report. (ChéDecl. Ex. 9 (September 20, 2013 Email from Josh Hartman).

Freescale cannot attempt to revive #mgument through Vahid’'s Rebuttal Report on non-
infringement.
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C. Summary of Rulings on Opinions At Issue
Based upon the foregoing principles, and as eatedlin the examples above, the Court rules
as follows on the specific items identifiedtire motion with respect to Vahid’s opinions:
(1) The Motion iISGRANTED and Vahid’s opinions (in the pagraphs cited above) regarding
the following listed terms are exwed: (i) “at least one addrdsss,” (ii) “coupled,” and (iii)

“controller.”

4%
o

(2) With respect to the term “interconnectia plurality of components...in a predetermin
way,” the CourRESERVESto determine at trial whether its prior construction of this term, in a
related patent, is appropriately comgd in the same manner here.

(3) With respect to the term, “portion of theailable bandwidth,” # motion to strike or
exclude the testimony BENIED WITHOUT PREJUDICE to renew at trial if appropriate. The motion
as framed raises an issue of impeachmentpvitit testimony and not any specific issues showing
that Vahid is attempting a nesenstruction of the term.

(4) With respect to the term, “informatiomdicating the clock frequency requirement,” the
motion to strike or exclude the testimonydrANTED IN PART AND DENIED IN PART WITHOUT
PREJUDICE to renew at trial if appropriate. Therpas disagree whetherdlplain and ordinary
meaning includes a specific frequency. Tibs&le was raised but nasolved during tharkman
process in a slightly differenbatext. The parties’ experts magine on the issue but must do so
without crossing the line intoaim construction. Accordingly, tihe extent Vahid relies on an

analysis of the specificationgrosecution history, a comparison of claim language (326-27, 330

333-35) to show a plain and ondiry meaning, those apons are excluded, otherwise the motion|is

denied.

(5) With respect to the term, “same priorityhe motion to strike or exclude the testimonyy|is
DeNIED WITHOUT PREJUDICE to renew at trial if appropriatélhe motion as framed argues that a
claim construction is attempted in paragraph 88efOpening Report and that Vahid resorts to
specification and prosecution histor(Motion at 15:14-17.) Hower, on its face, the Opening

Report does not veer into a prohibitelaim constructin discussion.
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To the extent that the parties need additional guidance regarding what constitutes an
appropriate presentation ofctuopinion without crossing the &rinto claim construction, the
determination will depend upon the form of the gjie and answer proffered during trial. The
opinions of experts in patent cases focus on thethven an accused devigearticle practices a

claim as that claim would have beemderstoody someone of ordinary skill in the art at the timg

of the invention. Thus, an expert may testifffaan understanding without, as discussed, crossing

the line into an argument for a particulanstruction based upon exisin and/or intrinsic

evidence. As a practical matteret@ourt will instruct the jury at asmppropriate time that the Couit

will construe the meanings of terms in dispute aiibprovide those instruabins to the jury at the
close of evidence. Further, the jury will ®@vised that to the extent an expert’s opinion
contradicts the Court’s instruction, theyunust follow the Court’s instruction.

CONCLUSION

Based upon the foregoing, andtasll parties, the Cou®RDERS as follows:

1. To the extent not previousstricken on other groundsdgeOrder, Dkt. No. 454),
MediaTek’s Motion to Exclude ISRANTED as to opinion testimony stated by Vahid ir
the portions of his Rebuttal Report (specifedmbve) related to the terms “at least one
address bus,” “coupled,” and “controller.”

2. The Court will limit expert teghony to the plain and ordinameaning without refereng
to intrinsic or extrinsic evidence, any tenuot previously identified for construction.

3. MediaTek’s Motion to Exclude and objemtis regarding specific testimony relating to
the plain and ordinary meggy of all other terms afl@ENIED WITHOUT PREJUDICE as
premature. The Court must consider thec#fic form of the qustion and answer at
trial in evaluating the approjteness of potential testimony.

The CourT FURTHER ORDERS that, because the issues raised in these motions are
fundamentally trial issues, the parties shall madt@nfer on the impact of this Order on: (1) the
parties’ outstanding motions limine; and (2) Freescale’s motion for summary judgment
concerning non-infringement oféhi845 and ‘331 Patents. By March 12, 2014, the parties shall

file a Joint Statement regarding the same, outlining any issues which may remain of concern
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discussed at a subsequenttrial conference.

This Order resolves Docket No. 299-5 aatkvant portions of Docket No. 302-4.

| T 1SS0 ORDERED.
Date: March 5, 2014

Lypone Mloptslflece

(/ YVONNE GONZALEZ ROGERS™
UNITED STATES DISTRICT COURT JUDGE
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