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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

FINJAN, INC,, Case Nadl4-cv-02998HSG (JSC)
Plaintiff,

ORDER RE SYMANTEC'S MOTION
V. TO STRIKE FINJAN'S DOCTRINE OF
EQUIVALENTS CONTENTI ONS
SYMANTEC CORP,

Re: Dkt. Nos. 225, 226, 230, 241
Defendant

Plaintiff Finjan Inc. allege®efendant Symantec Corporation infringes several of Finjan
patents Now pending before the courtSymantec’s motion to strike Finjar‘scentdoctrine of
equivalents (“DOE”) contentions. (Dkt. No. 225.) Having aaligfreviewed the partiédriefing
and having had the benefit of oral argument on September 12, 2017, the Court concludes Fi
has demonstrated good cause to supplement its infringement contentions to includea8& an
and denies Symantec’s motionstinike.

BACKGROUND

Finjan served its infringement contentions on December 4, 2014, and suppletnemted
on April 23, 2015 pursuant to a stipulation entered by the parties. (Dkt. Non7s
contentions, Finjan reserved the right to supplement its contentions pursuant to PateRuleoc
3-6, “including . . . applying the [DOE] to additional claim elements, as it obtaingaamdit
information . . ..” (Dkt. No. 80-4t 2224-21:3.) On April 30, 2015, Finjan served Interrogatory
No. 10, whichasked Symanteto “identify all legal and factual bases for your contention that
[each asserted] claim is not infringed and in a chart form, provide a substantiielqrézed
description of bw Symantec does not infringe each eleme(iDkt. No.79-27 at 10:5-1

Symantegnitially responded on June 4, 2015 with several objections and the following parag
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None of the “accused instrumentalities” infringe any asserted claim of agyeaks
patent either directly or indirectly, or literally or under the doctrinegaivalents,
because, as set forth in Symantec’s Motion to Strike, Dkt No. 79, Finjan has, in its
Infringement Contentions and Amended Infringement Contentions, (1) failed to
adequately identify any accused instrumentalities that infringe all elemeany of
asserted claim of any asserted patent, as Finjan’s claim charts simply d¢ait cer
claim limitations; (2) failed to adequately provide any justification for its use of
representative claim charts for multiple accused instrumentalities, as Finjan only
summarily states in its charts that multiple instrumentalities include the
functionality charted for a single instrumentality; (3) failed to adeguatehtify

the accusethstrumentalities, as Finjan’s claim charts and other documents do not
even consistently refer to the same accused instrumentalities for givaedsser
patents or claims; (4) improperly lumped together information regarding multiple
Symantec products amechnologies into single claim charts without adequate
explanation and then duplicated those charts, merely changing the name of the
single accused instrumentality that each chart purportedly represah(s) &ailed

to adequately disclose the factuasisdor its infringement theories by expressly
mapping claim limitations to accused instrumentalities and instead provided charts
consisting of vague and conclusory statements. Therefore, Finjan hasdailed t
adequately prove that any accused instrumeieiinfringe any asserted claim of
any asserted patent either directly or indirectly, or literally or urdedoctrine of
equivalents. Symantec incorporates its Motion to Strike, Dkt No. 79, herein by
reference. Symantec reserves the right to suppletiisnesponse.

(Dkt. No. 230-6at 4:7#26.; Finjan’s Ex. Jat 46 Dkt. No. 2313 at 3) Two yeardater,one hour
before the close of fadiscovery, Symantec supplemented its resptmsaerrogatory No. 10
with 72 pagesof confidential Symanteproduct information and detailed assertions of its non-
infringement positions, ideifying for the first timetechnicalproduct descriptions for specific
claim elements and how it claims that its aecbproducts do not satisfy tbkim elements.
(Dkt. No. 230-6; Finjan Ex. 1.) Finjareviewed Symantec’s resporaed notified Symantec on
the next business day that based on Symantec’s identification of new informatjan,iiended
to supplement its infringement contentions by June 30, 2017 to inDD&sanalysis (Dkt. No.
2313 at 34; Finjan Ex. 2 at 2-3.) On Tuesday, June 27, 2017, Symantec responded that it W
consider a stipulation.ld.) The next day Finjan prepared and provided Symantec its propose
DOE supplement.d.)

Symantec latewithdrew its offer tostipulateandthe parties fild a joint discoveryetter
brief in which Finjan requested permission to supplement its infringement contentialisd¢esa

thesupplemental informatioprovided by Symantec. (Dkt. No. 2D6At thediscovery letter
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hearingthe Court gave Symantec the oppnity to withdraw itssupplenental interrogatory
response if the supplementation did not provide any new information. (Dkt. No. 231-5 at 3: §
Symantedid notwithdrawandinsteadargued that Finjan included new, undisclosed theories in
its proposed DOE supplementd.(at3:25-4:13.) The Court concluded that it could not
determine the issue on a letter brief and graBtgdantedeaveto file a motion to strike Finjan’s
DOE suppément from its infringement contention@d. at 5:22-6:9. Symantec subsegntly
filed thependingmotion
LEGAL STANDARD

The local rules of the Northern District of California require parties to elé¢fieir theories
of patent infringement and invdity early in the course of litigationO2 Micro Int'l Ltd. v.
Monolithic Power S17-29ys., Inel67 F.3d 1355, 1359 (Fed. Cir. 2006). “In contrast to the mo
liberal policy for amending pleadings, the philosophy behind amending claim ishdetsdety
conservative, and designed to prevent the shifting sands approach to claim constrEctsotive
Techs., Inc. v. Sony Elecs., Indo. C. 11-2226-SI, 2013 WL 322556, at *2 (N.D. Cal. Jan. 28,
2013). Thus, this district’s Patent Local Rules permit parties to amend their infringement
contentions “only by order of the Court upon a timely showing of good caGsePatent L.R. 3-
6. Further, Federal Rule of Civil Procedure 26(e) provides that a party who has resjosae
interrogatory must supplement its response “in a timely manner if the party teat in some
material respect the . . . response is incomplete or incorrect, and if the additiooakctive
information has not otherwise been made known to the other parties during the dipcovesg
or in writing.” Fed. R. Civ. P. 26(e)(1)(A).

DISCUSSION

l. Amending Infringement Contentions

A. Good Cause

To make a satisfactory showing of good cause, a party seeking to amafrthggement
contentiongnust show that itacted with diligence in promptly moving to amend when new
evidence is revealed in discoveryd2 Micro,467 F.3d at 1363 The party seeking tamend its

contentions bears the burden of establishing diligenC&S Interactive, Inov. Etilize, Inc.,257
3

24.




United States District Court
Northern District of California

© 00 N o o s~ w N P

N N N N DN DN DN NN R R R R R R R R R
0o N o 0N WN P O ©OW 0o N o o WwN P O

F.R.D. 195, 201 (N.D. Cal. 2008iting O2 Micro,467 F.3d at 1366—67).

Nonexhaustive examples of circumstances that may, absent undue prejudice to the n
moving party, support a finding of good cause include: “(a) claim construction by thie Cour
different from that proposed by the party seeking amendment; (b) recent dyscbreaterial,
prior art despite earlier diligent search; and (c) recent discovery of nanpublimation about
the Accused Instrumentality which was not discovered, despite diligent gffeftse the service
of the Infringement Contentions.” Patent L.R. 3-6. By requiring a showing of good Hansa
Rule 36 serves to balance the parties’ rights to develop new information in discomegyvéth
the need for certainty in legal theories at the start of the c&ymeh DNS, Inc. v. Select
Notifications Media, LLCNo. C-11-5101 EJD (HRL), 2013 WL 2422623, at *2 (N.D. Cal. June
3, 2013) (citingd2 Micro, 467 F.3d at 1366).

Finjan has shown good cause. Symantec provided 72 pages of information in respon
Interrogatory No. 10 one hour before the close of discovery. Finjan contends it veasan®bf
the technical information before this last minute disclasdites detailed information was not
produced in Symantec’s initial response two years ago; nor was it included int8gimanotion
to strike Finjan’s infringement contentions which Symantec incorporated ingsgense.

Indeed, Rule 26(e)(1)(A) only requires supplementation afitenrogatory response “if the
additional or corrective information has not otherwise been made known to the other parties
during the dscovery process or in writing.Each page of the newly supplemented disclosures i
marked “HIGHLY CONFIDENTIAL-ATTORNEYS’ EYES ONLY making them nonpublic.
This recent discovery of Symantecaisnpublic information constitutes good cause for Finjan to
amend itsnfringement contentionsSeePatent L.R. 3%5.

Symantec’s reliance of\ppleinc. v. Samsung Electronics Co. | 2013 WL 3246094
(N.D. Cal. June 26, 2013), is unpersuasiireApple the court heldhat“deficiencies in Apples
noninfringement theories do not justify Samswndglay in asserting all of the infringement
theories it reasonably believed it could asseApple Inc, 2013 WL 3246094, at *4. The Court

explained:

Samsung argues that because Apple may later seek nadefivigd structures for
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each of the termsas it did forthe 757 Patent and the ‘239 Patent—and Judge

Koh may adopt those narrow structures, Samsung now has good cause to add DOE
and Section 112(f) equivalents theori&it again, what has changell?as the
likelihood of Apple arguing for narrow structures for the means-plus-functions
claim terms unforeseeable to Samsung earlier in this case®es Samsung now
appreciate that it may not obtain the constructions it desiGesitern over the
possibility of a loss at claim construction does not amount to good caihee....

Patent Local Rules recognize that because patentees must provide theis theorie
early in the case, situations may arise that require adjustment of thoseioostent

But absent a change in circumstances (and the diligence of the party who needs to
amend), a change in theory after the case has progressed is unjustified.”

Id. Unlike Apple herethere was a significant changiterrogatory 10 required Symantec to
identify alllegal and factual bases for its contention that each asséatedis not infringed
Symantec’s initial response did not provide any factual bagardingits productspr why they

did not infringe upon Finjan’s claims. The changeimmumstance occurred two years later, whe
Symantec substantively answeredj&n’s discovery request by submitting 72 pages of
descriptions regarding its technologies and why they danfratge any claims.

Moreover, at oral argument, in response to a question from the Court as to hdhiesit.1
supplementation was “timelyade,” Symantec argued that there were many depositions at the
of discovery and that it was from Finjan’s questioning of Symantec’s witndegdsijan’s
infringement contentions crystalized. That Symantec’slsumgntal response relies on the
deposition testimony of its own witnesses is further evidence that Finjan did nesptss new
technical information in Symantec’s response, at least until those depositiotis oatirrred
within a few months of Symantec’s request for lealbis change in circumstance establishes
good causeSeePatent L.R. 3-§recent discovery of nonpublic information constitutes good
cause.

Symantec also relies drerinata Health Inc. v. Ariosa Diagnostics, In2017 WL 589191
(N.D. Cal. Feb. 14, 2017), to argue Finjan has not shown good cause because Finjan has ng
identified what new information led to its proposed amendméntgerinata Health,the plaintiff
alludedto previously nonpublic information contained in the defendant’s noninfringement
contentions, but neither identifisghecific nmpublic information nor explained how the disclosur,

led to its new DOE theoriedd. at *3. The court concluded thée plaintiffs argument was more

—
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along the lines that it was surprised by defendant’s noninfringement theories ahds thvais
insufficient to meet the good cause burd&h. Here,in contrast, Finjan hadentified specific
non-public information concerning over two doZymantec technologi¢kat appears for the first
time in Symantec’s oppositionDkt. No. 230-4 at 8-10.)

Symantec also relies d¢tujifilm Corp. v. Motorola Mobility LLC2015 WL 757575 (N.D.
Cal. Feb. 20, 2015) to argue that Finjan improperly waited to disclose its DOE contbettanse
it already understood how the Symantec technologies work and had the information it aeede
prosecute its contentiongn Fujifilm, the defendant served a supplement tmtesrogatory
response describing its noninfringemensigons in slightly more detativo weeks before the
deadlinefor opening expert reportdd. at 7. The plaintiff statedhat this waghe first time it
realizedthe defendant’s noninfringement positions would potentially require the plaintifiitomel
the doctrine of equivalentdd. Here, unke Fujifilm, Symantec’s supplemental disclosures
contained entirely new information regarding Symantec’s products i hbt a case where
Symantec provided onfglightly more detail” regardig its noninfringement position -
Symantec’s first disclosungrovided no details whatsoever. Finjan has met its burden to show

good cause.

Finally, Symantec laments that Finjan relies on technology that was not identified in it$

original literal infringement contentions. As explained at oral argument, the @wlerstands
that Finjan has not moved for leave to amend its literal infringement conteatidrius no such
leave will be granted.

B. Diligence

Finjan has also demonstratditigence. FinjameceivedSymantec’s supplemental

response at 11pm on Friday June 23, 2@iie business day latEmjan informedSymantedhat

it intended to supplement its infringement contentions by June 30, 2017. Symantec does not

dispute Finjan’sliligence Finjan has masla satisfactory showing of good cabgeromptly
moving to amend wheBlymantec revealed new informatioikeeO2 Micro,467 F.3d at 1363.
C. Prejudice

If the moving party is able to establish diligence, the Court should then considergareju
6
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to the non-moving party in determining whether to grant leave to anteeeD2 Micro,467 F.3d
at 1368;CBS Interactive257 F.R.D. at 201Symantec argues it will suff@rejudce if the Court
allows Finjan’s DOE contentions because: (1) the contensierglated to new infringement
theories not at issue the case which will lead tadditional discovery, depositions regarding the
technologiesandsupplemeral productions; and (2) thdistrict courtwill have to reopen éim
construction proceedings whighll lead to significant delay$o the case management schedule,
interrupt expert pre@nd delay summary judgmesd trial

On this record there is no prejudice. Finjan represents that it is not seekiogedy into
Symantec’s products. (Dkt. No. 230-4 at 13:16-17.) And at oral argument the Court confirm
that Finjan will not be allowed further discovery in support of its DOE contentions. Furthe
Symantec has not specified what depositions or written discovery it oeethy a further clems
construction would be necessary. The parties may need to stipulate to amend eoqantydis
deadlines, but that extension is required by Symantec’s last minute supplenesftat
“additional or corrective information [that] has not otherwise been made known tdére ot
parties during the discovery process or in writing.” Fed. R. Civ. P. 26(e)(1)(A).

Moreover, the trial date is April 9, 2118. Other courts in this district have held veat se
months is sufficient time to review a plaintiff's ameddefringement contentionsSee Linex
Technologies, Inc. v. Hewlett-Packard Compa2913 WL 5955546, at * (N.D. Cal. Nov. 6,
2013) plaintiff's motion to amend its infringement contiems was granted in November where
trial was set for the following Jy). Furthermore, as Finjan notes, its proposed amendments d
not add new patent claims or new produ@seApple 2012 WL 5632618, at *3 (noting that
proposed amendment did not add new claims or theories of infringenk@mgn has met its
burden to show good cause. Accordingly, the Court grants Finjan leaatwéatts DOE
contentions and denies Symantec’s motion to strike.

D. Rule 3-1(b) and (c)

PatentLocal Rule 3—1(b) requires, in pertinent part, teath accusegroduct isidentified
as specifially as possible by name or model numtoereach asserted clajni known. Patent

Local Rule 31(c) requires, in relevant partchart identifying specifically where each limitation
7
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of each asse&xd claim is found within each accusedtrumentality

Symantec argudsinjan’s contentions are not specific but summashgr to “Symantec
Products’without specifically identifyingvhich Symantegroducts the new contentions relate to
in violation of Rule 3-1(h) Symantec also arguEsjan violates Rule-3(c) becaus€&injanhas
notdescribe how the products are substantially the same. Finjan codinégrthe DOE analysis
was “clearly intended to be inserted into each chart at individual elements, ardtwiguld
apply to those specific products.” (Dkt. No.230-4 at 17:2Hbwever the DOE analysis is not
presently inserted into Finjasmthartin a manner whickdentifies the specific productsS€eDkt.
No. 226-5.) As such, the Court instructs Finjan to amend its DOE anaby§iinjan suggests,
such that the DOE analysis specifically identifies the Symantec produsfisrg to, as required by
Patent Local Rule-2. Such amendment shall be produced on or before September 20, 2017
Il. Motions to File Under Seal

Symanteaenoves to file Exhibits AG and part of Exhibit M under seal. (Dkt. Nos. 225,
241.) Exhibits A-G includes Finjan’s infringement @d@E contentions as well &asnscript
excerpts of twmf Symantec employees. Exhibit M is Symantec’s response to Finjan’s
interrogatory 20, which describes Symantec’s source code and source caesdiféinjan
moves to file part of its opposition as well as Exhibits 1, 5, 6, and 10xddr seal. These
exhibits include technical documents produced in discovery concerning Symanteitists and
deposition excerpts of employees. (Dkt. No. 230.) The documents submitted by both Syma
and Finjan clearly concern confidential business information whose disclosure wepaltt im
Symantec’s competitive posture. Accordinghge Court grantall threemotionsto seal.

CONCLUSION

The Patent Local Rules are designed to crystalize the parties’ theorieis dlaglgase.
For whatever reason, that does not appear to have happened here. For the reasmmts descr
above the mosffair approach at this stage in the proceedings is to allow Symantec’s
supplementation of its response to Interrogatory No. 10, allow Finjan to assébEts D
contentions, and derfymantec’s motion to strikeFinjan is ordered to update its DOE

contentions as set forth in this Order on or before September 20, 2017.
8

htec




United States District Court
Northern District of California

© 00 N o o s~ w N P

N N N N DN DN DN NN R R R R R R R R R
0o N o 0N WN P O ©OW 0o N o o WwN P O

This Order disposes of Dkt. No. 225, 226, 230, and 241.

IT 1S SO ORDERED.
Dated:September 3, 2017

CQUELINE SCOTT CORL#EY
United States Magistrate Judge




