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v. Texas Fluorescence Laboratories, Inc. Doc.

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

AAT BIOQUEST, INC.,
Plaintiff,

Case No0.14-cv-03909-DMR

V. FINAL PRETRIAL ORDER

TEXAS FLUORESCENCE
LABORATORIES, INC.,

Defendant.

The court held a pretrial conference withaintiff AAT Bioquest Inc. (“AAT”) and
Defendant Texas Fluorescence Laboratories,(fi&FLABS”) on September 4, 2015. The cour
hereby orders the following:

l. TRIAL DATE AND TIME

The court shall conduct a one-day betré@ on September 9, 2015 commencing at 8:30

a.m. in Courtroom 5 of the United States BistCourt, 1301 Clay $et, Oakland, California

94612. AAT will have four hours in total to pest its case. TEFLABS will have two hours.

. WITNESSES

A. AAT’s Witnesses
AAT will call Dr. Zhenjun Diwu, Dr. Akwasi Minta, and Mr. Rick Yeager. TEFLABS

does not object to AAT calling any of these witnesses.

B. TEFLABS’s Witnesses

TEFLABS also intends to call Dr. Diwu, Dr. Ktia, and Mr. Yeager. AAT does not objec
to TEFLABS calling any of these witnesses.

Mr. Yeager is also representing TEFLABScasinsel. If TEFLABS calls Mr. Yeager as a

witness, Mr. Yeager may not testify in a narratfiermat and instead must ask himself a questio
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before responding. AAT may object to Mr. Yeager’s questions aswlean pursuant to the
Federal Rules of Evidence. Should Mr. Yeagpséainto narrative, the court will require Mr.

Yeager to be examined by his co-counsel.

. MOTIONS IN LIMINE

A. TEFLABS Late Oppositions to AAT’s MILs
On August 5, 2015, AAT filed two motions limine [*MILs,” Docket Nos. 61, 62] and

TEFLABS filed none. TEFLABS's oppositions £AT’s motions in limine were due on August
14, but TEFLABS did not file its responsestil August 20. [Docket Nos. 68, 70.]

On the same day it filed late responses to the MILs, TEFLABS also filed a motion for
leave to file late responses. d€ket No. 71.] The court construes this as a motion to enlarge ti
pursuant to Civil Local Rule 8-and Federal Rule of Civil Bcedure 6(b). In the motion,
TEFLABS's counsel Rick Yeager contends thathad miscalendared the deadline for response
as August 26 instead of the proper date of “Atd9s’ The court notes &t the actual deadline
wasAugust 14 not August 19. However, when AAT filétd motions, the court’s electronic case
filing system automatically generated default dis&g for oppositions and replies to the motions
The automatically-generated oppims and reply deadlines wefaugust 19 and 26, respectively.
See Docket Nos. 61-62.

Federal Rule of Civil Procedure 6(b)(1) statest “[w]hen an act...must be done within a
specified time, the court may, for good caus¢gma the time ... (B) omotion made after the
time has expired if the party has failed to amtduse of excusable neglect.” Civil Local Rule 6-
3(a) requires a party moving to extend a deadline to, inter alia, set forth with particularity the
reasons for the requested enlargement, identhgtitostantial harm or gjudice that would occur

if the court did not change the time, and describe the effect of thesteguime modification on

the schedule for the case. Tdwurt may then grant, deny, or modify the requested time change.

Civil L.R. 6-3(d).
TEFLABS has failed to meet the requiremenit€ivil Local Rule6-3(a). It has not
demonstrated good cause for extending time ointhédilure to timely act was the result of

excusable neglect. TEFLABS’s excuse (i.ee, ¢hlendaring mistake) is weak. On July 15, 2015
2
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the parties submitted an updated case managemafierence statement in which they agreed to
August 14, 2015 as the deadline for oppositiomaations in limine and other objections.
[Docket No. 53.] At the case management eogrice on July 22, 2015, the court and the partie
discussed pretrial deadlines and agreed upon August 14, 2015 as the deadline for oppositiof
motions in limine and other objections. [Docket.94.] Later that same day, the court entered
an amended case management and pretriat sedeng forth August 14, 2015 as the deadline.
[Docket No. 55.] Thus, no less than three tinmethe month preceding the deadline, TEFLABS
had notice of the date. That TEFLABS beéd that the oppositioteadline was August 19
because of the automatically-generated defaatline is no excuse, for TEFLABS failed to file
its oppositions even by this date,i@soppositions were filed on August 20.

Accordingly, the courtleniesTEFLABS’s motion for leave to file late oppositions to
AAT’s MILs and grants AAT’s unopposed motions in limine.

B. AAT’s MIL No. 1

Even if TEFLABS had timely opposed the Miltke court would have granted them on
the merits.

In MIL No. 1, AAT moves to preclude TEFLBS from presenting any evidence of AAT’S
“unclean hands” at trial. TEFLRS argues that such evidenceakvant to the issues of
reasonable royalty and willfulness.

The reasonable royalty calctitmn assumes that the assenpadient claims are valid and
enforceable.Lucent Technologies, Inc. v. Gateway, Inc., 580 F.3d 1301, 1324 (Fed. Cir. 2009).
TEFLABS's arguments regarding the invaliditywyenforceability of te '165 Patent, including
those based on “unclean hands” or inequéaanduct by AAT during the patent application
process are therefore irrelevant to the damagéculation, and are excluded on that basis.
TEFLABS also argues that in itslculation of a reasonableyalty, the court should consider
alleged inequitable conduct by AAfat took place after the issu@nof the patent. TEFLABs did
not explain how such conductrislevant to any of th&eorgia Pacific factors, nor did it offer any
authority to support its position. Therefopest-patent “unclean hands” evidence is also

precluded.
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To the extent that TEFLABS argues that $a@lating to AAT’s allegedly unclean hands
or inequitable conduct are relevant to the tjaasof willfulness, TEFLAS confirmed at the
pretrial conference that all oféhrelevant evidence is alreadytire record of the infringement
proceeding, i.e., presented at summary judgmkms.therefore unnecessary and duplicative to
present these facts again at the bench tAetord Carnegie Méellon Univ. v. Marvell Tech. Grp.,
Ltd., No. 2014-1492, — F.3d —, 2015 WL 4639309, at *15 (Fed. Cir. Aug. 4, 2015) (court may
consider “arguments presented earlier in the libgasuch as at the sunamy-judgment state” to
determine whether defendant’s defemsas objectively reasonable).

In sum, TEFLABs is precluded from presentingntlean hands” evidence at trial. It may,
however, use such evidence that already exigteinecord to argue that infringement was not
willful because TEFLABS’ defense on the lsasf inequitable conduct was reasonable.

C. AAT’s MIL No. 2: Non-in fringing Alternatives

In MIL No. 2, AAT moves to preclude TERBS'’s identification of allegedly non-
infringing alternatives té-luo-8. [Docket No. 62.]

The issue of whether acceptable non-infringirigrahtives exist is pentially relevant to
the lost profits inquiry as well dee reasonable royaltyetermination.See Micro Chem,, Inc. v.
Lextron, Inc., 318 F.3d 1119, 1122 (Fed. Cir. 20033serdynamics, Inc. v. Quanta Computer,

Inc., No. 06-cv-348 (CE), 2011 WL 197869,*at3 (E.D. Tex. Jan. 20, 2011) (citirigeorgia-
Pacific Corp. v. U.S Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 1970)). Defendants m
not present evidence at trial on previoushdisclosed non-infringing alternativeSee, e.g.,
Accentra, Inc. v. Saples, Inc., No. CV-07- 5862 ABC (RZx), 201%/L 8450890, at *7 (C.D. Cal.
Sept. 22, 2010) (excluding newly disclosed wss®s and information regarding non-infringing
alternatives)SynQor, Inc. v. Artesyn Techs., Inc., No. 2:07-CV-497-TW-CE, No. 07-cv-497-
TIJW-CE, 2011 WL 3625036, at *10.(E Tex. Aug. 17, 2011) (affirmg earlier grant of motion
in limine to exclude evignce of non-infringing alternativestridentified duringfact discovery);
Synthes USA, LLC v. Spinal Kinetics, Inc., No. 09-cv-1201-RMW, 2011 WL 11709387, at *7-8
(N.D. Cal. Aug. 19, 2011) (excludly evidence of non-infringingtarnative not disclosed in

response to plaintiff's interrogatoon non-infringing alternativeslylonsanto Co. v. Bayer
4
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Bioscience N.V., No. 00-cv-1915-ERW, 2005 WL 59897%4,*14, 18-19 (E.D. Mo. Oct. 28,
2005) (excluding evidence of nonfiimging alternative to thextent defendant withheld
information regarding this &rnative during discovery).

TEFLABS did not disclose any non-infringineaxnatives until its pretrial submissions,
even though TEFLABS had been served witlo@tention interrogatory that directly requested
this information.

TEFLABS contends that it dikzsed non-infringing alternat@s in “numerous documents
[filed] with its MSJ that estdish there are many non-infringing attatives to Fluo-8.” Docket
No. 68. But filing documents in connectiontliva motion for summary judgment does not
amount to a disclosure of non-infringing alternasivelevant to the dames analysis during the
discovery period, when AAT could have condacaelditional discovery to test TEFLABS's
assertions that non-infringg alternatives existed. In fact, thg the determination of the motions
for summary judgment, AAT objected to TEFLABS'sroduction of its lisof “fluo indicators”

(on which the compounds TEFLABS now asserts are non-infringing alternatives appeared) g
being “introduced for the firdtme” in TEFLABS’s opposition to AAT’'s MSJ. Docket No. 39 at
6. This list was improperlintroduced during the MSJ and itimproperly introduced now.

Because TEFLABS twice failed to disclasen-infringing alternatives during discovery
when AAT had timely propounded a discoverguest seeking exactly that information,
TEFLABS cannot introduce evidenogallegedly non-infringing alteatives on the eve of trial.

V. EXHIBITS

The parties have stipulated to the autlogly of all documentgproduced during the

litigation. Docket No. 63 at 3.

A. AAT’s Exhibits
AAT has submitted 74 exhibits numbdré-74. TEFLABS has no objection.

B. TEFLABS's Exhibits
TEFLABS has submitted 21 exhibits: there aghetabs lettered A-H, but tabs E and F
have sub-exhibits (Exhibits E1-E4 and F1-F1AAT has no objections tBxhibits A and B, but

objects to the remainder.
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Exhibit C is an August 2013 license agreemastiween Vanderbilt University and
TEFLABS for TEFLABS’s use of a thallium fluoresnt indictor. AAT objects to the introduction
of this exhibit because thilgense has never before balisclosed. AAT had propounded a
discovery request during discoveanywhich Exhibit C would havbeen responsive. TEFLABS
did not object to the request, and producdrbiotesponsive documents. At the pretrial
conference, AAT established that if TEFLAB&d produced Exhibit C in discovery, AAT would
have taken further discovery, or decided to preadditional evidence atal, including expert
testimony. AAT would therefore h@ejudiced if the court alleed TEFLABS to introduce this
late-produced document. The court therefpamnts the motion to exclude Exhibit C.

TEFLABS intends to introducéxhibits D as evidence of non-infringing alternatives and
for no other purpose. As noted above, the togrants AAT’s motion to exclude TEFLABS'’s
late-disclosed evidence of non-imiging alternatives, and therefageants the motion to exclude
Exhibits D.

Exhibits E and F are excerpts from the patent filelsthe ‘683 application (which was
granted and became the ‘165 Patent) and theriéB3provisional patent application (‘683 was a
continuation of ‘753). TEFLABS contends thathibits E and F contain evidence of AAT’s
allegedly unclean hands and are therefore relé¢weamio issues: reasonable royalty and willful
infringement. In addition, TEFLABS asserts thahbits F7 and F8 are relevant to the issue of
non-infringing alternatives. As discussdibae, TEFLABS’s theory of unclean hands is
irrelevant to reasonable rdfsg so the use of Exhibits and F for this purpose jgecluded.
Furthermore, the use of Exhibits F7 andas8&vidence of non-infringing alternatives is
precluded, because TEFLABS has not previouslgdibsed these documents for that purpose
despite having been asked during discovery teadoHowever, to the extent that TEFLABS
intends to rely on these exhibits tashwillfulness, the motion in limine idenied—the entire
patent histories for the ‘683 aftb3 applications are already tine record of the infringement
proceeding, and to the extent that ExhibitsnH & provide specific excerpts of the voluminous
patent histories, they may allow a more streamlined presentation of TEFLABS’s willfulness

argument.
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Exhibit G is an inerview summary from te patent fié for appliction 14/070292 dated
October 28, P14 andExhibit H is anexcerpt fran U.S. Patat No. 8,927224, issuedanuary 6,
2015 on whid Diwu is naned as invator. Becase TEFLABS intends ¢ introduceExhibits G
and H to supprt its argument that AAI's allegedy unclean bBnds shouldffect the easonable
royalty calcuétion, and tle court hagrecluded tlat argumentExhibits Gand H areikewise
precluded. TEFLABS ako intends tantroduceExhibit H in support of ts willfulness argument,
but agreed athe pretrial onference tht a patentssued this gar is irreleyant to the d@termination

of willfulness.

IT 1S SO ORDERED.

Dated: Septmber 4, 2015 %’V

Donna M.Ryu
United StatedMagistrateludge




