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1 UNITED STATES DISTRICT COURT
2 NORTHERN DISTRICT OF CALIFORNIA
3
WINDY CITY INNOVATIONS, LLC,
4 Case No. 16-cv-01729-YGR
Plaintiff,
5
V. ORDER GRANTING IN PART AND DENYING
6 IN PART MOTION TO DisSMISS
MI1CROSOFT CORPORATION,
7 Re: Dkt. No. 14
Defendant.
8
9
10 Plaintiff Windy City Innovations, LLC filed thigction in the WestearDistrict of North
11 || Carolina against defendant Microsoft Corp. for altegdgringement of four oplaintiff's patents.
Ew 12 || (Dkt. No. 1, “Compl.”) Based thereon, plaintifeks: (i) a declaratpjudgment finding that
Q5
O =
5 g 13 defendant has infringedahtiff's patents; (ii) a preliminargnd permanent injunction preventing
7= 14
g ° defendant from continuing to infringe upon the patanissue, or in theli@rnative, a compulsory
02 15
% .g 16 ongoing licensing fee award; jiian award of attorneyséés; (iv) damages, including
n
[
D E 17 supplemental damages for any continuing post-verdict infringement, as well as enhanced damag
c t
23 18 || for willful infringement; (v) costs for pursuingithaction; (vi) pre-judgment and post-judgment
19 || interest on the damages awarded; and (vi) amgratlief the Court may deem just and proper.
20 Currently pending before the court is defemtiamotion to dismiss the complaint for
21 failure to state a patent infringeent claim, pursuant to FederallRof Civil Proedure 12(b)(6),
22
filed on July 24, 2015. (Dkt. Nos. 14 & 15, “Mtn.Rlaintiff filed a response in opposition to
23
” defendant’s motion on August 10, 2015 (Dkt. R4, “Opp’n”), and defendant filed a reply on
o5 August 20, 2015 (Dkt. No. 27, “Reply”). The case was transferred frolvéstern District of
26 || North Carolina to the Northern District of I@arnia on April 6, 2016. (Dkt. No. 30.) Defendant
27 || re-noticed the Motion to thisdlirt on May 18, 2016. (Dkt. No. 51.)
28 Having carefully reviewed the papers and evidence submitted and the pleadings in this
Dockets.Justia.cpm
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action, and for the reasons set fartbre fully below, the Court herel§yRANTSIN PART, and
DENIESIN PART defendant’s motion to dismiss plaintiff's complaint.
|. BACKGROUND

Plaintiff Windy City is a limited liability comany incorporated in Delaware and maintain
its principal place of business in lllinois. (Comfll.) Defendant Microsoft is incorporated and
has its headquarters in Washingtold. &t 1 2.) Plaintiff brings 1B patent infringement action
against defendant for the alleged violation of four of its patents: (i) U.S. Patent No. 8,407,35
“Real Time Communications Systerpatent containing thirty-seven claims; (ii) U.S. Patent No.
8,458,245, a “Real Time Communications System” patentaining fifty-eight claims; (iii) U.S.
Patent No. 8,473,552, a “Communications System”rmatentaining sixty-dur claims; and (iv)
U.S. Patent No. 8,694,657, a “Reafliei Communications System”tgat containing 671 claims
(collectively, the “Patents”).Id. at 1 6-9.)

According to the complaint, the Patentgfgrally cover a real time communications
system for managing and facilitating commutima of digital data, including different media
types across networks.'Id( at § 11.) Additionally, the Patentover a “computer network (i.e., a
server network) that arbitrates permissions and distribution of multimedia information messa
utilizing, for example, an appltion program interface (‘API’).” 1d.) Specifically, plaintiff
describes that the technologytire Patents is used to éate[] a virtual connection among
individual computers via the ternet, permits access to thenaection in accordance with
predefined rules (e.g., user identity), arbésatommunications in accordance with predefined
rules, and provides an application programming interface multiplexing and demultiplexing
communications by message typeld. @t  13.)

The complaint alleges that “Microsoft offecommunications software products that

! The CourtvAcaTEs the hearing currently set on this motion for June 21, 2016.
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provide for real-time communicatis over the Internet, includingter alia, instant messaging,
online meetings, screen shariagd voice and video calls.ld( at 1 16.) In pdicular, plaintiff
alleges that certain Microsoft products offer “ftinnality that enablef users to create and
virtually connect to a network of contacts, sharultimedia files with all or some of those
contacts, establish private chat groups, cugtemrivacy settings, and communicate in real time
via . .. chat, video chat, and messages fanatities,” in violationof the Patents.H.g.id. at

18.) Specifically, plaintiff assts that the following of defendant’s products infringe on the

n3u

Patents by providing sudbnctionality: “Skype,? “Lync,”® “Skype for Business**Xbox,”*

“Surface Tablets®and “Microsoft Mobile Phones”(collectively, the “Accused

% The complaint defines “Skype” as thek§®e website, Skype fernet communication
applications, client software (including, e.g., plug-ins, tipiagty applications, or helper
applications), Microsoft’s inteal and developer Skype APtgher Skype-branded hardware or
software applications, sengeand computers that areedsto support the described
functionalities.” (d. at 1 18.)

3 “Lync” refers to “Lync internet enterprisssmmunication software applications, the Lyn
website, Lync Server, Lync Online, Lync cliedftware (including, e.gplug-ins, third-party
applications, or helper applitans), Lync Web App, Microsoft’s internal and developer Lync
APIs, other Lync-branded hardwaresoftware applications, sergesaind computers that are used
to support the described functiditias, including faditating Lync communications and virtual
connections between Lync useasd includes any improvementsodifications, enhancements,
fixes, updates, upgrades and fetuersions through trial.”1q. at § 20.)

* «“Skype for Business” refers to “SkyperfBusiness internet &rprise communication
software applications, the Skype for Busineebsite, Skype for Business Server, Skype for
Business Online, Skype for Business clientwafe (including, e.g., plug-ins, third-party
applications or helper applications, SkypeBusiness Web App, Microsoft’s internal and
developer Skype for Business APIs, other SKygpd3usiness-branded fdware or software
applications, servers and computers thataezl to support the dedmed functionalities,
including facilitating Skype for Business communications and virtual connections between Sk
for Business users, and includes any improvesyentdifications, enhancements, fixes, updates
upgrades and future veosis through trial.” Ifl. at 1 20.)

> “Xbox” refers to “Microsoft's gamingonsoles including Xbox, Xbox 360, Xbox One,
Microsoft's Xbox Live servers, Xbox Skyp@@ chat or messaging applications, Xbox client
software (including e.qg., plug-inthird-party applicaons, or helper apjations), Xbox Live
software, the Xbox live website, internal and deper Skype and Xbox or Xbox Live APIs, othe
Xbox-branded hardware or softwapplications, servers and cputers that are used to support
the described functionalities.ld( at { 22.)

® “Surface Tablets” refers to “Microsoft’skket and laplet devices (e.g. Surface, Surface
Pro, Surface 2, Surface Pro 2, Surface 3, amth&iPro 3), Windows and Windows Mobile
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Instrumentalities”). I¢. at 11 18, 20, 22, 23, 27.)
1. DISCUSSION

A. Legal Standard

Pursuant to Rule 12(b)(6), a complaint nimydismissed for failure to state a claim upon
which relief may be granted. Dismissal for feduo state a claim under Federal Rule of Civil
Procedure 12(b)(6) is proper if there is a “latla cognizable legal thepor the absence of
sufficient facts alleged undercagnizable legal theory.Conservation Force v. Salaz&46 F.3d
1240, 1242 (9th Cir. 2011) (citirBalistreri v. Pacifica Police Dep/1901 F.2d 696, 699 (9th Cir.
1988)). The complaint must plead “enough factsdtesa claim [for] relief that is plausible on its
face.” Bell Atl. Corp. v. Twomb\550 U.S. 544, 570 (2007). Aatm is plausible on its face
“when the plaintiff pleads factual content thibas the court to draw the reasonable inference
that the defendant is liabter the misconduct alleged Ashcroft v. Igbal556 U.S. 662, 678
(2009). If the facts alleged do not support a reaslenaference of liability, stronger than a mere
possibility, the clainmust be dismissedd. at 678—79see also In re Gilead Scis. Sec. Litl36
F.3d 1049, 1055 (9th Cir. 2008) (stating that a courbtgequired to accept as true “allegations
that are merely conclusory, unwarranted déidas of fact, or unreasonable inferences”).

“Federal Rule of Civil Procedure 8(a)(2) reaas only a ‘short and plain statement of the

claim showing that the pleader is entitled to réliefprder to ‘give thedefendant fair notice of

operating systems, the Skype application, chat and messaging applications, Surface client s
(including, e.g., plug-ins, third-pg applications, or helpapplications), Surface-branded
hardware and software appliaais, internal and developer SkypPls, internal and developer
Windows Mobile APIs, servers and compstérat are used to support the described
functionalities.” (d. at 1 23.)

" “Microsoft Mobile Phones” refers to “Micenft's mobile phone devices (including, e.g.,
Lumia phones), Windows Phone and Windows Mobperating systems, the Skype application,
chat and messaging applications, Windows Phon&\dndows mobile cliensoftware (including,
e.g., plug-ins, third-party applications, or helppplications), Microsoft, Nokia, or Lumia-
branded hardware and software applications, internal and developer Skype APIs, internal an
developer Windows Phone/Mobile APIs, seramg computers used to support the described
functionalities.” (d. at 1 23.)
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what the . . . claim is and the grounds upon which it resiBvdombly 550 U.S. at 554-55

(quoting Fed. R. Civ. P. 8(a)(2))lteration in original). Even unde¢he liberal pleading standard

of Rule 8(a)(2), “a plaintiff’'s obligation to providbe grounds of his entitlement to relief require$

more than labels and conclusions, and a formuéaiitation of the elements a cause of action
will not do.” Id. at 555 (citingPapasan v. Allaind78 U.S. 265, 286 (1986Gnternal brackets and
guotation marks omitted)). The Court will not assume facts not alleged, nor will it draw
unwarranted inferencedqgbal, 556 U.S. at 679 (“Determining whether a complaint states a
plausible claim for relief [is] aantext-specific task that requirdge reviewing court to draw on its
judicial experience and common sense.”).

B. Analysis

Plaintiff alleges three claims against defamdg1) direct infringement; (2) indirect

infringement; and (3) contributoipfringement. Additionally, @intiff alleges that defendant

infringed willfully, entitling plaintiff to enhancedamages. Defendant moves to dismiss each of

those claims and challenges plaintiff's allegatiohwvillful infringement. The Court addresses
each, in turn.
1. Direct Infringement

For a direct infringement clian, plaintiff must allege thatefendant, without authority,
makes, uses, offers to sell, setisjmports any patented inveoii within the United States during
the term of the patent. 35 U.S.C. § 271(a).

Defendant argues that the “generality and ktreatithe[] allegations fail to provide
[defendant] with any meaningful notice of whaatdssue in this case and what it must defend.”
(Mtn. 2.) Specifically, defendartdkes issue with plaintiff's failure to identify which of the
Accused Instrumentalities or components theresf@nplicated on a per-patent basis, let alone
per-830-claims basis.”ld. at 3.) Defendant further arguist the “expansive identification of

accused products coupled with the vast numbeps$ible claim permutations effectively renderg
5
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the [clJomplaint incomprehensible and providesféshdant] with no reasonable basis to understa
or defend the claim(s) against it.fd()

Plaintiff defends its complaint on two grounds) that the pleading standard set forth in
Form 18 control§;and (b) even under the pleading standard set foffwomblyandigbal,
plaintiff's complaint is sufficiehto withstand a motion to disss. (Opp’'n 9-14.) Specifically,
plaintiff notes that the complaint “alleged sigo#nt factual detail regardy infringement: Windy
City explained the invention, particularly dedid the specific Micraxt products and systems
accused of infringement, and outlined ways/hrich these instrumentalities infringe.ld(at 16
(emphasis in originalgee alsaCompl. {1 11, 13, 14, 16-23, 30, 34, 37 (defining the specific
Microsoft products and systems accused of infringement and outlining ways in which these
instrumentalities infringe).) Additionally, platiff contends that “per-patent infringement
contentions are not requiredthé pleading stage” and thagtlocal rules do not require a
disclosure of asserted claims and infringementeadians until thirty (30) days after the entry of
the Court’s scheduling order. (Opp’n 15 (citiRgonometrics, Inc. v. Hospitality Franchise Sys.,
Inc., 203 F.3d 790, 794 (Fed. Cir. 2000) and W.D.N.C. P.R. 8-Defendant merely asserts,

without support, that it would benfair to make plaintiff wait untilhe date set by the local patent

8 Form 18, per former Federal Rule of Civil Procedure 84, set forth “a sample complai

for direct patent infringement.tn re Bill of Lading Transmission & Processing Sys. Patent L.tig.

681 F.3d 1323, 1334 (Fed. Cir. 2012). The Federal Circuit acknowledgelettdrms in the
Appendix suffice under [the Federal Rules ofildRrocedure] and illustrate the simplicity and

brevity that these rules contemplated. (citing Fed. R. Civ. P. 84). The Federal Circuit held that

neitherTwomblynor Igbal alters the requirements set fomh~orm 18 for pleading a direct
infringement claim.ld. Form 18 sets forth a much lower pleading standard thanTaeasbly
andlgbal. Id. Under Form 18, plaintiff need not “pleaatts establishing thaach element of an
asserted claim is met” nor dedplaintiff need to “identify wicth claims it asserts are being
infringed.” 1d. As discussed below, however, Formhe& been abrogated by the most recent
amendments to the Federal Rules of Civil Proced8ee infra

® The Patent Rules in this dist contain an analog to Wesh District of North Carolina
Patent Rule 3-1. Here, the padaiming a patent infringemeshall “serve on all parties a
‘Disclosure of Asserted Claimend Infringement Contentions” riater than 14 days after the

Initial Case Management Confecen” Patent L.R. 3-1. The initial case management conference

for this action is currently set for July 25, 2016. (Dkt. No. 54.)
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rules to obtain information on “which specifioggiucts are alleged to infringe which specific
claims.” (Mtn. 6.)

Defendant on reply argues that the Accusedunstntalities are defimeso broadly in the
complaint that they fail to provide any “spicity whatsoever” addinghat “Windy City cannot
disclose a forest and expect that to satisfy itgyation to identify specific trees.” (Reply 2.)
Additionally, defendant argues thitie definitions plaitiff ascribed to each of the products
“provide no notice to [defendarf what is actually accused wifringement, especially when
considered against the backdroB80 patent claims.” (Reply 3.)

As an initial matter, the Counotes that since plaintiff filed the complaint and since the
parties briefed this motion, Rule 84, upon whichgleading standard set forth in Form 18 is
based, has been abrogated by amendments Eetlezal Rules of Civil Procedure, which took
effect on December 1, 201%ee Avago Techs. General IP (Singapore) PTE Ltd. v. Asustek
Comput., Ing.Nos. 15-cv-4525 & 16-cv-451, 2016 WI623920, at *4 (N.D. Cal. Apr. 25, 2016)
(recognizing abrogation of Rule 84 and the Fa8pleading standard for direct infringement
patent claims). Some courtsviesfound that the change appliesoactively to cases filed before
the Form 18 pleading standakés abrogated, applying th&vomblyandigbal pleading standards
to such patent claimCf. id. (citing cases). Others have &pgd the lower standard set forth in
Form 18 where the complaint was filed priorwhen the amendments abrogating Form 18
became effectiveSee Bluestone Innovations LLC v. Bulbrite Indust, No. 15-cv-5478, 2016
WL 1535059, at *3 (N.D. Cal. Apr. 15, 2016). T@Geurt need not decide that issue here.

For the purposes of this Order, the Coult assume, in defendant’s favor and against
plaintiff, that Form 18 no longer provides the proper measure for the sufficiency of a complai
and that th&womblyandlgbal pleading standards appl§aee Avago2016 WL 1623920, at *4.
But, even assuming that theyher standard set forth irwomblyandigbal applies to plaintiff's

direct infringement claim, dendant does not prevail.
7
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In support of its arguments that the diredtimgement claims should be dismissed under
TwomblyandIgbal analysis, defendant citdacronix Int’l Co.,Ltd. v. Spansion, Inc4 F. Supp.
3d 797 (E.D. Va. 2014Yiemba v. Incipio Techs., IndNo. 13-cv-4490, 2014 WL 4637006
(D.N.J. Sept. 16, 2014), addao Ctrl. & Monitoring Sys LLC v. Protect Am., IncNo. 14-cv-
134, 2015 WL 3513151 (W.D. Tex. Mar. 24, 2015).Macronix, the court, applying the
TwomblyandIigbal pleading standards, dismissed the complagétause it failed to allege how the
offending products infringed the patent clainhdacronix 4 F. Supp. 3d at 804. iemba the
court found that the complaint was devoid of awts and failed to allege how defendant was
infringing on the patent claims and whiclogucts were infringing oplaintiff's patent. Ziemba
2014 WL 4637006, at *3. And iboaq the court, applying the requirement set forth in Form 18
in fact refused to dismiss a complaint involveig patents and over 900tgatial claims, many of
which plaintiff admitted are inapplicable to defendant’s products and sendoas.2015 WL
3513151, at *4.The Complaint here is not so riddled wéthich deficiencies. To the contrary, the
Complaint describes (i) the Accused Instrumetigeal and the functiongies of those products
which allegedly infringe on pintiff’'s patents and (ii) the ways in which the Accused
Instrumentalities meet claims tife Patents. Additionally, defendant’s argument that it should
entitled to notice at the pleandj stage of which specific prodsdnfringed on which specific
claims in the patents is belied by both the Igedent rules and Fed#d Circuit authority. See
Phonometrics203 F.3d at 794 (reversing district couder, which dismissed a complaint with
leave to amend to include specific allegations about each elentbetdéims of the asserted
patent);see alsdPatent L.R. 3-1 (setting deadlines flisclosure of specific patent claim
assertions). The complaint’s allegations relatoglaintiff's direct irfringement claim against
defendant are sufficient to withstand a motion to dismiss. Moreover, under the patent rules,
plaintiff is required to serve delied disclosures later this summeFhe Court is not inclined to

belabor the Rule 12 motion ptae. Accordingly, the CouDENIESdefendant’s motion to
8
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dismiss plaintiff's direct infringement claims.
2. Indirect Infringement: Induced

To make out a claim for induced infringemgpiaintiff must sufficiently allege that
defendant “actively induced infringement of a patent.” 35 U.S.C. 8§ 271(b). “Inducement req
a showing that the alleged indudagrew of the patent, knowinginduced the infringing acts, and
possessed a specific intent to encourageteer’s infringement of the patentVita-Mix Corp. v.
Basic Holding, InG.581 F.3d 1317, 1328 (Fed. Cir. 2009). This standard is also met where a
plaintiff has made a showing that defendant “willif blinded itself to tle infringing nature” of
the acts it encouraged others to mat&dobal-Tech Appliances, Inc. v. SEB $181 S. Ct. 2060,
2071 (2011). Defendant asserts that plaintiff's allegations are ffictesut to support a claim that
defendant “specifically intended induce [] infringement, and &hthe defendant had knowledge
that the induced acts constituted patent infringerhgMtn. 6.) Additionally, defendant argues
that, to the extent plaintiff is alleging theigtence of pre-suit knowtige, plaintiff's induced
infringement claims with respect to any @t conduct should be dismissed. (Mtn. 5-6.)
Specifically, defendant argues thdaintiff's allegations regaidg defendant’s knowledge of a
related patent and a pateplication is not suffient to allege knowledgef the Patents at issue
here for the purposes of an induced infringenodaitn. (Mtn. 5.) On reply, defendant cites

Carpenterin support of its position that plaintiff’'slabations are insufficient. (Reply 7 (citing

Carpenter 620 F. App’x at 938 (noting #i the complaint simply alleged that the defendants had

“induced infringement of and/aontributorily infringed the Rant” and failed to contain any
“allegations regarding inte or any specific actsaused by [d]efendants”).)

The Court disagrees with defendant and finas the allegations amaufficient to support a
claim of induced infringement. For instancethie complaint, plaintiff alleged that defendant
modified “in response to usactions, the configuration of escomputers and devices and by

encouraging users to use their computers anaegvso modified, to interact with Microsoft’s
9
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Accused Instrumentalitiethereby inducing use of tldaimed inventions.” Id. (citing Compl.
34).) Such allegations are suf@at to raise at least a reasonabference that defendant intende
to induce infringement of the Patents.

However, the Court finds that plaintiff's afjations of pre-suit knowledge are insufficient
to support an inference that defendant was awareatdeast willfully bind—to the fact that their
products were infringing on the Patent®pto the filing of the complaintSee McRee v.
Goldman No. 11-cv-00991, 2012 WL 3745190, at *3 (N@al. Aug. 28, 2012) (holding that
“mere knowledge of a pending patent applicationdoes not give rise to liability for
inducement”). Nevertheless, to the exteat the complaint alleges claims of induced
infringement after the filing of the suit, courtsveaheld that post-suit kmvledge is sufficient to
sustain a finding that defenddmd the requisite knowledge $apport claims for indirect
infringement. See CAP Co., Ltd. v. McAfee, Indos. 14-cv-05068 & 14-cv-05071, 2016 WL
3945875, at *4-5 (N.D. Cal. June 26, 20K8e also Walker Digital, LLC v. Facebook, [ri’012
WL 1129370, at *6 n.11 (D. Del. Apr. 4, 201Rembrandt Soc. Media, L.P. v. Facebook,,Inc.
950 F. Supp. 2d 876, 882 (E.D. Va. June 12, 2013) (ntiatghe majority rule is to allow post-
suit knowledge but adding that thensequence of relying on servigkthe suit is that plaintiff
may only recover damages “for inect infringement for the perd of time that commences once
the putative infringer kerns of the patent”).

Accordingly, the CourDeNIES defendant’s motion to digss induced infringement
claims, but notes that such claims are limiteddst-suit actions becausepéintiff’s failure to
adequately allege pre-suit knowledge.

3. Indirect Infringement: Contributory

To make out a claim for conliitory infringement, @intiff must sufficiently allege that

defendant “offers to sell or sells . . . amqmonent of a patented machine, manufacture,

combination or composition, or a material or ajpas for use in practicing a patented process,
10
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constituting a material part die invention, knowing the samelie especially or especially
adapted for use in an infringement of suctepg and not a staple article or commodity of
commerce suitable for substantianmfringing use.” 35 U.S.C. 8 27)( A plaintiff must “plead
facts that allow an inference that the componsald or offered for sale have no substantial non
infringing use.” In re Bill of Lading 681 F.3d at 1337.

Defendant argues that the complaint “relies on boilerplate language stating the legal
conclusion to be proved.” (Mtn. 7.) The Courtesgs. The complaint only alleges, in pertinent
part, that defendant knows the alleged comporiémtse especially mader especially adapted
for use in infringement of the [Patents] and aot a staple article or commodity of commerce
suitable for substantial non-infringing use.” of@pl. 1 38.) This allegation, however, is nothing
but a bare conclusiorSee CAP Co., Ltg2016 WL 3945875, at *6. Accordingly, the Court
GRrANTsdefendant’s motion to dismiss thentributory infringement claim.

4. Willful Infringement

“In order to establish willful infringemend patentee must show by clear and convincing
evidence that the infringer acted despite gedalve likelihood that its actions constituted
infringement of a valid patent.In re Seagate Tech., L.@97 F.3d 1360, 1371 (Fed. Cir. 2007).
Thus, plaintiffs must meet twoqmgs: (i) plaintiff must show #t the “infringer was aware of the
asserted patent, but nonetheless acted despitbjectively high likelibod that its actions
constituted infringement of a valghtent”; and (i) m@intiff must show that the “infringer knew or
should have known of thisbjectively high risk.” Vasudevan Software, Inc. v. TIBCO Software,
Inc., No. 11-cv-06638, 2012 WL 1831543,*@t(N.D. Cal. May 18, 2012).

Defendant argues that to “prove willfulfimgement, a plainti must prove that a
defendant had knowledge of the asserted gapeiatr to filing the suit. (Mtn. 8 (citindn re
Seagate Tech. LLL@97 F.3d 1360, 1368-69 (Fed. Cir. 2007).) r@uly, defendant further argues

that, for the purposes of a willful infringemenéaich, pre-suit knowledge of a patent application
11
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rather than an issued patennat sufficient. (Mtn. 9 (citingyasudevan Software, In2012 WL
1831543 andolanex, Inc. v. MiaSal®&o. 11-cv-00171, 2011 WL 4021558 (N.D. Cal. Sept. 9,
2011)).) InVasudevanthe court found that defendant’s “awareness of thefppapplication
does not imply the requisite knowledge of the existeof the later-issued patent” and that the
“requisite knowledge of the patent allegeutifringed simply cannot be inferred from mere
knowledge obther patents, even if somewhat similalVasudevan2012 WL 1831543, at *3
(noting that the result may have been differeplaintiff alleged thatlefendant knew when the
patent-at-issue was granted). The couBafanexheld similarly. Solanex2011 WL 4021558, at
*3.

The Court finds, therefore, that plaintiff failed to allege the existence of pre-suit knowlg
in its complaint because plaintiff based tkiwledge solely on communications it had with
defendant regarding the patemqiplication of the ‘356 pat¢ and Patent No. 5,956,491, on which
plaintiff is not suing. Accordingly, the CoUBRANTS defendant’s motion to dismiss plaintiff's
willful infringement claims.

[11.  CONCLUSION

For the foregoing reasons, the COBRANTSIN PART AND DENIESIN PART defendant’s
motion to dismiss. Plaintiff shall file a noticethin five (5) business days of this Order advising
whether, under Rule 15, it can and will file an aned complaint. If so, plaintiff shall file the
amended complaint within twentyQRdays of the date of th@@rder. Defendant shall file a
response within twenty-one (21) dayioé filing of an amended complaint.

T 1SS0 ORDERED.

Dated:Junel7,2016 W

[ 87 4
YVONNE CONZALEZ ROGERS
UNITED STATESDISTRICT COURT JUDGE
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