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UNITED STATESDISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

GREG KIHN, ET AL., CaseNo. 17-cv-05343-YGR
Plaintiffs, ORDER GRANTING MOTION FOR CLASS
CERTIFICATION; GRANTING IN PART AND
VS. DENYING IN PART MOTIONSTO SEAL
BiLL GRAHAM ARCHIVES,LLC,ET AL., Dkt. No. 107, 109, 120, 126, 128, 145, 167
Defendants

This case arises from defendants’ explanatf audio and video recordings of live
musical performances, and the musical compmsstperformed therein,dm the 1950s to the
1990s. Plaintiffs Greg Kihn and Rye Boy MudiLC (Kihn's music publisher) allege that
defendants Bill Graham Archives, LLC dba Wgzlhg's Vault; Norton, LLC; and William Sagan
distributed and sold in thousands of recogdi acquired from a dozemivate collections—
recordings that captured live performances spanning salexratles, made by concert producers
and sound engineers without thefpemers’ authorization. Plaiiffs allege that the conduct
began in 2006 when defendants began offeriggadidownloads or onemand streaming on two
websites: (1) wolfgangs.com, which offers auddcordings; and (2) concertvault.com, which

offers both audio and audiovisual recordingsdio-demand streaming (leénafter, “Websites”s.

! Defendants also launched a “Music VadtiuTube channel in early 2014, offering
audiovisual recordings fromeicollections at issue for on1dand streaming. (Declaration of
William Sagan, Dkt. No. 110-1, 1Y 30-32.)
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Plaintiffs Kihn and Rye Boy bring this motion seeking to certify two classes: a Compos
Class and a Performer Clas§Vith respect to the Composglass, plaintiff Rye Boy seeks to
represent a putative class of composers of eatisiorks alleging infringement of copyrighted
musical compositions based upon unauthorized sale and distribution of sound recordings an
audiovisual recordings. With resgt to the Performer Class, plaff Kihn seeks to represent a
putative class of live music perfaers, alleging that defendants tielifed in recordings of their
live musical performances withoatithorization in violatioof 17 U.S.C. section 1101.

Defendants oppose class certifioatarguing that plaintiffeannot meet any of the
requirements to certify a class uneééher Rule 23(b)(2) or (b)(3)iln summary, thegontend that
individualized issues arise from the creation andership of the live musiecordings, as well as
from licensing arrangements and traieged defenses of consent, fair use, and untimeliness.
While defendants raise argumeintgheir opposition as to all theezhents of Rule 23, the focus of
the fight here is whether commasues of fact and law would predominate, as required by Rul
23(b)(3).

As set forth more fully herein, with respéctthe Composer Class, the Court concludes
plaintiffs’ prima faciecase for copyright infringememnay be established readily on common
evidence. In opposition to ds certification, defendants have put forward a common set of
contractual agreements, applicatdeghe entire class, whichef contend preclude liability.

Consequently, the Court concledinat common issues of faotd law would predominate on the

2 In response to defendantgposition on the grounds that the class definitions in the
complaint constituted impermissible “fail-safe” clasgalaintiffs narrowed their proposed
definitions as follows:

Composer Class: All owners of copyits in the musical compositions that
were recorded at a negtudio performance whidhave been reproduced,
performed, distributed, atherwise exploited by Dendants during the period
from September 14, 2014 to the present.

Performer Class: All persons whose rstadio performances are fixed on the
sound recordings and audiovisualhk®which have been reproduced,
performed, distributed, atherwise exploited by Dendants during the period
from September 14, 2014 to the present.

(SeeReply Brief at 3:1-9.)
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copyright infringement claims and the i@poser Class should be certified.

For much the same reasons, the Court calesdiuhat common issues would predominate

on the section 1101 claim of the Performer Class. As explained below, the Court has considerec

the novel legal question ofdtevidentiary burdens on a claim under section 1101. Having
carefully examined the text apdirposes of the statute, as well as principles of evidence and
statutory interpretation bearing tre question, the Court finds thetlaarization requirement is an
affirmative defense, and defendsubiear the burden &stablish authorization. As with their
affirmative defenses to the Cpwser Class’s claims, defendargpposition to certification of the
Performer Class relies on the same limited number of agreements, applicable to all class me
for their contention that the recordings and tlegploitation were authorized. Thus, on the recof
put forward by the parties at skcertification, common issuesfatt and law predominate on the
Performer Class’s section 1101 claimd certification of the Perfimer Class is appropriate.

Accordingly, having carefully considerecetpapers submitted, the pleadings in this
action, the admissible evidentand the arguments of the pastiand for the reasons set forth
below, the CourGrRANTSthe Motion for Class Certificain of: (1) a Composer Class for
copyright infringement, and (2)Rerformer Class for violation of the Anti-Bootlegging Statute,
17 U.S.C. section 1101 as defined herein.
. ADMINISTRATIVE MOTIONSTO SEAL

As a preliminary matter, both sides hawubmitted administrative motions to seal
documents or portions of docuntemffered in support of the@dass certification briefing and

supplemental briefing. (Dkt. Nos. 98, 1420, 126, 128, 145, 167.) While the standard for

3 Plaintiffs filed an administrative motion smpplement evidence in the class certificatio
record with documents showing communicatibesveen the Copyrigl@dffice and defendants
regarding sound recordingsissue. (Motion for Relief to & Supplemental Evidence, Dkt. No.
126-4; Declaration of Matthew A. Pearson, DK26-5, Exh. A and B.) The motion to supplemer
IS GRANTED.

Subsequent to the hearing, defendants preda chart listing the recordings on their
Websites and a cover letter from counselkt(DNo 145-1, 145-2.) Plaintiffs objected to the
documents as argumentative and e=jed to strike them. (Dkt.d\N147.) To the extent that the
letter or chart offer arguments which were matde in defendants’ papers regarding certain
performers’ concession of defeards’ ownership, the objection$ssTAINED. Otherwise, the
documents do no more than repeat defersd@nior arguments and the objectiofO$ERRULED.

3
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sealing documents in connection with class dedtifon does not requirfgompelling reasons” as
set forth inPintos v. Pacific Creditors Ass'®05 F.3d 665, 678 (9th Cir. 2010), the Court
nevertheless finds that the seglrequests here are overadoand good cause has not been
established to seal certain docunsetio the extent requested. efl@ourt has considered the basis
offered for sealing, as well as the significancéheoCourt’s decision of the portions sought to be
sealed, in determining which portions to cite oot in its order hereinThe motions to seal are
granted only insofar asdly are not necessaryttoee Court’s analysis.

Therefore, to the extent the Court lo@sted or recited the contents of any specific
portion of a document in this decision, the motion to seal that informatioeni€D for lack of
good cause. The motions to seal (Dkt. Nos. 98, 109, 120, 126, 128, 145, 167) are otherwise
GRANTED for good cause showh.
. BACKGROUND

Defendants acquired collectioobaudio and audiovisualcerdings capturing the live
musical performances of motlgan 900 musical artists,amning the decades from the 1950’s
through 1990’s. In 2002, defendants purchasedtbhives from the estate of deceased San
Francisco Bay Area rock concert promoter Bitaham. (Weiner Decl. Exh. 2.) Graham had
amassed a large personallection of thousands of recordinfyem the concerts he promoted in
the San Francisco Bay AreaSeeWeiner Decl. Exh. 3.) Defendantontend that they made this

purchase with the understanding that they vaemiiring ownership of th“master recording8”

4 The Court notes that any party seekingeal documents in connection with any later
motion or trial must make amppropriate showing at that time.

5> The term “master recording” is one of mangms of art in the rdm of music copyright.
As stated by the Ninth Circuit:

Sound recordings are [copyrightable] wetkat result from the fixation of a
series of sounds. Fixatipas defined by the Copyright Office, occurs when a
complete series of sounds is first produced on a fivaater recordindhat is later
reproduced in published copies.

United States v. Tax840 F.2d 961, 965 (9th Cir. 1976) (internal citations omitted, emphasis
supplied).
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in the Bill Graham Archive. SeeWeiner Decl. Exh. 1 [Sagan Depo.] at 147:10°1 Thereafter,
defendants acquired the rest of tiecordings from about twelvehet third-party sources, mostly
concert producers and sound engineegge\einer Decl. Exhs. 4-16, “Acquisition
Agreements”y. Nearly all of those agreements inclddaibstantially the same representations

concerning knowledge and consent @& gerformers in threcordings:

To the best of Seller's knowledge and belefy and all performers whose
performance is captured in the Recordingse fully aware of, and expressly
approved of and consented the making of the Recording$he performers
included in the Recordingid not imposgeither orally or in writingany
restrictions or requirements ddeller on any use or exploitatiarf any the
Recordings that resulted from suchaeling and have never, to Seller’s
knowledge, asserted any ownershipriese in or other rights to such
Recordings.

(Sagan Decl., Exh. E [Brower Agreentleat 8 4(f) (emphasis suppliedee alsd&Exh. C

[Festival Network] at 84(e); Exh. F [Plainfield Mig] at § 4(h); Exh. G. [Hewitt] at 84(f); Exh. |
[Dawson] at § 4(f); Exh. J [Aazingrace] at § 7(f); Exh. K [Filmsonix] at § 4(g); Exh. L [Fuel
2000] at 84(f); Exh. M [AsliGrove Theater] at 4(f);ompare idExh. H. [Tramps Club] at 84(f)

substituting the wordsathd did not object toinstead of “approved adnd consented to®).

® The agreement qualified the definition“Aksets” to include “dlintellectual Property
rights . . . that relate elusively to the Asset® the extent that either Seller or any of its Affiliates
possesses such rights .” (Id. 8 3.10, emphasis supplied.) eragreement further stated:

Notwithstanding anything to the contrarythis Agreement, Seller makes no
representations regangy whether the Assets oretin past or future use or
exploitation infringed or infringes onéhntellectual Property rights of any
person . . . provided, however, tiBatyer hereby acknowledges that the
foregoing representation shall not beaimed or construed as a basis for
determining its actual or intendedeusr exploitation or the appropriateness
or legality thereof

(Weiner Decl. Exh. 2, Purchase Agreement leetwNorton, LLC and Bill Graham Enterprises,
Inc. for all the membership interests afi Braham Archives, LLC at § 3.11(a), emphasis
supplied.)

” Fourteen Acquisition Agreements were offidin connection wittthe instant motion
though it appears, on account of theismn of the class definition texclude recordings made in
a studio, at least one of those agreemems King Biscuit Flower Hour)s no longer at issue.

8 The agreement covering the Great Amerikausic Hall (GAMH) recordings (Sagan
Decl., Exh D. Bradshaw) diverged from thergtard agreement by including additional language
regarding GAMH’s ownership and limitations oammercial release during the performer’s
lifetime:
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In total, defendants acquired over 21,000 awtid audiovisual recordings, some of
which included multiple songs (or musicalnks). (Sagan Depo. at 143:1-13.) Defendants
copied the recordings onto hard drives angtess, sometimes mixingr mastering the files
depending on their condition, and then created meXdpies of them. ¢an Decl. 11 29, 30.)

In 2006, defendants began offering copiethefrecordings tthe public on their
Websites for digital download or on-demandatnéng, by individual saler on a subscription
basis. [d. 11 30, 31.) In 2009, following litigath defendants brought by several record
companies and musicians alleging unauthorizgdogation of the recoidgs via the Websites,
defendants entered into settlement agreemetitstiiee major record labels: UMG Recordings
Inc., Warner Music, Inc., and Sony Music Bmément. (Sagan Decl. N, O, P [*Joint
Exploitation Agreements”]?) The Joint Exploitation Agreemenstate that defendants own the

copyright in the “masterfecordings covered thereif.

Any and all performers whose pemfieance is captured in the GAMH
Recordings were fully aware of, anplproved of and consented to, the making
of the GAMH Recordings under the folling terms: (i) Seller would have
ownership of the GAMH Recordings (wiBeller having the right to sell or
transfer such recordings); (During the performer's lifetimehe recorded
performance could be released coencmally by Seller or his assigupon the
approval of the performeand (iii) After the performer’s lifetimehe recorded
performance could be released comnadiciby Seller or his assigns subject
only to the condition that aartist's royalty would bgaid to the performer's
estate assigns or heirs at a commerciathasonable rate reiae to recording
industry standards . ...

(Sagan Decl., Exh. D at § 4(e), emphasis supplied.)

° Defendants also entered into individual settlement agreements with certain perform
including Van Morrison, the Gratefllead and Carlos Santan&egSagan Decl. 1 22-25.)
Depending upon the releases in tisEttlement agreements, someividuals may be precluded
from litigating the claims alleged ihis action. The particularrias of those agreements are not
otherwise necessary to thesdacertification determation here and therefore may remain under
seal in their entirety.

10The Court notes the following terms o&tExploitation Agreements: (1) none of the
agreements purports to transéay rights or grant any licengath respect to audiovisual
recordings, only sound recongjs (Warner Agreement aB{6(f); Sony Agreement 11 8.1, 8.2,
10.3; UMG Agreement at Recitdisghts to “sound recordingp; (2) the Sony and Warner
agreements expressly exde rights with respetd exploitation of the&eompositionsaptured in
the recordingsseeSony Agreement at 11 48); Warner Agreemeritf 8.1, 8.2); and (3) the
UMG agreement purports to transfer UMG’s comprydizense with respedo distribution rights
for certain musical compositions, but otherwisesdoet claim to cover rights related to musical
compositions (UMG at ¥ 3.1).

6
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In the present litigation, Kihn declaresthhe recordings of his live performances
available on the Websites were made and explevighout his permission, and that he was not
aware the performances were recorded and archovedter exploitation. (Kihn Decl., Dkt. No.
107-3, 1 3). Joel Turtle, co-ownef Rye Boy Music, LLC, likewise avers that Rye Boy did not
consent to the exploitation of its compositiemough the recordings trafficked on defendants’
Websites. (Turtle Decl. Dkt. No. 107-4, 1'8.)

[11.  DisCcussiON

A class action lawsuit is “an e&ption to the usual rule thitigation is conducted by and
on behalf of the individal named parties only.Califano v. Yamasak442 U.S. 682, 700-01
(1979). To depart from this genkrale, “a class representatineust be part of the class and
possess the same interest and suffer the same injury as the class mefdsr§ex. Motor
Freight Sys., Inc. v. Rodrigue£31 U.S. 395, 403 (1977) (internal quotations and citation
omitted). The proponent of class treatmestally the plaintiffpears the burden of
demonstrating that class certification is appropridtele Health 896 F.3d at 931 (citingllis v.
Costco Wholesale Cor®57 F.3d 970, 979-80 (9th Cir. 201 Bederal Rule of Civil Procedure
23, which governs class certificatidrgs two distinct sets of regaments that plaintiffs must
meet before the Court may certifglass. Plaintiffs must meet aéquirements of Rule 23(a) and
must satisfy at least one prongRidle 23(b), depending upon the matof the class they seek to
certify. See also Shady Grove Orthopedic AssoP.A. v. Allstate Ins. CGb59 U.S. 393, 394
(2010) (setting forth requiremer$ Rule 23). Within the &amework of Rule 23, the Court
ultimately has broad discretion awshether to certify a clasZinser v. Accufix Research Inst.,
Inc., 253 F.3d 1180, 1186 (9th Cinpinion amended on denial of reh2j/3 F.3d 1266 (9th Cir.
2001).

Plaintiffs seek to ceifyy two separate classedfleging separate, but réda claims for relief.

Rye Boy, as representative oet@omposer Class, alleges twaigis for copyrifpt infringement

11 Defendants represent thatteén recordings of Kihn’s péormances would be covered
by the Sony Agreement. (Sagan Decl. [“8&ny Music Entertainment acquired EMI’s
publishing catalog in approximdye2012, and therefore recordingg Greg Kihn are governed by
this agreement.”].)

7
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based upon unauthorized sale arsirdiution on defendants’ Welbss of reproductions of their
copyrighted compositions: (1) within audio redogs; and (2) within video concert footage.
Kihn, for himself and on behalf of the proposedféener Class, assertsckaim for violation of
section 1101 of the Copyright Asometimes called the “AnBootlegging Act.” 17 U.S.C. §
1101. The Court first analyzes the Rule 234ajors for both putave classes given the
substantial overlap in the factual issues reldtivilhose preliminary issues’he Court then turns
to an examination of the Rule 23(factors for each proposed clasparately, taking into account
the differences betwedhe claims asserted.

A. Rule 23(a) Factors

Under Rule 23(a), the Court maertify a class only where:

(1) the class is so numerous that ¢gl#nof all members is impracticable;

(2) there are questions of lawfact common to the class;

(3) the claims or defenses of the repreative parties are typical of the claims
or defenses of the class; and

(4) the representative parties will fairly and adequately protect the interests of
the class.

Fed. R. Civ. P. 23(a). Courts refer to thiEse requirements asiimerosity, commonality,
typicality[,] and adequacy of representatiodlazza v. Am. Honda Motor C&66 F.3d 581, 588
(9th Cir. 2012). Although some inquiry into the substance of a case may be necessary to
determine whether the requirements are satishedurt must not advance a decision on the
merits to the class certification stage. The cseuflass-certification analysis must be “rigorous”
and may “entail some overlap withetimerits” of the underlying claimsAmgen Inc. v.
Connecticut Ret. Plans & Trust Fund68 U.S. 455, 465—66 (2013) (citiMgal-Mart Stores, Inc.
v. Dukes564 U.S. 338, 350-51 and n.6 (2011)). “Megiiestions may be considered to the
extent — but only to the extent —that theg aglevant to determining whether the Rule 23
prerequisites for class certification are satisfigdrigen 568 U.S. 465-66.
1 Numer osity

Rule 23(a)(1) requires that aask be so numerous thatjder of all class members is

“impracticable.” Fed. R. Civ. P. 23(a)(1). Thember of performers and musical works in the

recordings on defendants’ Websites undisputadiybers in the hundred§not thousands.
8
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Defendants argue that the actual emof class members is specivia and that plaintiffs have
offered no way in which to identify the compgos and performers. These arguments concern
ascertainability of class members, adtether they are sufficiently numerotis.

Defendants also argue that numerosity cabeahown because plaintiffs offer no
evidence about the number of putative class mesnibleo consider defendahexploitation of the
recordings unauthorized or would be willingparticipate in the lawsuit. Defendants offer no
authority to suggest that putatiglass members’ “willingngs” to participate inhe class action or
belief in the merits of the claims are relevaiitiecia in the Court’s analys Likewise, defendants
do not offer evidence to suggesatla large proportion of putativdass members would opt out of
the litigation® In the absence of any such authoritgeidence, the argument is without merit.

The Court concludes that baththe proposed classes woldel so numerous as to make
joinder impracticable, safigng Rule 23(a)(1).

2. Commonality

Rule 23(a)(2) requires ¢éhparty seeking certification to shdhat “there are questions of
law or fact common to the classted. R. Civ. P. 23(a)(2). Tsatisfy this requirement, the
common question “must be of suamature that it is capable dbass[-]wide resolution — which
means that the determination of its truth orifalwill resolve an issuéhat is central to the
validity of each of the @ims in one stroke.’Dukes 564 U.S. at 350. “[F]or purposes of Rule
23(a)(2), even a single konon question will do.”ld. at 359.

Rye Boy and the members of the Composes£tlege copyright infringement. Kihn anc
the members of the Performer Class allege thahdafes trafficked in unadliorized recordings of

their live musical performances. The claims abafrom the same actions: defendants’ sale ang

12 Ascertainability is nba Rule 23 requirement but istssumed under considerations of
class manageabilitySeeBriseno v. ConAgra Foods, In@44 F.3d 1121, 1123 (9th Cir. 2017).
The Court is not persuaded that identificatdrclass members from recordings on the Websites
would prove particularly dif€ult or unmanageable.

13 Evidence that putative class members may be unwilling to bring their own claims on
account of “their financial resourcebg size of the claims, and th&ar of retaliation in light of
an ongoing relationship with the defendant” weighfauor of certification. See Twegbe v.
Pharmaca Integrative Pharmacy, In&o. CV 12-5080 CRB, 2013 WL 3802807, at *2 (N.D. Cal.
July 17, 2013)Greko v. Diesel U.S.A., In@Q77 F.R.D. 419, 425 (N.D.Cal.2011).

9
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distribution of audio ash audiovisual recordingsf live performances on their Websites. In
defense of the claims, defendants rely on the sa@mnef agreements with substantially the same
key terms to assert that they had owned theragiptg in the master reodings and acquired all
necessary licenses for any usehaf works. As in the copyrigimfringement class action in
Napster this shared factual predicate gives tsat least some common questions for each
proposed classin re Napster, Inc. Copyright LitigNo. 04-cv-1671-MHP, 2005 WL 1287611, at
*7 (N.D. Cal. June 1, 2005) (“while it is tralkat proof of ownershipegistration, and actual
damages ultimately requires a work-by-work imguviewing these determations as purely
“individual issues” ignores the fact that theigla of every member dhe class are uniformly
premised upon the uploading or ddwading of a copyrighted woiky Napster users”). Thus, the
Court concludes that the relatively low bar of commonality under Rule 23(a)(2) is met for bot
proposed classes here.
3. Typicality

Rule 23(a)(3) requires a showititat the “claims or defenseéthe representative parties
are typical of the claims or defenses of the clabgd. R. Civ. P. 23(a)(3)Typicality means that
the named plaintiffs “suffer the ise injury as the class member®fukes 564 U.S. at 348. “The
purpose of the typicalityequirement is to assure that the interest of the named representative
aligns with the interests of the clas&¥olin v. Jaguar Land Rover N. Am., LI&17 F.3d 1168,
1175 (9th Cir. 2010)quotingHanon v. Dataproducts Cor®,76 F.2d 497, 508 (9th Cir.1992)).
“The test of typicality is whther other members have the same or similar injury, whether the
action is based on conduct which is not uniquihéonamed plaintiffs, and whether other class
members have been injured by tame course of conductd. (internal quotation marks
omitted). The requirement is “permissivaidathe representative’s claims need only be
“reasonably co-extensive withdse of absent class memberRddriguez v. Haye$91 F.3d
1105, 1124 (9th Cir. 2010) (quotitktanlion v. Chrysler Corp150 F.3d 1011, 1020 (9th
Cir.1998)).

Rye Boy and Kihn contend that their claiare “reasonably coextensive with” those of

their respective classes becatisgy suffer the same injuri@s the proposed class members,
10
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arising from exploitation of their recordings defendants’ Websites. @uing against typicality,
defendants do not dispute that Kihn’s and Rgg’'8 claims are co-extena with those of the
classes they seek to represent, but rathethikgteach are subject to unique defenses. More
specifically, defendants comte that, in 2010 and 2011, Kihn recorded songs at defendants’
facilities, promoted defendants’ business, anchBeel certain recordingm them, and therefore
must have been aware of defendants’ explomatif the recordings well before bringing this
complaint. Because Rye Boy cwoxoer Joel Turtle is Kihn’s nmager, defendants further contend
that Rye Boy personally benefitkérom Kihn's conduct. Baseah these assertions, defendants
argue that the named plaintiffs’ claims are sabjo defenses unique them based upon the
statute of limitations, implied licese, estoppel, and unclean hands.

“Defenses unique to a class representatoumsel against class certification only where
they ‘threaten to become the focus of the litigatiolR6driguez591 F.3d at 1124 (citinganon
976 F.2d at 508). Here, the Court doesreath the merits of the defensébypt finds that
defendants have not demonstratieel affirmative defenses paular to the Kihn and Rye Boy
would threaten to become a focus & thigation and defeat class treatme@f. Torres 835 F.3d
at 1142 (affirming finding thatpicality was shown despite evidenof some factal differences
between representatives and the class whereadgrié failed to indicatbow those differences
would “preoccupy” named plaintiffs Simply asserting an affnative defense, without more,
does not undermine typicality. Both the facts #redlegal viability of these affirmative defenses
would require more developmentfboee the Court could conclude that they “threaten to becomse
the focus of the litigation."Cf. Sirius XM 2015 WL 4776932, at *12—-14 (rejecting implied

license, waiver, and estoppel defenses wheflendant never actually aght out or relied upon

14 For instance, whether Kihn and/or RyeyBvere aware of recordings available on
defendants’ Websites and delay®thging suit has no bearing time statute of limitations for
copyright infringement, which runs froeach act of infringemeniyhich infringement plaintiffs
allege continues to the present. Thus, copyeghters can defer suit tinthey “can estimate
whether litigation is worth the candlePetrella v. Metro-Goldwyn-Mayer, In&G72 U.S. 663,
682-83 (2014) (“It is hardly incumbent on copyright owners . . . to challenge each and every
actionable infringement. Andehe is nothing untoward abowaiting to see whether an
infringer's exploitation undercutke value of the copyrighted wqrhas no effect on the original
work, or even complements it.”)

11
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them as part of thedtecision-making proces$).

Defendants rely o&state of Berlin v. Stash Records, Ji¢o. 95 CIV. 6575 PKL, 1996
WL 374176, at *2 (S.D.N.Y. July 2, 1996) for the projfios that the factmeeded to determine
claims of copyright infmngement are so individualized that tality rarely couldhot be satisfied.
Estate of Berlinwhich alleged a scheme by a recorchpany to exploit musical works without
obtaining a license for theuse, is distinguishable. The circumstancdsstate of Berliroccurred
in a pre-Internet world in whitthe alleged infringing conduby defendants was “special and
unique to [the] named plaintiff,” and each give class member woultave to show “what
activities defendants engap which violated itparticular copyright.”Id. Here, by contrast,
the facts in support of plaint and the putative classesagins are esséally the same:
defendants offer audio and audioastecordings on their Websites-e-, the same “conduct” on
the same Internet shop—which include muspeaformances and musical works of the named
plaintiffs and members of the putative classésrther, defendantslyeon the same set of
agreements in claiming they are authorizedd®o as to all membeof both classes.

Thus, the Court finds that Kihn’s and Rye Bogiaims are typical of the classes they see
to represent, and RuB&3(a)(3) is satisfied.

4, Adequacy
Rule 23(a)(4)’'s adequacy requment considers whether a claspresentative will “fairly

and adequately protect the inteieof the class,” meaning tthtae representative does not have

any conflicts of interest with other class mersand will prosecute the action vigorously on thej

behalf. Fed. R. Civ. P. 23(a)(4ge Ellis v. Costco Wholesale Co®57 F.3d 970, 985 (9th Cir.
2011). Defendants argue that Kihn, Rye Boy, @ads counsel cannot adequately and fairly
protect the interests of thegmosed class because: Kihn ane&®py do not have a sufficient
understanding of their claims; and counsel havexperience prosecuting copyright claims as
class actions.

As to Kihn’s and Rye Boy’s purported laokknowledge, defendants’ arguments are

15 Defendants do not specify the basis f@itluinclean hands gmment. Likewise,
defendants offer no facts or autityto suggest a fair use defensection 107) would apply here.
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insubstantial. Both named plaintiffs here writhe essential allegations of the complaint.
Adequacy does not require that class repitasigas have intricatenderstanding of the law
applicable to their claimsEllis v. Costco Wholesale Car$57 F.3d 970, 985 (9th Cir. 2011).
Adequate representatives need only have ‘Sefit understanding of thegal claims against
defendant and need not be fluerth the technical legal issues in order to adequately represen
the class.”Akaosugi v. Benihana Nat. CorNo. C 11-01272 WHA, 2012 WL 1657099, at *4
(N.D. Cal. May 10, 2012). Defendants have staiwn that Kihn and Rye Boy are “startlingly
unfamiliar” with the fact and theories at issue in this acti@ee Californians for Disability
Rights, Inc. v. California Dep’t of Trans®249 F.R.D. 334, 349 (N.D. Cal. 2008) (“a party must
be familiar with the basic elements of her claand will be deemed inadequate only if she is
‘startlingly unfamiliar’ with the case.”) (internal citation omittetf).

Defendants next argue thaapitiffs’ counsel have no experience prosecuting copyright
claims as class actions. Theutt finds this argument unpersuasive. Counsel’s declarations
demonstrate significant experiendehting class actions, including copyright-related matters.
That copyright class actions havet been brought in large numbgreviously, by this counsel or
others, does not reflect inexpnce or inadequacy in liging this class action.

Plaintiffs have met Rule 28)(4)’s requirementb show that Kihn, Rye Boy, and class
counsel will represent theqgosed classes adequately.

B. Rule 23(b) Factors

The Court next turns to an examination & Rule 23(b) factorsHere, Kihn and Rye Boy

seek certification under both Ri8(b)(3) and (b)(2). Because many of the issues in the Rule

® The cases cited by defendants on the adeqgesoy are inapposite, since they concern
more than mere unfamiliarity with the claimSee Simon v. Ashworth, Inblo.
CV071324GHKAJWX, 2007 WL 4811932, *2 (C.D. C8kept. 28, 2007) (plaintiff not only
unfamiliar with the naturef the claims, the reliefought, and his role &tass representative, but
also had a potential conflict ofterest with the clss and a familial relainship with counsel);
Sanchez v. Wal Mart Stores, Indo. CIV 206CV02573JAMKJIM, 2009 WL 1514435, at *3
(E.D. Cal. May 28, 2009) (class representaitnaglequate where she was unknowledgeable and
had a conflict of interest witthe class due to limiting the redies she sought on behalf of the
class);Tria v. Innovation Ventures, LL@Mo. CV 11-7135-GW(PJWX), 2013 WL 12324181, at
*7 (C.D. Cal. Feb. 25, 2013) (court express concabmut both plaintifffamiliarity and her
apparent conflict with the clas® terms of protecting her own inddual interests in a way that
may wind up penalizing the class”).
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23(b)(2) inquiry are subsumed wittthe more searching Rule 33(3) inquiry, tke Court focuses
first on the latter.

Rule 23(b)(3) requires a plairftio establish “that the questis of law or fact common to
class members predominate over any questionstiafjeanly individual memeérs, and that a class
action is superior to other available methéatstairly and efficently adjudicating the
controversy.” Fed. R. Civ. P. 23(b)(3). A findiof predominance requires that the proposed
classes are “sufficiently cohesive torvaat adjudication byepresentation.”Amchem Prod., Inc.
v. Windsor 521 U.S. 591, 623 (1997). “Whéme or more of the cenfrasues in the action are
common to the class and can be said to predamithe action may be considered proper under
Rule 23(b)(3) even though other important matters will have to be tried separately, such as
damages or some affirmative defenses pactdi some individual class membersTYyson Foods,
Inc. v. Bouaphakeo U.S. _, 136 S.Ct. 1036, 1045 (2016) (quoting 7AA C. Wright, A. Miller
& M. Kane, FEDERAL PRACTICE AND PROCEDURES 1778, pp. 123-124 (3d ed. 2005)). The
requirement is satisfied wheen “common nucleus of factadipotential legal remedies
dominates” the matters to be decided in the chsmlon 150 F.3d at 1022. “[M]ore important
guestions apt to drive the resolution of the litigga are given more weight in the predominance
analysis over individualized questions which areafsiderably less significance to the claims o
the class.”Torres v. Mercer Canyons In@35 F.3d 1125, 1134 (9th Cir. 2016).

Because the claims brought by the Congpd3lass and Performer Class differ in
significant ways, the Court examines the predongeaf common questiorisr purposes of Rule
23(b)(3) separately for each class.

1 Composer Class
a. Legal Framework for Copight Infringement Claim

Under the Copyright Act, the rights to a worlsvaitially in the author or authors of the
work. 17 U.S.C. 8§ 201(a). Copyright protectiors@s from the moment the work is “fixed in
any tangible medium axpression.” 17 U.S.C. § 102(a). Agevant here, the Copyright Act
protects: (1) “musical worksj’e., written musical compositions including any accompanying

lyrics; (2) audiovisual works,ral (3) “sound recordings.” 17 U.S.&€102(a)(2), (6), (7). The
14
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Copyright Act provides owneid copyrighted works with thllowing exclusive rights:

(1) to reproduce the copyrighteark in copies or phonorecords;

(2) to prepare derivative work&sed upon the copyrighted work;

(3) to distribute copies or phonorecords of the copyrighted work to the public by
sale or other transfef ownership, or by rentalease, or lending;

(4) [in the case of musical and audimasworks] to perform the copyrighted

work publicly;

(5) [in the case of musical and audimasworks] to display the copyrighted

work publicly; and

(6) in the case of sound recordingspawform the copyrighted work publicly by
means of a digitadudio transmission.

17 U.S.C. § 106’ For example, the owner ofcapyright in a musical work.€., a song’s words
and musical composition) has téeclusive right to reproduce thaiusical work by making copies

(e.g, in the form of record albun mp3s for digital download)nd selling those copies to the

public. 17 U.S.C. § 106 (1), (3).

“Anyone who violates any of the exclusive rightshe copyright owner. . is an infringer

17 Section 101 defines “audiovisual work&bpies,” “fixed,” and “phonorecords” as
follows:

“Audiovisual works” are works thatonsist of a series of related
images. . . together with accompanying sourfdmy, regardless of the nature of
the material objects, such as filmstapes, in which the works are embodied.

*k*
“Copies” are material objects, other thamonorecords, in which a work is fixed
by any method now known or later developed, and from which the work can be
perceived, reproduced, or otherwise commueitaeither directly or with the aid
of a machine or device. The term “copi@gtludes the material object, other than
a phonorecord, in which thveork is first fixed.

*k*%k
A work is “fixed” in a tangible mediurf expression when its embodiment in a
copy or phonorecord, by or under the autigasf the author, is sufficiently
permanent or stable to permit ithhe perceived, reprodead, or otherwise
communicated for a period of matigan transitory duration.

*k*%k
“Phonorecords” are material objeatswhich sounds, other than those
accompanying a motion picture or otlaediovisual work, are fixed by any
method now known or later developamd from which the sounds can be
perceived, reproduced, or otherwise commueitaeither directly or with the aid
of a machine or device. €herm “phonorecords” includeise material object in
which the sounds are first fixed.

17 U.S.C. § 101.
15
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of the copyright.” 17 U.S.C. § 501. A claimadpyright infringement mguires that a plaintiff
show: (1) ownership of a validpyright; and (2) defendant’s violation oflaast one of the
exclusive rights conferrealy the Copyright Act.Adobe Sys. Inc. v. Christens@®9 F.3d 1071,
1076 (9th Cir. 2015). Once the alleged infringawogs are established byetplaintiff, the burden
shifts to the defendant to establish any mitigatiatgnse such as licenser fase, or consentSee
id. at 1078-79 (party asdeng first sale defense to avoid comyrt infringement claim has burden
to establish that affirmative defens€ampbell v. Acuff-Rose Music, In810 U.S. 569, 590-94
& n. 20 (1994) (defendant bore the burden onuse defense to copght infringement);
Columbia Pictures Indus., Inc. v. Fungl.0 F.3d 1020, 1039 (9th Cir. 2013) (Digital Millennium
Copyright Act safe harbor is an affrmatidefense on which defendant has the burden of
establishing its requirement&ano v. Sipa Press, In@87 F.2d 580, 585 (9th Cir. 1993)
(defendant may assert licenseaasaffirmative defense to a clawh copyright infringement).

Generally, if a third party wants to use tlopygrighted work in some way that implicates
the copyright owners’ exclusiveghts, the third party musibtain permission to do so by
obtaining a license. The partiesynmeegotiate a license which ais the third party to use the
copyrighted work in a particular waly exchange for royalty paymentSee, e.g., Mills Music,
Inc. v. Snyder469 U.S. 153, 158 (1985) (record compamibs contracted for license to use
copyrighted composition “Who’s &y Now” in making their own derivative works recorded by
different artists were contractually obligdtto pay royaltie® copyright owner).

If copyrights are infringed, aopyright owner may seek damages and profits, or paymern
of statutory penalties “in a suaf not less than $758 more than $30,000 as the court considers
just” for each infringement ofaeh work. 17 U.S.C. § 504(b). &aldition, the infringer is subject
to an injunction, as well as ppundment and destruction of anjringing items. 17 U.S.C. 88
502, 503;see also Sony Corp. of Am. v. Universal City Studios,46d. U.S. 417, 433-34 (1984)
(“the Copyright Act provides the aver of a copyright with a poteatsenal of remedies against a
infringer of his work”).

b. Common Questions as to CongrdSlass Prima Facie Elements

With respect to the first element of the Composer Clagssisa facieshowing for
16
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copyright infringement claims, pof of the class members’ owsé&ip of the copyrights to the
compositions may be established readily fttvarecords of the Copght Office. “[T]he
necessity of making individualizddctual determinations does rd®feat class certification if
those determinations are susceptible toegalized proof likeusiness] records.'See Minns v.
Advanced Clinical Employment Staffing LUXDb. 13-CV-03249-SI, 2015 WL 3491505, at *8
(N.D. Cal. June 2, 2015¢i(ing NEWBERG ONCLASS ACTIONS § 4:50 (5th ed.) [‘common issues
predominate when ‘individuaittual determinations can becomplished using computer
records, clerical assistance, and objectivegat—thus rendering unnessary an evidentiary
hearing on each claim™]). @pyright registration is a prequisite to bringing suit for
infringement, and identification dhe owners of the registerednapositions can be accomplished
simply by comparing the catalag recordings offered by defemia with the Copyright Office
records.Seel7 U.S.C. § 411(a) (registration or pgistration required prior to litigatiomee
also Petrellasupra 572 U.S. at 684 (“Although registration‘permissive,’ bottthe certificate
and the original work must be on file with t8epyright Office before aopyright owner can sue
for infringement.”) (citing 17 U.S.C. 88 408(b), 411(a)). As necessary, ownership can further
substantiated by the third-patigensing rights agencies whorathister and manage licensing for
music publishersi.g., Harry Fox Agency, Rightsflow, Inc., and MediaNetreéSagan Decl. 11
43-45.}® To the extent there might be some vndiilal questions concerning ownership of the
compositions, those questions appednse marginal and to pentamostly to ascertainability or
manageability issues and do not undermine oveaatimonality. Consequently, the Court finds
that the ownership elementsasceptible to common proof.

Likewise, on the second element of tlepyright infringementlaims, the fact of
defendants’ exploitation of the compositions ba&determined from one source for the whole
class: defendants’ own database of the recgsdinhas offered for sala distribution. The

universe of the audio and audiswal recordings odefendants’ Website during the class period

8 Indeed, defendants themselves conceddttiestrelied on paying these licensing rights
agencies the requisite payments so that tloeyd exploit the musical compositions at issue
lawfully, undermining their argument that thosetcalized records cannbe used to determine
ownership of the copyrigh the musical works. SeeSagan Decl. { 43-45.)
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can be determined from defendants’ own respathd the method by which ownership can be
proven does not vary by class memifer.

Once thes@rima facieelements of copyright infringemeare established, the burden of
proof shifts to defendants establish a defense ¢opyright infringementSeeAdobe 809 F.3d at
1078-79.

C. Common Questions as to Affirmative Defense of License
While plaintiffs retain the burden of estabiisg that a proposed cksatisfies Rule 23,

when affirmative defenses araignificant part of the proof oa claim, the court assesses

predominance by analyzing thosdateses the defendant “has actually advanced and for whichli

has presented evidenceltrue Health 896 F.3d at 931-32. Such evidence may “allow [the
plaintiff] to satisfy the predomin&e requirement of Rule 23(b)(3)tlvrespect to those defenses.
Id. at 932;accord McCurley v. Royal Seas Cruises |881 F.R.D. 142, 173 (S.D. Cal. 2019).
The proposed evidence defendants offer to prose &ffirmative defensesmay “strongly affect”
the certification analysis, particularly wherettsupporting evidence may kafficiently similar

or overlapping to allow [plaintifffo satisfy the predominance regment of Rule 23(b)(3) with
respect to thasdefenses. True Health 896 F.3d at 931, 932.

Here, defendants claim that they have allecessary licenses to exploit the recordings
and have complied with alldensing and royalty payment reanrents, and therefore have no
liability to the Composer ClassS€eOppo. at 6:22-7:3, 8:12-Jfefendants “have properly
acquired and paid [p]laintiffs pursuant to meclahlicenses for any use of the works at issue in
this case”see alsdSagan Decl. {1 37-40, 42-45.) Mr. Teyron behalf of plaintiff Rye Boy,

disagrees stating that Rye Boyweegave permission to have werks exploited by defendants in

19 Contrary to defendants’ argemts, class certification hagen found appropriate in the
copyright context.See In re Napster, Inc. Copyright Litigdo. 00-MDL-1369, 2005 WL
1287611, at *7 (N.D. Cal. June 1, 20@&ct that the claims of evy member of the class were
premised upon unlawful uploadimegd downloading of a copyrighted work was “sufficiently
‘significant’ to warrant adjudidéon of the parties’ dispute amrepresentative rather than
individual basis” even in thiace of potential individual, worky-work questions of proof of
ownership, registration, and actual damagesgr Int'l Corp. v. Pausa Records, In809 F.2d
1332, 1333 (9th Cir. 1990) (copyright infringemelass action brought by owners of copyrights
in nondramatic musical compositioagainst defendant record company for failure to comply w
compulsory licensing provisns under 17 U.S.C. § 115).
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these recordings, and was not aware they weng lbecorded and archived at all much less for
later sale. (Turtle DeclDkt. No. 107-4, { 8.)

Generally, a license to use a copyrighted wiikle, a transfer of ownership in such a work
must be in writing.17 U.S.C. 8§ 204(akee also Effects Assocs., Inc. v. ColR&8 F.2d 555, 557
(9th Cir. 1990) (requirement thatinsfer of copyright ownerghbe in writing “ensures that the
creator of a work will not givaway his copyright inadvertently and forces a party who wants td
use the copyrighted work to negotiatith the creator” to avoid ambiguityy. Under a special
provision of the Copyright Act, party may obtain a compulsoryr[tmechanical”] license for use
of “non-dramatic musical works” like those at issue here. 17 U.S.C5.8 3ection 115 creates ar]
automatic license to use a comjpios,, so long as statutory royaki@are paid, in two situations:
(1) making one’s own recording of the compositiand (2) making a duplkte of someone else’s
recording of the composition. 17 U.S.C. § 115@l)ith respect to the lat, section 115 states

that:

A person may not obtain a compulsory liserfor the use of the [musical] work
in the making of phonorecords dugltthg a sound recording fixed by
another . . . unless--

20 Defendants also assert ingol license as an affirmative defense. A “narrow exceptior
to the writing requirement allows a non-exclusive license to be established by implication wh
the “totality of theparties’ conduct indicatesn intent to grant such permissiorMichaels v.
Internet Entm't Grp., In¢5 F.Supp.2d 823, 831 (C.D. Cal. 1998) (quotingr®mer on
Copyright8 10.03[A][7], at 10-43 (1997)¥ee also Effects Associaté68 F.2d at 558 (non-
exclusive license implied whexopyright holder “created a wodt defendant's request and
handed it over, intendingdhdefendant copy and distribute it”). ThusEffiects Associateshe
copyright owner of certain speteffects film footage was held have granted a flmmaker an
implied, non-exclusive license tse the footage, since the spéeffects company had created
the footage at the flmmakertequest and provided it tom for use in a film.ld. That the
filmmaker had only paid half theromised amount for the footagas a matter of contract law,
not copyright infringementld. at 559.

However, rights under a license, even oneigabmpulsory undeBection 115 or implied,
cannot be transferred to anotiparty absent the express authatian of the copyright holder.
See Harris v. Emus Records Corp34 F.2d 1329, 1334 (9th Cir. 1984) (for purposes of
bankruptcy law, “a copyrighiicense cannot be transfedrby the licensee without
authorization . . . [a]lthough defdants obtained the master taghsy did not thereby obtain a
license to mechanitg reproduce them”)Michaels 5 F.Supp.2d at 83hlleged holder of an oral
non-exclusive license from copyright owner to explaleo footage could ndtansfer that license
to another party absent expliauthorization from the copyriglowner of the footage).

19
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(i) such sound recording was fixed lawfidfyand
(if) the making of the phonorecords svauthorized by the owner of the
copyright in the sound recording . . . .

17 U.S.C. § 115(a)(1)(B) (emphasis suppli&d).

With respect to the audiovisual recargs on the Websitesgestion 115’s automatic
mechanical license does not apatyall. In order to use a reigal composition as part of an
audiovisual worki(e., the “synchronization” of musical compositions with the content of
audiovisual works), a person must obtain a tyonization license” from the copyright holders
of the musical compositionLeadsinger, Inc. v. BMG Music Pub12 F.3d 522, 527 (9th Cir.
2008) (discussing synchronization license). Sigdnses are voluntaand negotiated, not
compulsory.ld.; see also ABKCO Music, Ine. Stellar Records, Inc96 F.3d 60, 63 n. 4 (2d
Cir.1996) (“A synchronization licenss required if a copyrightechusical composition is to be
used in ‘timed-relation’ or synchramation with an audiovisual work2j

Defendants bear the burdenestablish the affirmative defense of licenselobe 809
F.3d at 1076Ran0,987 F.2d at 585. The evidence defendaffes in this reged includes: (1)
the dozen or so Acquisition Agreements, substiiyidentical in their relevant terms; (2) the
three Exploitation Agreements with the major record labels, also substantially similar in their

terms?* and (3) a statement that they have paidhlties to the music publishing rights

21 Section 1101 of the Copygtit Act, discussed furthénfra, provides that: “[a] sound
recording is not lawfully fixed if that fixeon constitutes either copyright infringement under
federal law, or common law copyright infringemeamtfair competition, or other violation of state
law.” 17 U.S.C. § 1101.

22 Section 115(a) and (b) set forth @mtohal requirements for proving a compulsory
license, including previoudistribution under authority of the copyright owner, and filing a timel
Notice of Intention to Obtain Compulsory Licen Failure to comply with the statutory
requirements, in the absence of a voluntaegotiated license, mders the making and
distribution of phonorecords agtiable as acts of infringement of the musical w@kel7
U.S.C. § 115(b)(4).

23 Defendants do not distinguish this auttypibut rather contend that Mr. Turtle
“admitted” in his deposition thaynchronization licenses are nogu@ed for live performances.
Even assuming that Mr. Turtle sestified, his opinions are naglevant to issues of law.

24 As previously indicated, the Sony and Waragreements exclude from their coverage
any rights with respect to exploitation of tth@mpositioncaptured in the recordingsSéeSony
Agreement at 11 4.4(a); Wamkgreement {1 8.1, 8.2.), ancetdMG agreement purports to
transfer UMG’s compulsory license with regp to distribution rigtgt for certain musical
compositions, but otherwise does not claim to cover rights related to musical compositions. (
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organizations for exploitation of all composits. Whether this evéshce would establish
defendants’ affirmative defensenst a question before the Coattclass certification. What is
important here is that the Court can determimentieaning and legal effect of these agreements
a classwide basis from thisidence “in a one stroke.Dukes 564 U.S. at 350. Said differently,
defendants’ license argumentelfsdoes not raise issues theaduld require individualized
determinations for the members of the Comp@dass, but apparenthpplies to all members
thereof. Accordingly, the path to determinatiordefendants’ license defse weighs in favor of
finding a predominance of common isséges.
d. Common Questions as tah@t Affirmative Defenses

Defendants raise additionafiainative defenses which &y contend will require
individualized determirtéons and defeat predominance, inchglstatute of limitations, fair use,
equitable estoppel, waiver, impliddense. Again, defendants belae burden t@stablish such
defenses. No evidence offered in connection with defendants’ opposition suggests that such
defenses would break down iritalividual inquiries that wouldounsel against class treatméhnt.
Indeed, the statute of limitams issues appear capableeddy determiation based on
information from defendants’ business records shguwhe dates of defendants’ exploitation of
the recordingsSee Petrella v. Metro-Goldwyn-Mayer, InN§72 U.S. 663, 671, 77-79 (2014)

(each violation of the Copyright Agives rise to a separate accriaalpurposes of the three-year

at 1 3.1.) Likewise, as noted above, the Exatmn Agreements do npurport to transfer any
rights or grant any license with respecataliovisualrecordings. (Warner Agreement at  3.6(f);
Sony Agreement 11 8.1, 8.2, 10.3, UMG Agreement at Recitals at BGA_00000334 [rights to
“sound recordings”].)

25 Defendants contend they are the ownergiat owners, of the copyrights in the sound
recordings at issue, based on the “joint contiims” to the recordings made by the third parties
from whom they acquired the collectionsretordings (like sound engineers and concert
promoters). Defendants have néfeced sufficient evidence for tHeourt to analyze the merits of
this argument fully. On this record, the arguntn@oes not warrant denial of class treatment.

%6 For example, defendants’ fair use argutiveould require a showing that their use of
the compositions was for such purposes as “criticism, comment, news reporting,
teaching. . . scholarship, or research,” in addito other factors. 17 U.S.C. § 107. While the
Court makes no determination as to the applicability or merits of this defense, the possibility
being raised as to individual composers or cositpns within the class does not warrant denial
of class certification.
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statute of limitations and lacheannot be invoked to bar a claaacruing within tiat period, even
if plaintiff delayed sigrficantly in bringing annfringement claim).

Further, the existence offr@ndful of potential class m#ers who reached individual
agreements with defendants priorthe litigation does not, by itdetlefeat a determination that
common issues predominat8eeNitsch v. Dreamworks Animation SKG Ing8l5 F.R.D. 270,

313 (N.D. Cal. 2016) (class can be certified evatefendants have individualized defenses as t
particular class membersjerrera v. LCS Fin. Servs. Cor274 F.R.D. 666, 681 (N.D. Cal.
2011) (TEH) (“[t]he fact that som@members of a putative classyrfaave . . . released claims
against a defendant does not basslcertification . . . potentialdividual questions do not negate
the predominance of the common issue[darnes v. AT & T Pension Benefit Plan—
Nonbargained Progran270 F.R.D. 488, 494 (N.D. Cal.201@)pdified by273 F.R.D. 562
(N.D.Cal.2011) (“potential existermf [affirmative] defenses amst absent class members does
not, standing alone” warrant denddlclass certification).

In sum, the evidence before the Court ofeddants’ affirmativelefenses supports a
finding that common questions predomaas to the Composer Class.

d. Proof of Damages

Finally, defendants urge denial of class cewdiion because damage determinations for
Composer Class members would break downimdwtvidual valuations of each work and the
calculation of royalty payments @ and plaintiffs have subrtetd no damages model or expert
testimony on.

The Court does not find these arguments psrgaa Damage calculations can be manag
as part of a class actiokee In re NapsteR005 WL 1287611, at *7—12ge also Leyva v.
Medline Indus. Inc.716 F.3d 510, 513 (9th Cir. 2013) (refjag argument that individualized
damages calculations precludessl@ertification). Moreover, calation of a statutory damage
rate for the violations is straightforwar&eel7 U.S.C. § 504(c)(1).

With respect to damages forliful violations of the Copyight Act, plaintiffs offer
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evidence that defendants knew they lackedéheired consent to exploit the recordiigsThe

Court is inclined to find that Wfulness may be capable of beingadished on a classwide basis.

However, the Court reserves determination of iksue for a more fulsome factual and legal

development. Resolution of tiesue is not essential to whetltemmon questions predominate.
e. Conclusion

Based upon the foregoing, the COBHRANTS certification of the pyposed Composer Class
under Rule 23(b)(3).

2. Performer Class

Kihn, for himself and on behalf of the propodeeiformer Class, does not allege copyrigh
infringement but instead assevislations of Section 1101 of th@opyright Act, sometimes called
the “Anti-Bootlegging Act.” 17 U.S.C. § 1101n particular, Kihn claims he and proposed
Performer class members presented live mupedormances which were recorded and later
acquired by defendants who reprodd, distributed, sold and tfaked in those recordings
without their consent or authaation. (Complaint 1 53-57.)

In order for the Court to determine whet common issues predominate as to the
Performer Class, the Court must consider theds to be decided on a section 1101 claim, whic
party would bear the burden ofoof on those issues, and the evidence presently before the Cqg
as to whether the issues cande¢ermined on a classwide bas&ee True Healtlsuprg 896 F.3d
at 931-32. As explained hereaclaim under section 1101 diffdrem a standard copyright
infringement claim due to the natuof the conduct prabited. The partiesoncede that section

1101 does not state, on its face, which party bearbulhden to prove consent and authorization

27 SeeWeiner Decl., Exh. 22 at 17-18 [appraisalag done prior to Bill Graham Archive
acquisition stating that “performegleases would still need to becured in order to fully exploit
this portion of the collection’rad “no significant reuse can berdemplated without securing the
customary clearances from the penfers, publishers and possibljhet parties.”]; Exh. 23 at § 20
[declaration of former Bill Gradim employee stating the compatig not exploit the archives
“primarily due to concermegarding artists’ rightse(g, if a concert was recorded, a question aris
whether the Companies can exptbiat recording financially withouhe artist’'s consent)”]; Exh.
20-21 [cease and desist letter regarding useanrding of Sonny Rollins as violation of
performance contract].
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the performers, nor is theretharity deciding that questiofi. Thus, for the reasons set forth
below, in deciding this novel gggon, the Court concluddhat the burderhsuld be allocated to
defendants based upon the language of the stdtateterpretation of alogous sections in the
Copyright Act, principles of evidence, ane tpolicy underlying the federal copyright laws.

a. Background and Context of Section 1101

In 1971, Congress first extended copyright @ctibn to “sound recordings” making them
copyrightable “workf authorship.” United States v. Moghadarh75 F.3d 1269, 1272 (11th Cir.
1999). Section 101 was amended to defsmind recordingsas “works thatesult from the
fixation of a series of musitaspoken, or other sounds, but not including the sounds
accompanying a motion picture or other audiovisuakmegardless of the nature of the materia
objects, such as disks, tapes, or other phonorgcoravhich they are embodied.” 17 U.S.C. §
101. As previously noted, a work iixedin a tangible mediurof expression when its
embodiment in a copy or phonorecadogt,or under the authority of the authas sufficiently
permanent or stable to permit it to be jpéred, reproduced, or otiveise communicated for a
period of more thatransitory duration.ld. (emphasis supplied).

Following the 1971 amendments t@tGopyright Act, the sale eihauthorized
reproductionsof copyrighted sound recordingse(, “piracy”) was subject to criminal prosecution
or civil liability as opyright infringement.Moghadam 175 F.3d at 1272. However, the federal
statutes offered no protection 1ore musical performances anauthorizedecordingsof those
performancesid. Recordings not made “by or undee @wthority of the author,” even if
embodied in a disk, tape, other medium, are not “fixedor purposes of the copyright

infringement statute, antbt subject to a claim facopyright infringementFlo & Eddie, Inc. v.

Bill Graham Archives LLCNo. 09-CV-2842 SVW (PJWX), 2009 WL 10671057, at *5 (C.D. Cdl.

Aug. 25, 2009). As the distticourt explained irlo & Eddie a prior copymht case against

defendant Bill Graham Archives:

28 By its order of November 20, 2019 (DKo. 159), the Court specifically sought
supplemental briefing on the question of the burdgmradf as to consenhd authorization of the
performers in a section 1101 claim. The pantrese unable to provide mdict authority as to
which party would bear the burden of prooftbat question, nor hdee Court found any.
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Live performances . . . are not entitledcopyright protection unless they are
transformed into copyrightable “sounecordings.” In order to qualify for
copyright protection, these “sound redags” must be “original works of
authorship fixed in any tangible meda of expression.” 17 U.S.C. § 102(a).

* % %

Bootlegger® transform an uncopyrightable tsitory musical performance into
permanent recorded form. Howeverggsh unauthorized permanent recordings
are not “fixed” for CopyrighAct purposes. The musans themselves are the
“authors” of the work within the meaning set oudammunity for Creative Non-
Violencebecause they are the persons tetimgy musical “idea[s]” into audible
“expression[s].” Since bootleg recording® by definition unauthorized by the
author/musicians, such recordingsigat be “fixed” under § 101, and therefore
cannot be given copyright protection.

Flo & Eddie 2009 WL 10671057, at *5 (citingloghadam 175 F.3d at 1272)nited States v.
Martignon 492 F.3d 140, 151 (2d Cir. 2005), abdmmunity for Creative Non-Violence v. Reid
490 U.S. 730, 737 (1989)). Lackadverage in the earlier fedd copyright statutes allowed
bootleggers to record a live musical performaswaeptitiously andlistribute unauthorized
copies with impunity.Moghadam 175 F.3d at 1271. “This gap in copyright protection,
exacerbated by the growing market for such boattgges, motivated Congress to enact the ant
bootlegging provision.”ld. at 1272.

Thus, in 1994, as part of comprehensiverimaéonal trade legislation, Congress enacted

29 The United States Supreme Court has ilesd a “bootleg” recaling as follows:

A “bootleg” phonorecord is one whicloctains an unauthorized copy of a
commercially unreleased performance. Aghis case, the bootleg material may
come from various sources. Fetample, fans may record concert
performances, motion picture soundtrackgetevision appearances. Outsiders
may obtain copies of “outtakes,” thgsertions of the tapes recorded in the
studio but not included in the “master,” theitthe final edited version slated for
release after transcriptida phonorecords or commerctabes. Or bootleggers
may gain possession of an “acetate,” whga phonorecord cut with a stylus
rather than stamped, capable of bgtayed only a few times before wearing
out, and utilized to assess how a performance will likely sound on a
phonorecord. [1] Though thertes frequently are used interchangeably, a
“bootleg” record is not the same as a “pirated” one, the latter being an
unauthorized copy of a performaraleeady commerclly released.

Dowling v. United Stategl73 U.S. 207, 211 n.2 (1985) (appeahifrconviction for transportation
of stolen property, conspiracy, copyrighfringement, and mail fraud stemming from “extensive
bootleg record operation involvinggtimanufacture and distribution bail of recordings of vocal

performances by Elvis Presley”). The Court notes@lmatling well pre-dates the Internet and the

advent of digital copying and duplicatiohrecordings of the kind alleged here.
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section 1101 and its criminal counterpart (1&.C. 8 2319A) to address the problem of
bootlegging.ld. (citing 140 Cong. Rec. H11441, H11457 (gad. Nov. 29, 1994) (statement of

Rep. Hughes)}? Section 1101 provides:

Anyone who, without the consent oktpberformer or performers involved—
(1) fixes the sounds or sounds and iemgf a live musial performance in
a copy or phonorecord, or reproducepies or phonorecords of such a
performance from an unauthorized fixation,
(2) transmits or otherwise commurtes to the public the sounds or
sounds and images of a limeusical performance, or
(3) distributes or offers tdistribute, sells or offert® sell, rents or offers
to rent, or traffics in any copy @honorecord fixed as described in
paragraph (1), regardleséwhether the fixations occurred in the United
States,

shall be subject to the remedies pr@ddn sections 502 through 505, to the same

extent as an iniinger of copyright.

17 U.S.C. 8§ 1101(a). These “antidtiegging” protections are sikar to copyright protections,
but not identical.SeeFlo & Eddie 2009 WL 10671057, at *5. While section 1101 provides
copyrightremediedo performers, it doesot confer copyrighbwnershipin the recordings either
to the performers or to the persamiso recorded the live performanciel. at *6; see also
Martignon 492 F.3d at 151 (criminal cowmpart to section 1101 “deenot create and bestow
property rights upon” performers Blareates a power in the governmémiprotect the interest of
performers from commercigredations” similar to # law of trespass).

2. Statutory Interpretation

Few decisions have considered the requiresnenan anti-bootleggg claim under section

30 As summarized by the Eleventh Circuittoghadam

The anti-bootlegging statute grew outtloé Agreement on Trade Related Aspects
of Intellectual Property (“TRIPS”) ...[which] became law by operation of the
Uruguay Round Agreements Act (“URAA”), Pub.L. No. 103-465, 108 Stat. 4809
(1994), a comprehensive act tieg with matters ofnternational trade . . . . The
URAA [enacted a criminal provision, 18 U.S.C. § 2319A, and] also enacted a
similar provision establishing civil liabilitfor the same conduct .. There is

little legislative history dealing witkither provision because the URAA was
rushed through Congress on fast-track procedures.

Moghadam 175 F.3d at 1272.
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11013! Thus, the Court looks to pdiples of statutory interpretat to shed light on appropriate
allocation of the burdens of proof. Generallye fHain language of ag@vision is conclusive
unless (1) the statutory languageinlear, (2) the plain meaningthie words is avariance with
the policy of the statute as a whabe,(3) a clearly expressed legisle intent exists contrary to
the language of the statut€olumbia Pictures Indus., Inc. Rrof'| Real Estate Inv'rs, In¢.866
F.2d 278, 280 n.4 (9th Cir. 198%)t{ng Richards v. United State369 U.S. 1, 11 (1962)). In
interpreting a statute, the countoalld not read any section irolation but insteadhust “look to
the provisions of the whole lawnd to its object and policy.Richards,369 U.S. at 11. Further,
“provisions of a single achsuld be construed in as harnmums a fashion as possible.”
Massachusetts Museum of Conpemnary Art Found., Inc. v. Bucheéb93 F.3d 38, 51 (1st Cir.
2010) (internal citation omitted)nfierpreting Visual Atists Rights Act amendemts to Copyright
Act in accord with existing definitions in Section 101 to conclude that unfinished works of vis
art are protectedgccordRichards v. United State869 U.S. 1, 11 (1962) (“. . . in interpreting
legislation, we must not be guiiéy a single sentence or membér sentence, but (should) look
to the provisions of the whole law, and toatgect and policy,” intenal quotation omitted)Boise
Cascade Corp. v. U.S. E.P,R42 F.2d 1427, 1432 (9th Cir. 1991)Ynder accepted canons of
statutory interpretation, we musterpret statutes aswhole, giving effect to each word and
making every effort not to intergt a provision in a nmner that renders othprovisions of the
same statute inconsistent, meghess or superfluous.”).

“The normal rule of statutorgonstruction assumes that ideatiwords used in different
parts of the same act are intended to have the same meaBorgrison v. Secretary of Treasury,
475 U.S. 851, 860 (1986) (internal quotation omitted). Drawing tfos principle, defendants

argue that section 1101 shouldibeerpreted consistentithl section 501, the copyright

31 The Court notes thdaistrict court’s decisioMBKCO v. Sagarone of the only other
decisions to discuss Section 1101 (in a case coimgethe exact same def#ants, Websites, and
agreements at issue here) assumed that thertodestablish consent and authorization was on
defendants ABKCO Music, Inc. v. SagaghABKCO v. Sagan IIJ, No. 15 CIV. 4025 (ER), 2019

WL 1382074, at *3—4 (S.D.N.Y. Mar. 26, 2019) (* . . . Defendants would need to show that the

recordings were made with ‘tlo®nsent of the performer performers involved™) (internal
citations omitted). HoweveABKCOdid so indicta, since no section 1101 was alleged.
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infringement statute, particularly since thegmble language in each section is similar. The
Court agrees that tHanguage of section 501, and the wayvhich that language has been
interpreted with respet the allocation of burdens in apyoight infringementction, provide a
useful roadmap for understandithe burdens of proof forsction 1101 claim, though not
reaching the same conclusions argued by defendants.

Section 501 reads, in pertinent part, “[a]nyarie violates any of #exclusive rights of
the copyright owneas provided by sections 106 through 122 is an infringer of the copyright.”
17 U.S.C. § 501(a) (emphasis suppli#dBection 106 enumerattge exclusive rights of a
copyright owner, while sections 107 through 1i22exceptions to or qlifications of those
exclusive rights, such as faise (section 107), first sale (sectil09), and compulsory license for
musical works (section 115Fee, e.g17 U.S.C. 8§ 106 (“[s]ubjedb sections 107 through
122...."). As the Ninth Circuit stated Adobe v. Christensom violation of section 501 requires
that the plaintiff establis (1) ownership of a valid copyright; and (2) violation of at least one of
the exclusive rights in section 108dobe 809 F.3d 1071, 1076 (9th Cir. 2015¢e also UMG
Recordings, Inc. v. August628 F.3d 1175, 1178 (9th Cir. 2011) (sam9M Records v.
Napster, Ing, 239 F.3d 1004, 1013 (9th Cir. 2001) (safieT.he burden then shifts to the party
seeking to avoid liability t@stablish some excuse framdefense to liability.ld. at 1078-79.
Thus, although section 501 does sotspecify, courts consistBnhave determined that the

applicability of any of thexceptions in sections 107 to 122 must be proven bgefedant

32 The full text of tfe first sentence in 17 8.C. § 501(a) reads:

(a) Anyone who violates any of the excalesrights of the copyright owner as
provided by sections 106 through 122 otled author as prided in section
106A(a), or who imports copies oh@norecords into the United States in
violation of section 602, is anfringer of the copyrighor right of the author, as
the case may be.

17 U.S.C. § 501.

33 Defendants incorrectly argue that amlainder section 501 requérelaintiff to prove
an additional element—that the allegeftinger’s “copying wasinauthorized”—citingrhree
Boys Music Corp. v. Boltor212 F.3d 477, 481 (9th Cir. 2000) abrogated on other grounds in
Skidmore as Tr. for Randy Craig Wolfe Tr. v. Zepp@b? F.3d 1051, 1066 (9th Cir. 2020).
NeitherThree Boysor any other Ninth Circuit authoyitmpose this additional element to
establish grima faciecase of infringemeninder section 501.
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raising such exceptiorSeed. at 1078-79 (defendant bears theden to establish first sale
exception under section 109(d)gnz v. Universal Music CorB15 F.3d 1145, 1153 (9th Cir.
2016) (regardless of whether “fair use” is charazegtias an affirmative defense or an excuse
from liability, burden of provindair use under section 107 isnvays on the putate infringer);
Campbell v. Acuff-Rose Music, In§10 U.S. 569, 590-94 & 20 (1994) (same).

In considering the appropriate allocatiorbafdens of proof undesection 109(a)’s first
sale defense, the Ninth CircuitAdoberelied on long-standingdgl principle and precedent
holding that “fairness dictatesaha litigant ought not have the den of proof with respect to
facts particularly within the knowdge of the opposing partyAdobe supra 809 F.3d at 1079.
Thus, inAdobe the court held that “the party assegtithe first sale defense bears the initial
burden of satisfying the statutomyquirements” of the defenses., lawful acquisition of a copy
through a saleld. at 1078-79.0nly if the plaintiff then seeks t@but defendant’s showing does
the burden shift back to the plaintiff to establigh,instance, that defendes copy was subject to
a license agreementd. Following from the general princlthe court held that the second
burden shift made sense because“ftjhe copyright holder is im superior position to produce
documentation of any license and, without the busteft, the first sale defense would require a
proponent t@rove a negative, i.e., that the [work] wasot licensed.” Id. (emphasis supplied).

Similarly, in a claim under stion 1202(b) of the Digitavlillennium Copyright Act3* the

Ninth Circuit held that the bden of proof should ben defendant to show whether embedded

34 This provision of the DMCA states:

[n]o person shallvithout the authority othe copyright owneor the law—
(1) intentionally remove or alteng copyright management information,
(2) distribute or import for distribudn copyright management information
knowing that the copyright managemerformation has been removed or
altered without authority of theopyright owner or the law, or
(3) distribute, import for distributiorgr publicly perform works, copies of
works, or phonorecords, knowing tlwtpyright management information
has been removed or altered withauthority of the copyright owner or
the law

knowing, or . . . having reasonable groundkrtow, that it will induce, enable,

facilitate, or conceal an infringemieof any right under this title.

17 U.S.C. 8 1202(b) (emphasis supplied).
29




United States District Court
Northern District of Califorra

© 00 N oo o b~ w N P

N N N N DN DN DN NN R R R R R R R R R R
o ~N o U~ W N P O © 0 N O U~ W N B O

copyright management informati (CMI) was removed or alteredthout the copyright holder’s
authority. Friedman v. Live Nation Merch., Ind33 F.3d 1180, 1189 (9th Cir. 2016). The Ninth
Circuit held that the burden thew the copyright owner’s authorization appropriafelyto the
defendant since the question of how the defenhdaploiting plaintiff's photographs “came to
possess [plaintiff’'s] images—missing their CMI—thre first place” was a matter “particularly
within” its knowledge. 1d.

Other defenses or exceptions elsewhetaenCopyright Act or arising from common law
all put the burden of proof on the pargeging to avoid punishmefor infringement.See
Columbia Pictures Indus., Inc. v. Fungl.0 F.3d 1020, 1039 (9th Cir. 2013) (Digital Millennium
Copyright Act safe harbor in section 512 isadfirmative defense on which defendant has the
burden);Ran0,987 F.2d at 585 (defendant magsert license as an affiative defense to a claim
of copyright infringement)A&M Recordssuprg 239 F.3d at 1026 (waiver, implied license and
copyright misuse are all affirrtige defenses to a claim of copgyit infringement on which the
defendant bears the burden of proof). Moreaoer |egislative history of the 1976 Copyright Act
amendments indicates that “in action [to] determine whethardefendant is entitled to the
privilege established by section 109(a) and (b) [regarde-sale or transfer hrticular copies or
phonorecords], the burden of proving whether a particular copy was lawfully made or acquirg

should rest on the defendant.”

35 See8 NIMMER ON COPYRIGHT Appx. 4, Section 109 (2019) (quoting House Report on
the Copyright Act of 1976):

[T]he Committee’s attentiowas directed to a receacburt decision holding that

the plaintiff in an infringment action had the burdehestablishing that the

allegedly infringing copies in the defemd& possession were not lawfully made

or acquired under section B7the present lawAmerican International Pictures,

Inc. v. Foreman400 F. Supp. 928 (S.D. Alabama 1975). The Committee believes

that the court’s decision, if followed,auld place a virtually impossible burden

on copyright owners. The decision is@inconsistent burden on copyright

owners. The decision is also inconsistgith the established legal principle that

the burden of proof should not be placed upon a litigant to establish facts

particularly within the knovedge of his adversary. The defendant in such actions

clearly has the particul&nowledge of how possessiontbe particular copy was

acquired, and should have the dem of providing this evidence to the court. It is

the intent of the Committee, thereforegttin an action [to] determine whether a

defendant is entitled to the privilege ddished by section Bja) and (b), the

burden of proving whether a particutaopy was lawfully made or acquired

should rest on the defendant.
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Here, Kihn contends that the recordingdefendants’ Websites are, in the terms of
section 1101, “unauthorized fixations” and that defendants have regebdapies of those
unauthorized fixationsSeel7 U.S.C. § 1101(a)(1) (reproducingpies of live pgormance “from
an unauthorized fixation”). The Court finds theden to establish that the recordings at issue
were authorized by the performers ought to laegd on the party asserting the recordings that
were authorized,e., the defendants. To hold otherwiseuld require plaintiffs to prove the
negative—that the recording defendargtge exploiting (made by someoelkse who is not a party
here and perhaps unknown) was made and distriitedutthe consent and authorization of the
performers.

Thus, in a section 1101 claim for reproductaod trafficking in a bootleg recording, the
Court concludes that plaintiff bes the initial burden to show:)(flaintiff is the performer who
appears in a recording of a limeusical performance; (2) defendamnéproduced or distributed the
recording of that live musical dermance. At that point, theurden shifts to the defendant
seeking to avoid liability to jmve that the “fixation” of theecording was authorized by the
performers’®

Following from the principle of reading akstions of a statute harmony, the Court
finds this to be the more traonious reading, since it wouidlocate the burden of proving
authorization and consent und@esection 1101 similarly to thmirden or proving license in a
copyright infringement claim under section 50¥ere the Court to findtherwise, performer
plaintiffs would be rquired to prove thabsenceof their consent and thorization in a bootleg
recording claim, while the bden to establish license—es#alty authorizaion—to use the
composition from theamedefendant’s exploitation of tleamebootleg recording clearly would

be on the alleged infringer-defendant, thus rasglitn an unfair disparity of burdens as between

3¢ Defendants have argued that consent atttbaimation need not bexpress or written
but could be oral or implied(Oppo. at 15:11-13 and n.12.) Whilee Court need not reach that
legal question to resolve this motion, the argument undesstiegropriety of putting the
evidentiary burden on the partgserting an oral or implied bador finding authorization.
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two contributors to theame exploited recordirtg.

Allocation of the burden to defendants leelvise consistent with the Copyright Act
principle that copyright ownership “vests initially iretauthor” or creator of a work, 17 U.S.C. §
201(a), and that authors and creatmes presumed to retain thechisive right to control certain
uses of those worksSee Community for Creative Non-Violence v. R&@ U.S. 730, 737 (1989)
(copyright ownership presumed to vesthe party who actually creates the workge alsol7
U.S.C. § 202 (in the absence of an agreentertsfer of a copy does not convey transfer of

ownership copyright or any ebusive rightshereunder)Am. Int'l Pictures, Inc. v. Foremab76

~

F.2d 661, 665 (5th Cir. 1978) (“the person claiminthatity to copy or vend generally must shov
that his authority to do so flanfrom the copyright hder,” not from mere pgsession of a copy);
Harris, suprg 734 F.2d at 1334 (purchasenoéster recordings does ricansfer exclusive rights
under Copyright Act absentigence of authorizationfzorward v. Thorogood985 F.2d 604,
605—06 (1st Cir. 1993) (where bapermitted individual'to keep tapes solely for his personal
enjoyment” without an agreemetotto transfer copyright interest in the recordings captured
thereon, ownership of tapes did not establish esimp of copyright). DBubts as to whether the
creator gave up rights enumeratetdler the Copyright Act should be resolved in favor of the
creator and only “[t]he clearest larage [will] to divest the [creatpof the fruits of his labor.”
Warner Bros. Pictures v. Columbia Broad. $46 F.2d 945, 949 (9th Cir. 1954ge alsalim
Henson Prods. v. John T. Brady & Assp@$. F.Supp.2d 259, 285 (S.DYW 1997) (“unless the
author has given up his or heghits under copyright in a clear amdequivocal manner, he or she

retains these rights® For works enumerated in the copyrigtatutes, an #wr may obtain a

37 Defendants’ citation t@Villis v. Knight No. 1:08-CV-705-ODE, 2008 WL 11336133, aft
*6 (N.D. Ga. Oct. 20, 2008) is inapposite, given tihat plaintiff there allged that the recording
was made with her consent and in collaboratigh the defendant, su¢hat section 1101 did not

apply.

38 Defendants contend thaetPerformer Class members “effectively transferred”
whatever rights they had in the recordingialigh it is unclear whetheefendants mean transfef
to a record label or to one of the sourftesn whom defendants agijed the recordings.
Regardless, the Copyright Act rexs transfer of ownership righbe made in writing, signed by
the owner or owner’s agent, and puts the buafeproof on the partgsserting transferSeel7
U.S.C. § 204.
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copyright registration certificati® establish presumptive ownernglaver the rights to that work.
However, by the nature of the recardgs covered under section 1101, the “authog’, (ive music
performer) of a bootlegged recording has no waguster the work and sare a presumption of
ownership over the recording.

Moreover, putting the burden on the paeiploiting the recording—a recording the
performer may never have known was made ptagted until long aftethe performance—makes
sense from the standpoint bothtlo¢ general purposes of the Cagiat Act and the purposes of
section 1101 itselfSee3 NIMMER ON COPYRIGHT 8§ 8E.02 (citing legislative history of URAA
stating: “[tlhe United States h&sd efforts to combat the rise pracy of sound recordings in
countries around the world. The new federal misgewill ensure that performers enjoy a high
and uniform level of protection in the United States as well, and will aid efforts by the Custon
Service to combat bootleg sound recording®.”).

In sum, based on the foregoing analysis,Gbart concludes thaection 1101 claimants
need only establish that they are performeth@recording and thadefendants exploited the
recording by reproducing copiesdatrafficking in them. The burdehen shifts to defendants to
plead and establish that the recording was maale copies reproducedith effective consent

and authorization of the performéts.

39 Defendants argue that ibBgress intended claims regangliunauthorized trafficking of
bootleg recordings to be treated identically foingement of other copyrighted works, it would
have added such recordingshe list of copyrighted works isection 106. Defendants’ argumen
defies logic, since stion 106 protects only wks that are “fixed,’i.e., made “under the authority
of the author.’'Seel7 U.S.C. 88 101, 102, 106. Bootleggedordings are, by definition and
nature not “fixed” because they are not made under the authority of the perfoireerhe
“author” of the work.

40 The Court further notes that Californiaisminal bootlegging statute expressly states
this same approach to the evidentiary burdensroyiding a presumption & the performer owns
the sounds of a live performance absent a writinttpe contrary. Cal. Penal Code 8§ 653u(b) (“In
the absence of a written agreement or operati¢tenmoto the contrary, theerformer or performers
of the sounds of a live performance shall be preslto own the right toecord or master those
sounds.”)

41 1n their supplemental briefing, plaintiffs offer further analogih® defendant’s burden
to prove express consentarclaim under the Telephone Canter Protection Act (TCPA)Van
Patten v. Vertical Fitness Grp., LL847 F.3d 1037, 1044 (9th Cir. 20{7xpress consent is not
an element of a plaintiff’'s prima facie case buansaffirmative defensir which the defendant
bears the burden of proof.jee also True Healil896 F.3d at 931, 933 (defendant’s evidence o
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3. Effect on Class Certification
Following from this conclusion, and based upoa tcord presently before it, the Court

finds that the bootleggghclaim can be determined on comnewvidence, such that common issug

will predominate for the Performé&lass’s section 1101 claim. Determination of the prima faci¢

elements—the performers in the recordingsse, and defendanexploitation of the
recordings—can be made readily from defendants’ busieessds regarding the Websites. The
burden then shifts to defendantsesiablish that the recordings were made with consent and th
defendants had valid authorizatimexploit them. Further, thevidence presently before the
Court indicates that the prodéfendants would offer to metteir burden on the issue of
authorization would apply classwide. Proof ofrewrization, as well as loér affirmative defenses,
would not create individualizeglestions that could undermine predominance. On these issug
defendants have indicated they will rely primlhaan the Acquisition Ageements and Exploitation
Agreements to assert that thefpemers agreed to (or never ebjed to) their pgormances being
recorded and that the record labels had the authorg@gnsent to exploitain of the recordings on
behalf of certain performers,ggectively. They do not put foekd other evidence to establish
that their exploitation of #arecordings is authorizéd. This limited universe of documents, with

substantially identical material terms, is common to the Performer €ladsreover, the

consent by the same process in the same mapnél establish predominance requirement);
McCurley, supra 331 F.R.D. at 173-74 (sam&aldera v. Am. Med. Collection Agen&p0

F.R.D. 513, 519 (C.D. Cal. 2017) (“Where a pdr&p not submitted any evidence of express
consent [for TCPA claim],aurts will not presume thatselving such issues requires
individualized inquiries.”) IWVan Pattenthe Ninth Circuit relied on thtext, purpose, and history
of the TCPA, as well as an order of thederal Communication Commission regarding the
definition of consentld. at 1044-5. The decision, while notlyuapplicable hee, is likewise
persuasive.

42 pefendant William Sagan stated thaggvdocument allegegllevidencing “artist[]
consent, the deals with the l#heand the reps and warrantfes the acquisitions” was produced
in this case. (Weiner Reply Decl., Exh. 1 [RePfagan Depo.] at 177:21-178:5.) And, indeed,
defendants relied entirely on theseesgnents to claim they had thght to register recordings in
the collection with the Copyright Office be®the institution othis litigation. SeePearson
Decl., Dkt. No. 126-6, Exhs. A-D.)

43 In addition, each of the agreements indidathat certain recordings of the performing
artists represented to bader contract with theecord label might requir@dditional consent or
confirmation directly fom the performing artists(SeeSony Agreement § 1.2; UMG Agreement

1 4.4; Warner Agreement 9 1.2.) Defendants lodfezed no such evidence of additional consent

34

At

S,




United States District Court
Northern District of Califorra

© 00 N oo o b~ w N P

N N N N DN DN DN NN R R R R R R R R R R
o ~N o U~ W N P O © 0 N O U~ W N B O

Exploitation Agreements offered by defendantsidopurport to cover thaudiovisual recordings
that make up a substantial portion of the collecti®ee{n. 24,supra)**

Thus, on the record before tB®urt, common issues would pgaminate as to proof of the
performers’ authorization. THeourt finds, as with the ComparsClass, the presence of
individual settlement agreements as to a relatigetall number of putatesclass members would
not overcome the number of common issues ofdadtlaw with respect to the Performer Ct&ss.

F. Rule 23(b)(2) Class

Plaintiffs also seek to cifly the Composer and Perform@lasses under Rule 23(b)(2).
Class certification is appropriateder Rule 23(b)(2) when “thgarty opposing the class has
acted or refused to act on grounds that apply generally to thesdabsit final injunctive relief
or corresponding declaratory relisfappropriate respecting thas$ as a whole.” Fed. R. Civ. P.
23(b)(2).

In their complaint, plaintiffs seek injunctivelief to halt exploitation of the recordings at
issue on defendants’ Website@saddition to damages prowd by the Copyright Act.
Defendants contend that afgunctive relief class under Rug8(b)(2) is prohibited when

plaintiffs seek monetary daages on behalf of the class. The Supreme Cobukes

or confirmation, save the snhaumber of individual segiment agreements here.

44 Defendants’ ability to rely on the Wam&greement as a defense to the Performer
Class’s claims is uncertain. It provided that “[ijn the event that a Warner Artist initiates an a
against Wolfgang. . . regarding Wolfgang's expkion of any Warner Aist Concert Recording
(other than a Covered Warngrtist Concert Recording)Volfgang will not rely upon or use in any
way the agreement between the parties as to ¢opyright ownership in any such action or to
justify Wolfgang's expitation activities” (Sagan Exh. O, Warner Agreement § 3.1, emphasis
supplied.)

4 Plaintiffs argue that defendants haveeniwence of contemporaneous consent by the
performers and cannot cure lack of consent by way of agreementgeotid labels tens of years
after the recordings. Defendants argue th#ting in language of section 1101 requires “conser
of the performer(s) involved” to be writing, rather than oral or iplied. The Court does not
reach the theoretical question of whether sexabdence would be admissible, or whether
retroactive consent is adequatérst, defendants have not magiech an evidentiary proffer.
Second, the Court notes thatABKCO v. Sagarthe court rejected thesame documents on the
issue of consent as inadmissible hears®BKCO v. Sagah 2018 WL 1746564 at *13 n.25
(“The agreements purport to contain ofitourt statements by the artiste ( that they consented
to the fixation and exploitation ofeir recordings), within a documethiat is itself an out of court
statement.”).
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examining the question of whner a class seeking injunctiveief and damages could be
certified under Rule 23(b)(2), held that indivalized injunctive reliefjke the backpay relief

sought there, would not be subject to that rule:

In other words, Rule 23(b)(2) applies ymthen a single injunction or declaratory
judgment would provide religb each member of the sk& It does not authorize
class certification when each individudss member wodlbe entitled to a
differentinjunction or declaratory judgmentaigst the defendant. Similarly, it
does not authorize class certification wieach class member would be entitled
to an individualized award of monetary damages.

Dukes 564 U.S. at 360—61 (emphasis in original). The Coubuikesconsidered a case where
only a Rule 23(b)(2) class was cedd, yet damages were alsmught on a classwide basis.
Dukesexpressed concerns thattdging a 23(b)(2) class to obtaindividualized damages would
be contrary to the procedural protections, suahotise and a right to oiut, attendant to a Rule
23(b)(3) class.Id. at 362-63.

Here, the Court finds theoncerns expressed Dukesinapplicable. The damages the
Composer and Performer Classes seek would not result in individuajaedtiverelief. Cf.
Barrett v. Wesley Fin. Grp., LL®o. 13CV554-LAB (KSC), 2015 WL 12910740, at *7 (S.D.
Cal. Mar. 30, 2015) (where ptuiff seeks both declatory and monetary lief, the court may
certify both Rule 23(b)(3) classd Rule 23(b)(2) injunction-seelg class “if a single injunction

would provide relief to eacimember of the class”) (citing/ang v. Chinese Daily News, In¢37

F.3d 538, 544 (9th Cir. 2013)). Due process careare diminished where a Rule 23(b)(3) class

is also certified. Thus, the Court finds cecifiion of the classes undeule 23(b)(2) to be
appropriate as well.
VII. CONCLUSION

Based upon the foregoing, the COOHRDERS as follows:

1. the motion for class d#ication under Rule23(b)(2) and (b)(3) iISRANTED as to the

Composer Class defined as:

All owners of themusical compositions encompassed in sound recordings and
audiovisual works of non-stlio performances reproducgxérformed, distributed, or
otherwise exploited by Defendants durthg period from September 14, 2014, to the
present.

and the Performer Class defined as:
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All persons whose non-studio live mugdiparformances are captured in the
recordings of sounds or sounds amdges which have been reproduced,
performed, distributed, atherwise exploited by Dendants during the period
from September 14, 2014, to the presént.

The Court will entertain angrguments for sub-classinghether by the Exploitation
Agreement covering the recording(s)performer(s), or by otheriteria. Likewise, the Court
will consider the parties’ proposdts the best notice practicablettee members of the classes.

Defendants shall provide class lists idBsitig the members of the Composer and
Performer Classes toghtiffs no later thatay 15, 2020.

The parties are directed to meet and coafethese issues and submit a single joint brief
on the issues of subclassing amadice, preferably with side-by-sideraparisons of their
proposals on issues as to which they cannot ragdement. The joint brief shall be no more
than 15 pages and shall be fileddune 12, 2020.

This terminates Dkt. Nos. 107, 109, 120, 126, 128, 145, and 167.

| T IsSo ORDERED.

Dated: April 10, 2020 W ﬁ'«"’@%"&/‘
YVONNE GONZAL EZ ROGERS
UNITED STATESDISTRICT COURT JUDGE

46 The Court has modified the definitiontbie Performer Class from that offered by
plaintiffs in order to hew more cleby to the language of section 1101.
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