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D

ft, Inc. v. Fitbit, Inc.

IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISRICT OF CALIFORNIA

CELLSPIN SOFT, INC.,

OAKLAND DIVISION

ORDER DENYING DEFENDANTS’ MOTION TO

Doc. 141

Plaintiff, STRIKE OR TO COMPEL AMENDMENT OF
CELLSPIN’SINVENTIVENESS CONTENTIONS
V.
FITBIT , INC., Case No. 17-cv-05928-YGR
Defendant. Dkt. No. 140
V.
MooV, INC.. Case No. 17-cv-05929-YGR
Dkt. No. 123
Defendant.
V.

ADIDAS AMERICA , INC.,

Case No. 17-cv-05930-YGR
Dkt. Nos. 97, 98

Defendant.
V.
NIKE, INC., Case No. 17-cv-05931-YGR
Dkt. No. 121
Defendant.
V.

UNDER ARMOUR, INC.,

Defendant.

Case No. 17-cv-05932-YGR
Dkt. No. 101

V.
FossiL GROUP, INC.,ET AL .,

Defendants.

Case No. 17-cv-05933-YGR
Dkt. No. 43, 69

V.

GARMIN INTERNATIONAL , INC.,ETAL.,

Defendants.

Case No. 17-cv-05934-YGR
Dkt. No. 117
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V.
Case No. 17-cv-05936-YGR

NIKON AMERICAS, INC., ET AL .,
Dkt. No. 119

Defendants.

Defendants in the above-captiongtent infringement cases mawestrike or, alternatively, to
compel plaintiff's inventiveness contentich®efendants object to five asgts of plaintiff's inventiveness
contentions served on June 19, 20p@intiff “buries” the contentions in 1,4Q8ages of charts; the
contentions cite inadmissible evid®nas support; plaintiff resees the right to rely on additional documants
in rebuttal; plaintiff reerves the right to rely onvantor and expert testimonyn@the contentions fail to tie
the inventive concepts to thenluage of spead limitations.

Defendants largely misunderstand the natur@ofentions. Contentions ¢t require a party to
prove its case with admissible eviden&ee AntiCancer, Inc. v. Pfizer, In¢69 F.3d 1323, 1331 (Fed. Cir.
2014) (analyzing this distif’'s local rules). Nor do they gaire premature expert discovergee Amgen
Inc. v. Sandoz IncNo. 14-cv-04741-RS (MEJ), 2017 WL 135208272 (N.D. Cal. Apr. 13, 2017).
Instead, the purpose of contentions isremuire parties to crystallize thhgheories of the case early in the
litigation and to adhere tihose theories once they have been disclos8bddred Memory Graphics LLC .
Apple, Inc, 812 F. Supp. 2d 1022, 1024 (N.D. Cal. 2010) (citadimitted). As suchgontentions require
parties to disclostheoriesandfacts—not all evidence to suppotidse theories and factSee Asia Vital
Comopnents Co., Ltd. v. Asetek Danmark A7SF. Supp. 3d 990, 1003-04 (N.D. Cal. 20E»jan, Inc. v.
Symantec CorpNo. 14-cv-02998-HSG (JSC), 2018 WL 620169, at *2 (N.D. Cal. Jan. 30, 2018). The
Court’s scheduling order recognizes this distincbgrrequiring plaintiff to seve its “full and final
contentions” (along with “factualnal legal bas[e]s” thatupport those contentiongnd to separately

produce all evidence upon which plaihinay rely in support of itgeontention. (Dkt. No. 113.)

1 The Court has previously found the assep@i@nts invalid under 35 U.S.C. § 101. Following
reversal by the Federal Circuit bdsen plaintiff's allegations of afinventive conceptunder the second
step ofAlice, the Court required plaintiff to produce imtereness contentions disclosing and supporting
such “inventive concepts.”
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Plaintiff, on the other handdopts the opposite extreme angles that it is not bound by its
contentions at all because defendants have the btogeove invalidity. That, too, misunderstands the
nature of contentions. “The ultimate burden of invalidity . . . does not dib@&teope of discovery.SPH
Am., LLC v. Res. in Mot., Ltdl3cv2320 CAB (KSC), 2016 WL 6305414, at *2 (S.D. Cal. Aug. 16, 20]
(citing Fed. R. Civ. P. 26(b)(1)). The Federal Rules of Civil Procedurtequire the party who carrig
the burden on an issue to makgriena faciecase before it is entitled thscover rebuttahformation. Id.;
seeAmgen 2017 WL 1352052, at *2 (granting motiondompel validity contentionsEinjan, Inc. v. ESET|
LLC, 17CVv183 CAB (BGS), 2018 WL 4772124, at *5 (S.D. Cal. Oct. 3, 2018) (séama)cit Networks,
Inc. v. Juniper Networks, Inc3:10-cv-4234, Dkt. No. 92 at 2 (N.Bal. June 6, 2012) (explaining that
validity contentions are based on infotioa equally available to both parties).

Here, plaintiff has the better knowlige of the alleged inventive coept of the patents. Moreover,
the Court has already found—and had ha decision affirmed by the Fadé Circuit—that the asserted
patents are directed to patent igidle idea and that thepecification provides scastipport for an inventiy
concept. The case therefore hingaglaintiff's allegations of amventive concept beyond the already-
determined patent ineligible ide&ee Cellspin Soft, Inc. v. Fitbit, In®27 F.3d 1307, 1316-19 (Fed. Cir,
2019). Under these circumstances, gngirely appropriate to requipgaintiff to produce inventiveness
contentions to prevent a “shiftirggands” approach to ligation whedefendants prove that a certain
implementation was conventional only to havergiffiassert a wholly ng inventive conceptSee O2

Micro Int'l Ltd. v. Monolithic Power Sys., Inc467 F.3d 1355, 1365 (Fed. Cir. 200&ccordingly, plaintiff

16)

[72)

will be restricted to arguinthe alleged inventive concepts disclogeds contentions and any new theories

will be struck pursuant to Federal Rule of Civil Procedure 26.

The Court has reviewed plairft#f cover pleading and chart atteed to defendants’ motion and
cannot conclude that plaintiff violated the Court’s stlilmg order. The cover ghding identifies fourteen
alleged inventive concepéd the chart states anventive concept tied tie limitation at hand. SeeDkt.
No. 117-5 at 38.) To the extent tlwfendants contend thather inventive conceptse not tied to specifi
limitations, the parties a®RDERED to meet and confer to discuss alleged inventiveoncept for which

the underlying limitatioror limitations araunclear. The CoulDENIES defendants’ motion.
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In light of the timing of this Qier, the parties shall advise theutt whether any adjustment of the

scheduling order is necessary.
This Order terminates docket nbar 117 in case number 4:17-cv-5934.

IT 1SS0 ORDERED.

Dated: July 17, 2020

WWV

C/ Y VONNE GONZALEZ ROGERS
UNITED STATES DISTRICT COURT JUDGE




