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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

Z0OHO CORPORATION, CaseNo. 19-cv-00001-YGR
Plaintiff,
ORDER GRANTING ZOHO’SMOTION FOR
VS. PARTIAL SUMMARY JUDGMENT
SENTIUS INTERNATIONAL , LLC, Re: Dkt. No. 81
Defendant.

SENTIUS INTERNATIONAL , LLC,

Counterclaim-Plaintiff,

VS.

Z0OHO CORPORATION ET AL .,

Counterclaim-Defendants.

Plaintiff Zoho Corporation brings thisdlaratory judgment acth against defendant
Sentius International, LLC (“S&ns™) for judgment that it does notfringe Sentius’ patents.
Sentius counterclaims against Zoho Corporatint Zoho Corporation Pvt. Ltd. (collectively,
“Zoho”) for infringement of U.S. Patents NoRE43,633 (the 633 Patent”) and 7,672,985 (the
985 Patent”).

Now before the Court is Zoho’s motion forrpal summary judgment. Zoho argues that
the '633 Patent is invalid for lack of writtelescription under 35 U.S.C. § 112. Specifically, Zoh
claims that the specification provides no written desion for the term “theaddress at which [a]

textual source material startsan electronic database.” Haviogrefully considered the papers

submitted, the arguments of the parties at tlagihg, the admissible evidence, and the pleading$

in this action, and for the reass set forth below, the CoUBRANTS Zoho's motion.
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l. BACKGROUND

The '633 Patent is titled “System and Medl for Linking Streams d¥lultimedia Data to
Reference Material for Display.(633 Patent at Cover Page.) €633 Patent is a reissue of
U.S. Patent No. 5,822,720 (the 720 Patgnt/hich was filed on July 9, 19961d() The Court
briefly reviews the technology described in the3@Patent and the clainomstructions adopted in
this case.

A. The '633 Patent

The '633 Patent is directed to a “novetiexing scheme” for displayed elements. ('633
Patent at 1:27-31.) A user attempting to lemmew language may struggle with unfamiliar word
or characters in a textld( at 2:46-56.) To help the user agg language skills, the '633 Patent
aims to provide an interface where a user carcsale/ord to display its definition, pronunciation
and other useful informationld( at 4:14-32.) Figure 3 showsetiproposed interface, where the

user has selected a Japangedd for translation, below:
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(Id. at Fig. 3, 7:51-53.)

In order to provide this interface, the '6Batent must determine which word the user
selected and link it to the ampriate reference informationld( at 5:20-25.) The patent refers to
this co-location procesas “indexing.” $ee idat 5:19-25, 6:39-43.) Thadexing process uses
three steps: word cutienking, and compilation. I¢. at 7:1-2.) First, theriginal source material

(such as a text file) is “cut ugt divided into individual words arharacters using a visual editor.
2
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(Id. at 7:3-12, 5:14-20.) Envisual editor uses a simple point-asidk system to delineate words.
(Id. at 7:4-12.) Second, an index is createdlémtify the location oéach word and link it to
external source material (such as translatiorid).af 7:13-21.) Finallythe text and references
are recompiled to create the imdpat the user sees, which allows the user to click on the imag
to trigger the suppleantal material. I¢l. at 7:22-29.)

A “key feature” of the system lies in theethod of indexing theosirce material to the
supplemental contentld( at 7:30-32.) When the imagerescompiled, individual words are
indexed “based upon the position offseinfrthe beginning of the text.1d( at 7:32-34.) The

start and end points of the cut texée recorded in a look-up table&ther with links to external

references. I(. at 7:34-36.) Then, when the user clicksthe text image, the location of the click

is converted into a position offset from the begngnof the text and compexat to the start and end
values in the look-up tableld( at 7:40-49.) The comparisontbk offsets indicates which word
was selected and the exterrgference to be displayedid(at 7:47-49.)

For example, in Figure 2, shown below, tiser clicks on locatiowith coordinates 100
horizontal and 75 vertical, which e®nverted to an offset valwé 25 and compared to the start
and end points of each wordthe look-up table. 1d. at 6:48-59.) Based on the range of the wor
in the third row (20 to 27), the linked tdricated at positio200 is returned. Iq. at 6:59-64.)
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(Id. at Fig. 2, 6:48-50.)

Figure 1 provides another view thiis indexing system belowld( at 5:12-14.) First, a
text file (or an audio/videol& with synchronized text) i®d into a visual editor.ld. at 5:15-20.)
The visual editor divides the text toeate a “wordified database.ld() The database then
sources two modules, a grammparser and a link engine, to build an indebd. &t 5:19-25.) The
index locates each word in the source materiakalades it to an external reference located in a
relational databaseld( at 5:19-25.) The selecteelxt and reference matatiare then output as a
word list with linked entities to an “indexoréwer,” which uses them to build a fileld(at 5:26-
34.) The file consists of a data resoure pffset index, rad linked entities. I¢l. at 5:30-34.)
From this file, the electronic vieaw provides an interface withdlabove-described functionality.

(Id. at 5:35-39)
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Sentius asserts independelaims 17, 18, 62, 101, and 146 against Zoho. (Dkt. No. 81-

(“Infringement Contentiori$.) Claim 64 recites:

64. A computer-implemented method for linking textual sourcemabte external
reference materials for displayetmethod comprising the steps of:

B.

determining a beginning position address &fual source material stored in an
electronic database;

cutting the textual source materiado a plurality of discrete pieces;

determining starting pointda@resses and ending point addresses of the plurality ¢
discrete pieces based upoe tteginning position address;

recording in a look up table theagting and ending point addresses;

linking the plurality of discrete pieces éxternal reference materials by recording
in the look-up table, along with theasting and ending point addresses of the
plurality of discrete pieces, links to te&ternal reference materials, the external
reference materials comprising anytextual, audio, video, and picture
information;

selecting a discrete portion of aEmage of the textual source material;

determining a display addresstbé selected disete portion;

converting the display addreskthe selected discrete pion to an offset value
from the beginning position address;

comparing the offset value with the stagtiand ending point addresses recorded In

the look-up table to identify one tie plurality of discrete pieces;

selecting one of the externm&ference materials corpnding to thedentified one
of the plurality of discrete pieces; and

displaying on a computer the selected ofithe external reference materials.

Claim Constructions

The Court held a claim constructioadring on May 8, 2020, and issued a claim

construction order on June 12, 2028e¢Dkt. Nos. 80 (“Claim Cortsuction Tr.”), 73 (“Claim

Construction Order”).) Duringlaim construction, Sentius arguitt the limitations requiring

addresses, including the “beginning position asisliE [a] textual source material,” refer to

character positions in a text. (Dkt. No. 49 {hiaClaim Construction Statement”) at 10, 14.)

5
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Thus, Sentius sought to constfibeginning position address of] [@extual source material” as
“[flirst character position o& textual source material.’ld( at 10.) Zoho, on the other hand,
maintained that the terms must refeatttiresses on an electronic databakk) Thus, Zoho
sought to construe “beginning position addredapfextual source materiahs “the address at
which source material startsam electronic database.ld()

The Court adopted Zoho's construction. éplained in the clan construction Order,
Sentius had expressly changed “beginning positiorian address on [an] electronic database fq
the beginning position” during prosecution to engpha that the '633 Pateigt not limited to
relative positionsn a text. §eeClaim Construction Ordeat 12:20-13:14.)Although the reissue
proceedings altered the wordingtbfs limitation, the change dlinot change the meaning of the
term. (d. at 5:23-6:7.) Sentius’ claim that “addg? refers to character positions improperly
attempted to reverse this distinction and conflatectronic database” with the “textual source
material.” (d. at 13:24-14:11.) The Cduejected the attempt.

As relevant to this Order, ¢hparties had also agreed tmstrue “database” as “a data
structure for accepting, storing anayiding, on demand, data for aakt one user.” (Joint Claim
Construction Statement at 5The parties further agreed thhé steps recited in the method
claims must be performed the recited order.1d.) Finally, the Court aostrued the term “offset”
as “a value from a beginning pajhtonsistent with Sentius’ pposed construction. (Order at

16.) Thus, the following table summarizes thegm constructions rel@nt to this Order:

Term Construction

“beginning position address of [a] textual the address at which [&dxtual source material

source material” starts in an electronic database

“database” a data structure for accepting, storing and
providing, on demand, data for at least one
user

“offset” value from a beginning point

Method claims of the '633 Patent Steps must be performadthe recited order

-
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. LEGAL STANDARD
Summary judgment is appropriate if “therensgenuine issue as amy material fact and

that the moving party is entitled to judgment asaiter of law.” Fed. R. Civ. P. 56(c). Factual

disputes are only “genuine” if the evidence couldseaa reasonable jury to reach a verdict for the

other party.Anderson v. Liberty Lobby, Inet77 U.S. 242, 252 (1986).he movant can meet its
burden by “showing . . . there is absence of evidence to suppibile nonmoving party’s case.”
Fairbank v. Wunderman Cato Johns@i2 F.3d 528, 531 (9th Cir. 2000) (citation and quotatio
omitted). Once the movant medtsburden of showing the abserafegenuine issues of material
fact that burden shifts toémonmoving party, who must demoastrthe existenaaf a material
issue of fact.Mahdavi v. C.I.A.898 F.2d 156 (9th Cir. 199(9itations omitted).

A party opposing summary judgment miggd beyond the pleadings and by [its] own
affidavits, or by the depositions, answers to interrogatories, and admissions on file, designats
specific facts showing that theigea genuine issue for trial.Turner v. Brown961 F.2d 217 (9th
Cir. 1992) (citations omitted). The oppositionrtgd’cannot rest on #hallegations in his
pleadings to overcome a mati for summary judgment.id. Defendants “must do more than
simply show that there some metaphysical doubt tasthe material facts.Matsushita Elec.
Inudus. Co. v. Zenith Radio Cor@.75 U.S. 574, 586 (1986).

[I. ANALYSIS

Zoho contends that the '633 Patenigalid under 35 U.S.C. § 112 because the
specification provides no written descriptifan the term “determiimg a beginning position
address of a textual source material stored in an electronic database,” which is present in all
asserted claims. The Court reviews the leggliirement for written description and then
considers the specification and submitted evidence.

A. Written Description
Section 112, paragraph 1, of thedd Act, states as follows:

The specification shall contain a weitt description of the invention,
and of the manner and process okimg and using it, in such full,
clear, concise, and exact terms as to enable any person skilled in the
art to which it pertaingyr with which it is mat nearly connected, to
make and use the same, and shall set forth the best mode contemplated

7
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by the inventor of caying out his invention.

35U.S.C. 8112 1 1 (pre-AlA¥ee als®5 U.S.C. § 112(a) (post-AlA). This paragraph imposes
three requirements: (1) wieth description, (2) enableme and (3) best moddJ. of Rochester v.
G.D. Searle & Co., In¢.358 F.3d 916, 921 (Fed. Cir. 2004lthough the requirements are
interrelated, they each provide ad@pendent basis for invaliditysee id.

Written description requires tipecification to “clearly allovpersons of ordinary skill in
the art to recognize that the inveninvented what is claimed.Ariad Pharmas., Inc. v. Eli Lilly
& Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en barujt differently, thelisclosure in the
patent must “reasonably convey[]ttmse skilled in the art thatehnventor had possession of the
claimed subject matter as of the filing datéd” The purpose is two-fold: first, it “serves a
teaching function, as a ‘quid pro quo’ in whicle thublic is given ‘meaningful disclosure in
exchange for being excluded frgracticing the invention for lamited period of time,” and
second, it “ensure[s] that the scope of the rigréxclude, as set forth the claims, does not
overreach the scope of the invargaontribution to the field o&rt as described in the patent
specification.” U. of Rochester358 F.3d at 920, 922 (quotiignzo Biochem, Inc. v. Gen-Probe
Inc., 323 F.3d 956, 970 (Fed. Cir. 2002) &effin v. Microsoft Corp214 F.3d 1342, 1345 (Fed.
Cir. 2000)).

As the Federal Circuit regnized, the term “possessiofiias never been very
enlightening.” Ariad, 598 F.3d at 1351. Nevertheless, it limpa documentary function: the
inventor must not only know how faractice the invention, but mystovethat understanding
through the disclosure e specificationld. Otherwise, if written d&cription was not required,
a patentee could claim a “mere wish or plamthaut having fully invergd anything, and thus
improperly exclude others from the fiel&ee Regents of the U.@d4l. v. Eli Lilly & Co, 119
F.3d 1559, 1566 (Fed. Cir. 199Aiad, 598 F.3d at 1352-53 (“[R]equmg a written description
of the invention plays aital role in curtailing claims . . . #t have not beeimvented, and thus
cannot be described." ’Reilley v. Morse56 U.S. 62, 120-21 (1853) (explaining the “evil” of
lack of written description as “prevent[ingihers from attempting tonprove upon the manner

and process which [the patent owner] has diesdrin the specification”). Thus, evidence of
8
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actual “possession” of the invention is not engugie specification itsé€l[] must demonstrate
possession.”Ariad, 598 F.3d at 1352.

The precise form of the disclagumay vary. “It is not necesyahat the exact terms of a
claim be usedh haec verbdin these words] in the specificationNalpropion Pharmas., Inc. v.
Actavis Labs. FL, In¢934 F.3d 1344, 1350 (Fed. Cir. 2019)stéad, “equivalent language may
be sufficient.” Id. For example, iBlue Calypso, LLC v. Groupon, In815 F.3d 1331, 1346
(Fed. Cir. 2016), the court found sufficient wnittdescription, even thotghe specification did
not use the specific words used in the claipesause the words it did use “would express the
same concept” if placed in the claims. In otwerds, the scenario was “simply a case where thg
patentee used different wordsexpress similar conceptsltl. (quotinglnnova/Pure Water, Inc.

v. Safari Water Hiration Sys., InG.381 F.3d 1111, 1120 (Fed. Cir. 2004g¢ also Vasudevan
Software, Inc. v. MicroStrategy, In@82 F.3d 671, 682 (Fed Cir. 2015) (reversing summary
judgment where the claims usttisparate databasesih@the specification described
“incompatible databases”).

Moreover, the required level of detail may vaAriad, 598 F.3d at 1351Novel elements
require more description, while well-knovelements require less descriptid®ee idat 1351-52.
Thus, “in the nineteenth century,eusf the word ‘automobile’ wouldot have sufficed to describe
a newly invented automobile; amventor would need to dasice what an automobile igiz., a
chassis, an engine, seats, wheels on axles, Btwf Rochester358 F.3d at 923. However, use
of the word “receiver’” may suffeeto describe a claimed receivethere such components were
well-known at the time of #hfiling of the patentEnOcean GmbH v. Face Int'| Cor¥42 F.3d
955, 961 (Fed. Cir. 2014)nventions in predictable fields malso require less disclosure than
inventions in unpredictable field#riad, 598 F.3d at 1351. It is thefore “unnecessary to spell
out every detail of the invewtn in the specificatiopnly enough must be included to convince a
person of skill in the art that theventor possessed the inventiohizardTech, Inc. v. Earth
Resource Mapping, Inc424 F.3d 1336, 1345 (Fed. Cir. 2005).

The requirements may also change dependirth@mportance to the invention. “[T]he

novel aspects of the invention mbst disclosed and not left tof@mence, that is, a patentee may
9

A%




United States District Court
Northern District of Califorra

© 00 N oo o b~ w N P

N N N N DN DN DN NN R R R R R R R R R R
o ~N o U~ W N P O © 0 N O U~ W N B O

not rely on inference of a persohordinary skill in the pement art to supply such novel
aspects.”Crown Ops. Int’l, Ltd. v. Solutia Inc289 F.3d 1367, 1380 (Fed. Cir. 2002). For
example, iMNluvo Pharmaceuticaldreland) Designated ActivitZo. v. Dr. Reddy’s Labs. Inc.
923 F.3d 1368, 1375 (Fed. Cir. 2019), the patent oargried that the wention was non-obvious
because “ordinarily skilled artisans would nové@xpected it to work” to achieve the claimed
effectiveness. However, the specification nestated that the invemwin was effective and had
“nothing more than the mere claitmat [the compound] might work.Id. at 1380-81. Thus, the
specification did not show that the inventor $gessed and actually invedtwhat he claimed,”
and the patent dias were invalid.Id. at 1384.

Furthermore, the scope of theitten description mst be commensurate with the scope o
the claims.Cisco Sys., Inc. v. Cirrex Sys., LL&6 F.3d 997, 1007-08 (Fed. Cir. 2017). “[A]
broad claim is invalid when the ety of the specification clearipdicated that the invention is
of a much narrower scopeld. (quotingCarnegie Mellon U. v. Hoffman-La Roche |41 F.3d
1115, 1127 (Fed. Cir. 2008)). For exampleGentry Gallery, Inc. v. Berkline Corpl34 F.3d
1473, 1474-75 (Fed. Cir. 1998), the patentee claimedtmsal sofa with two reclining seats and
a console. The claims broadlycited that the recliner controt®uld be located anywhere, but

evidence showed that the patentner never considered placitigem anywhere other than the

console.ld. at 1478-79. The court found the claims inddtir lack of written description becauseg

the “disclosure unambiguously limdehe location of the controls the console,” and the patent
owner was “not entitled to @ims that were broaderld. at 1480.

Under a narrow set of circunasices, the specification may “inherently” disclose certain
limitations.” Nuvo Pharmas.923 F.3d at 1382-83. “Under the ttoee of inherent disclosure,
when a specification describesiamention that has certain usdlosed but inherent properties,
that specification serves asegglate written description.Yeda Res. & Dev. Co. v. Abbott GmbH
& Co. KG, 837 F.3d 1341, 1345 (Fed. Cir. 2016). “Irdrd” properties are those that are
“necessarily present” in the inventioBee Schering Corp. v. Geneva Pharmd39 F.3d 1373,
1377 (Fed. Cir. 2003). For example,)Yiada 837 F.3d at 1345, the claimequired a particular

protein, and the specification deed amino acid sequences andts$rthat could only describe
10
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that protein. Similarly, illlergan, Inc. v. Sandoz In¢796 F.3d 1293, 1309 (Fed. Cir. 2015), theg
claims recited compounds that heg@articular clinical efficacgnd the specification described
chemicals that, if implemented, wouldaessarily have that efficacy.

Thus, “[w]ritten description analyses are Higfact specific’ and vary depending on the
context and background state of the &tivo Pharmas.923 F.3d at 1383%ee also Ariad598
F.3d at 1351 What matters is that “the essence of t¢inginal disclosure’ conveys the necessaryj
information—regardless dfowit’ conveys such information and regardless of whether the
disclosure’s ‘words [a]re open thfferent interpretation[s].”” Imphi Corp. v. Netlist, Inc805
F.3d 1350, 1354 (Fed. Cir. 2015) (emphasis in original) (qudring Wright 866 F.2d 422, 424-
25 (Fed. Cir. 1989)). Neverthele$gy]hat is claimed by the patemjpplication must be the same
as what is disclosed in the specificatiofrésto Corpv. Shoketsu Kinzoku Kogyo Kabushiki,Co.
535 U.S. 722, 736 (2002). “[O]ne skilled in e, reading the origad disclosure, must
immediately discern the limitation at issué?urdue Pharma L.P. v. Faulding In@30 F.3d
1320, 1323 (Fed. Cir. 2000Merely rendering thernitation obvious or enabled is not enough.
Ariad, 598 F.3d at 135Z¢ee also Lockwood v. Am. Airlines, |07 F.3d 1565, 1572 (Fed. Cir.
1997) (“[A]ll the limitations must appear ithe specification.”).

Determining whether the patent satisfiegtt@n description is question of factAriad,
598 F.3d at 1351. “Patents are presumed tabe and overcoming this presumption requires
clear and convincing evidenceCentecor Ortho Biotech, Inc. v. Abbott Lgh836 F.3d 1341,
1347 (Fed. Cir. 2011). Neverthelessmmary judgment of lack @fritten description may be
granted “based solely ondlianguage of the patent specificati@irice “[a]fter all, it is in the
patent specification where the writtersdeption requirementust be met.”U. of Rochester358
F.3d at 927. Thus, the test foritten description “requires asbjective inquiry into the four
corners of the specification frothe perspective of a personatlinary skill in the art.”Ariad,
598 F.3d at 1351. Expert testimony does not dei@aimary judgment wherthe specification is
otherwise insufficient.See idat 1357-58 & n. 8.
I
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B. Analysis

Zoho challenges the written description fioe term “determining a beginning position
address of a textual source material stored in an electronltadata Under the Court’s claim
construction, this limitation requires determiningétaddress at which axtaal source material
starts in an electronic databaséJhder the parties’ construeti, “database” is a “data structure
for accepting, storing andqviding, on demand, datarfat least one user.”

The Court considers the issues in turmstfiwhere does the specification describe a
textual source material stored in an electalatabase, and second, where does the specificatiq

describe determining the addressvhich that textual source teaal starts in the database.

1. “textual source material in an electronic database”

The specification describes a textual source materialo instances. First, in relation to

Figure 1, the specification states:

An electronic book and/or a multi-mi@ source material is provided

as a teaching resource. A text fllé and/or a multimedia source 14 .

. . Is edited during construction aflinked text dataase by a visual
editor 19 that is used tauild a wordified dataase 20. The database

20 sources a grammar parser 23 and a link engine 22 that builds an
index 21 which, in turn, locates each textual and audio-video
reference in the source material.

(633 Patent at 5:14-2%ccord’ 720 Patent ab:3-12.)

Second, in relation to Figure 2, the specification states:

The original text is provided bypublisher in electronic form in a raw
binary text format (e.g. an ASCiéxt file or other word processor
file). The text is the divided uipto the component word or phrases
in preparation for the next step. . . The database 20 sources a
grammar parser 23 andisk engine 22 that buiklan index 21 which,

in turn, locates each textual aaddio/video reference in the source
material.

(633 Patent at 7:8-1&ccord’720 Patent at 7:2-12.)

Based on these two disclosurard relying on the declaratio@f Dr. Vijay Madisetti,

! Because the '633 Patent is a reissue, tifiginal specification mst satisfy the written
description requirement.Revolution Eyewear, Inc. v. Aspex Eyewear, 83 F.3d 1358, 1366
(Fed. Cir. 2009). Here, the specification of the "P2ient is substantively identical to that of the
'633 Patent. $eeDkt. No. 81-6 ('720 Patent”).) Thedlirt cross-referencdmth specifications
for convenience.
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Sentius argues that either the electronic doctimeened by the visual editor the “wordified
database” created by the visual editor repredenttextual source material in an electronic
database.” SeeDkt. No. 84-2 (“Madisetti Decl.”) T 49.)

Sentius fails to persuade. rét, the textual source matergnnot itself be the electronic
database. As explained in the claim construatialer, Sentius had expressly added the limitatig
requiring an “electronic datase” to distinguish pricart that used relative ptisn in a text for its
offset indexing scheme.SéeClaim Construction Order at 4845.) If textual material was
conflated with the electronic database, the distinction would collapkeat 13:24-14:11.)
Sentius’ current argument that the electratocument becomes a “database” when opened is
neither supported by the specification—which referoadly to “editing” and “providing” the
document without “opening” it—nas it meaningfulfor distinguishing offst indexing systems
that use relative posins in a text.

Moreover, as shown in Figure 1, the textual seunaterial is not itdf a database—it is

an input into the visual editor tyeate the database. ('720 Patent at Fig. 1.) Zoho’s expert, Dr.

Weissman confirms that “the texldiis an input to a process tltatates a database; it is not the
database itself.” (Dkt. No. 81-3 ("WeissmandD§ § 29 .) Sentius fbs to explain how the
electronic document satisfies the constructiothefterm “database,” particularly where the
specification uses the word “database” haot to refer to the electronic documént.

Second, the “wordified datalelscannot be the electronictdhase because the parties
agree that the method olegs must be performed in ordédrere, the order requires “determining a
beginning position address of xtigal source material storéa an electronic databaskéfore

cutting the textual source materiato a plurality of discrete ptes.” ('633 Patent at claims 62,

2 Although neither party raises the issue,@uairt doubts whether thextdile would meet
the parties’ agreed-to ostruction for “database.The parties agreed tmnstrue “database” as a
“data structure for accepting, stagiand providing, on demand, d&ba at least one user (Joint
Claim Construction Statement afgmphasis added).) But as 8es explained at the hearing for
this motion, the compilatiostep that creates the age that the user seismot performed until
steps 21 through 29 in Figure 1, by the “viewatexor,” which operates on “a word list 28
derived from the input text fil@0"—not the text fie itself. Se€633 Patent at 26-34, 7:23-49.)
Without deciding that the partiesbnstruction is corag, the Court questions whether the textual
source material provides any informatiorataser prior to indeng and compilation.
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146.) But the visual editor creates the wordifiedlabase, by dividing ¢htext “into components
of text” using a point and click systemid.(at 5:14-19, 7:4-123ccord’720 Patent at 5:4-9, 6:64-
7:6.) Accordingly, the wordifieé database cannot satisfy theitation for the method claims
because it is created after (ancbtigh) the word cut process.

Sentius argues that Zoho cannot establishliohtyabecause the experts disagree over
whether the specification demonstrates possesdithis term. However, and notably, Dr.
Madisetti does not opine that Sieis was in possession of a “textsalrce material stored in an
electronic database.” Instead, Dr. Madisetti opines that “the specification shows that the skil
artisan that inventors had possession ottaened invention which (a) took an electronic
document” and “(b) created an electronic daselday opening the electra@milocument in a visual
editor for parsing.”(Madisetti Decl. | 5see also id] 43 (“[An] electronic document opened by
the visual editor is considereddatabase.”), § 49 (“[T¢hinventors possessed “a beginning
position address in an electronic database.”).) iBhadt what the claims require. The claims
require textual source matergbredin the electronic database—not text source material that
becomeghe electronic database.

Nor does the declaration of the inventor, MBaokman, establish otherwise. (Dkt. No.
84-1 (“Bookman Decl.”).) Mr. Bokman opines that he inventadystem to “cut (parse) an
electronic document opened by a visual editor disarete pieces (worjland to link any given
one of the words in that documeatexternal reference material fine word by storing in a look
up table the starting and ending mcaddresses of the wordsthre open electronic document
which are determined relative to a startinigl@ss of the text in the open documentd. { 5.)

The term “electronic database” is found nowherkigndeclaration. Accordingly, Dr. Weissman’s
opinion that “the specification deaot show that the inventors of the '633 Patent possessed a
‘beginning position address of [a] textual sseimaterial” stands unrebutted, and there is no

genuine dispute of fact as takaof apparent possession of thisitation. (Weissman Decl. § 36.)

Thus, the Court finds that the '720 Patent saekitten description fothe term “textual
source material stored in an dlenic database.” The specift@a consistently refers to the

textual source material without swegling that it is stored in atddase, and thus fails to show
14
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possession of this aspect of theention (which was key to gag allowance for the patent).
2. “determining a beginning position addregka textual source material”

Nor does the specification describe deterngriithe address at which a textual source
material starts in an electr@nilatabase,” as required by theu@t’s construction for the second
part of this term. Sentius relies thmee disclosures to argue otherwise.

First, in relation to Figure lhe specification states that “[t}he [wordified] database 20
sources a grammar parser 23 and a link engirtbd@duilds an index 21, which, in turn locates
each textual and audio/visual reference engburce material.” (‘633 Patent at 5:19-2&;ord
720 Patent at 5:9-12.While this disclosure iprobative of identifying rerences in the text, it
does not refer to identifying the beginning positioru¢imless an address)tbk text itself. Dr.
Weissman confirms—and Dr. Madisetti does not rektt this disclosure only “describe[s] to
one of ordinary skill in the art . . . that tHescribed system builds ardex that records an
association between supplemental content andsaarghrases in a textual source.” (Weissman
Decl. § 38see alsdviadisetti Decl. 1 44 (opining that this text discloses “determin[ing] the
starting and ending addresses of [] each woterdatabase,” not ttegldress for the starting
point of the text).)

Second, Sentius relies, as it did duringralaonstruction, on dischures that words are
indexed “based upon position offset from the begigruf the text.” (‘633atent at 7:30-49;
accord’720 Patent at 7:26-47.) These discloswvese properly considered and rejected during
claim construction. §eeClaim Construction Order at 11:16-42: As described there, Sentius
had amended the claims to change “beginning posite“an address on said electronic databas
for the beginning position” in order to narrow the clafim@d. at 4:2-5:15, 12:20:3:14.) Thus,
an “address” for a beginning pasit of the textual material oaot now refer to the “beginning
position” of the text itself. I1(l. at 13:24-14:3.) Dr. Madisetti doaet appear to opine otherwise.

(SeeMadisetti Decl. 11 46-47 (citing the text without analysis).)

3 When making the amendment, Sentius claiithat “[s]upport fothis amendment is
found in the Specification on padé, line 19 through page 11, lineand in Fig. 2.” (Dkt. No.
52-3 (“Amendment”) at 7.) Sensuepresented at the hearing for this motion that these citatiof
refer to the same disclosures cited in its baef] the Court does not consider otherwise.
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Finally, Sentius relies on disdores that refer to word tuindexed by offset values
created for the word cutsSé€e, e.q. 720 Patent at 7:29-30 (“[T]Hevord] cuts are indexed based
upon the position offset from the beginning of the.tgxt Dr. Madisetti opines that “the starting
and ending virtual addresses shawifFigure 2] reasonably convels the skilled artisan that the
inventor(s) had in mind a begimgy position address in the databaseause these offset index
values must necessarily be measured from solngary assigned address.” (Madisetti Decl.
48;see also id] 49 (“The fact that starting and endirdgleesses . . . are described as indicating
offsets from the beginning oféhtext reasonably alone conveystie skilled artisan that the
inventors had in mind a beginnipgsition address in the datab@seause these offset index
values must necessarily be measuirom some arbitrary assignedteess for the start of the text
in the opened eleanic document.”).)

Although Sentius does not use this word, thst argument amouwnto an inherency
argument: Sentius appears to claim that the Bpatoon “necessarily possesses” the feature of
determining the “the address at which a textual@uraterial starts in aglectronic database.”
See Nuvo Pharma823 F.3d at 1382-83. That argument fallsherency arises only in a “narrow
set of circumstances” when the invention necegspossesses a feature, not where the feature
plausible variation.See id.PersonalWeb Techs., LLC v. Apple, Jr8&d7 F.3d 1376, 1382 (Fed.
Cir. 2019) (“Inherency . . . mayot be established by probabés or possibilities.” (Qquotin@AR
Pharma., Inc. v. TWI Pharma., In@73 F.3d 1186, 1195 (Fed. Cir. 2014))).

Here, Zoho expressly argued during claim ¢autdion that an “offset value” (including
the start and end points of worasay be based on the beginneigaracterposition of the text—
not the address at which the text lmsgn an electronic databas&egloint Claim Construction
Statement at 14.) Indeed, theutt expressly adopted Sentiggsbposed construction of “offset
value” as “a value from a beginning pointarsybeginning point—and rejected Zoho'’s proposed
construction based on “pure byte offsets.” (Claion§truction Order at 16:21-21:21.) This broa
claim construction now pcludes Sentius from arguing tlzet offset necessarily involves
determining a beginning addraesan electronic database.

Accordingly, the Court finds #t the specification fails to provide written description for
16
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the term “determining a beginnippsition address of a textualsce material stored in an
electronic database.” Althoughr8eis correctly arguethat summary judgmewtinnot be granted
in the face of expert disputes, there are no disghges Dr. Madisettif@pears to agree that the
specification does not expressly dise the limitation, and Sentiusiherent disclosure argument
fails as a matter of ladv. Thus, Sentius fails to show dispuisslues of fact fotrial, and summary
judgment is appropriafe.
Il. CONCLUSION

For the foregoing reasons, the CABRANTS Zoho’s motion for summary judgment of

invalidity for lack of written description of the assertelhims of the '633 Patent.
This Order terminates Docket Number 81.

T 1SS0 ORDERED.

WW

Y VONNE GONZALEZ ROGERS
UNITED STATES DISTRICT COURT JUDGE

Dated: October 15, 2020

4 Sentius claims that “Dr. Weismann’s [¢pbtimony cannot be creditgiven that it does
not address what a skilled adn would understand frotihe written description.” However, Dr.
Weissman is a skilled artisan, and he opinekismnderstanding of the written description.
(Weissman Decl. 1 2-7, 11-13, 2@8\pthing more is required.

5> Sentius cite€entrak, Inc. v. Sonitor Techs., In815 F.3d 1360 (Fed. Cir. 2019), to
argue that disputed issues remain. Howevdhahcase, the specification disclosed the dispute
limitation, albeit briefly, andhe dispute centered on “the leveldgftail the . . . specification must
contain.” Id. at 1366-67. Here, by contrast, the spedificefails to disclose the key limitation
added to obtain allowance,evin the briefest termslThus, the closer case@sco System$856
F.3d at 1008-09, where the specification describethtrention prior to amendment and failed to
support the amended claims.
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