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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

MARK M AHON,
Plaintiff,
V.

MAINSAIL LLC, ETAL.,

Defendants.

ORDER RE: MOTIONS TO DISMISS

Case No. 20-cv-01523-YGR
Dkt. No. 47

V.

YouTuBE LLC, ETAL.,

Defendants.

Case No. 20-cv-01525-YGR
Dkt. No. 44

V.

ALPHABET INC.,ET AL .,

Case No. 20-cv-01530-YGR

Dkt. No. 43
Defendants.
V.
APPLE INC.. ETAL ., Case No. 20-cv-01534-YGR
Dkt. No. 50
Defendants.

Plaintiff Mark Mahon brings five copyrighmfringement actions, alleging that each

defendant infringes Mahon’s copyhig in the motion picture andrsenplay titled “Strength and

Honor.” In a previous omnibus order, the Galismissed the complamagainst YouTube and

Alphabet and dismissed in part the claims agfaMainsail and Entertainment One, as well as

those against Apple Distribot International Ltd. (“ADI”), # with leave to amend. SeeDkt.

No. 44 (*Omnibus Order”) iCase no. 20-1523.) The Courtther granted Mahon leave to

conduct jurisdictional discovery amst Entertainment One. Mahbas filed amended complaints

in the remaining four cases. Now before tloei@ are the four defendthrenewed motions to
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dismiss. Mainsail, YouTube, and Alphabet méweismiss foffailure to sta¢ a claim under
Federal Rule of Civil Procedure 12(b)(6ndaADI moves to dismiskor lack of personal
jurisdiction under Federal Ruté Civil Procedure 12(b)(2).

Having considered the papers and pleadingBighaction, and the gmments made at the
hearing held on November 3, 2020, the C&RANTS IN PART andDENIES IN PART Mainsail's
and YouTube’s motions ar@RANTS Alphabet’s and Apple’s motions.

l. BACKGROUND

The nature of these cases was previodebcribed, and the Cdudoes not repeat the
allegations in full heré. (SeeOmnibus Order a2:11-4:24.)

In summary, Mahon is an independent Ifisinmaker who createthe film “Strength and
Honor” (the “Film”) in 2005. (Mainsail SAC 11 7, 23.) Mahon entered into agreement with
Mainsaif to distribute the Film in 2009.1d. 1 27.) As part of the agement, Mahon sent master
copies of the Film to Visual Data Media Services., which is based in Burbank, Californidd. (
1 27.) However, in January 2010, the Film wasaséd with unauthorized covers and trailers,
which Mahon believes violat the agreementld( § 28.) Mahon immediately sent “cease and
desist” letters to Mainsail, instrting it to remove the Film fromdistribution, and eventually filed
suit in the Los Angeles Superior Courtd. (11 29-30.) Mahon also sent similar letters to
Entertainment One, which had subcoatead distribution from Mainsail.lq. § 31.)

During the subsequent exchange, Mainsail atlggeffered, and then repeatedly delayed,
mediation until two years had passettl. {1 35-40.) When Mahon finglfiled suit, the Superior
Court found Mahon’s claims time-barredcept for his clainfor accounting. I¢l. 1 42; Case

No. 20-1523, Dkt. No 31-32.) During trial on thecounting claim, Maingantroduced evidence

! The Court references the relevant paragraphbers of the case with the lowest filing
number. See Mahon v. Mainsail LLQNo. 20-cv-01523, Dkt. No. 45 (“Mainsail SAC.”). Where,
and when appropriate, direct referenteethe other complaints are madgeeMahon v. YouTube
LLC, No. 20-cv-1525, Dkt. No. 42 (*YouTube SAC.Wahon v. Alphabet IncNo. 20-cv-1530,
Dkt. No. 41 (“Alphabet SAC.")Mahon v. Apple Ing.No. 20-1534, Dkt. No. 46 (“Apple SAC.”).

2 The Mainsail defendants include Maind4ilC, Shoreline Entertainment, Inc., Sam
Eigen, Morris Ruskin, and Does ITrdlagh 21 (collectivel, “Mainsail”).
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that Mahon never delivered the Film and that it had stopped all licensing after receiving Mah
“cease and desist” letter, whiallegedly surprised Mahon and to which Mahon had no respons
(Mainsail SAC 11 44, 87-88.) Acconglly, Mahon recovered nothingld( 1 46.)

Notwithstanding the Superior Court’s findingise Film continued to be distributed aroung
the world, which Mahon claims could only octaased on master copies provided to Mainsail
through Visual Data. Id. 11 44, 47.) In December 2019, VisOalta revealed to Mahon, for the
first time, that it hd shipped copies of the Film torapanies around the world, on Mainsail’s
instruction, after Mhon’s “cease and dest” letter. (d. 1 56, 65; Dkt. No. 19-5 at 55, 61; Dkt.
No. 45-3 at 2.) Visual Data’®cords show that it shipped DVDs of the Film directly to Mainsai
in 20173 (Dkt. No. 19-5 at 61.)

To document his claims, Mahon purchatiegl Film from YouTube, Google Play, and
iTunes in December 2019, and then sent thosgaaoies “cease and desigtters. (YouTube
SAC 11 32, 34; Alphabet SAC 11 33, 35; AppleCSH 35, 37.) The companies took down the
Film, and both Google and Apple identified Eragrment One as the provider of their license ar
copy. (Case No. 20-1530, Dkt. No. 16-5 at 3ppke SAC 1 41; Case No. 20-1534, Dkt. No. 15+

at 45.) Entertainment One reached ou¥lathon directly in January 2020, stating:

As you might recall, EntertainmerOne were granted all linear
distribution rights, which includg ‘all means of download and
streaming,’ in this film by way of an agreement with Mainsail LLC
on behalf of [Mahon’s production company] dated 16 May 2009.
Those rights have been granted for a fifteen year term from early
2010. As such, we have been anchae the exclusive licensee of
this title for a further five yearsPlease be re-assured that we have
authorised the likes of iTunesp@Ggle and other digital platforms in
the UK and Eire to offer the title for sale and they have not been
infringing the copyrigt of this film.

(Case No. 20-1530, Dkt. No. 16-5 at 33.) Mahdefisuit against all dendants shortly after.

3 Mahon also received ayalty report from Entertainemt One showing around $10,000 if
royalties owed for Q4 2017 in February 2018.a{ivsail SAC § 70.) However, Mahon claims he
believed the report was in error and diot pursue his claims at the time.

4 The Court omits details regarding Mahon’s production company, copyright registratid
and assignment history, and appealthe California state courtilgation, which are not directly
relevant to the instant motions. For ease ofresfee, the Court uses “Mahon” to refer both to
plaintiff in his individual capaty and to his wholly-owned pduction company, Maron Pictures,

3
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. LEGAL STANDARD

A Rule 12(b)(2)

Rule 12(b)(2) places the burden on the pl#itti demonstrate that the court has persona
jurisdiction over the defendantSchwarzenegger v. Fred Martin Motor C874 F.3d 797, 800
(9th Cir. 2004).A Rule 12(b)(2) motion to dismiss maystesither plaintifs allegations of
jurisdiction or the fa& supporting those allegations. ®vé defendants’ ntimn rests on the
written materials, rather than an evidentiary lmgr‘the plaintiff neednly make a prima facie
showing of jurisdictional factsld. (citing Sher v. Johnsqr®11 F.2d 1357, 1361 (9th Cir. 1990)).
Although plaintiff cannot rest on nclusions, “uncontroverted allegans in the complaint must
be taken as true.Mavrix Photo, Inc. v. Brand Techs., In647 F.3d 1218, 1223 (9th Cir 2011).
The court does not assume the truth of allegatcontradicted by affidavit, but conflicts among
parties’ affidavits are resadd in plaintiff's favor. Id.; AT&T Co. v. Compagnie Bruxelles
Lambert 94 F.3d 586, 588-89 (9th Cir. 1996) (citation omitted).

Substantively, “[tlhere are two limitatiomms a court’s power to exercise personal
jurisdiction over a nonresident deftant. the applicable stgbersonal jurisdiction rule and
constitutional principles of due processSher 911 F.2d at 1360. Califoia’s long arm statute
allows courts to exercise personal jurisdictioerogefendants to the exrtegpermitted by the due
process clause of the United States Constitution. Cal. Civ. P. Code § 410.10. In addition, the
federal long-arm statuteeedified as Federal Rule of dlivrocedure 4(k)—allows a court to
exercise jurisdiction over “any deféant who is not subject to theisdiction of the courts of
general jurisdiction of any statéirough service of procesas long as doing so complies with due
process.See Pebble Beach Co. v. Caddly3 F.3d 1151, 1155 (9th Cir. 2006).

B. Rule 12(b)(6)

Under Rule 12(b)(6), a complaint may be dssed for failure to state a claim upon which
relief may be grantedDismissal under Rule 12(b)(6) is propkthere is a “lack of a cognizable

legal theory or the absence of sufficiendtéaalleged under a cognizalbegal theory.”

through which Mahon acted until 20155eeMainsail SAC § 25.)
4
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Conservation Force v. Salaz&46 F.3d 1240, 1242 (9th Cir. 2011) (quotBagistreri v. Pacifica
Police Dep’t 901 F.2d 696, 699 (9th Cir. 1988)). The cdeurg must plead “enough facts to statg
a claim [for] relief that is plausible on its faceBell Atl. Corp. v. Twomb|y550 U.S. 544, 570
(2007). A claim is plausible orsiface “when the plaintiff pleadsdimal content that allows the
court to draw the reasonable irdace that the defendant is liatbor the misconduct alleged.”
Ashcroft v. Igbgl556 U.S. 662, 678 (2009). If the facts alleged do not support a reasonable
inference of liability, stronger than a meressibility, the claim must be dismissdd. at 678-79;
see also In re Gilead Scis. Sec. Lits36 F.3d 1049, 1055 (9th Cir. 2008) (stating that a court i
not required to accept as true “allegations #natmerely conclusory, unwarranted deductions of
fact, or unreasonablinferences”).

If a court dismisses a complaiittshould give leave to aend unless “the pleading could
not possibly be cured by thdeaation of other facts.'Cook, Perkiss & Liehe, Inc. v. N. Cal.
Collection Serv. In¢911 F.2d 242, 247 (9th Cir. 1990).

[I. MAINSAIL "'SMOTION TO DIsmISS

Mahon asserts claims for direct and contribbptmopyright infringementillicit trafficking
in counterfeit labels, fraud, amdnversion against Mainsail. &lCourt previously found that
Mahon adequately alleged dirextd contributory copyrigf infringement, but dimissed the illicit
trafficking claims as time-barde the fraud claim as sufficiently pled, ad the conversion claim
as preempted by the Copyright Act. Mahon adezl the complaint reastiag the claims, and
Mainsail moves to disiss on similar grounds.

A. Contributory Copyright Infringement

The Court has already found Mahon’s contribytafringement allegéons sufficient.
Mainsail therefore did not have leave to reassedhiédlenge to this claim, especially given the
nature of the new allegations. The Couldi@@sses Mainsail’'s motn nonetheless.

Contributory copyright infringement occurs arha party “(1) has knowledge of another’s
infringement and (2) either (a) materially agimtites to or (b) induces that infringemenkérfect
10 v. Visa Int’l Serv. Assqal94 F.3d 788, 795 (9th Cir. 2007). “Material contribution” may

involve, for example, providg materials or servicesahhelp another infringeSeeFonovisa,
5
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Inc. v. Cherry Auction, In¢76 F.4f 259, 264 (9th Cir. 1996nducement may involve actively
encouraging others to infringe,cuas by providing instructiongvietro-Goldwyn-Mayer Studios
Inc. v. Grokster, Ltd.545 U.S. 913, 936-67 (2005).

In the previous motion to dismiss ordére Court found that Mahon adequately alleged
contributorily infringement on tiee grounds. First, Mahon claimstline does not know the exac
role of each Mainsail defendantciseeks to preserve his rigbtrecover from all of them.
Second, Mahon alleged, in othengalaints, that Entertainment @mepresented to him that it
distributed the Film to Apple, YouTube, and Gogglesuant to its contract with Mainsail. The
Court took judicial notice of these allegations &mahd that if Mainsail kensed and provided the
appearance of right to Entertainment One’siigiement, it may be lidé as a contributory
infringer. Finally, Mahon alleged that Mainsail directed Visual Data to distribute the Film. The
Court found each of these grounds sufficient &esa claim for contributory infringement, but
advised Mahon to include the amiohal allegations in the amendleomplaint “tomake explicit
the link.” (Omnibus Ordeat 10:16-11:11.)

In response, Mahon added allegasidhat (i) Mainsail “directeisual Data to distribute
and export the Motion Picture fromside California and thenited States,” (ii) Mainsail
distributed master copies ofetlirilm “to numerous companies around the world . . . , who in tur
also distributed the cotarfeit copies to other companiée§i) Mainsail may have “knowingly
allowed Entertainment One to pemfodistribution . . . and conbuted to this infringement by
providing an appearance ght,” and (iv) Mahon received a royalty report from Entertainment
One, which shows that Mainsail “continued to auaglf of the benefit ofhe distribution . . . and
gave the appearance of right.” (Mainsail SAC 11 68, 69, 70.)

Mainsail now claims that these allegations mxsufficiently explicitand overspeculative.
Mainsail’'s argument is mgless. Mahon attaches an emaithhe complaint ware Visual Data
expressly confirms that it distributed copiegloé Film on instruction frm Mainsail. (Dkt. No.

45-3 at 2.) This emais$ sufficiently explicit® Moreover, Mahon includes detailed factual

5> During the hearing for these motions, Msil argued that Visual Data’s report is
insufficient because it does not show copyiiitpe Court reminds Maingdhat distributing—or,

6
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allegations regarding Mainsailsiblicensing of the Film’s disbrution rights to others. Courts
routinely find a party who knowingly licensesets’ infringement liald as a contributory
infringer. See Ryan v. Editions Ltd. W., 417 F. App’x 699, 700-01 (® Cir. 2011) (finding
publisher who licensedhather’s unauthorized art reproduction liabRyramount Pictures Corp.
v. Int'l Media Films Inc, No. CV 11-09112 SJO (AJWx), 2013 WL 3215189, at *13 (C.D. Cal.
June 12, 2013) (finding contributoinfringement where defendalitensed other companies to
distribute the filmLa Dolca Vitg; see alsd.7 U.S.C. § 106 (granting copyright owners exclusive
right to door to authorizethe listed actions). Although Mahon fails to reallege the specifics of
other defendants’ direct infringemtein the Mainsail complaint, the Court finds the allegation th3
Mainsail distributed the film to ber companies, who “in turn digiuted the counterfeits to other
companies,” plausible and sufficient.

The gravamen of Mahon’s complaint isitliespite years-longigation, Mainsail
continues to license and distribute the Fimthout paying Mahon royalties, confident that
Mahon will not be able to enforce his claimgainsail’s conduct allegedly caused not only its
own infringement, but the infringement of several other compamatsnadvertently distributed
the Film without authorizationMahon plausibly alleges that haail knew that its conduct was
unauthorized, given its representations tostia¢e court disavowing any licensing or business

dealings after 2010. In light of these allegeddabtahon states a plaushtlaim forMainsail’s

in this case, directing anotherrpato distribute—an existing comf a work without authorization
violates the exclusiveghts of copyright.Seel7 U.S.C. 8 106(3).

% Indeed, Congress added the words “to aighbto the Copyrighfct to confirm that
authorization of others’ infringing condusuffices for contributory liability.See Subafilms, Ltd.
v. MGM-Pathe Commn’s Cd24 F.3d 1088, 1092-93 (9th Cir. 1994)he legislative history
shows that the amendment meant to cover “aopemho lawfully acquirean authorized copy of
a motion picture” and “engages irethusiness of renting it to otisefor purposes of unauthorized
public performance.”ld. at 1093 (quoting H.R. Rep. No. 94-1476 at 61 (1976)).

" By “explicit link,” the Courtreferred to the allegationsahYouTube, Google, and Apple
distributed the Film in 2019 pursuant to licefisen Entertainment One, which identified
Mainsail as the source of its license. In ortdgprove Mainsail’s comibutory infringement,
Mahon must show that the other defendatitectly infringel his copyrights.See Subafilms, Ltd.
v. MGM-Pathe Commn’s Cd24 F.3d 1088, 1092 (9th Cir. 1994). The challenge here will be t
show that YouTube, Google, Apple, or Ergémtnent One distributed the Film or committed
another directly infringing ach the United States.

7
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contributory infringement badeon material contribution (tbugh distribution) and inducement
(through licensing) of Visual Data’s and Entertainment One’stinéringement, with knowledge
that these companies’ activitiggy violate Mabn’s copyrights.

Moreover, given the liberal standard for constg pro se complaintghe Court finds that
Mahon states a claim for vicariousdawillful copyright infringement.See Haines v. Kerne404
U.S. 519, 520 (1972Balisteri v. Pacifica Police Dept901 F.3d 696, 699 (9th Cir. 1990).
Vicarious infringement occurs wheedefendant (1) has the right aadallity to supervise infringing
conduct, and (2) receives a direct finahbenefit from thenfringing activity. Visa 494 F.3d at
802. Here, Mahon alleges that Msa “failed to exercise theright and ability to supervise
persons within their control to prevent infringement. with intent to further their own financial
interests.” (Mainsail SAC § 71.) This allegatisrplausible because Mahon alleges that Mainsg
profited from itslicensing activity. Id. 1 53.) While the extent of Mainsail’s control over its
licensees depends on the naturéhefcontracts, the Court finds ptalole that Mainsail could have
stopped their infringement byforming the licensees of itawvn lack of authorization.

Willful infringement requires “intetional” or “reckless” behaviorln re Barboza 545
F.3d 702, 707 (9th Cir. 2008). To establish willfurimgement, plaintiff musshow “(1) that the
defendant was actually aware oétimfringing activity, or (2) thathe defendant’s actions were the
result of ‘reckless disregard’ for, or ‘willfudlindness’ to, the copyright holder’s rightd. buis
Vuitton Malletier, S.A. vAkanoc Solutions, Inc658 F.3d 936, 944 (9th Cir. 2011) (citation
omitted). Here, Mahon alleges that Mainsail dcigith intent to further their own financial
interests with the willful infringement of” Mahon's rights. (Mainsail SAC § 71.) This allegatio
is plausible because Mahon allef@sts to show that Mainsail knew or must have known that it
had no right to license or distribute the Filmt tid so anyway. Mahon thus states a plausible

claim for willful infringement®

8 Although Mahon cites 17 U.S.C. § 506 in relation to willful infringement, that statute
provides for criminal liability ad cannot be enforced by a privasaty. However, to the extent
that Mahon fails to demonstratetilement to actual damages amefendants’ profits (for reasons
of extraterritoriality or otherwise), he magk the Court for statutory damages of up to $150,00(
under 17 U.S.C. 8§ 503(c) if he proves willful infringeme&ee Erickson Prods., Inc. v. Ka821
F.3d 822, 833 (9th Cir. 2019). The Court construessréference as onerfwillful infringement

8
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Accordingly, the CourDENIES Mainsail’'s motion on the contributory infringement claim
and further construes the claims to include a gsefiicbasis for vicarious and willful infringement.

In amending the complaint, Mahohald make those separate claims.

B. lllicit Trafficking

In the previous motion to dismiss order @ourt found that distsution of unauthorized
posters states a claim for illigrafficking under 18 U.S.C. § 231But that Mahon failed to allege
any trafficking act by Mainsail within the threear statute of limitations. In response, Mahon
added allegations that Mainksitrafficking “is clearly evdent by purchases from iTunes,
YouTube and Google Play in 2019,” which werell'stsing the counterfeit gnes and covers that
were provided to them by Entertainment One aiier distributors via [Minsail].” (Mainsail
SAC { 78.) Mahon further seeks an extensiothefstatute of limitatins under the continuous
accrual, separate accrual, and equitable tolling doctrines.

The Court has already explained that Mabannot succeed under comtous or separate
accrual doctrines (or the discovenje) because he alleges thatdiscovered Mainsail’s label
trafficking in 2010° (SeeOmnibus Order at 15:20-17:6.) Asegquitable tolling, a plaintiff that
seeks equitable tolling must establi$1) that he has been pursgihis rights diligently, and (2)
that some extraondary circumstance stood in his wayPace v. DiGulielmp544 U.S. 408, 418
(2005);Smith v. Davis953 F.3d 582 (9th Cir. 2020) (en ban®laims may be equitably tolled
while a plaintiff pursues a stateurt action on the same claimSee Burnett v. N. Y. Cent. RR.
Co, 380 U.S. 424, 434-35 (1965) (tolg claims where plaintiff brought a timely state court
action that was dismisgdor improper venueQItman v. Holland Am. Line, Inc538 F.3d 1271,
1280 (9th Cir. 2008) (same for claimsmissed under forum selectiolause). However, in this
circuit, the state court action must “the case at bar and notnelg a related action on the same

facts.” See Pace Indus., Inc. v. Three Phoenix 803 F.2d 234, 240-41 (9th Cir. 1983ge also

under the civil rubric, as opposaalthe criminal statute.

9 As explained, Mahon cannot avail himself ohtinuous accrual unless the last act of thg
violation occurred within the statutory time period.

9
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Mir v. Little Co. of Mary Hosp.844 F.2d 646, 649 (9th Cir. 1988). Here, while Mahon may ha
diligently pursued the state coattion, his claims were differefrom those asserted here, and
thus cannot creatquitable tolling® (SeeMainsail SAC  40.)

Thus, Mahon must allege an act of traffickingcounterfeit labels by Mainsail which he
discovered in the last three yeaBeel8 U.S.C. § 2318(6). Mahonilato do so. Although he
adds allegations that unauthorized cowtiewn by YouTube, Applegnd Alphabet came from
Mainsail, that does not establish that Maintaiffickedin those covers the last three years
(This confusion may stem from ueelr wording in the Court’s lastder.) In other words, Mahon
must allege that Mainsail actually trafficked itvéds within the time period. While this may not
be a difficult standard—the staé defines “trafficking” to inlude even possessing counterfeit
labels with intent to transpibthe allegations are neverthetemissing. 18 U.S.C. § 2320(f)(5).

Accordingly, the CourGRANTS Mainsail’'s motion to dismiss the illicit trafficking claims.
Mahon may amend the complaintié can allege, in good faittihat Mainsail possessed or
transferred counterfeit labels within the lsEee years. Otherwisshould discovery uncover
currently unknown facts that Maail has done so, Mahon may séskve from the Court to add
the illicit trafficking claim backo the complaint, any time before trial, pursuant to the
requirements of Federal Rule of Civil Prdaee 15 which include diligence and a lack of
prejudice. See Johnson v. Buck]e&8b6 F.3d 1067, 1077 (9th Cir. 20@apting that courts grant

leave to amend complaints before trial “with extreme liberality”).

10 The Court does not decide whether Mahon pradhis claims diligetly, but notes that
the Superior Court found hisasins time-barred due to delafter Mainsail stopped cooperating
with mediation. $eeDkt. Nos. 31-32, 31-19.) The Court faerr notes that Cdtirnia standards
for equitable tolling do not appto Mahon’s federal law claimsAlthough California courts
allow tolling while plaintiff pursues one of seveaxailable legal remedies, the Ninth Circuit has
not articulated a similar standar8ee McDonald v. Antelopé&lley Comm. Col. Dist45 Cal. 4th
88, 100 (2008).

11 Accordingly, Mahon is advised not to delsgeking leave to amend if discovery shows
that Mainsail trafficked in @unterfeit labels beyond the currently known events. Leave to ame
may be denied if Mahon is not diligentibamendment woulgrejudice defendantsSee Aspegn
316 F.3d at 1052. Given the discovery rulehBlamay seek to proceed on any currently-
unknown label trafficking, regardie of whether it occurred the last three years.

10
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C. Fraud

Mahon brings a common law fraud claim undelifGaia law. The Court has previously
dismissed Mahon'’s claims soundingfiaud for lack of particulazied allegations under Rule 9.
(Omnibus Order at 17:7-18:4.) In respordahon added allegationtlsat Mainsail committed
fraud in four instance¥. First, Mainsail allegedly represedtto the Los Angeles Superior Court
that Mahon never made a fulllokery of the Film. (Mainsail SAC § 87.) Second, Mainsail
allegedly testified in the state court actioattMainsail stopped all licensing activity after
receiving Mahon's “ceasend desist” letter. I{l. 1 88.) Third, Mainsagllegedly removed master
copies of the Film fronVisual Data in 2017.14. 1 90.)

As to the first two instances, the Court finds that they constitute inactionable “intrinsic’
fraud. Under California law, “[t]heule is that fraud internal tine adversary proceeding, such as
perjury committed during triar error or mistake during the trias intrinsic and is not a basis for
relief” but “fraud that prevented the trial oCkim or prevented the ffauded party from getting
into court at all, is intrinsic to theroceeding and is a basis for reliefri re Marriage of Brennan
124 Cal. App. 3d 598, 604 (1981). The purpose of tisigndition is to avoidcollateral” attacks
on final judgmentsld. Thus, the trial is “[plaintiff' sppportunity for makinghe truth appear”
and if “unfortunately, he faildyeing overborne by perjuredstamony, . . . and the judgment is
affirmed on appeal, he is without remedyd. at 605 (quotindPico v. Cohn91 Cal. 129, 133-34
(1891). Generally, “the introductiaf perjured testimony or falsocuments, or the concealmen
or suppression of material evidenis deemed intrinsic fraudome Ins. Co. v. Zurich Ins. Co.
96 Cal. App. 4th 17, 27 (2002).

Here, Mahon litigated his dlas extensively and receivedfinal judgment that was
affirmed on appeal. SeeMainsail SAC 1 40-55.) Mahon’s alleged surprise at Mainsail’s

testimony suggests that he did take discovery of Mainsail’'s cas While unfortunate, if true,

12The complaint states four “counts,” but tabthem are duplicativas based on the same
conduct but different facts @ah demonstrate falsity.SéeMainsail SAC 11 87, 88.) To the extent
that the allegation in paragya 89 relates to nondisclosureHiitertainment One’s distribution,
Mahon may amend the complaint tary that he is proceeding @m omission theory, consistent
with requirements outlined in th8rder for the Visual Data allegations.

11
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for Mahon, it is not a ground for a cobaal attack undemg circumstanceSee Heyman v.
Franchise Mortgage Acceptance Cqrp07 Cal. App. 4th 921, 926 (2003ge also Home INL6
Cal. App. 4th at 27 (noting th§&] reasonable investigatiomd use of discovery would have
disclosed” the concealed facts). These instacaesot support a fraud alaias a matter if law.

As to the third instance, Mahon proceeds owmission theory of fraud. Generally, to
state a claim for fraud or deceit based on coneeal under California lawglaintiff must allege
that (1) the defendant concealed or suppresseatarial fact, (2) thdefendant was under a duty
to disclose the fact to the plaintiff, (3) the dedant intentionally concealeor suppressed the fact
with the intent to defraud the plaintiff, (4) th&intiff must have been unaware of the fact and
would not have acted as he dithe had known of the concealedsuppressed fact, and (5) as a
result of the concealmeat suppression of fact, the plaintiff sustained danmfaggoschma v.
Home Loan Ctr., In¢.198 Cal. App. 4th 230, 248 (2011).

An actionable omission or nondigsure occurs in four citenstances, namely where the
defendant: (i) is in a fiducigmelationship with the plaintiff(ii) has exclusive knowledge of
material facts not known to the plafht(iii) actively conceals a matel fact from tle plaintiff, or
(iv) makes partial representationsilelsuppressing material factsiMandri v. Judking52 Cal.
App. 4th 326, 336-37 (1997). Eachtbése circumstances “presupposesexistence of some . . .
relationship between the plairftdnd defendant in which a duty to disclose can arigg.”Any
relationship between the parties to a siestion may createduty to discloseld. at 337;see also
Warner Costr. Corp. v. City of L.A2 Cal. 3d 285, 294 (1970) (findj that exclusive knowledge,
active concealment, and partial regmemtions create a duty to dissdoin the absence of fiduciary
relationships for a concealment claim).

Here, Mahon alleges a contractual relatiopsvith Mainsail (though Maron Pictures),
which may create a duty to disclosgeeliMandri, 52 Cal. App. 4ttat 337. Furthermore, Mahon

alleges that Mainsail had a contrzadtarrangement with Visual Datia prevent it fom disclosing

13 An alternative formulation for fraud under Catifiea law requires platiff to allege “(a)
a misrepresentation (false representation, conceglomremondisclosure)p) knowledge of falsity
(or ‘scienter’); (c) intent talefraud, i.e., to induce reliandgl) justifiable reliance; and (e)
resulting damage.’Kearns v. Ford Motor Co567 F.3d 1120, 1126 (9th Cir. 2009).
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its distribution of Film copies, which plausiblyrstitutes “exclusive knowledge of material facts
or “active concealment.”SeeMainsail SAC { 38 (alleging # Mahon made requests for
information from Mainsail that were “refused duevisual Data’s contractual arrangements with
Mainsail).) In these citamstances, Mainsail's norsdilosure of its instruon to Visual Data to
send it master copies of thdrriin 2017 plausibly constitutes actionable omission because
Mainsail had a contractual duty pay Mahon revenues from its activities and concealed facts t
would have shown its failure to do ¥b(See idf] 27, 38, 41; Dkt No. 45-3.)

Furthermore, Mahon sufficiently pleads intéo defraud by stating that Mainsail acted
“with the intent to mislead in order to avoid thewn legal, financial ad moral obligations.” 1¢l.
1 91) However, Mahon fails togdd reliance. In the context@fraudulent omission claim,
reliance can be established by showing that thacdomitted informatin been disclosed, the
plaintiff would have been aware wfand behavedifferently.” Hoffman v. 162 N. Wolfe LL.C
228 Cal. App. 4th 1178, 1193-94 (2014)térnal brackets omitted) (quotiBpschmal98 Cal.
App. 4th at 250). Here, Mahon daast allege that he would habehaved differently had he
known that Visual Data provided cesiof the Film to Mainsail in 2017. Because Mahon does
not allege reliance, he alsal&to allege an injury thdte incurred from the reliance.

Accordingly, the CourGRANTS Mainsail’s motion to dismiss the fraud claim, with leave
to amend to add allegations of reliance—tlegat Mahon would have ted differently had he
known of Visual Data’s 2017 diskution to Mainsail. In the Qurt’s view, if Mahon alleges

reliance, the complaint will st plausible claim for fraud.

14 Moreover, while Mainsail’s representaticiesthe Superior Cotiare not themselves
actionable, the Court questions whether they titoites a “partial representation” that would have
obligated Mainsail to inform Mahon thathad resumed distribution in 201%ee Vega v. Jones,
Day, Reavis & Poguyel21 Cal. App. 4th 282, 292 (2004) (“Even where no duty to disclose wo
otherwise exist, ‘where one dogseak he must speak the wholgtirto the end that he does not
conceal any facts which materially quglthose stated.” (citation omitted)).

15 Mainsail argues that Mahon knew of Mainsadlistribution becauske sued Mainsail
for accounting based on that distributiddowever, while Mahon may have had general
knowledge, he may have still acted diffetly if he had knowledge of tispecificdistribution
listed in Visual Data’s report, which wallegedly concealed from him until 2019.
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D. Conversion

In the previous motion to dismiss order W@ourt dismissed Mahamtonversion claim as
preempted by the Copyright Act because it waelasolely on conversion of intangible property
(copyrights). The Court noted, however, that ifolafor conversion of itangible property that
includes an ‘extra element,” suak demand for return of tanfglproperty, is not preempted.”
(Omnibus Order at 25:1-149ee Ashakyan v. X17, Indlo. CV 16-04305 TJH (RAOx), 2017 WL
8181026, at *3 (C.D. Cal. May 30, 201Fjroozye v. Earthlink Networkl53 F. Supp. 2d 1115,
1130 (N.D. Cal. 2001). In response, Mahon adalkgations that Mainsail obtained master
copies of the Film (DVDs) from ual Data in 2017 and nevetumed them. (Mainsail SAC |
101; Dkt. No. 45-3.) Accordingly, Mahon statedlaim for an “extra eleent” and may seek to
recover the physical property from MainsAil.

Mainsail neverthelessgues that Mahon fails to stadeclaim for conversion because
Maron Pictures purportedly authorized Mainsail&e of the master copies. Mainsail fails to
persuade. Even if Mahon (through his productompany, Maron Pictures) initially authorized
Mainsail to use master copies in 2010, it strameslulity that Mainsail could have innocently
relied on that authorization in 2017, after yeaf litigation and numrous “cease and desist”
letters from the comgmy. Visual Data’s records, attachto Mahon’s pleadings, clearly list
Maron Pictures as th@vner of the copie¥. (Dkt. No. 19-4.) The Court fails to see how Visual
Data’s lawful possession couldveaextended to Mainsail. TheoQrt also fails to see any law,
including the cases cited by Maitlséhat requires Mahon to havekasl Mainsail for return of the
property before filing his suit.

Accordingly, the CourDENIES Mainsail’'s motion to dismsthe conversion claim.

16 Mahon’s claims for damagesgcinding recovery of royaltilisted in the Entertainment
One royalty report, are coextensive with the cagyrclaims and do not seat separate claim.
See Patnaik v. Hearst CorCV 14-05158 BRO (Ex), 2015 WL 12746704, at *8-9 (C.D. Cal. J4
7, 2015). Mahon may, of coursellsteek to recover thoseyalties under copyright law.

17 Mainsail claims that Maron &tures, not Mahon, owns the master copies. At this stag

the Court finds Mahon'’s allegations that he paidiiermaster copies sufficieto allege that he
owns the master copiegMainsail SAC  100.)
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*kk

For the foregoing reasons, the CABRANTS Mainsail’'s motion to dismiss the illicit
trafficking and fraud claims, with leave to amend, DanIES the motion as to contributory
copyright infringement and conversion.

V. YOUTUBE'SMOTION TO DIsmISS

Mahon asserts claims for direct and ciinittory copyright infringement against
YouTube!® The Court previously dismissed thesaimis because each alleged act of copyright
infringement was extraterritoriali=e., Mahon only alleged that YouTube distributed the Film in
Ireland, not the United States. In response, Mataed allegations that YouTube distributed ar
exported copies of the Film abroad from ieatlquarters in California. (YouTube SAC { 50.)
YouTube moves to dismiss on the same grounds.

A. Direct Copyright Infringement

The Copyright Act does nopply extraterritorially. L.A. News Serv. v. Reuters Televisior
Int’l, Ltd. (“Reuters 111"), 149 F.3d 987, 990 (9th Cir. 1998). Accordingly, “infringing actions
that take place entirely outsidetbke United States are not actionabl&udbafiims24 F.3d at
1091 (citation omitted). Howevemhere an infringing act is cortgied within the United States,
the copyright holder may recover the infringer’sffis (but not actual daages) from subsequent
exploitation abroadReuters 1] 149 F.3d at 992;.A. News Serv. v. Reuters Television Int’l
(USA) Ltd. (“Reuters V") 340 F.3d 926, 931 (9th Cir. 2003).

Mahon alleges that he purchased a copy oFtlme from YouTube inreland in December
2019. (YouTube SAC 1 32.) The receipt shows paymesuros; the addss is in Cork, Ireland;
and Mahon'’s letter to YouTube states thatRie was available “in Ireland, the United Kingdom
and Europe.” (Dkt. No. 16-5 at 12, 14, 24.) Heew Mahon also allegdacts to suggest that

YouTube commingles its U.S. and Irish operations, such that the Film copy may have origing

8 The YouTube defendants include YouTube LLC., Google LLC, d/b/a YouTube, and
Does 1-12. YouTube disputes that Google mirig business as” (“d/b/a”) YouTube, arguing tha
it is the parent company insteduit does not move to dismis&oogle LLC is also named in the
Alphabet complaint. The partiesasshmeet and confer to determindether this entity is properly
named and shall attempt to resolve the issue by way of stipulation.
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from servers in the United States. For instaMaon alleges that hfgoof of purchase lists
YouTube’s California addressgt its address in Ireland. ¢dTube SAC  32.) Mahon also
alleges generally that YouTube “distributed/expdr{the Film] through their digital platforms
around the world from California.”ld. 1 50.) Last, Mahon allegesathYouTube is “an American
video-sharing platform” based San Bruno, California.ld. 1 7.)

Not knowing the structure of YouTube’s servetss difficult to conclude that these
allegations are implausible. odTube argues that the allegati@ne conclusory, but the Court
doubts whether anyone outside of YouTube has arxdnhse of YouTubeisternal distribution
process. If copyright mngement lay solely imdlistribution, the Court mightonclude that no act
is “completed” in the United Statésr purposes oihfringement. See Allarcom Pay Television,
Ltd. v. Gen. Instr. Corp69 F.3d 381, 387 (9th Cir. 1995). However, under 2008 amendments
the Copyright Act, copyright inngement may lie in exporti@an alone—as long as the exported
copy was made through infringement—evkthe copy is sold abroadseel7 U.S.C. § 602(a)(2).
Given that YouTube alone would know the locationt®tervers, and theaisibility that they
reside in the United States, theu®t does not dismiss the directringement claim at this stage.

B. Contributory Copyright Infringement

Mahon also alleges contributocppyright infringement. Howeer, he pleads no facts to
suggest that YouTube contribdt® any other party’s direatfringement. Accordingly, this
claim is dismissed for failur® allege supporting facts.

For the foregoing reasons, the CdDENIES the motion as to the direct infringement clain
andGRANTS the motion as to the contributory infringemelaim. Given the lack of proffer that
leave would be fruitful, néeave to amend is grante®ee Loos v. Immersion Corfg62 F.3d 880,
890 (9th Cir. 2014). Since thereearo jurisdictional isss raised, jurisdictional discovery would
not cure the defects here.

I
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V. ALPHABET 'SMOTION TO DISMISS

Alphabet moves to dismiss Mahon’s copyrigiftingement claim®n similar grounds as
YouTube!® In addition, Alphabet moves to dismigshon’s claims agaitf\lphabet and Google
Play for failure to plead any facts against them.

A. Direct Copyright Infringement

Mahon'’s allegations against Alphabet are sintitethose against YouTube, except that
they lack allegations of commingling. Mahaleges that he purchased the Film from Google
Play in Ireland in December 2019. (AlphabetCGSf33.) However, Mahon alleges no facts to
link his Google Play purchase in Ireland to Adplet’'s operation in the United States. While
Alphabet allegedly identified Entertainment OnertRdAmerica as its provider of the Film, the
listed address shows Entertaient One’s address in Calaa not the United Staté$.(SeeDKkt.
No. 43.) The copyright notice for the Film phase identifies “2019 Google LLC,” but not its
operation in the United States. Mahon allethpag Google LLC is dmultinational technology
company,” which appears to acknoddg that it operates in multipt®untries. (Alphabet SAC
8.) Last, Mahon includes no allégens at all against Google’s igat company, Alphabet. Thus,
the allegations fail to render plausible tatogle or Alphabet exported the Film from the United
States. Accordingly, thislaim is dismissed.

B. Contributory Copyright Infringement

As with YouTube, Mahon pleads no facts to segjghat Alphabet mearially contributed
to another party’s infringemen#ccordingly, this claim is dimissed for failure to allege any
supporting facts.

I

19 The Alphabet defendants include Alphalmet, Google LLC, Google Play, and Does 1-
13. Alphabet moves to strike Alphabet Inc. &umbgle Play. Because the Court dismisses the
complaint, the motion to strike is moot.

20 While Alphabet did not identify Entertairent One UK, Ltd. as its provider of the Film

copy, there is nothing suspicioaBout obtaining a film from Enteihment One UK, Ltd.’s parent
company, which is based in Canada, for distribution in Ireland and Europe.

17
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For the foregoing reasons, the COBRANTS Alphabet’s motion to dismiss the complaint.
Given the repeated failure to cure the deficieaadentified in the previous motion to dismiss
order, and no proffer that leave wouldfbatful, no leave to amend is grante8ee Loos762
F.3d at 890. Since there are nogdictional issues raised, juristianal discovery would not cure
the defects here.

VI. APPLE’SMOTION TO Dismiss

In case number 20-1534 agdittse Apple defendanf$, ADI moves to dismiss for lack of
personal jurisdiction. The Court previously gexhdismissal of ADI because Mahon alleges tha
it is an Irish company with no @sence in the United&@es. (Omnibus Order at 27:10-26.) In
response, Mahon added allegations that (1) Apple’s Media Services Terms and Conditions §
that a purchase in Ireland comistés a transaction with Appl€) ADI is Apple’s alter ego, (3)
Apple owns 100% interest in ADI, and ADI apées its online busiss in Ireland, (4) Mahon'’s
purchase on iTunes accrued profit to Apple, andiple received copies of the Film directly
from Entertainment One US LP and prowddaem to ADI, amongther allegations.

The Court has carefully reviewdige parties’ briefs and ddd allegations and concludes
that Mahon fails to allege personal jurisdictiorep®DI. The basic problem for Mahon is that
even if the Court assumes thdtadlhis allegations artrue, that would natstablish that ADI had
done anything wrong in this distribecause the allegations relaa€ADI’s activities in Ireland.
Mahon appears to recognize as mbyglstating that “Defendants[gtrategy is to get ADI’'s claim
dismissed and then claim that Apple did nothivrgng because no sales took place in the Uniteq
States.” (Case No. 20-1534, Dkt. No. 52 at 8:19-Bujj if that is the case, having ADI in the
action would not help the matters. On the camyt Mahon reasonably alleges that “Entertainme
One US LP provided [the Film] dicdy to Apple based in California and in turn, Apple provided
it to ADL.” (Id. at 10:10-12.)

21 The Apple defendants include Apple Incpple Inc. d/b/a iTunes, Apple Inc. d/b/a
iTunes Store, ADI, and Does 1-15. This motimmcerns only ADI; the other two defendants
have filed an answer.SéeCase No. 20-1534, Dkt. No. 51.)
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Thus, Mahon’s own allegations confirm tleg case is againstpple, the California
company that he alleges committed infringemertsimome district of California, not ADI, the
Irish company that undertook related, but nonngimng, activities inreland. To be clear: Mahon
may still seek discovery frompple regarding the materialspitovided to ADI, if they are
relevant to this actioff. But at this stage, it is simply ifgusible that Apples Irish subsidiary
would have reached into thissttict to commit infringement, inséd of acting through the parent
company that is already badeere. Accordingly, the CouismISSES Mahon'’s claims against
ADI for lack of personal jasdiction with prejudice.Jurisdictional discoveris denied for lack of
colorable basis.

VIL. CONCLUSION

For the foregoing reasons, the CODRDERS ASFOLLOWS :

1. Mainsail's motion i$SRANTED with respect to the illicit trafficking and fraud claims,
with leave to amend, bIENIED with respect to & contributory copyrilgt infringement and
conversion. The Court further construes thenttaio include vicarious and willful copyright
infringement.

Within twenty-one (21) day$jahon shall file an amendedroplaint or shall file a notice
that he stands on the complaintnagdified by this Order. Defendts shall file a response within
twenty-one (21) days of Mahorféing. To the extent an amendleomplaint is filed, defendants
shall not reassert any argumentalbly addressed by the Court orethcould have been raised to
date.

2. YouTube’s motion i®ENIED with respect to the direct infringement claim and
GRANTED with respect to the contributory infgement claim withoueave to amend.
Defendants shall file a response withiretwy-one (21) daysf Mahon'’s filing.

3. Alphabet’s motion iISRANTED without leave to amend. €fclerk is ordered to close

case number 20-cv-01530.

22 At the hearing for these motions, Mahon mlad that recent discovery shows that Appl
exported copies of the Film to ADI in Ireland. lfi¢y, that is plausible evidence of infringement
by Apple, but not by ADI, because receiving unautteat copies abroad does not state a claim f
infringement under Unite8tates copyright law.
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4. ADI's motion isGRANTED without leave to amend. Tloterk is ordered to terminate
ADI as a defendant.

The Court advises plaintiff théte District Court has produc@dguide for self-represented
or pro selitigants calledRepresenting Yourself in Federal Court: A Handbook for Pro Se
Litigants which provides instructions on how to proceed at every stage of a case, including
discovery, motions, and trial. it available electronically onlinéree of charge, on the District

Court’s webpage for pro se litigantgtfs://www.cand.uscourts.gov/pro-se-litigahts

The Court also advises plaiifithat assistance is avable through the Legal Help
Center. Parties can make gpaintment to speak with an atbey who can provide basic legal
information and assistance. The Help Center does not see people on a “drop-in” basis, and
not be able to represent partiegheir cases. There is no chafgethis service. To make an
appointment with the Legal Help Centplaintiff may call415-782-8982 or emaill

federalprobonoproject@sfbar.or@he Help Center’s wisite is available at

https://cand.usourts.gov/legal-help

T 1SS0 ORDERED.

Dated: November 17, 2020

NITED STATES DISTRICT COURT JUDGE
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