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IN THE UNITED STATES DISTRICT COURT
FOR DISTRICT OF DELAWARE

Agfa Corp., a Delaware corporation; 
Dell Inc., a Delaware corporation; 
Gateway, Ine., a Delaware corporation; 
Hewlett-Packard Co., a Delaware corporation; 
JVC Americas Corp., a Delaware corporation; 
Mncromedin, Inc., a Delaware corporation; 
Matsushita Electric Corp. of America
a Delaware corporation; 
Mitsubishi Digital Elecs. Am. Inc., 
a Delaware corporatipn; 
Oce North America, Inc., a Delaware corporation; )
palm One, Inc., a Delaware corporation; 

) .

Ricoh Corp., a Delaware corporation; 
Riverdeep, Inc., a Delaware corporation; 
Savin Corp., a Delaware corporation; 
Thomson, Inc., a Delaware corporation; 
Apple Computer, Inc., a California corporation; 
Axis Comms., Inc., a Massachusetts corporation; 
Canon USA, Inc., a New York corporation; 
Eastman Kodak Co., a New Jersey corporation; 
Fuji Photo Film USA, a New York corporation; 
Fujitsu Computer Products of America, Inc.a California corporation; 
International Business Machines Corp.
a New York corporation; 
Jasc Software, Inc., a Minnesota corporation; 
Toshiba America Consumer Products, LLC
a New Jersey corporation; and 
Xerox Corp., a New York corporation

Plaintiffs,

Compression Labs, Inc., a Delaware corporation;
Forgent Networks, Inc., a Delaware corporation;
and General Instrument Corp., a Delaware
corporation

Defendants.

COMPLAINT

No..
04-8

DEMAND FOR JURY TRIAL
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. NATURE OF THE ACTION

This is an action against Compression Labs, Inc. ("CLf' ), Forgent

Networks, Inc. ("Forgent") (collectively referred to herein as "CLI/Forgent"), and

General Instrument Corp. ("GI") (CLI, ForgeDt, and GI are collectively referred to herein

as "DcfcndlU1ts ) seeking, among other relief, the following: (a) a declaratory judgment

that U.S. Patent No. 4 698 672 ("the ' 672 patent") (attached as Exhibit A) is not

infringed, is invalid and is unenforceable, in whole or in part, for the reasons alleged

below; (b) a declaratory judgment that certain Plaintiffs (identified below) havt: a dirt:\;t

and/or implied license to the '672 patent; (c) a declaratory judgment that CLIfF orgent be

estopped from attempting to enforce the ' 672 patent; (d) damages and declaratory relief

under Delaware statutory and common law for CLIIForgent' s deceptive trade practices

unfair competition, fraud, negligent misrepresentation, equitable estoppel and patent

misuse; and (e) relief under federal antitrust laws for CLIIForgent' s violations of Section

2 of the Sherman Act.

Thi~ action arises out ofCLI/Forgent' s efforts to enforce an invalid.,

unenforceable and non-infringed patent that CLIIF,?rgent alleges covers the international

standard adopted by the Joint Photographic Experts Group (the "JPEG Standard"

The JPEG Standard was first adopted in September 1992, following years

of research and collaboration in the international standards coinmunity, which included

the International Standards Organization ("ISO"), the International Telegraph and

Telephone Consultative Committee ("CCITI") and the American National Standards

Institute ("ANSI"

The JPEG Standard defines an international standard for compression,

decompression, transmission and storage of digital still.images-anything from
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photographs to documents to graphics. The JPEG Standard permits users to store and

share digital still images among products from various manufacturers without concern

over compatibility. Products that incorporate the JPEG Standard include a wide variety

of hardware devices or software applications such as personal computers, personal digital

assistants, digital cameras, digital camcorders, cellular telephoncs, Intcmct browsers

document or photo viewers, editing software, printers, scanners, fax machines and the

like. The most common representation of the JPEG Standard is the 

.. .jpg

" fIle extension

used on computers and related devices to store photographs and other digital still images.

CLlfForgent has been and is attempting unlawfully to subvert the JPEG

Standard and to extract hundreds of millions of dollars in unwarranted profits based on

consumers ' long reliance on the JPEG Standard through their purchases of JPEG-enabled

products. Now that industries and their customers have adopted and become dependent

on the JPEG Standard CLIfF orgent is attempting to assert the ' 672 patent against the

standard, insisting that the ' 672 patent covers technology embodied in and essential to

practicing tbc JPEG Standard.

In recent months. CLIfF orgent has begun a campaign of threats, litigation

and other: tactics designed to cause doubt and uncertainty and ultimately to exclude others

from freely practicing the JPEG Standard. CLIIForgent intends to force manufacturers to

make unwarranted licensing payments to CLIIForgent, thus elevating the market price of

JPEG-enabled products and denying producers and users of JPEG-enabled products the

benefits and efficiencies of an open, ubiquitous standard. . CLl recently sued more than 

companies that refused to capitulate to its licensing demands, wrongful1y alleging that the

practice of the JPEG Standard infringes the ' 672 patent
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---

CLI/Forgenfs campaign to enforce the ' 67~ patent stems from a history of

deception, delay and anticompetitive behavior. CLI' s unlawful conductis highlighted, in

part, by the following:

CLI intentionally failed to disclose known, material prior art to the

United States Patent and Trademark. Office (the "Patent Office

ii) CLI engaged in a patterI:1 of misleading silence and

misrepresentations about the purported relevance of the ' 672 patent to the development of

the JPEG Standard, despite a clear duty to disclose its relevant patents while voting to

approve the JPEG Standard and otherwise participating in JPEG-related standard-setting

activities;

Hi) CLJJForgent unreasonably and inexcusably delayed in notifying

Plaintiffs of their alleged infiingement; and

iv) CLI/Forgent committed deceptive, misleading and exclusionary

conduct that threatens to create anticompetitive market power over the JPEG Standard by

acquiring and maintaining control over the technology in the JPEG Stmldard that

companies have incorporated into their products, despite the knowledge that: (a) the ' 672 .

patent is not infringed, is invalid and is unenforceable; (b) the ' 672 patent was obtained

through fraud on the Patent Office by failing to disclose anticipatory prior art; and (c)

CLl failed to disclose the purported applicability of the ' 672 patent to the standard-setting

community, despite a clear duty to do so, during its participation in the adoption of the

JPEG Standard.
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THE PARTIES

The Plaintiffs-Industry Leaders and Users of the JPEG Standard

Each of the Plaintiffs identified below manufactures and/or sells products

that incorporate JPEG algorithms and are designed to be compliant with the JPEG

Standard. Plaintiff.c; are consumers of the technology incorporated in the JPEG Standard,

including the technology that CLI/Forgent unlawfully and fraudulently maintains

infringes CLI' s invalid and unenforceable patent. Plaintiffs develop, manufacture and/or

sell a wide variety of digital imaging products, including computers, digital imaging and

storage systems, software with photo editing and/or viewing functions, digital cameras

digital scanners and printers. Employees of several Plaintiffs participated in the creation

and adoption of the JPEG Standard.

Plaintiff Agfa Corp. ("Agfa ) is a corporation organized and existing

under the laws of Delaware. Agfa s principal place of business is in Ridgefield Park,

New Jersey.

10. Plaintiff Dell Inc. ("Dell") is a corporation organized and existing under

the laws of Delaware. Dell' s principal place of business is in Round Rock, Texas.

11. Plaintiff Gateway, Inc. ("Gateway") is a corporation organized and

existing under the laws of Delaware. Gateway s principal place of business is in Poway,

California.

12. Plaintiff Hewlett-Packard Company ("HP") is a corporation organized and

existing under the laws of Delaware, HP' s principal plac\: ofbusim:ss is in Palo Alto

California.
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Plaintiff JVC Amerjcas Corp. NC Americas ) is a .corporation

organized and existing under the laws of Delaware. JVC Americas ' principal place of

l3.

business is in Wayne, New Jersey.

14. Plaintiff Macromedia, Inc. ("Macromedia ) is a corporation organized and

existing w1dcr the; laws of Delaware. Macromcdia s principal place of business is in San

Francisco, Galifornia.

15. Plaintiff Matsushita Electric Corporation of America ("Matsushita

AmeIjca ) is a corporation organized and existing under the laws of Delaware. 

Matsushita America s principal place of business. is in Secaucus, New Jersey.

16. PlaintiffMitsubishi Digital Electronics America, Inc. ("Mitsubishi

America ) is a corporation organized and existing under the laws of Delaware.

Mitsubishi America s principal place of business is in Irvine, California.

17. Plaintiff ace North America, Inc. ("Oce ) is a corporation organized and

existing under the laws of Delaware. ace s principal place of business is in Chicago

Illinois.

l8. Plaintiff palmOne, Inc. ("palmOne ) is a corporation organized and

existing under the laws of Delaware. palmOne s principal place of business is in

Milpitas, California.

19. Plaintiff Ricoh Corp. ("Ricoh") is a corporation organized and existing

under the laws of Delaware. Ricoh' s principal place of business is in West Caldwell,

New Jersey.

. 6
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20. Plaintiff Riverdeep, Inc. ("Riverdeepj is a corporation organized and

existing under the laws of Delaware. Riverdeep s principal place of business is in

Novato, California.

21. Plaintiff Savin Corp. ("Savin") is a corporation organized and existing

under the laws of Delaware. Savin' s principal place of business is in Stamford

Connecticut

22. Plaintiff Thomson, Incorporated ("Thomson ) is a corporation organized

and existing under Lhe laws ofDclawarc. Thomson s principal place of bus mess ish.

IndianapOlis, Indiana.

23. Plaintiff Apple Computer, Inc. ("Apple ) is a corporation organized and

existing under the laws of California. Apple s principal place of business is ill Cupertino

California.

24. Plaintiff Axis Communications, Inc. ("Axis ) is a corporation organized

and existing under the laws of Massachusetts. Axis s principal place of business is in

Chelmsford, Massachu!letts.

25. Plaintiff Canon USA, Inc. ("Canon USA") is a corporation organized and

existing under the laws of New York. Canon USA' s principal place of business is in

Lake Success, New York.

26. Plaintiff Eastman Kodak Company ("Kodak") is a corporation organized

and existing under the laws of New Jersey. Kodak' s principal place of business is in

Rochester, New York.
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27. Plaintiff Fuji Photo Film USA ("Fuji USA") is a co.rporatio.n organized

and existing under the laws of New York. Fuji USA' s principal place of business is in

Valhalla, New York.

28. Plaintiff Fujitsu Computer Products o.f America, Inc. ("FCPA") is a

corporation organizcd and existing under the laws of California. FCP A' s prinCipal place

of business is in San Jose, California.

29. Plaintiff International Business Machines Corporation ("ffiM") is a

corporation organized and existing under the laws of New York. ffiM' s principal place

of business is in ArInonk, New York.

30. Plaintiff lasc Software, Inc. ("Jasc ) is a corporation organized and

existIDg under the laws ofMinneso.ta. Jasc s principal place of business is in Eden

Prairie, Minnesota.

31. Plaintiff Toshiba America Consumer Products, LLC ("TACP") is a

corporntion organized and existing under the laws of New Jersey. TACP' s principal

place of business is in Wayne, New Jersey.

32. Plaintiff Xerox Co.rporation ("Xero.x ) is a co.rporation o.rganized and

existing under the laws of New York. Xerox s principal place o.fbusiness ism Stamford,

Connecticut.

The Defendants.

33. Defendant CLI, a corporation organized and existing under the laws of

Delaware, is a wholly-owned subsidiary of Defendant Forgent On informatio.n and

belief, CLI has no. principal place of business and currently engages in no operations

other than the licensing of one or more patents through attorneys controlled by F argent.

CLI claims to be a co-owner of the ' 672 patent. CLI asserts, both directly and through

. 8
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Forgent, that no one may make, offer to sell, sell or use JPEG-enabled devices in the

United States without a license to the ' 672 patent from CLI/Forgent In two lawsuits

filed in the Eastern District of Texas, Marshall Division, styled Compression

Laboratories, Inc. v. Agfa Corp.. et aZ., A. No. 2-04-CV- 158 and Compression

Laboratories. Inc:. v. Dell Inc., et al., A. No. 2-04-CY-159 , CLl ha3 3ucd Plaintiffs and

other parties for allegedly infringing the ' 672 patent by making, using, offering to sell, or

selling JPEG-enabled products.

34. Defendant Forgent is a corporation organized and existing under the laws

of Delaware. Forgent' s principal place of business is at 108 Wild Basin Drive, Austin,

Texas. Forgent' s stock is publicly traded on the Nasdaq stock exchange (Stock Symbol: 

FORG). Forgent claims its patent licensing program is focused on generating license

revenues relating to Forgent' s data compression technology, which consists primarily, if

not exclusively, of the fraudulently-obtained ' 672 patent. Forgent has been and is

asserting the '672 paten~ in licensing and litigation through its wholly-owned subsidiary,

CLI.

35. Defendant GI is a corporation organized and existing under the laws of

Delaware. On information and belief, GI does business as the Broadband

Communications Sector of Motorola, Inc. and maintains its principal place of business at

101 Tournament Drive, Harsham, Pennsylvania. GI is an owner of an undivided one-half

interest in the ' 672 patent.

36. With respect to all or part of the conduct alleged herein, Defendants CLl

and Forgent acted as one another s alter egos and/or agents. To that extent, CLI and

0 9
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Forgent are jointly and severally liable for the damages and other harm that either of

them caused to Plaintiffs.

II. JURISDICTION AND VENUE

37. This action arises under the Federal Declaratory Judgments Act, 28 US.

~s 2201 and 2202, the United States patent and antitnlst laws, and the laws of De law aTe.

An actual, substantial and continuing justiciable controversy exists between Plaintiffs and

Defendants that requires a declaration of rights by this Court.

3"8. 111\: Court has subject matter jurisdiction over these cl~ under 28

C. ~~ 1331 , 1337 and 1338, as well as 15 V. C. ~~ 4, 15, 16 and 26. The Court has

supplemental jurisdiction over Plaintiffs ' state law claims Wlder 28 V. C. ~ 1367.

39. The Court has personal jurisdiction over Defendants by virtue of, among

other things, Defendants ' respective incorporations in Delaware.

40. Venue is proper in this judicial district pursuant to 28 V. C. ~~ 1391 and

1400, as well as 15 V. C. 99 15 and 22.

41. Plaintiffs and Defendants are engaged in, and Defendants ' conduct

described herein took place in and affects, interstate commerce within the meaning of

Title 15.

III. BACKGROUND OF DEFENDANTS' UNLAWFUL CONDUCT

42.

CLI Defrauded the Patent Office in Obtainin! the '672 Patent

On October 27 1986, CLl flIed with the Patent Office an application

(serial nun1bcr 06/923,630) ("the '630 application ) that ultimately issued as the ' 672

patent on October 6, 1987. The ' 630 application named Wen-hsiung Chen (" Chen ) and

Daniel J. Klenke ("Klenke ) as the inventors. Chen and Klenke, then CLI employees

assigned their rights to CLI. The ' 630 application, authorized by at least CLI's Vice
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President James M. Walker ("Walker ), was accompanied by a power of attorney

appointing David E. Lovejoy ("Lovejoy ) and the attorneys ofFliesler, Dubb, Meyer &

Lovejoy as authorized agents to prosecute the application.

43. When filing the ' 630 application, Chen and Klenke submitted to the Patent

Office a declaration under penalty of perjury attesting that they were the original, first

and joint inventors of the subject matter claimed in the ' 630 application. On behalf of

themselves and CLI, they acknowledged in their declaration a duty to disclose to the

Patent Office infonnation material to the examination of the ' 630 application under 37

R. g 1.56 ("Patent Rule 56"

44. Under Patent Rule 56, at all relevant times relating to the ' 630 application,

a duty of candor and good faith toward the Patent Office rested on at least the following

individuals: (i) Chen and Klenke; (ii) every attorney or agent who prepared or prosecuted

the '630 application, including Lovejoy and others at his law firm involved in the ' 630

application; and (Hi) every other individual associated with Chen, Klenke, or CLl that

was substantively involved in the preparation or prosecution of the ' 630 application.

Patent Rule 56 further mandated that all such individuals had a duty to disclose to the

Patent Office any infonnation they were aware of that was material to the examination of

the ' 630 application. Patent Rule 56 specified that infonnation was material if there was

a substantial. likelihood that a reasonable examiner would consider it important in

deciding whether to allow the application to issue as a patent."

45. Despite their duty of candor and good faith, individuals employed by CLl

intentionally withheld material information from the Patent Office during the pendency

of the ' 630 application. The infonnation withheld was material and, had the examiner
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been liware of the information at any time before issuance of the '672 patent, the patent

would not have issued or, at the very least, would have issued with a substantially

different scope. From these circumstances, including the high degree of materiality, the

decision not to disclose the information to the Patent Office was, on infonnation and

belief, made with the intent to de&aud and/or dcccive the Patent Office into issuing the

672 patent.

46. Prior to the issuance of the ' 672 patent, CLI and others substantively

involved in the preparation and prosecution of the ' 672 patent were in possession of the

following material information: (i) the prior public use of the technology at issue in the

630 application by a company called Widcom more than a year before the October 27,

1986 filing date of the patent application; (ll) the prior commercial sale of the technology

at issue in the '630 application, as incorporated into a videoconferencing codec (short for

coder/decoder ) manufactured and sold by Widcom, called the Widcom VTC-56, more

than a year before the October 27, 1986 filing date of the application; and (ill)

infonnation about Widcom IUld the Widcom VTC-56 demonstrating that the invention

sought for patenting was known or used by others in the United States before the time of

the claimed invention thereof by Chen and Klenke.

47. The Widcom VTC-56 anticipates the claims of the '672 patent. CLI and

others involved in the application for the ' 672 patent knew the details of the Widcom

VTC-56 from a close and adversarial relationship with. Widcom.

48. As alleged below, over several years preceding the '630 application that

gave rise to the ' 672 patent, CLI and Widcom were engaged in extensive litigation

substantially relating to Widcom s commercialization of the Widcom VTC-56. CLI
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ultimately defeated Widcom thro~gh its various lawsuits and purchased in bankruptcy the

rights, assets and technologies relating to the Widcom VTC-56. CLI took full legal title

to the assets and important documents relating ,to the Widcom VTC"56 before the ' 672

patent issued. Despite CLI' s extensive knowledge of the Widcom VTC-56 obtained as a

result of the litigation with Widcom and acquisition 
of the Widcom VTC-56 device

neither CLl nor anyone else responsible for the ' 630 application disclosed the prior sales

of the Widcom VTC-56 or other related invalidating prior art to the Patent Office.

1. CLl Learns Detailed Information About the Widcom VTC-
Prior Art in Trade Secret Litigation Against Widcom.

49. CLl was first incorporated in California in December 1976. In late 1979,

a fonner principal of CLlleft CLI to start another company, called Widergren Associates.

Other CLI employees later became employed by Widergren Associates. Widergren

Associates was incorporated in 1983 and renamed Widergren Communications

Widcom to

50. On or about June 4 1981, CLl filed a lawsuit in the Superior Court of the

State of California, County of Santa Clara, Case No. 476629, against Widcom and

scvcral of its employees alleging, among other things, trade secret misappropriation. The

trade secret lawsuit charged that Widcom and the other defendants misappropriated

certain CLl proprietary infonnation relating to the compression of data associated with

video and other signals. The lawsuit focused on Widcom s development of a prototype

video data compression system for Bell & Howell. On information and belief, the Bell &

Howell prototype was a 256 Kbps video compressor and the Widcom VTC-56'

predecessor.
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51. On or before March 23, 1983 , while the trade secret lawsuit was pending;

Widcom was awarded a contract by the Defense Advanced Research projects Agency

DARPA"), an agency of the U.S. Depamnent of Defense, to produce a prototype 56

Kbps video conferencing codec. On information and belief, Widcom successfully

developed and delivered to DARPA at least five 56 Kbps video conferencing codccs

together with various reports and test results, on or before the conclusion of the contract.

On information and belief, the 56 Kbps codec developed and delivered under the DARPA

contract was thereafter commercially marketeci and sold by Widcom as the Widcom

VTC-56.

52. On or about May 23, 1983 , CLI and Widcom entered into a settlement

agreement relating to the trade secret lawsuit. That same day, the court entered an Order

for Permanent Injunction Pursuant to Stipulation ("Permanent Injunction ). Under the

terms of the settlement and Permanent Injunction, Widcom agreed to disclose to CLI (as

assignee of Wid com s Bell & Howell contract) "any and all inventions made by or on

behalf of Widcom as a direct result of the work performed" under the Bell & Howell

contract

53. On information and belief, as a result of the litigation, including the

disclosures required by the Permanent Injunction, CLI became aware of the details of the

Widcom VTC-56.

2. As Widcom Continues to Commercialize the Widcom VTC-56,
CLI Initiates Further Litigation Against Wid com.

54. After the settlement of the trade secret lawsuit, Widcom entered into a

series of agreements to sell and/or distribute the Widcom VTC-56, including agreements

. 14
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with Comsat General Corp. (dated lURe 1983), Vitalink Corp. (dated July 1983) and

Pierce Phelps, Inc. (dated November 1983).

55. Widcom s development and commercialization of the Widcom VTC-

was publicized in 1983 and 1984 on at least the following occasions:

In November 1983 Electronics magazine reported that the

Widcom VTC-56 was being given to the U.S. Navy for testing. -

ii) In November 1983, PR Newswire reported that Widcom

shipment of its new video conferencing codec... will begin in early spring of 1984.

Initial production models will be available by the end of January 1984.

Hi) In January 1984, several Widcom employees authored an article

published in Electronics entitled "Codec squeezes color teleconferencing though digital

telephone lines," which focused on the Widcom VTC-56. .

iv) In May 1984 Computerworldmagazine publicized the availability

of the Widcom VTC-56, describing it as a "coder-decoder (that) allows transmission of

color TV pictures via a 56 kbits telephone or satellite link.

In June 1984 MIS Week magazine reported the introduction of

Widcom s VTC-56 codec.

vi) In August 1984 Electronic Imaging magazine reported that

Widcom displayed its VTC-56 coder-decoder at the International Communications

Association s annual meeting in Las Vegas, Nevada.

56. On information and belief, Widcom ' s commercialization of the Widcom

VTC-56 prompted CLI to take further legal action against Widcom. In or about

September 1984, CLI successfully petitioned the Santa Clara County Superior Court to
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appoint Dr. Harry Jones as Special. Master "to review the activities of defendants in the

development, manufacture, sale or license of video data compression devices." The

Special Master was directed to submit a report to the Court regarding whether Widcom

was in compliance with the May 1983 Permanent Injunction.

57. The Special Master released his report in November 1985, but in the

intervening months Widcom continued to publicize, market and sell the Widcom VTC-

, including: .

In September 1984, Widcom published its SEC Form 10-K for the

fiscal year ending June 30. 1984. which stated in part:

In March 1983 , the Company entered into a contract with
the Defense Advance Research Projects Agency (DARPA),
an agency of the United States Department of Defense, to
produce one prototype video teleconferencing codec. This
contract was completed early in 1984 and eight units of the
resulting product, the VTC- , were shipped in June 1984.

ii) In October 1984 , Widcom announced its new motion color system

called the PVS (personal Videoconferencing Station), stating: "When used in conjunction

with Widcom s VTC-56 coder/decoder, users may telephone across the country or around

the world using one of several common carriers with video transmitted and received at 56

kbps over digital phone lines or satellite links.

Hi) That same month, Widcom received a "Teleconferencing Award"

at the Third Annual Teleconference Magazine Awards. Dinner (TeleCon IV) for its

Development of the Widcom 56 kbps Codec.

iv) In May 1985 , Widcom signed a distribution agreement with

Telefonbau und Normalzeit GmbH ("TeJenonna ), whereby Telenorma ordered three

Widcom VTC-56s for testing and registration with the German government.
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...---

In June 1985, Widcom signed a distribution agreement with

Jeumont-Schneider, whereby Jeumont-Schneider ordered two VTC-56s for

experimentation and approval by the French Administration. That same month, Widcom

also signed a distribution agreement with Mitsui & Co., Ltd. that included an initial

purchase of four Widcom VTC-56s.

vi) In September 1985, Widcom published its SEC Form 10-K for the

fiscal year ending June 30, 1985 , reporting that it bad shipped 57 Widcom VTC-56s.

Widcom also announced it had introduced in August 1985 its next-generation codec, th~

VTC-56B.

vii) In November 1985, DARPA issued a report titled "Design,

Development and Installation of a two-node, color video teleconferencing system for the

S. Navy," which described the Widcom VTC-56 as "the heart of the Navy Video-

Teleconferencing System." The report states that the Widcom VTC-56 went into

operation in August 1985.

58. In November 1985 , Special Master Jones issued his Report concerning

Widcom s compliance with the May 1983 Permanent Injunction. The Report concluded

that Widcom should be held in contempt of court because: (a) Widcom had signed 14

licensing, sales, distribution and development contracts between February 1982 and June

1985; and (b) Widcom provided information on the VTC-56 to the public and to

customers, including a March 1983 DARPA Algorithm Report, a 1984 Widcom VTC-

Manual, and a collection of articles written and lectures given by Widcoin employees

from 1983 to 1985.

. 17
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3. Details of the Widcom VTC-56 Are Shared with CLI'
Employees and Directors.

59. On or about December 2, 1985 , CLI successfully petitioned the Santa

Clara Superior Court to modify the protective order in the trade secret lawsuit to allow

the Special Master Report to be distributed to "CLI employees and directors." According

to CLI' s 1985 SEC filings, its directors at the time included John E. Tyson, James M.

Walker, Arthur G. Anderson, Thomas J. Davis, Jr., John R Dougery, Robert E.

Schroeder and David A. Wegman.

4. CLI Sues Widcom for Patent Infringement Over the Widcom
VTC- , in Which CLI Acknowledges Widcom s Commercialization of the VTC-56.

60. In December 1985 , CLI fIled a patent infringement lawsuit against

Widcom in the United States District Court for Northern District of California (the

Widcom Patent Suit"). The Widcom Patent Suit did not involve the ' 672 patent (the

application for which had not yet been filed), but rather CLI alleged that Widcom

infringed two related patents. The Widcom Patent Suit, which focused primarily on the

Widcom VTC- . claimed that Widcom had: (a) "commenced manufacture" of the

Widcom VTC-56; (b) "marketed and distributed" the Widcom VIC-56; and (c) entered

into distribution or resale agreements with at least five distributors relating to the

Widcom VTC-56. CLI was represented in the Patent Suit by, among others, David

Lovejoy of Fliesler, Dubb, Meyer & Lovejoy.

61. In June 1986, Widcom filed a Chapter I I bankruptcy petition in the

United States Bankruptcy Court for the Northern District ofCaIifomia (Case No. 586-

02619-M). In August 1986, CLI Vice President of Finance, James M. Walker, submitted

a Proof of Claim on behalf of CLI in the Widcom bankruptcy proceeding. In its Proof of
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Claim. CLl stated it was a claimant of Wide om in excess of$l million because of the

pending Widcom Patent Suit.

5. CLI Files the ' 630 Application But Fails to Disclose the Widcom
VTC-56 Prior Art.

62. On October 27, 1986, while the Widcom Patent Suit was pending, Chen

and Klenke filed the ' 630 application in the Patent Office. As alleged above, the Power

of Attorney rued with the ' 630 application appointed Lovejoy as the patent lawyer

authorized to prosecute the '630 application-the same lawyer who Was listed as counsel

of record for CLI in the Patent Suit involving the Widcom VTC-56. The Power of

Attorney was executed for CLl by Walker, who had previously executed the Proof of

Claim in the Widcom bankruptcy proceeding. On infonnation and belief, as a director of

CLl, Walker also had knowledge of the Special Master Report discussing the Widcom

VTC-56.

63. According to the prosecution history of the '672 patent, neither the

inventors nor CLl's patent attorneys ever disclosed any prior art to the Patent Office

during the prosecution of the ' 630 application. Each of the five references cited on the

face of the ' 672 patent were discovered by the patent examiner. There was never any.

disclosure relating to the Widcom VTC- , a device that anticipates, or at the very least

makes obvious, the claims of the ' 672 patent and, on infonnation and belief, was known

in detail by CLl and those substantively involved in the prosecution of the ' 630

application.

6. While the '630 Application Is Pending, CLI Purchases Wjdcom
Assets Relating to the Widcom VTC-56 in Bankruptcy. 

64. On or about June 23 , 1987, the Patent Office issued a Notice of Allowance

for the filed claims of the ' 630 application. Lovejoy mailed the issue fee for the ' 672
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patent to the Patent Office on or about July 9, 1987. On or about July lO, 1987, CLI

published a press release announcing the settlement of the Patent Suit. CLI' s press

release explained that Widcom had agreed to transfer to CLI technology related to the

Widcom VTC-56:

65.

Following commencement ofCLl's lawsuit in December
1985 , Widcom filed for protection from creditors in the

S. Bankruptcy Court on June 6, 1986. In June 1987, a
trustee was appointed by the Bankruptcy Court to explore
the possible sale of Wid com s remaining assets. Under the
settlement agreement, which was negotiated with the
Widcom trustee and approved by the Bankruptcy Court on
July 8 Widcom acknowledged the validity of the two CLI
patents. as well as Widcom' s infringement of them in its
manufacture and sale of its VTC-56 videoconferencine:
codec and its RAPICS 500 data comoression device
Widcom further agrees to the entry of a stipulated judgment
against it by the U.S. District Court on CLI' s patent
infringement claims, and the issuance of a permanent
injunction restraining Widcom from further infringement of
CLl's patents. As part of the agreement reached with CLI,
Widcom will transfer to CLI full title to all of Widcom
video and data compression technolo~v. including its
interest in a manufacturing license previously granted by
Widcom to a German distributor of its VTC-56 product,
Telefonau und Normalzeit, GmbH. CLI. in turn. has
agreed to ourchase from the trustee Widcom s remaininlZ

inventory of video and data comoression devices. including
its existing stock ofVTC-56 codccs. RAPICS 500, DCU
192 units and all spares and parts for $150,000. As part of
the settlement, CLI has agreed not to sue those former
Widcom customers who purchased VTC-56 codecs prior to
the court settlement for infringement ofCLI' s patents.

(Emphasis added.)

On or about July 13, 1987, the bankruptcy court entered an Order

Authorizing and Approving Sale of Assets to Compression Labs, Inc. and Settlement

Agreement ("Asset Sale Order ) that transferred to CLI all of Widcom ' s

right, title and interest in and to any invention, know-how
or other technology relating to the compression of data for
storage or transmission, including, without limitation,
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(Widcom sJ existing inventory ofVTC-56 codecs ... and
all engineering drawings or documentation relating to any
of the above products.

On information and belief, through the litigation of the Widcom Patent66.

Suit and the Asset Sale Order, CLI and those substantively involved in the prosecution of

the ' 630 application came into possession of all engineering drawings and documentation

related to the Widcom VTC-56. At or about this time, CLl also came into possession of

Widcom s existing inventory of Wid com VTC-S6s.

67. On or about July 17 1987, CLI and Widcom submitted to Lhe Coun a

Stipulation for Entry of Judgment and Order of Permanent Injunction ("Judgment" ) in the

Widcom Patent Suit The Judgment attached as an exhibit the Asset Sale Order from the

bankruptcy proceedings. This fact further demonstrates that Lovejoy was aware of the

Widcorn VTC-S6 before the ' 672 patent issued.

68. Based on the foregoing, during the pendency of the ' 630 application, the

persons substantively involved in prosecuting the ' 630 application, including Lovejoy

and Walker, were aware of the existence, capabilities and materiality ofthe Widcom

VTC-56 and of other material prior art obtained from Widcom. Despite such knowledge

those persons acting on behalf of CLI failed to disclose the Widc~m VTC-56 or other

prior art to the Patent Office in violation of the patent statutes and their duty of candor

under Patent Rule 56. On information and belief, CLI and its agents made a conscious

decision to violate their clear obligations by intentionally concealing this material

information so as to defraud the Patent Office. As a consequence, CLI' s application for

the ' 672 patent issued on October 6, 1987. On infonnation and belief, had the patent

examiner been made aware of the material information possessed by CLI and its agents,
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the ' 672 patent would not have iss~ed or, at the very least, would have issued with a

substantially different scope.

B. CLI Deceived the International Standard-Setting: Community and Its
Members During: DeveloDment and ADoroval of the JPEG Standard.

69. Before, during and after fraudulently obtaining the ' 672 patent, CLI

participated asa member of several co:mrilittees that developed and adopted the JPEG

Standard. Having participated in the JPEG standard-setting process and having voted to

approve the JPEG Standard, CLI had a legal duty to disclose the purported applicability

of the ' 672 patent that it now claims (more than a decade later) covers essential

technology embodied in the JPEO Slandard. As alleged below, CLI violated its legal

duty. During its participation in and approval of the JPEG Standard, CLI engaged in a

pattern of deceptive silence and misleading statements on which Plaintiffs reasonably

relied to their material detriment in supporting the approv31 of the JPEG Standard and

thereafter incorporating the JPEG Standard into their products.

1. CLI Knew About Its Disclosure Obligations Through Its
Participation in the JPEG Committee and Related Standard-Setting Committees.

70. . The JPEG Standard was first adopted and published in 1992 after years of

international effort by several standard-setting organizations, including ISO, ccnT and

ANSI.

71. Efforts to develop the JPEG Standard began in or about September 1982

when Working Group 8 of the ISO ("ISO Working Group 8") was established and

assigned the task of identifying picture coding mechanisms and encoding prmciplt:s for

graphic and photographic images. Soon thereafter, a subgroup ofISO Working Group 8

known as the "Photographic Experts Group" (or "PEG") began analyzing options for

standardizing a compression technique for still images. .
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In or about November .1984, while the JPEG Standard was developing

within ISO Working Group 8 , CLI was actively. participating in and contributing to a

72.

related video compression standard as a member of CCI1T Study Group XV. During

this time, CLI participated in the development of ccm Recommendation H.261 (a

video teleconferencing Standard generally thought to be the precursor to the MPEG video

compression standard) and later in the development of the ISO MPEG standard.

73. On or about November 11 , 1986, just two weeks after CLI filed the ' 630

application that led to the ' 672 patent, ISO Working Group 8 and a subgroup of CCITT

Study Group VIII (focused on still image compression) held their first combin~d meeting

in Parsippany, New Jersey. Through this collaboration, the "PEG" subgroup oflSO

Working Group 8 evolved into the Joint Photographic Experts Group, or JPEG. At this

meeting, it was announced that ccm Study Group XV-in which CLI was an active

participant-would be told about the JPEG committee s work. Soon thereafter, the JPEG

committee expanded its coordination efforts to include ANSI Task Group X3L2. 1 (later

renamed X3L2.8) (hereafter the "ANSI Task Group; when the ANSI Task Group sent a

memorandum to ISO Working Group 8 stating that the ANSI Task Group had decided to

have representation in the JPEG committee "and to adopt the international standard

developed in (Working Group 8) as an ANSI standard.

74. In November 1986, CLI announced to the CCIIT Study Group XV video

compression committee that it had patents that "may apply" to its work on the video

compression standard. CLI stated it "would entertain limited field of use licensing" and

promised it would "strive to provide a flexible and nondiscriminatory solution so the

proposed standard can be implemented." Thereafter, as alleged below, CLI repeatedly
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disclosed its belief that the '672 patent applied to the emerging video compression

standard. CLI, however, never intimated a belief that the ' 672 patent had any relevance

to the JPEG Standard, despite CLI' s knowledg~ of the details of the standard and its

obligation to make such a disclosure.

75. In Junc 1987, at a JPEG meeting in Copenhagen, the JPEG committee

considered ten compression techniques (out of an original twelve proposals) vying to

become part of the JPEG Standard. From this original group, the JPEG committee chose

three finalists: (I) Adaptive Discrete Cosine Transfonn (" ADCT'), proposed by a group

called ESPRIT; (2) Adaptive Binary Arithmetic Coding (uABAC"), proposed by mM;

and (3) Generalized Block Truncated Coding ("GBTC"), a proposal from the Japanese

national body. ADCT eventually won the competition and became the baseline for the .

JPEG Standard. The ABAC technology was selected for an extended function of the

JPEG Standard, but is not required for use in the baseline JPEG Standard. However, the

ABAC technology or anyone of several alternative technologies were acceptable and

readily-available substitutes for the ADCT technology included in the baseline JPEG

Standard. Had CLI made its purported patent interests known at any time during the

development of the JPEG Standard, the JPEG committee could have substituted the

ADCT technology with anyone of these acceptable and available alternatives. .

76. On infonnation and belief, as early as November 1987, the ccm Study

Group XV video compression committee-in which CLI. was an active participant-was

aware of the details of the technology proposed for inclusion in the JPEG Standard

including the redundancy coding model for the ADCT technology.
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77. In December 1987, CLI notified the CCITT Study Group XV video

compression conunittee of the '672 patent by making the following statement:

Current knowledge of the coding techniques being
recommended for CCITT Nx384 codec leads us to believe
that this technology is covered in part by our Patent. 
such is the case. Compression Labs hereby states its
willingness to grant license on a non-discriminatory basis
on reasonable teIJruj if this technology becomes part of a
CCITT recommendation. provided that other companies
with applicable inventions reciprocate.

On infonnation and belief. this disclosure did not address any purported relevance of the

672 patent to the redundancy coding aspects of the ADCT technology. CLl did not at

this time or at any other time say anything about any purported relevance of the ' 672

patent to the redundancy coding aspects of the ADCT technology that the JPEG

committee .had disclosed to the CCIT!' Study Group XV video compression committee.

78. Later that month, CLl sent another letter to the Study Group XV video

compression committee stating CLl' s belief that the ' 672 patent "is pertinent to the

upcoming recommendations by ccm on Nx384 video codecs." CLl again agreed 

license the '672 patent "on reasonable terms worldwide." On information and belief, CLI

again said nothing about any purported relevance of the ' 672 patent to the redundancy

coding in the ADCT technology that had been disclosed by the JPEG committee,

79. In January 1988, during a CCIT!' Study Group XV video compression

committee meeting attended by two CLI employees, the committee discussed CLI'

disclosure of the '672 patent. The meeting report states that "a U.S. patent of

Compression Labs, Inc. wmch may be relevant to two-dimensional VLC (Variable Word-

Length Coding) was infonned to the Group." At this meeting, the Study Group XV

video compression committee agreed to the JPEG committee s request for coordination
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. between the two developing standards (the H.261 video compression and JPEG still

image compression standard). On information and belief, CLl again said nothing about

any purported relevance of the '672 patent to the redundancy coding in. the ADCT

technology that had been disclosed to CCnT Study Group XV by the JPEG committee

even though Study Group XV recommended that the JPEG committee use that

technology in the JPEG Standard.

80. In May 1988, during a JPEG meeting in Ottawa, Canada, a memorandum

nom Hiroshi Yasuda was distributed. The Yasuda memorandum attached a list of

patents that had been disclosed to the Study Group XV video compression committee

, .

which included the '672 patent. The memorandum stated:

As we approach to the goal, patents relevant to the (JPEG)
standard will affect very much. Attached CCIIT (MPEG)
document is their resuJts on patent search concerning DCT
coding which is great help for us. We wouJd like to make
great efforts to find out relevant patents, and if one or more
such patents win be found, we would like to ask patent
holders to declare to be obedient to the patent policy onso
and CCITT.

This memorandum highlights JPEG committee members' effhrt, throughout the

development and adoption of the JPEG Standard, to adopt a royalty-free baseline

standard.

81. In May 1988, Greg Wallace, the cbainnan of the JPEG committee

distributed a memorandum entitled "Patent Issues; ADCT and ISO in General." This

memorandum describes Mr. Wallace s work with a "prominent Boston law firm" to

determine whether there might be patents that could be infringed by the ADCT

technology sought to be included in the JPEG Standard. Mr. Wallace explained that, of

the patents reviewed so far

, "

all that I have found to date have been for motion image
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coding." His memorandum concludes: "As of this writing, I've notfound any patent

which appears to cover the ADCT.

82. In or about February 1989, in response to ongoing concern about patents

that might affect the JPEG Standard, the JPEG committee approved and published to ISO

Working Group 8 and CCITI StUdy Group VIll committees a call for patents that might

apply to any proposed parts of the JPEG Standard. Several JPEG committee members

responded to this call to identify patents, including ffiM, DEC, Mitsubishi, NEC,

CCETI, SAT and Kodak. On infonnation and belief, CLl did not respond, even though

it had participated in ISO Working Group 8 plenary meetings.

83. In or about January 1990, the JPEG committee completed an initial draft

of the JPEG Standard and forwarded it to the ANSI Task Group for comment. The next

month, CLl applied to participate in the ANSI Task Group. In June 1990, CLI employee

Jonathan Zingman attended an ANSI Task Group meeting in Salt Lake City, at which

time CLI became a full member of the ANSI Task Group.

84. In July 1990, during an ISO Working Group 8 Plenary meeting in Pono,

Portugal, the JPEG committee reported that fmal drafting of the JPEG Committee Draft

(often called a "CD") would be finished by the end of October 1990. On infonnation and

belief, CLI employee Zingman attended the Porto meeting and, consistent with CLI's

pattern of misleading silence about the ' 672 patent' s purported relevance to the JPEG

Standard, again failed to disclose the ' 672 patent.

85. In September 1990 , CLl sent a letter to the ISO MPEG video compression

committee stating that "upon adoption of the MPEG Standard by the ISO," CLI would

grant licenses under the CLI Patents "on non-discriminatory, fair and reasonable terms to
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all users solely for their use in complying with the Stan~ard." On information and belief

CLl' s disclosure to the ISO MPEG video compression committee demonstrates that CLI

was aware of its disclosure and licensing obligatioIlS under ISO' s rules. CLI's failure to

make the same disclosure to the JPEG committee demonstrates a pattern ofintentional

misleading silence about the purported relevance of the ' 672 patent to the JPEG Standard.

2. Despite Clear Knowledge of its Disclosure Obligations, CLI Sat
in Silence as JPEG Members Developed the JPEG Standard.

86. In or about October 1990, CLl employee Zingman attended an ANSI Task

Group meeting in Rochester, New York, at which several notable events took place:

ffiM' s Joan Mitchell gave an overview of the status of the

developing JPEG Standard.

ii) While discussing the JPEG Committee Draft. one ANSI Task

Group member, again"raised the committee s concern about undisclosed patents. In

response, Mitchell asked the attendee to draft a patent resolution to be considered by the

members.

ill) The ANSI Task Group decided that its members and interested

parties would be requested to "disclose patents as applicable to the JPEG standard." It

then voted unanimously to approve a resolution that members and interested parties

identify patents and patent applications "which someone believes must be used for every

implementation of any of the modes of operation" of the JPEG Standard.

87. On information and belief, despite CLI's attendance at this ANSI Task

Group meeting, CLl maintained its pattern of misleading silence and failed to disclose the

672 patent to the ANSI Task Group. CLI's failure to disclose the ' 672 patent in the face

of a coriunittee request to disclose patents related to the developing JPEG Standard
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further lulled ANSI and JPEG committee members into believing that CLI did not claim

to have patent rights relevant to the JPEG Standard.

3. CLI Voted to Approve the Developing JPEG Standard With
Knowledge ofIts Disclosure Obligations and Failed to Disclose the '672 Patent
Despite Multiple Calls for Patent Disclosure.

RR. On or about May 21 1991 . CLl employee Zingman completed and

submitted an ANSI Task Group Letter Ballot, through which CLI voted to approve the

JPEG Committee Draft "as presented " which meant that the standard should progress to

the next stage of development, the Draft International Standard stage. CLI "certified" its

approval of the JPEG Committee.Draft when Zingman signed and dated the ballot.

Again, CLI said nothing about the purported relevance of the ' 672 patent to the JPEG

Standard. Portions ofCLl' s ballot appear below:
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89. On August 4 1991 , consistent with the JPEG committee s goal for

developing a royalty-free standard, chairman Greg Wallace issued a memorandum to the

JPEG committee in which he requested that JPEG committee participants again disclose

relevant patents. His memorandum. requested that JPEG committee participants again

disclose "all patenls which you believe, with reasonable likelihood, MUST be used in

EVERY implementation (whether encoder or decoder) of any one or more of the 29

defined coding processes ..." in the JPEG Standard (emphasis in original). Wallace

memorandum requested each JPEG committee participant to identify all patents "that you

know of, whether held by you, by another member of your company or organization, by

any individual, company, or organization anywhere in the world." Several members

responded to this call for patents, including Plaintiffs Mitsubishi, Kodak, ffiM and

Autograph, by disclosing purportedly relevant patents or confmning they knew of none.

On infonnation and belief, despite having voted to approve the JPEG Standard, CLI

remained silent about the purported relevance of the ' 672 patent to the JPEG Standard.

90. On or about August 19, 1991 , Greg Wo.llace sent another memorandum to

the JPEG cormnittee, attaching a draft of a new annex to be added to the JPEG

Standard-Annex L. Wallace s memorandum explained that "it has been widely

requested that.. . all known patents which are believed to be required for implementation

of any specified coding process, be listed in (the JPEG Standard), and that there be means

to update this list whenever additional patents are identified." Wallace made the

following proposal (the reference to "WGIO" below refers to ISO Working Group 10

which was the official title of the ISO JPEG committee by this time):
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I prcpo~e that WGIO respond to these requests by adding an

informative annex to 10918-1, and that WG1O update this a~nex

whenever a version of 10918-1 is published, including CD, DIS,
IS, and any revisions to these. Also, if after IS publication,
additional patents are identified, I propose that WGIO revise . the

IS to include the additional patents, or means of the ISO
d~fect-reportinq process.

Annex L was implemented as a mechanism to: (a) ensure that all known patents that

were potentially relevant to the JPEG Standard would be identified and listed for

implementers of the standard to consider; and (b) to ensure that the patent holder for each

so-listed patent had Stated its "willingness to grant a license to an unlimited nwnber of

applicantS throughout the world under reasonable terms and conditions that arc

demonstrably free of any unfair discrimination." On information and belief, CLl did not

respond to the request for identification of patents for Annex 1. As a result, the ' 672

patent was never listed in Annex L.

91. In August 1991 , CLI employees attended ajoint JPEG-MPEG meeting in

Santa Clara, California, during which the JPEG committee approved and adopted the

introductory language of Annex L as a part of the JPEG Standard. On information and

belief, CLI again failed to disclose the purported relevance of the ' 672 patent to the JPRG

committee.

92. In or about November 1991, during a ccm Study Group XV video

compression committee meeting in Geneva, the committee discussed a proposal to add a

still-image compression component to Recommendation H.261. The Geneva meeting

report shows that the committee considered CLI' s patent holdings on still-image

compression. The report states: " As regards to patent issues, it was announced by a

delegate of USA that CLl does not hold any patent nor does it intend to acquire any....
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Because of the technical overlap between JPEG and the proposed still-image annex to

261 , a reasonable participant in the standard-setting process could have concluded

from this statement that CLI did not hold patents relevant to still-image co~pression

technology. On infonnation and belief, this statement, coupled with CLI' s misleading

silcncc about the purported relevance of the ' 672 patent to the JPEG Standard, further

lulled JPEG participants into believing that CLl did not claim to have.patents relevant to

the JPEG Standard.

4. CLI Voted for Final Approval oftbe JPEG Standard Having
Already Concluded-IncorrectIy-that Its Patents Purportedly Covered
Technology Included in the Standard.

93. On information and belief, by 1992 CLl had studied its patents, including

the '672 patent, and had formed the peliefthat its patents purportedly covered the

redundancy coding technology included in the JPEG Standard. In its March 1992 SEC

Form 10-K Annual Report, CLl stated:

An adaptation ofDCT technoloS!V. which has been the
basis of all CLl products since its inception, is the
foundation of the H.261 industry standard. as well as the
evolvin~ Joint Picture Exoerts Group ("JPEG" and Motion
Picture Experts Group ("MPEG") standards for
multimedia! desktop applications.

The Company holds seven U.S. patents relating to video
compression. The ~atents were issued in 1978 or later and
cover CLl' s scene-adaptive cocline and DCT techniques
(Emphasis added.) 

Yet in May 1992, CLl cast a second ballot to approve the JPEG Standard, once again

failing to disclose the ' 672 patent. Dallot rccords show that CLI' s Padmanabha Rao

voted to approve the JPEG Draft International Standard "as presented.

94. With ballot approval from CLl and other JPEG members, JPEG became

the widely-adopted international standard it is today. Published on September 18, 1992
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by CCITI as Reconunendation T. , the JPEG Standard was also formally adopted as

ISOIIEC International Standard 10918- l on February 15, 1994. ANSI subsequently

adopted the JPEG Standard on January 11, 1999. Annex L to the JPEG Standard does

not identify the '672 patent.

95. On information and belief, before the JPEG Standard had been approved

CLI had formed the incorrect belief that the ' 672 patent would be infringed by anyone

practicing the standard. Nevertheless, throughout the entire period of CLl's participation

in the JPEG standard-setting effort, CLI did not once answer the multiple calls for

disclosure of patents relevant to the standard, choosing instead to keep its patent claims

hidden from the JPEG committee. CLl's silence-even as it voted to approve the

standard-misled and subverted the standard-setting process. The members of the JPEG

standard-setting organizations relied on CLl's silence in voting to recommend the JPEG

Standard, which was in turn incorporated by Plaintiffs and others into many products

during the next l2 years.

Lawsuit.
CLI Deceived and Iniurcd Plaintiffs bv Dclnvine: the FiUne: of Its 

96. On information and belief, no later than July 1990, CLI was aware of the

JPEG Standard and the redundancy coding algorithms it contained.

97. On information and belief, CLI received in July 1990 a report entitled

Enhancement of Draft Rec. H.2211H.242 for still picture transmission" through its

participation in the CCITI Study qroup XV video compression committee. This report

included an Annex titled "Explanation of the JPEG coding algorithm specification" and

also disclosed that "today there are already first prototypes for still picture transmission

according to the JPEG specification on the market.

,.",
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On information and belief, by March 1992 CLI had incorrectly concluded

that its patents, including the '672 pa~nt, purportedly covered technology in the JPEG

98.

Standard. CLI reported that belief in its SEC Fonn 10-K Annual Report, as alleged

above.

99. On information and belief, CLl was aware no laLer than 1990 that the

JPEG Standard was being implemented in the market. This is particularly evident from

the well-attended and well-publicized Electronics Imaging '90 East Conference held in

Boston, Massachusetts, in October 1990. The conference iDcluded an afternoon

dedicated to JPEG. The event was chaired by IBM' s Joan Mitchell and included

presentations by JPEG Chairman Greg Wallace and ccm committee chairman Neil

Starkey.

100. On information and belief. early implementers of the JPEG Standard also

put CLI on notice of the public implementation of the JPEG Standard, including:

Adobe Systems, which by 1990 had incorporated the JPEG

Standard into its PostScript~ Language software. This event was publicized no later than

June 1990 at Ado~!s PostScript Developers conference.

ii) Cube Microsystems, which in December 1990 announced a

JPEG-enabled image processor.

ill) Xing Technology, which in March 1991 implemented JPEG in a

software program called VT -Compress.

iv) IBM, which in April 1991 implemented JPEG in its ImagePlus

workstation family of programs, which were designed to capture, view, print and
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--.

manipulate image docwnents on an IBM Personal System/2$ microchannel architecture

computer.

Apple Computer, which in 1991 had implemented JPEG in its

QuickTime multimedia technology.

vi) HP, which in August 1995 launched the Pavilion computer with

Microsoft' s Windows 95 and Storm Software s EasyPhoto, both ofw1rich incorporated

the JPEG Standard.

vii) Dell, which in August 1995 be~an shipping its computer systems

with Microsoft' s Windows 95, which incorporated the JPEG Standard.

101. In addition, by no later than 1992, CLI knew or should have known about

the use of the JPEG Standard in a variety of different types of softwaie, including

browsers, illustration programs and web-design programs. .

102. Notwithstanding CLI's knowledge as alleged above, on information and

belief, CLI made no effort to enforce the ' 672 patent against any individual or company

practicing the JPEG Standard until 2002, more than a deeadc after learning the details of

the JPEG Standard. In the intervening years, the JPEG Standard became deeply

entrenched as the preeminent standard for the digital compression, storage and

transmission of still images. Indeed, since the adoption of the JPEG Standard, Plaintiffs

have made significant investments in the implementation of the JPEG Standard.

Consumers and other users have created billions of JPEG files and have utilized the JPEG

Standard in existing devices and software that will continue for many years to come.
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D. CLIlFo~ent Has BelrnD an Unlawful CamDailm to "Enforce" the '672

Patent in an Effort to Capture the JPEG Standard Ille!rltimatelv and to Control the
Technolo~ Embodied in the Standard

Beginning in 2002, CLJ/Forgent changed course on CLI's decade- long

policy of non-enforcement of the ' 672 patent as it relates to JPEG. In early 2002

103.

. CLI/Forgent began an aggressive ' 672 patent "enforcement" campaign with the apparent

goal of capitalizing on the millions of consumers and hundreds of manufacturers

dependent upon and locked into the JPEG Standard. On information and belief

CLI/Forgent knew that conswners of the tec~ology embodied ?y the JPEG Staudacd had

consistently viewed it as open and free of royalties.

104. Seeking to assert its aging patent (which expires in 2006) against locked-

in companies and consumers who relied on the JPEG Standard being an open, royalty-

free standard, CLI/Forgent began in 2002 making royalty demands on companies that

make, use or sell the hoodreds of products employing the JPEG Standard as a means of

extracting potentially hundreds of millions of dollars in royalty payments to which it is

not lawfully entitled. At the same time, it also made veiled threatc; ;n the press aga;nst

end users of JPEG-enabled products.

105: On infonnation and belief, CLI/Forgent knew that the threat of potential

business interruption or catastrophic damages and the certainty of substantial fees and

costs required to defend protracted litigation would deter some JPEG users from

challenging the patent and instead cause them to take licenses. CLI/Forgent has made its

assertions of patent infringement to create uncertainty and doubt about the validity of

JPEG as an open standard and to compel manufacturers of JPEG products to pay it

unwarranted sums of money.
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lO6. CLI/Forgent began .and continues its campaign despite actual knowledge

that CLI (a) did not disclose material prior art to the Patent Office and (b) failed to

disclose the ' 672 patent to the JPEQ standard-setting organizations, thereby causing the

JPEG Standard to be adopted with technology that CLI/Forgent only now claims

infiingcs its patent.

lO7. CLI/Forgent has proceeded in bad faith with knowledge that the ' 672

patent is invalid and/or unenforceable. Fwther, CLI/Forgent' s demands are knowingly

and objectively baseless because it knows (a) the 9672 patent is invalid, (b) CU prucurt:d

the patent by fraud, and (c) the ' 672 patent is not enforceable because ofCU'

inequitable conduct Even though recipients ofCLIIForgent s demands have informed

CLI/Forgent and its attorneys of the substantial invaliding prior art pertainingto the ' 672

patent, including the Widcom VTC- , CLI/Forgent has persisted in its assertions and .

demands.

lO8. In April 1004, CLI, under the direction of Forgent, filed two lawsuits for

patent infringement against manufacturers of JPEG-enabled products, as alleged above.

As with CLIIForgent' s threats .oflitigation and demands for royalty payments prior to

litigation, CLI' s lawsuits are objectively baseless, because no objectively reasonable

litigant would expect success on the merits of those infringement claims, given CLI'

fraud on the Patent Office, its inequitable conduct, and the prior art invalidating the ' 672

patent.

109. On information and belief, CLI/Forgent does not expect or desire an actual

determination of the claims and defenses relating to the ' 672 patent on the merits. On

information and belief, the circumstances suggest that CLI/Forgent intentionally delayed
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filing suit against alleged infringers for at least two years after first making its allegations

of infringement so that, with the threat oflegal process (not the outcome of the process)

weighing on manufacturers, CLI/Forgent could exploit the ' 672 patent without being

forced to test the merits of its claims. On information and belief, CLI filed suit orily as a

last resort and has dolle so to invoke the legal proccss (not its outcomc) as an

exclusionary, predatory and illegitimate method of extracting money from those sued.

Furthermore, on information and belief, CLIIForgent intends to use these lawsuits to

intimidate others practicing the JPEG Standard with the threat of protracted and

expensive litigation if they do not obtain a license to the ' 672 patent.

110. CLI/Forgent has reported it has collected millions in "royalty" payments

from targeted companies. CLIJForgent has further imposed on Plaintiffs (and others who

have not given in to CLIIForgent' s extortionist demands) substantial costs in the fonn of

litigation defense costs and other costs.

COUNT 1

Declaratory Judgment - Noninfringement of the '672 Patent

(By All Plaintiffs Against All Defendants)

Plaintiffs incorporate by reference the allegations in paragraphs I through111.

IlO above.

112. This is an action for declaratory judgment of noninfringement of any valid

claim of the ' 672 patent.

113. Plaintiffs have an objectively reasonable apprehension that CLl will

continue to pmsue its allegations of infringement against Plaintiffs. CLl has already sued
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Plaintiffs for allegedly infringing the ' 672 patent by m~g, using, offering to sell and/or

selling JPEG-enabled products.

114. CLI has alleged, and continues to allege, that CLl is a current owner of all

right, interest and title in and to the ' 672 patent. On infonnation and belief, Defendant GI

is also a C\lITa1t owner of all right, intcrcst and title in and to the ' 672 patent.

115. CLI has alleged, and continues to allege, that Plaintiffs have been and are

making, using, offering for sale, importing and selling devices:

at least portions of which are designed to be at least partly
compliant with the JPEG standard as defined by CCITT
Recommendation T.81 approved on September l8, 1992
titled "Information Technology - Digital Compression and
Coding of Continuous Tone Still Images - Requirements
and Guidelines,'; the identical text of which is also
published as ISO/IEC International Standard 10918- , or
with any version or variance thereof defining a lossy
compression scheme.

116. CLI alleges that Plaintiffs have committed, actively induced, and

contributed to, and continue to commit, actively induce, and contribute to, acts of patent

infringement.

117. CLI alleges that Plaintiffs ' alleged infringement is willful and deliberate

and that irreparable injury has been caused to CLI.

118. Plaintiffs deny CLI' s allegations. Plaintiffs have not infringed and

currently are not infringing any valid claim. of the '672 patent~ either literally or under the

doctrine of equivalents, nor are Plaintiffs actively inducing or contributing to

infringement of the ' 672 patent.

119. Accordingly, there exists an actual judicial controversy between Plaintiffs

and Defendants concerning whether the claims of the ' 672 patent are not infringed by

Plaintiffs.
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120. Plaintiffs desire and. request a judicial determination and declaration of the

respective rights and duties of the parties based on the disputes recited above. Such a

determination and declaration is necessary and appropriate at this time so that the parties

may ascertain their respective rights and duties regarding the noninfringement of the ' 672

patent.

COUNT 2

Declaratory Judgment - Invalidity of the '672 Patent

(By All Plaintiffs Against An Defendants)

121. Plaintiffs incorporate by reference the allegations in paragraphs 1 through

l10 above.

122. This is an action for declaratory judgment of the "invalidity of any and all

claims of the ' 672 patent.

123. Plaintiffs have an objectively reasonable apprehension that CLI will

continue to pursue its allegations of infiingement against Plaintiffs. CLI has already sued

Plaintiffs for allegedly infringing the ' 672 patent by making, using, offering to sell and/or

selling JPEG-enabled products.

124. The '672 patent and its claims are invalid because; they fail to comply with

the conditions and requirements for patentability set forth in Title 35, United States Code

including but not limited to the provisions of3S U. C. ~~ 101, 102 103, 112 115 116

118 and 256.

125. Accordingly, there exists an actual judicial controversy between Plaintiffs

and Defendants concerning whether the claims of the ' 672 patent are invalid.
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126. Plaintiffs desire and. request a judicial determination and declaration of the

respective rights and duties of the parties based on the disputes recited above. Such a

determination and declaration are ~e~essary and appropriate at this tiII,le so that the

parties may ascertain their respective rights and duties regarding the invalidity of the ' 672

patent.

COUNT 3

Declaratory Judgment - Unenforceability Based on Inequitable Conduct 

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, li'CP A, 
Gateway, HP, IBM, JVC Americas, Macromedia, Matsushita America, Mitsubishi

America, Oce, palmOne, Ricob, Riverdeep, Savin, TACP, Thomson and Xerox
Against An Defendants) 

127. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,

Gateway. lIP, IBM, NC Americas, Macromedia, Matsushita America, Mitsubishi

America, ace, palm One, Ricoh, Riverdeep, Savin, T ACP , Thomson and Xerox ("the

Count 3 PJaintiff.~ ) incorporate by reference the allegations in paragraphs 1 through 110

above.

128. This is an action for declaratory judgment of the unenforceability of all

daims of the '672 patent.

129. The Count 3 Plaintiffs have an objectively reasonable apprehension that

CLI will continue to pursue its allegations of infringement against the Count 3 Plaintiffs.

CLl has already sued the Count 3 Plaintiffs tor allegedly inftinging the ' 672 patent by

making, using and/or selling JPEG-enabled products.

130. The ' 672 patent is unenforceable because of inequitable conduct by, but

not limited to, the persons identified above who were substantively involved in the

prosecution of the ' 630 application.
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131. Every person substantively involved in the preparation and prosecution of

the ' 630 application had a duty of candor and good faith, including a duty to disclose

information of which they were aware that was material to the examination of the ' 630

application, when dealing with the Patent Office during the prosecution of the ' 630

application.

132. On information and belief, the Widcom VTC- , among other things, was

and is material to the patentability of the ' 672 patent, and there is a substantial likelihood

it would have been considered important to a reasonable patent examiner reviewing the

630 application.

133. On information and belief, the persons substantively involved in the

preparation and prosecution of the ' 630 application intentionally misled and deceived the

Patent Office by failing to disclose the Widcom VTC-56, despite knowledge of the

Widcom VTC-56' s capabilities, as alleged above.

134. On information and belief, these breaches in the duties owed to the Patent

Office by the persons substantively involved in the preparation and proaceution of the

630 application were committed with the intent to deceive and/or mislead the Patent

Office.

l35. On infonnation and belief, the Patent Office relied on the material acts

omissions and/or misrepresentations recited above and was thereby persuaded to

improperly allow the ' 630 application to issue as the ' 672 patent.

136. On information and belief, as a result of the aforementioned acts

omissions and/or misrepresentations by those substantively involved in the preparation
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and prosecution of the ' 630 application, the ' 672 patent is unenforceable because of

inequitable conduct

137. Accordingly, there exists an actual judicial controversy between the Count

3 Plaintiffs and Defendants concerning whether the claims of the ' 672 patent are

un~nforcc;ablc.

138. Plaintiffs desire and request a judicial determination and declaration oftbe

respective rights and duties of the parties based on the disputes recited above. Such a

detenninatioD -and declaration are necessary and appropriate at this lime 50 that the

parties may ascertain their respective rights and duties regarding the unenforceability of

the ' 672 patent.

COUNT 4

Declaratory Judgment - Unenforceability Based on Laches

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,

Gateway, HP, mM, Jase, ,TVC Americas, MacTomedia. Matsushita America.

Mitsubishi America, Oce, Ricoh, Riverdeep, Savin, TACP, Thomson and Xerox
against Defendants CLI and Forgent)

139. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP 

Gateway, liP, ffiM, Jase; NC Americas, Mo.cromedia, Matsushita America, Mitsubishi

America, ace, Ricoh, Riverdeep, Savin, T ACP, Th,!mson and Xerox ("the Count 4

Plaintiffs ) incorporate by reference the allegations in paragraphs 1 through 110 above.

140. This is an action for declaratory judgment of the unenforceability of the

672 patent based on the equitable doctrine oflaches.

141. The Count 4 Plaintiffs have an objectively reasonable apprehension that

CLI/Forgent will continue to pursue its allegations ofinfrlD.gement against the Count 4

Plaintiffs. CLl has already sued the Count 4 Plaintiffs for allegedly infringing the ' 672

. 43
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patent by making, using, offering to sell and/or selling products incorporating the JPEG

Standard.

On information and belief, CLI/Forgent has long known of the Count 4

Plaintiffs ' use of the JPEG Standard. The JPEG Standard was adopted and published in

142.

1992. As previously all~g~d, th~ Count 4 Plaintiffs quickly began incorporating the

JPEG Standard into their products.

143. The Count 4 Plaintiffs ' use of the JPEG Standard has been pervasive , open

and notorious, including but not limited to the Count 4 Plaintiff's ' use of the JPEG

Standard in multiple products that are widely available, as well as the extensiv:e

advertising and media coverage of JPEG-enabled products.

144. On information and belief, CLI/Forgent' s delay in filing an infringement

suit to enforce the '672 patent is unreasonable and inexcusable.

145. On information and belief, as a result ofCLIIForgent' s unreasonable and

inexcusable delay in filing suit, the Count 4 Plaintiffs have been materially prejudiced

both from their changes in economic position and from the loss ofevjd~nc~. TIris

prejudice includes, but is not limited to, the Count 4 Plaintiffs' inclusion of the JPEG

Standard in their products and their investment of substantial resources unrelated to the

alleged infiingement that could have been avoided if CLI/Forgent had filed an

infiingement action sooner. Furthermore, because ofCLIlForgent' s delay, the Count 4

Plaintiffs have lost both documentary and witness evidence relevant to their defense of

the infringement action.

146. Because ofCLIIForgent' s unreasonable and inexcusable delay in filing

suit, the prejudice to the Count 4 Plaintiffs from that delay, and the Count 4 Plaintiffs
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good faith betiefthat the '672 patent is not infringed by the JPEG Standard, equity

requires that CLI/Forgent be barred from enforcing the patent.

147. Accordingly, there exists an actual judicial controversy between the Count

4 Plaintiffs and CLI/F orgent concerning whether the claims of the ' 672 patent are

unenforceable because of laches.

148. The Count 4 Plaintiffs desire and request a judicial detennination and

declaration of the respective rights and duties of the parties based on the disputes recited

. .

above. Such a determination and declaration are necessary and appropriate at this time so

that the parties may ascertain their respective rights and duties regarding the

unenforceability of the '672 patent.

COUNT 5

Declaratory Judgment - Unenforceability Based on Equitable Estoppel

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP 
Gateway, UP, mM, JVC America3, Macromedia, Matsushita America, Mitsubishi

America, ace, Ricoh, Riverdeep, Savin, T ACP, Thomson and Xerox against
Defendants CLI and Forgent)

149. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A

Gateway, HP, IBM, NC Americas, Macromedi~ Matsushita America, Mitsubishi

America, ace, Ricob, Riverdeep, Savin, T ACP, Thomson and Xerox ("the Count 5

Plaintiffs ) against Defendants CLI and F orgent incorporate by reference the allegations

in paragraphs 1 through 110 above.

150. Thi!'l is an action for declaratory judgment that CLI's claims for relief are

barred in their entirety by the doctrine of equitable estoppel.

151. The Count 5 Plaintiffs have an objectively reasonable apprehension that

CLI will continue to pursue its allegations of infringement against the Count 5 Plaintiffs.
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CLI has already sued the Count 5 Plaintiffs for allegedly infringing the ' 672 patent by

making, using, offering to sell and/or selling JPEG-enabled products.

l52. CLIIForgent' s enforcement of the ' 672 patent is barred in its entirety by

the doctrine of equitable estoppel. This estoppel is created by, but is not limited to, CLI'

misn:prcsc:ntatioWi made during it:; participation in the adoption of the JPEO SLandard

and CLI/Forgent' s continued silence during the years the Count 5 Plaintiffs ha

incorporated the JPEG Standard into their products.

153. As a member oHhe ISO, CenT and ANSI committees and working

groups responsible for the development and approval of the JPEG Standard, CLl had a

duty to disclose patents relevant to the JPEG Standard.

154. On information and belief, as a member of the ISO, ccm and ANSI

committees and working groups responsible for the development and approval of the

JPEG standard, CLl knew the technical details of the proposed JPEG Standard, having

participated in the development of the underlying technology and having voted multiple

times to approve the JPEG Standard.

l55. Despite its duty to disclose relevant patents and its knowledge of the

proposed JPEG Standard, CLIfailed to disclose any purported relevance oftbe ' 672

patent to the JPEG Standard. CLIIForgent remained silent about the ' 672 patent for years

while the Count 5 Plaintiffs invested in their use of the JPEG Standard.

l56. CLl's involvement in the JPEG standard-setting effort, coupled with .

CLIIForgent' s misleading silence about the relevance of the ' 672 patent to the JPEG

Standard both prior to and after the adoption of the standard, lulled the Count 5 Plaintiffs

into believing that CLl had no alleged patent interests that might affect the JPEG
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Standard. The Count 5 Plaintiffs reasonably relied on CLI' s misleading representation

that the '672 patent was not relevant to the JPEG Standard, causing the Count 5 Plaintiffs

to support the JPEG Standard and/or implement the standard in their products with the

reasonable belief that the JPEG Standard did not include the subject matter purportedly

claimed by the ' 672 patent.

157. On infonnation and belief, if CLI had disclosed the purported relevance of

the '672 patent to the JPEG Standard, the JPEG committee would have adopted anyone

of a number of readily-available and technically feasible alternatives.

158. The Count 5 Plaintiffs were and continue to be prejudiced by

CLIIForgent' s ambush strategy, including but not limited to the threat to the millions of

dollars in resources and years of investment in research, development, manufacturing and

marketing of products that employ the JPEG Standard.

159. Accordingly, there exists an actual judicial controversy between the Count

5 Plaintiffs and ForgentlCLI concerning whether the eLI' s claims for relief are barred by

cquitable estoppel.

160. . The Count 5 Plaintiffs desire and request a judicial determination and

declaration of the respective rights and duties of the parties based on the disputes recited

above. Such a determination and declaration is necessary and appropriate at this time so

that the parties may ascertain their respective rights and duties regarding the ' 672 patent.
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COUNT 6

Declaratory Judgment - Un enforceability Based on Patent Misuse

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,
Gateway, lIP, IBM, JVC Americas, Macromedia, Matsushita America, Mitsubishi

America, ace, palmOne, Ricoh, Riverdeep, Savin, TACP, Thomson and Xerox
against Defendants CLI and Forgent)

161. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A

Gateway, HP, IDM, NC Americas, Macromedia, Matsushita America, Mitsubishi

. America, Dce, palInODe, Ricoh, Riverdeep, Savin, T ACP, Thomson and Xerox ("the

Count 6 Plaintiffs ) incorporate by reference the allegations in paragraphs 1 through 110

above.

162. This is an action for declaratory judgment that CLI' s claims for relief are

barred by the doctrine of patent misuse.

163. The Count 6 Plaintiffs have an objectively reasonable apprehension that

CLl will continue to pursue its allegations of infringement against the Count 6 Plaintiffs.

CLI has already sued the Count 6 Plaintiffs for ~eged1y infringing the ' 672 patent by

making, using and selling JPEG-enabled products

164. The ' 672 patent is unenforceable for continuing patent misuse by reason

ofCLI/Forgent' s unlawful attempts to enforce the ' 672 patent, as alleged above.

165. CLI/Forgent seeks to obtain the economic advantage of an improper

injunction against the Count 6 Plaintiffs, as well as improper monetary damages from the

Count 6 Plaintiffs. despite CLIIForgent' s knowledge that the '672 patent is invalid and

unenforceable because ofCLIIForgent' s unlawful conduct as alleged above.
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166. Accordingly, there.exists an actu:aljudicial controversy between the Count

6 Plaintiffs and Defendants concerning whether the CLI' s claims for relief are barred by

CLIIForgent s patent misuse.

l67. The Count 6 Plaintiffs desire and request a judicial determination and

declaration of the respective rights ami uutie5 of the parties based on the disputes recited

above. Such a determination and declaration is necessary and appropriate at this time so

that the parties may ascertain their respective rights and duties regarding the ' 672 patent.

COUNT 7

Declaratory Judgment - Implied License

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,
Gateway. lIP. IBM. JVC Americas. Macromedia, Matsushita America, Mitsubishi

America, Oce, palmOne, Ricoh, Riverdeep, Savin, TACP, Thomson and Xerox
against All Defendants)

l68. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,

Gateway, HP, ffiM, IVC Americas, Macrornedia, Matsushita America,. Mitsubishi

America, ace, palmOne, Ricoh, Riverdeep, Savin, TACP, Thomson and Xerox ("the

Count 7 Plaintiffs ) incorporate by reference the allegations in paragraphs I through 110

and 138 through 160 , above.

169. This is an action for declaratory judgment that CLI' s claims for relief are

barred, in whole or in part, by the doctrine of implied license. This implied license was

created by, but is not limited to, (a) CLI's misleading silence and misrepresentations

about the purported relevance of the '672 patent during its participation in the

development and adoption of the JPEG Standard, (b) CLI's acquiescence to the Count 7

Plaintiffs ' inclusion of the JPEG Standard in their products since the 1992 adoption of the

JPEG Standard, and (c) the doctrine of patent exhaustion.
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The Count 7 Plaintiffs have an objectively reasonable apprehension that

CLl will continue to pursue its allegations of infringement against the Count 7 Plaintiffs.

170.

CLl has already sued the Count7 Plaintiffs for allegedly infringing the ' 672 patent by

making, using, offering to sell and selling JPEG-enabled products.

171. CLI has alleged, and conti.l1ue~ to allege, that CLI is a current owner of all

right, interest and title in and to the ' 672 patent On information and belief, Defendant GI

is also a current owner of all right, interest and title in and to the ' 672 patent.

172. On intonnation and beliet~ CLI' s claims tor relief are barred, in whole Or

in part, by the doctrine of implied license.

l73. Accordingly, there exists an actual judicial controversy between the Count

7 Plaintiffs and Defendants concerning whether the CLI's claims for relief are barred as

alleged above.

174. The Count 7 Plaintiffs desire and request a judicial detennination and

declaration of the respective rights and duties of the parties based on the disputes recited

above. Such a determination and declaration is ncec3sary and appropriate at this time :so

that the parties may ascertain their respective rights and duties regarding the ' 672 patent.

COUNT 8

Deceptive Trade Practices - 6 Del. C, ~ 2532 et seq.

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,
Gateway, HP, IBM, JVC Americas, Macromedia, Matsushita America, Mitsubishi

America, Oce, Riverdeep, TACP and Xerox against Defendants CLI and Forgent)

175. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak., Fuji USA, FCP A

Gateway, HP, IBM, NC Americas, Macromedia, Matsushita America, Mitsubishi

. 50
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America, Gce, Riverdeep, TACP and Xerox ("the Count 8 Plaintiffs ) incorPorate by

reference the allegations in paragraphs I through 110 above.

l76. CLIfF orgent has engaged in deceptive trade practices because, in the

. . .

' course of its business, CLI/Forgent caused a likelihood of confusion or misunderstanding

as to the validity and enforceability of the ' 672 patenl, in violation of 6 Del. C. ~ 2532.

177. CLI/Forgent ~so has engaged iri deceptive trade practices because, in the

course of its business, CLI/F orgent disparaged the Count 8 Plaintiffs ' goods, services

and businesses by falsely and misleadingly alleging that the Count 8 Plaintiffs' products

infringe the '672 patent and that consumers will not be able to continue using ~e Count 8

Plaintiffs ' products that incorporate the JPEG standard , in violation of 6 Del. C. ~ 2532.

178. Further, CLI/Forgent has engaged in deceptive ~ade practices because, in

the course of its business, CLI/Forgent has engaged in other conduct that creates a

likelihood of confusion or misunderstanding, including but not limited to forcing parties

to take a license of the invalid and unenforceable ' 672 patent or engagmg in baseless

patent litigation designed only to force the Count 8 Plaintiffs into taking a liccme to the

invalid and unenforceable ' 672 patent, which the Count 8 Plaintiffs do not infringe, in

violation of 6 Del. C. ~ 2532.

l79. On information and belief, CLI/Forgent has acted in bad faith while

engaging in these deceptive trade practices.

l80. The Count 8 Plaintiffs have been harmed or can reasonably expect to be

harmed by CLI/Forgent' s deceptive trade practices. This harm will continue or can

reasonably be expected to continue as long as CLI/Forgent continues to falsely assert that

the ' 672 patent is infringed by the Count 8 Plaintiffs ' use of the JPEG Standard.
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COUNT 9

Fraud

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,
Gateway, HP, ffiM, JVC Americas, Matsushita America, Mit.cmhishi America, Dce

Riverdeep, TACP and Xerox against Defendant CLI)

181. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,

Gateway, HP, IBM NC Americas, Matsushita America, Mitsubishi America, Oce

Riverdeep, T ACP and Xerox ("the Count 9 Plaintiffs ) incorporate by reference the

allegations in paragraphs "1 through 110 above. 

182. As a member of the ISO, CCITI and ANSI committees and working

groups responsible for the development and approval of the JPEG Standard, CLI had a

duty to disclose patents relevant to the JPEG Standard.

183. On ~onnation and belief, as a member of the ISO; CCITf and ANSI

committees and working groups responsible for the development and approval of the

JPEG Standard, CLI knew the technical details of the proposed JPEG Standard, having

participated in the review oftbe development of the underlying techi1o1ogy and having

voted several times to approve the standard.

184. Despite its duty to disclose relevant patents, its knowledge of the proposed

JPEG Standard and repeated requests to identify relevant patents to the standard-setting

bodies, CLI intentionally failed to disclose the ' 672 patent.

l85. On information and belief, at the time the JPEG Standard was proposed or

adopted, CLI knew or believed all of the alleged facts it now asserts in its false claim that

the ' 672 patent is infringed by the JPEG Standard.
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186. On information and belief, CLI failedtodisclosethe ' 672 patent because

it intended to induce the adoption of the JPEG Standard and its inclusion in various

products.

l87. Relying on CLI' s failure to disclose the ' 672 patent, the JPEG committee

and other related organizations, of which several of the Count 9 Plaintiffs were members

by 1992, adopted the JPEG Standard. Following the adoption of the JPEG Standard, the

Count 9 Plaintiffs and thousands of other users relied on CLI's failure to disclose the

672 patent when incorporating the JPEG Standard into their commercial products. The

Count 9 Plaintiffs' reliance on CLI's representations and its failure to disclose the ' 672

patent has been reasonable. .

l88. When it participated in the development of the JPEG Standard, CLl knew

or reasonably should have known that the Count 9 Plaintiffs and all other users of the

JPEG Standard would rely on its misrepresentations and deceptive silence regarding the

672 patent. The standard-setting committees were created specifically for the purpose of

nil owing nil users to rely on the common technology.

189. As a result of CLI's fraudulent failure to disclose the ' 672 patent and

subsequent attempts to assert th~ patent, the Count 9 Plaintiffs have incurred damages

and will. continue to be damaged in the future.
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COUNT 10

Negligent Misrepresentation

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,
GatewAY, lIP, mM, JVC AmeriCAs, Matsushita America, Mitsubishi America, ace,

Riverdeep, T ACP and Xerox against Defendant CLI)

Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A

Gateway, lIP, ffiM, JVC Americas, Matsushita America, Mitsubishi America, Oce

190.

Riverdeep, T ACP and Xerox ("the Count 10 Plaintiffs ) incorporate by reference the

allegations in paragraphs 1 through 110 above.

191. On information and belief, CLl had and continues to have a pecuniary

interest in the development and adoption of the JPEG Standard. When the JPEG

Standard was developed and adopted, CLl was in the business of developing compression

techniques. On information and belief, CLl believed that the development of a common

standard such as the JPEG Standard would promote the growth of compression

technology sales and that CLl would have a competitive advantage in those sales because

of its experience with compression technology.

192. As a member of the ISO, CCITf and ANSI committees and working

groups responsible for the development and approval of the JPEG Standard, CLl had a

duty to disclose patents relevant to the JPEG Standard and to provide accurate

information to JPEG.

193. On information and belief, as a member of the ISO, ccm and ANSI

committees and working groups responsible for the development and approval of the

JPEG Standard, CLl knew the technical details of the proposed JPEG Standard, having

. 54
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participated in the review of the development of the underlying technology and having

voted several times to approve the standard.

194. Despite its duty to disclose relevant patents, its knowledge of the proposed

JPEG Standard and repeated requests to identify relevant patents to the standard-setting

bodies, CLI failed to disclose the ' 672 patent. CLl's failure to disclose the ' 672 patent

was a material omission or misrepresentation.

195. CLI failed to exercise reasonable care in reviewing its patents and

comparing them to the proposed JPEG Standard as well as in failing to accurately

communicate its patent position to the JPEG coinmittee.

196. Based on CLI's silence or representation that it had no relevant patents,

the JPEG committee and related organizations, of which several of the Count 10

Plaintiffs were members by 1992, adopted the JPEG Standard. Following the adoption of

the JPEG Standard, the Count 10 Plaintiffs and thousands of other users relied on CLI'

silence or misrepresentations when incorporating the JPEG Standard into their products.

197. When it participated in the development of the JPEG Standard, CLI knew

or reasonably should have known that the Count 10 Plaintiffs and all other users of the

!PEG Standard would rely on its misrepresentations regarding its patent position. The

standard-setting committees were created specifically for the purpose of allowing all

users to rely on the common technology.

198. The Count 10 Plaintiffs ' reliance on CLl's silence or misrepresentation

was reasonable.
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199. As a result ofCLI' s.negligent misrepresentation regarding its patent

rights, the Count 10 Plaintiffs have incurred damages and will continue to be damaged in

the future.

COUNT 11

Equitable Estoppel

(By Plaintiffs Agfa, Apple, Axis, Canon usA, Dell, Kodak, Fuji USA, FCPA,
Gateway, HP, mM, JVC Americas, Macromedia, Matsushita America, Mitsubishi
America, Oce, Riverdeep, TACP and Xerox Against Defendants CLI and Forgent)

200. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A

Gateway, HP, mM NC Americas, Macromedia. Matsushita America. Mitsubishi

America. Oce, Riverdeep, T ACP and Xerox (..the Count 11 Plaintiffs ) incorporate by

reference the allegations in paragraphs 1 through 11 0 above.

201. CLIIForgent' s enforcement of the ' 672 patent is barred in its entirety by

the doctrine of equitable estoppel. This estoppel is created by, but is not limited to, CLl's

misrepresentations made during its participation in the adoption of the JPEG Standard

and CLIIForgent's continued silence during the years the Count II Plaintiffs have

incorporated the JPEG Standard into their products.

202. On information and belief, asa member of the ISO, ccrrr and ANSI

committees and working groups responsible for the development and approval of the

JPEG standard, CT.I knew the technical details of the proposed JPEG Standard, having

participated in the development of the underlying technology and having voted multiple

times to approve the JPEG Standard.

203. Despite its duty to disclose relevant patents and its knowledge of the

proposed JPEG Standard, CLI failed to disclose any pUrported relevance of the ' 672
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patent to the JPEG Standard. CLlIF orgent remained silent about the

. '

672 patent for years

while the Count II Plaintiffs invested in their . use of the JPEG Standard.

CLI' s involvement in the JPEG standard-setting effort, coupled with

CLIIForgent' s misleading silence about the relevance of the ' 672 patent to the JPEG

204.

Standard both prior to and after the adoption of the standard, lulled the Count 

Plaintiffs into believing that CLI had no alleged patent interests that might affect the

JPEG Standard. The Count 11 Plaintiffs reasonably reli~d on CLI' S misleading

representation that the '672 patent waS not relevant to the JPEG Standard , causing the

Count II Plaintiffs to support the JPEG Standard and/or implement the stand~d in their

products with the reasonable belief that the JPEG Standard did not include the subject

matter purportedly claimed by the '672 patent.

205. On information and belie~ if CLI had disclosed the purported relevance of

the '672 patent to the JPEG Standard, the. JPEG committee would have adopted anyone

of a number of readily-available and technically feasible alternatives.

206. The Count 11 Plaintiffs were and continue lo be prejudiced by

CLI/Forgent' s ambush strategy, including but not limited to the threat to the millionsof

dollars in resources and years of investment in research, development, manufacturing and

marketing of products that employ the JPEG Standard.

207. CLI/Forgent is barred from enforcing the '672 patent against the Count 11

Plaintiffs as a result of CLI' s misleading silence , misrepresentations and the other

unlawful conduct alleged above.
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COUNT 12 .

Patent Misuse

(By Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A
Gateway, HP, mM, JVC Americns, Macromedill, Matsushita America, Mitsubishi
America, Oce, palm One, Riverdeep, TACP and Xerox Against Defendants CLI and

Forgent)

208. Plaintiffs Agfa, Apple, Axis, Canon USA, Dell, Kodak, Fuji USA, FCP A,

Gateway, HP , ffiM, JVC Americas, Macromedia, Matsushita America, Mitsubisbi

America, ace, palmOne, Riverdeep, TACP and Xerox ("the Count 12 Plaintiffs

incorporate by reference the allegations in paragraphs 1 through 110 above.

209. The ' 672 patent is unenforceable for continuing patent misuse, by reason

of CLIfF or gent' s unlawful attempts to enforce the ' 672 patent as alleged above.

210. CLI/Forgent seeks to obtain the economic advantage of an improper

injunction against the Count 12 Plaintiffs, as well as improper monetary damages from

the Count 12 Plaintiffs, despite CLIIForgent' s knowledge that the '672 patent is invalid

and unenforceable due to CLI/Forgent' s unlawful conduct as alleged above.

COUNT 13

Sherman Act ~ 2 - Attempted Monopolization

(By Plaintiffs Dell, Kodak, lIP, IDM, and Xerox Against Defendants

CLI and Forgent)

211. Plaintiffs Dell, Kodak, HP; mM, and Xerox ("the Count 13 Plaintiffs

incorporate by reference the allegations in paragraphs 1 through 110 above.

212. By engaging in the conduct alleged above, CLI/Forgent has willfully

pursued a plan to exclude competition and obtain monopoly in a relevant market with

power to exercise control over prices.
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213. The relevant market is a teclmology market consisting of the redundancy

coding model specified in the baseline (ADCn JPEG Standard (hereinafter the "Relevant

Technology"). The Relevant Technology is an essential component of the JPEG

Standard. The Relevant Technology is required as an input to all JPEG-enabled or JPEG-

enabled products. CLI/Forgent alleges that the ' 672 patent covers the Relevant

Technology.

214. The relevant geographic market for this Relevant Technology is

worldwide. The United States constitutes a relevant geographic submarket in which it is

proper to assess the anticompetitive effects of CLIfF argent' s improper asserti~n of the

, 672 patent

215. Consumers in the market of the Relevant Technology include

manufacturers of JPEG-enabled products that incorporate the Relevant Technology and

end users of JPEG-enabled products, who necessarily deploy the Relevant Technology

when they operate JPEG-enabled products. The Count 13 Plaintiffs are consumers in the

relevant market both as manufacturers of JPEG-enabled products and as end users of the

Relevant Technology.

216. Today, because of the widespread adoption of the JPEG Standard, there

are no readily-available or reasonably-interchangeable substitutes for the Relevant

Teclmology. In the years since the adoption of the JPEG Standard, billions of images

have been compressed, exchanged and stored using the JPEG Standard, and those images

are accessible and viewable only by use of products that incorporate the Relevant

Technology. The Count l3 Plaintiffs and other manufacturers have further made

substantial investments in JPEG-enabled products, and because billions of images are
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, .

compressed in the JPEG format and viewable only by use of the Relevant Technology,

consumers have come to rely on the Relevant Technology.

217. As enforced by CLIIForgent, the ' 672 patent presents a highly significant

barrier to entry into the relevant market CLIIF orgent is interpreting the claims of the

. 672 patent in a manner that would preclude other companies from competing in the

production and sale of the Relevant Technology. CLIIForgent has sought to give

credibility to the ' 672 patent by threatening and filing patent infringement actions against

manufacturers of JPEG-enabled products and touting the ' 672 patent as essential to

compliance with the JPEG Standard.

218. The detrimental impact ofCLIIForgent s Unlawful conduct and the

specific injury to Plaintiffs are evident. 
As a result of CLIIForgent' s unlawful conduct,

there have been or will be adverse competitive effects in the Relevant Technology

market. CLIIForgent's assertions of patent infringement have been widely publicized,

and CLIIForgent has sought to capitalize on the disruptive effects of, and resulting

uncertainty generated by, its claims of patent infringement. The inevitable impact of

CLl's fraud on the Patent Office , its misuse of an invalid and unenforceable patent, and .

its decision to publicize its claims and to threaten or file pa~entin:fringement lawsuits

against numerous manufacturers has been to impose on consumers of the Relevant

Technology the burden or threat of an elevated price for the Relevant Technology by the

direct result of bad-faith patent enforcement

219. In addition, CLIIForgent' s conduct has suppressed and will continue to

suppress innovation in the relevant market, and in other related technologies, by
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unlawfully impeding others from using the technology within what CLIlForgent contends

is the scope of the claims ofthe . 672 patent.

220. By engaging in its ulliawful conduct, CLI/Forgent also has denied the

producers and users of JPEG-enabled products the competitive benefits of the JPEG

Standard. In the technology field of digital imaging, significant advantages for

competition are attained in the formulation and adoption of a standard that permits

compatibility among devices that may capture. view, store or print images, and among

devices of various types manufactured by competing vendors. Without a standard. users

of the technology cannot be certain that the product or output file from one ve!ldor

product will work with or be readable by the product from another vendor, nor can they

be .certain that products bought today will be interoperable with future products, or that

future products might be capable of reading image files generated withtoday s products.

The JPEG Standard was intended tei promote the interests of manufacturers and end users

across dozens of industries by allowing for the efficient interoperability and passage of

images between various products,

221. The benefits of the JPEG Standard include: (i) lowering prices as

consumers are able to compare strictly quality and cost factors without compatibility

concerns; (H) permitting different vendors' products to work together, encouraging the

development of peripheral products in the same or separate industries and creating

additional competitive markets with increased consumer choice; (ill) substantially

reducing "lock- " effects and switching costs. facilitating the consumer s ability to

switch more readily betWeen product vendors; (iv) easing the entry costs for new

competitors in a given market to produce products incoxporating the standard; and (v)
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enhancing efficiencies through network externalities as more suppliers, consumers and

industries implement the standard, By raising or attempting to raise the cost of using the

JPEG Standard in its attempt to capture the open standard and filing suit against

producers of JPEG-enabled products, CLI/Forgent has deprived or will deprive producers

and users of the JPEG Standard' s competitive benefits.

222, By engaging in its unlawful conduct, CLI/Forgent has further threatened

to deny consumers the competitive benefits of future standard-setting efforts.

WiJJingness to participate in future standard-setting, including efforts to extend JPEG

has been or win be chiJIed.

223. CLI/Forgent' s unlawful conduct also has adversely affected other markets

potentiaJIy relevant to this case. Such markets would be various markets comprised of

JPEG-enabled products. Through its unlawful acts, CLI/Forgent has caused or threatened

to cause adverse competitive effects in relevant markets of JPEG-enabled products where

a sufficient number of competitors might elect to accede to CLIIForgent' s demands. In

such markets, CLI/Forgent can effectively raise the floor on the prices that manufacturers

in that market charge for JPEG-enabled products, Markets where competing

manufacturers are deeply entrenched in the JPEG Standard and would. suffer substantial

loss of investment in switching to a different standard are especially affected by or

threatened with hi~er prices stemming from CLIIForgent' s unlawful conduct. Particular

markets or submarkets relating to products that are dependent upon the Relevant

Technology, and which are impacted by CLI/Forgent' s conduct, are likely to be revealed

through discovery in this case. Many other technology or product markets surrounding
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the compression, decompression, storage and transmission of digital images may also

prove relevant upon discovery and further analysis.

224. CLI/Forgent have pursued a scheme with specific intent to monopolize the

Relevant Technology and have engaged in unreasonable, anticompetitive and

exclusionary conduct through activities that have included, as alleged above: (i) securing

the '672 patent through fraud on the Patent Office and seeking to enforce the ' 672 patent;

(ii) seeking to enforce the patent against the JPEG Standard knowing that the patent is

invalid and W1enforceable; and (m) asserting patent claims to give itself control over the

Relevant Technology by threatening, instituting and perpetuating objectively ~aseless .

litigation in bad faith against entities locked into th~ Relevant Technology.

225. Based on the facts alleged above, there was and is a dangerous probability

that CLI/Forgent will succeed in obtaining monopoly power in the Relevant Technology,

ifnot already achieved, unless restrained from engaging in further unlawful conduct.

226. CLI/Forgent' s unlawful conduct has caused injury to competition and to

the Count 13 Plaintiffs as consumers of the Relevant Technology and, unless enjoined

and restrained, will cause further injury to competition and to the COW1t 13 Plaintiffs.

227. The COl.Ult 13 Plaintiffs have been injured in their business or property and

been tbreatened with further injury, including the payment ofattomeys ' fees and other

defense costs associated with CLl's patent infringement claims , as a direct and proximate

result ofCLIIForgent' s conduct.
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COUNT 14

Declaratory Judgment - License

(By Plaintiffs lIP and IDM against Defendants)

228. Plaintiffs HP and IBM ("the .count 14 Plaintiffs ) incorporate by reference

the allegations in paragraphs I through 110 above.

229. This is an action for declaratory judgment that CLI' s claims for relief are

barred, in whole or in part, because the Count 14 Plaintiffs have a license to make, use

offer to sell and sell JPEG-compJiant products.

230. The Count 14 Plaintiffs have an objectively reasonable appreh~nsion that

CLI will continue to pursue its allegations of infringement against the Count 14 Plaintiffs.

CLI has already sued the Count 14 Plaintiffs for allegedly infringing the ' 672 patent by

making, using, offering to sell or selling JPEG-compliant products.

231. CLI has alleged, and continues to allege, that CLI is a current owner of all

right, interest and title in and to the ' 672 patent. On information and belief, Defendant GI

is also a current owner of all right, interest and title in and to the ' 672 patent

232. . On information and belief, CLl's claims for relief are barred, in whole or

. in part, because the Count 14 Plaintiffs have a license 10 make. use, offer to sell and sell

JPEG-compJiant products.

233. According! y, there exists an actual judicial controversy between the Count

14 Plaintiffs and Defendants concerning whether CD' s claims for relief are barred as

alleged above.

234. The Count 14 Plaintiffs desire and request a judicial detennination and

declaration of the respective rights and duties of the parties based on the disputes recited
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above. Such a determination and declaration is necess~ and appropriate at this time so

that the parties may ascertain their respective rights and duties regarding the ' 672 patent.

PRAYER FOR RELIEF

WHEREFORE, Plaintiffs pray for the following relief:

i) . A judgment declaring that Plaintiffs have not infringed and do not

infiinge, in any manner or in any way, any valid claim of the ' 672 patent;

ii) A judgment declaring that each claim of the ' 672 patent is invalid;

Hi) A judgment declaring that the ' 672 patent is unenforceable and without

any force or effect against Plaintiffs. their officers. agents. serv~ts.

employees, licensees, assigns, customers and attorneys;

iv) Ajudgment that CLl and Forgent are barred from enforcing the ' 672

patent based on the equitable doctrine of laches;

A judgment that CLI and Forgent are barred from enforcing the ' 672

patent based on the equitable doctrine of estoppel;

vi) A judgment that CLI and Forgent are barred from enforcing the ' 672

patent based on their misuse of the ' 672 patent;

vii) A judgment that Plaintiffs have an implied license for use of the ' 672

patent;

viii) Ajudgment that CLl and Forgent have engaged in deceptive trade

practices in violation of 6 Del. C. ~ 2532 et seq.

ix) A permanent injunction, treble damages and attorneys ' fees under 6 Del.

x) . A judgment that CLl bas engaged in fraud;

C. ~ 2533;
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xi)

xv)

xvi)

xvii)

A judgment that CLl has engaged in negligent misrepresentation;

xii) A permanent injunction prohibiting further or future enforcement of the

672 patent;

xiii) A permanent injunction prohibiting CLI and Forgent' s deceptive trade

practices;

xiv) An award of damages adequate to compensate Plaintiffs for the harm

caused to them as a result of Defendants' un1a~l conduct;.

An award of treble damages, under Clayton Act ~ 4, against CLI and

Forgent for their Sherm!ln Act violations, and an award of atto~eys ' fees

under Clayton Act ~~ 4 and 16;

A judgment deeming this to be an "exceptional" case within the meaning

005 D. C. ~ 285, entitling Plaintiffs to an award ofreasonable

attorneys ' fees , expenses and costs in this action; and

Such other and further equitable or legal relief as the Court or a jury

deems proper, including the disgorgement by CLl of all sums that they

have obtained pursuant to the scheme described herein.
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JURY TRIAL DEMANDED

Plaintiffs demand a trial by jury. as to all issues and causes of action so

niable herein, pursuant to Federal Rule of Civil Procedure 38.

POTTER ANDERSON & CORROON LLP

By: -;l~
Ric ard L. Horwitz (#22 
David E. Moore (#3983)
Hercules Plaza 6th Floor
1313 No Market Street

O. Box 951
Wilmington, DE 19899
(302) 984-6000

Attorneys for Plaintiffs

Agfa Corp.

Apple Computer, Inc.
Axis Comms. , Inc.
Canon USA., Inc.
Dell Inc.
Eastman Kodak Co.
Fuji Photo Film USA
Fujitsu Computer Products of America, Inc.
Gateway, Inc.
Hew/en-Packard Co.
International Business Machines Corp.
Josc Software, Inc.
JVC Americas Corp.
Matsushita Electric Corp. of America
Oce North America, Inc.
pa/mOne, Inc.
Ricoh Corp.

Riverdeep, Inc.
Savin Corp.

Thomson, Inc.
Toshiba America Consumer Products, LLC
and Xerox Corp.

Dated: July 2, 2004

RICHARDS, LAYTON & FiNGER, P.

BY:
lliarn J. Wade (#704) 

One Rodney Square
920 N. King Street
Wilmington, Delaware 19899-0551
(302) 651-7700

Anorneys for Plaintiff
Macromedia, Inc.

YOUNG CONAWAY STARGATT &~o~

Josy W. Ingersoll (#1088)
Adam W. Poff(#3990)
The Brandywine Building
1000 West St., 17th Floor

Wilmington, DE 19801
(302) 571-6681

Attorneys for Plaintiff

Mitsubishi Digital Elecs. Am. Inc.
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OF COUNSEL:

H. Michael Hartmann
Wesley O. Mueller
Leydig, Voit & Mayer, Ltd.
Two Prudential Plaza; Suite 4900
Chicago, II.. 60601
Tel: 312-616-5600
Fax; 312-616-5700
(Counsel for Agfa Corp.

George A. Riley
O'Melveny & Myers LLP
Embarcadero Center West
275 Battery Street
San Francisco, California 94111-
Tel: 415-984-8700
Fax: 415-984-8701 
(Counsel for Apple Computer, Inc.

Mark C. Scarsi
Michelle L. Davidson
O'Melveny & Myers LLP
400 South Hope Street 

Los Angeles, CA 90071-2899
Tel: 213-430-6000
Fax: 213-430-6407

(Counsel for Apple Computer, Inc.

Barry W. Graham
Elizabeth A. Niemeyer
Finnegan, Henderson, Farabow
Garrett & Dunner, L.
1300 I Street, N.
Washington, D.C. 20005-3315
Tel: 202- 408-4017

Fax: 202-408-4400

(Counsel for Axis Communications, Inc.

John A. O'Brien

Nicholas M. Cannella
Fitzpatrick, Cella, Harper & Scinto
30 Rockefeller Plaza
New York, New York 101l2-3801

Tel.: (212) 2l8-2100
Fax: (212) 218-2200
(Counsel for Canon U. A., Inc.

Brian L. Klock 
Fitzpatrick, Cella, Harper & Scinto
1900 K Street, N.
Wasbington, DC 20006
Tel.: (202) 530-1010
Fax.: (202) 530-1055
(Counsel for Canon U. A., Inc.

Willem G. Schuurman
David B. Weaver
H. Kenneth Prol
Vinson & Elkins LLP
The Terrace 7
2801 Via Fortuna, Suite 100
Austin, Texas 78746
Tel: 512-542-8651
Fax: 512-236-3476
(Counsel for Dell Inc.

Joseph P. Lavelle
Kenneth W. Donnelly
Vivian S. Kuo
Howrey Simon Arnold & White
1299 Pennsylvania Ave., N.
Wasbington, DC 20004
Tel: 202-783-0800
Fax: 202-383-6610
(Counsel for Eastman Kodak Company)

Steven J. Routh
Hogan & Hartson, L.
555 13th street N.
Washington, D.C. 20004 .
Tel: 202-637-6472
Fax: 202-637-5910
(Counsel for Fuji Photo Film U. A.)

Christopher E. Chalsen
Michael M. Murray
MilbanIc. Tweed. Hadley & McCloy, LLP
One Chase Manhattan Plaza
New York, NY 10005-14l3
Tel: 212-530-5380
Fax: 212-822-5380
(Counsel for Fujitsu Computer Products of
America, Inc.
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W. Bryan Farney, P.
Darryl J. Adams
Dewey Ballantine LLP
401 Congress Ave., Suite 3200
Austin, Texas 78701-2478
Tel: ~ 12-226-0300
Fax: 512-226-0333
(Counsel for Gateway, Inc.

Danny L. Williams
Williams, Morgan & Amerson
10333 Richmond, Suite 1100
Houston, Texas 77042
Tel: 713-934-4060
Fax: 713-934-7011
(Counsel for Hewlett-Packard.
Company)

Keith R Hummel
Cravath, Swaine & Moore LLP
825 Eighth Avenue
New York, NY 10019
Tel: 212-474-1772

Fax: 212-474-3700

(Counsel for International Business
Machines Corporation)

Charlene M. Morrow
Darryl M. Woo
Fenwick & West
801 California Street
Mountain View, CA 94041
Tel: 650-988-8500
Fax: 650-938-5200
(Counsel for Macromedia, Inc.

John W. Kozak
Steven P. Petersen
Leydig, Voit and Mayer, Ltd
Two Prudential Plaza
180 North Stetson, Suite 4900
Chicago, It 60601

Tel: 3l2-616-5650
Fax: 3l2-6l6-5700
(Counsel for Mitsubishi Digital Electronics
America, Inc.

Frederick H. Colen
Barry 1. Coyne
Joshua S. Bish
Reed Smith, LLP
435 Sixth Avenue
PiU.sburgh, PA. 15219
Tel: 412-288-3131
Fax: 412-288-3063
(Counsel for ace North America, Inc.

Mark D. Flanagan
Bart E. Volkmer
Wilson Sonsini Goodrich & Rosati
650 Page Mill Road
Palo Alto, CA 94303-1050
Tel: . 650-493-9300 
Fax: 650-493-6811
(Counsel for palmOne, Inc.

M. Craig Tyler
Wilson Sonsini Goodrich & Rosati
891l Capital of Texas Hwy. North
Westech 360, Suite 3350
Austin, TX 78759-7247
Tel: 512-338-5400
Fax: 512-338-5499
(Counsel for palmOne, Inc.

Anthony C. Roth
Morgan, Lewis & Bockius LLP
1111 Pennsylvania Avenue, N. W.
Washington, D.C. 20004
Tel: 202-739-5188
Fax: 202-739-3001
(Counsel for Ricoh Corporation and Savin
Corporation)

Robert J. Hollingshead
Morgan, Lewis & Bockius LLP
Shin- Tokyo Building, 9th Floor

1, Marunoucbi 3 chome
Chiyoda-ku, Tokyo 100,.0005, Japan
Tel: 011-81- 5219-2505
Fax: 202-739-3001
(Counsel for Ricoh Corporation and Savin
Corporation)
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Kolisch Hartwell, P.

200 Pacific Building
520 S.W. Yamhill Street
Portland, Oregon 97204
Tel: 503-224-6655
Fax: 503-295-6679
(Counsel for Riverdeep, Inc.

. .

E. Lee Haag
Marc 1. Delflache
Richard S. Zembek
Andrew Price
Fulbright & Jaworski, LLP
1301 McKinney Street
Houston, TIC 770l0-3095
Tel: 713-651-5429
Fox: 713-651-5246
(Counsel for Thomson, Incorporated)

641303

Henry C. Bunsow
Denise M. De Mory 
Howrey Simon Arnold & White LLP
525 Market Street; Suite 3600
San Francisco, CA 94104
Tel: 415-848-4900
Fax: 415-848-4999
(Counsel for Toshiba America Consumer
Products, 1.L.

James P. Bradley
William O. Fifield
Sidley Austin Brown & Wood LLP
717 North Harwood
Dallas, Texas 75201
Tel: 214-981-3300
Fax: 214-981-3400
(Counsel for Xerox Corporation)

Case 5:04-cv-03934-JF     Document 14-7      Filed 11/17/2004     Page 71 of 71


