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J. Andrew Coombs, A Prof. Corp. 
517 E. Wilson Ave., Suite 202  
Glendale, California 91206 
Telephone:  (818) 500-3200  
Facsimile:   (818) 500-3201  
 
Attorneys for Plaintiff Louis 
Vuitton Malletier, S.A. 

UNITED STATES DISTRICT COURT 
 

NORTHERN DISTRICT OF CALIFORNIA (SAN JOSE) 
 

 
Louis Vuitton Malletier, S.A., 
 
                                      Plaintiff, 
 v. 
 
Akanoc Solutions, Inc., et al. 
 
                                      Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Case No. C 07 3952 JW (HRLx) 
 
REPLY OF PLAINTIFF IN SUPPORT 
OF ITS MOTION FOR MODIFICATION 
OF ORDER FOR INSPECTION AND 
SANCTIONS; DECLARATION AND 
EXHIBITS IN SUPPORT 
 
Date:    May 12, 2009 
Time:   10:00 a.m. 
Court:  Hon. Howard R. Lloyd 

 

INTRODUCTION  

 Defendants’ effrontery in addressing Plaintiff’s legitimate discovery requests has rarely 

been so evident as in its ill-considered, unfounded and factually misleading Opposition to 

Plaintiff’s motion for clarification on the protocol for inspecting servers that have been in 

Defendants’ possession, custody and control throughout this litigation. 

To clarify, Plaintiff seeks a limited modification of the Court’s order permitting it to 

inspect and copy data on publicly accessible websites, it only asks that the protocol be modified to 

eliminate the limitation to the 67 websites specifically identified in the underlying request for 

production of documents (propounded in January, 2008) because (a) Defendants continue to host 

counterfeiting websites with knowledge of the underlying infringement of Louis Vuitton’s rights; 

and (b) the limitation was initially accepted based on an underlying request for production 
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pursuant to which Defendants have produced no data – whether in relation to these 67 websites or 

any others. 

Defendants’ arguments, especially those based on the incorrect assumption that the review 

is complete, should be afforded no weight because of this fatal flaw.1  Evidence from this year and 

years past, incidentally captured in one photograph during the inspection was never produced by 

Defendants and showed on its face Defendants’ continued business with known infringers despite 

repeated notices from Plaintiff and this litigation. 

Defendants’ arguments are silent on these facts and indicate that their responses to notices 

transmitted during this litigation were deliberately inaccurate.  See Ex. F to Plaintiff’s Moving 

Papers.  Defendants also filed a document that shows they hosted sites Louis Vuitton claimed were 

infringing, despite Defendants’ stated inability to produce equivalent information and refusal to 

admit as such beforehand.2  Sanctions are accordingly, appropriate. 

 ARGUMENT  

I.  Plaintiff’s Relevant Discovery Requests were Never Limited to 67 Websites or The 

77 Listed in the First Amended Complaint. 

The underlying discovery never limited the Plaintiff’s requests to 67 websites.  Instead, 

during oral argument in April, 2008, on what was then a motion to compel responses to discovery 

initially propounded in January, 2008, Plaintiff agreed that production could be limited to the 

specifically enumerated websites.  At no time has Plaintiff asserted that the proposed limitation 

was “inadvertent.”  Opposition Brief, 2:19.  While such a limitation may have been appropriate in 

terms of defining the scope of Defendants’ production to be ordered by the Court (and to establish 

                                                           
1 Among Defendants’ unsupported statements, is the argument that Plaintiff is required to provide 
Defendants with copies of the forensically imaged servers, however, Plaintiff maintains that it 
stated in its proposal from October 14, 2008, and what appeared to be adopted in the Court’s 
March 10, 2009, order, that Plaintiff would provide digital copies of the results to Defendants.  
Anything more would be unreasonable and an unreasonable financial burden to Plaintiff – 
especially as these copies reflect raw data all of which has been within Defendants’ possession 
throughout this litigation without Defendants having made any attempt to produce such data 
despite requests dating back almost two years.  Defendants cannot show that providing copies 
would serve any purpose, given the limitations imposed by this Court’s protocol, other than to 
make this process still more expensive and burdensome for Plaintiff. 
2 See Defendants’ Exhibit 1537, p. 5. 
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a corresponding limit on the potential burden to Defendants), such a limitation no longer makes 

sense when Defendants failed to produce any documents, continued their illicit activity, and it is 

now Plaintiff who has the burden of extracting publicly available data that Defendants could have 

accessed all along.  The less filtering Plaintiff is required to do, the more efficient the process.  

Plaintiff’s original request should now control to include additional websites outside of the 67 

previously enumerated. 

Plaintiff’s underlying discovery specifically defines the terms “WEBSITE” or 

“WEBSITES” as follows:3 

““WEBSITE” or “WEBSITES” refers to all Internet content hosted by 

YOU at each of the Internet websites located within uniform resource 

locators or domain names including but not limited to those listed in 

Exhibit A attached hereto” (emphasis added). 

The first two Requests for Documents requested “All DOCUMENTS concerning the 

WEBSITES,” and “All DOCUMENTS which IDENTIFY any Internet content hosted by YOU 

apart from the WEBSITES.”  Numerous other requests would have included responsive website 

information hosted by Defendants.  The list was never meant to be an absolute, but merely to aid 

the Defendants in insuring minimal compliance.  Instead of producing a partial production for one, 

67, 77 or 100 websites, Defendants produced no website printouts whatsoever.  The issue was thus 

never about degrees of compliance, it was about the wholesale failure to comply.  

Furthermore, Plaintiff’s First Amended Complaint, which expressly identifies 77 websites, 

also states “The websites hosted by servers maintained by the ISP Defendants include but are not 

limited to…” a list of exemplary websites.  First Amended Complaint at ¶ 31 (emphasis added).  

As Plaintiff stated in its moving papers for the Motion For Leave to Amend, it “does not waive its 

position that these specifically named websites were already at issue under the original complaint,” 

Docket No. 64, p. 1:7-8, and as stated by Judge Ware in granting leave to file the amendment, the 

change did not “modify any substantive allegations…” Docket No. 67, p. 1:24.  The amendment 

                                                           
3 Defendants’ Exhibit 1531, p. 3:3-6. 
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was merely to clarify for Defendants, at their insistence, that the scope of the claims did not just 

include the websites named in the complaint, and that their continued business with infringers, was 

contributing to what is a real and concrete proliferation of counterfeiting on their servers.  

Defendants’ continued forced ignorance is contrary to reason and law particularly in light of the 

statements on their internal data systems identifying repeat offenders and a multitude of websites 

owned by a few of Defendants’ long time customers through at least January of this year.  See Ex. 

A to Plaintiff’s Moving Papers; see also Declaration of J. Andrew Coombs (“Coombs Decl.”) at 

Ex.s B (Defendants’ emails to their infringing customers) and C (Deposition of Steve Chen, pp. 60, 

143-144).   

Plaintiff’s continued notifications to Defendants of infringing activity on their servers, 

aside from everything else, should have indicated to them that the scope of the problem was not 

limited to just those websites identified in the pleadings.  Plaintiff had offered about a year ago, to 

limit the Defendants’ production to 67 websites, but it never stated that the 67 websites constituted 

the scope of the litigation or that only material pertaining to those 67 websites was relevant.  

Instead, Plaintiff has continued to notify Defendants of continued and “new” infringements.  Since 

no documents were produced by Defendants and the infringements have continued despite notice, 

the Court’s order is appropriately modified.  

Defendants’ willful, continued hosting of additional websites, belonging to the same 

handful of customers, necessitates modification of the protocol.  Coombs Decl. Ex.s B and C.  

Because Defendants have no intention of refusing these illegal streams of revenue, the problems 

have continued and have only expanded since the Complaint (08/2007), the underlying Motion to 

Compel (03/2008), and even the First Amended Complaint (07/2008), all filed months and years 

ago.  Defendants’ repeated attempts to make this about Plaintiff’s purported “delay” is 

preposterous when instead, it is about Defendants’ wholesale failure to abide by any of its 

discovery obligations, including those ordered by this Court.  The modification of the inspection 

protocol is necessary to help alleviate Plaintiff’s burden caused by Defendants’ defaults and to 

address the continued and “new” infringements fostered by Defendants. 
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II.  Evidence of Any Infringing Websites is Relevant to This Case to Prove 

Contributory Copyright and Trademark Infringement.  

A. Defendants’ Liability is Proven by Continued Hosting of Infringing 

Websites and Their Continued Business With Known Infringers. 

Defendants’ liability for contributory infringement is not limited to liability for those sites 

expressly enumerated in the pleadings.  To the extent that Defendants have since been provided 

with notice of additional websites and those websites are still hosted on Defendants’ servers, 

Defendants’ liability extends to such contributory behavior.  This scope of Defendants’ liability 

was expressly recognized by Judge Ware when he granted leave to file a First Amended Complaint 

– after the time for doing so was past as noted in Defendants’ Opposition (4:25-26) because, the 

identification of additional websites did not “modify any substantive allegations…” Docket No. 

67, p. 1:24. 

Defendants’ arrogance is once again apparent.  Perhaps it is their misguided belief that 

contributory infringement occurring on different websites occurring after the First Amended 

Complaint are beyond the scope of this litigation is one reason they continue to engage in this 

activity.  In any event, it is Defendants’ own ongoing contributory infringement and not Plaintiff’s 

purported desire to enlarge the scope of discovery, which underscores the need for the required 

amendment. 

Accordingly, to the extent the inspection reveals additional websites, specifically including 

those that have been the subject of more recent notices, data pertaining to those websites is 

relevant and properly within the scope of the Court ordered inspection. 

B. Regardless of Liability, Additional Instances of Underlying 

Infringement Are Relevant for Purposes of Showing Defendants’ 

Knowledge. 

Knowledge of the underlying infringing activity is one element required to prove 

contributory liability.  Actual knowledge is proved by specific notices provided by Defendants.  

Such notices were provided during the course of this litigation as a result of continued hosting 
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activity.  See e.g., Ex. F to Plaintiff’s Moving Papers.  Constructive knowledge can also be proved 

by a pattern and course of conduct over time.  UMG Recordings, Inc. v. Sinott, 300 F. Supp. 2d 

993, 998-999 (E.D. Cal. 2004).4  Repeated notices provided to Defendants and their inaction in 

response to such notices are relevant to prove Defendants’ knowledge. 

The IP Addresses selected for inspection were on a small number of servers: apparently a 

small number of “problem customers” are responsible for the lion’s share of infringing activity 

aided and abetted by Defendants.  Such “coincidence” also evidences knowledge – both directly in 

terms of demonstrating that the activity is not randomly distributed across the hundreds of servers 

operated by Defendants and indirectly, in terms of demonstrating Defendants’ resistance to taking 

action against valued “customers,” even where those “customers” engage in the underlying illegal 

activity concerning which Plaintiff seeks to adduce evidence.  Coombs Decl. at Ex.s B and C.  At 

the inspection it was found that not only were the same “customers” involved, Defendants knew 

about it as stated in their internal records that were photographed during the inspection, but never 

produced to Plaintiff.  See Ex. A to Plaintiff’s Moving Papers; Coombs Decl. at ¶ 3.  The existence 

of infringing websites on those copied servers, would thus be relevant to prove Defendants’ 

knowledge and willful hosting of counterfeiters and pirates. 

C. The Presence of Any Infringing Website Evidences Defendants’ 

Inaction Despite an Ability to Control. 

Defendants’ opposition states that while the inspection was occurring, some of Defendants’ 

customers were offline.  Defendants’ Opposition p. 8:19-20.  This evidences the kind of ultimate 

control Defendants’ have over their servers and that they should have exercised all along.  The 

presence of any infringing website on the servers obtained, that were observed to belong to some 

of Defendants’ most notorious infringers would show Defendants’ continued and willful blindness 

to the very real counterfeiting and piracy problems occurring on Defendants’ servers.   

                                                           
4 See also Inwood Lab., Inc. v. Ives, 546 U.S. 844, 854 (1982) (a party may be liable if it continues 
to provide assistance in the form of supplying a product or service to one whom the actor knows 
(i.e., actual knowledge), or has reason to know (i.e., constructive knowledge), is engaged in 
trademark infringement). 
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Thus, the presence of any infringing website, whether one or one million, is relevant for a 

number of reasons central to this case. 

III.  Sanctions are Appropriate Because This Discovery Dispute and Associated Time, 

Fees and Costs were All Unnecessary.  

 Defendants’ Opposition deliberately misses the point of Plaintiff’s motion for sanctions –

one expressly contemplated by the Court’s order establishing a protocol when it expressly stated 

Plaintiff’s request for sanctions was denied “without prejudice.”  Judge Lloyd’s Order re 

Discovery Protocol p. 4:23-25.  Defendants’ purported inability to produce data was confirmed to 

be flagrantly false during the inspection.  Additional documents filed by Defendants in Opposition 

which show that they hosted some of the infringing websites is only additional evidence that, had 

they been inclined to comply with underlying discovery, they could have complied and none of 

this motion practice or the expense of forensic examination would have been required.  All along 

Defendants were able to identify and locate infringing material on their servers.  See Defendants’ 

Exhibit 1537, page 5. 

 The information obtained during the inspection reinforced Plaintiff’s presumption that 

Defendants not only continued to do business with known infringers, it did so through at least 

January of 2009.  See Ex.s A and F to Plaintiff’s Moving Papers.  Because Defendants have 

refused to comply with applicable legal standards, despite Louis Vuitton’s pre-litigation cease and 

desist efforts, the filing of this lawsuit, and considerable motion practice, sanctions are appropriate, 

both because Defendants’ conduct warrants such sanctions and because Defendants have failed to 

respond to anything which does not have an effect on their bottom line. 

 An order for sanctions would help to insure that Defendants’ behavior going forward would 

be corrected and that similarly situated defendants will think twice before engaging in this fruitless 

and meritless contempt of the Court’s rules, procedures and orders.5 

                                                           
5 Plaintiff included its sanctions request into its motion for modification of the inspection order 
because the issues are inextricably intertwined, past requests for similar relief were allowed in this 
form (Docket No. 94), and pursuant to its interpretation of the Court’s March 10, 2009, Order that 
stated “On the record presented, this court cannot determine whether evidentiary sanctions 
properly may be imposed. Accordingly, that portion of plaintiff’s motion is denied without 
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CONCLUSION 

 For the foregoing reasons, Plaintiff respectfully requests that the Court grant its motion for 

a modification of the March 10, 2009, protocol permitting it to search for all publicly accessible 

references to the Louis Vuitton Trademarks and other words commonly associated with 

counterfeiting sites not limited to the 67 websites specified in the underlying order, and for 

monetary sanctions in the amount of not less than Fifty-Seven Thousand Seven Hundred Seventy 

Dollars ($57,770.00). 

 

Dated:  April 28, 2009   J. Andrew Coombs, A Professional Corp. 
 
 __________/s/ J. Andrew Coombs______________ 

By:   J. Andrew Coombs 
         Annie S. Wang 
Attorneys for Plaintiff Louis Vuitton Malletier, S.A.  
 
 

                                                                                                                                                                                               
prejudice.”  Also, the matters are more efficiently resolved together in this discovery dispute and 
Defendants are not prejudiced. 
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DECLARATION OF J. ANDREW COOMBS  

 I, J. Andrew Coombs, declare as follows: 

1. I am an attorney at law, duly admitted to practice before the Courts of the State of 

California and the United States District Court for the Northern District of California.  I am 

counsel of record for Plaintiff Louis Vuitton Malletier, S.A. (“Louis Vuitton”) in an action styled 

Louis Vuitton Malletier, S.A. v. Akanoc Solutions, Inc., et al., and, except as otherwise expressly 

noted to the contrary, I have personal knowledge of the following facts. 

2. Defendants’ production of portions of its CPRO database on or about April, 2008, 

was a result of Plaintiff’s specific request based on Defendant Chen’s deposition testimony.  The 

CPRO database was not previously produced and has not been supplemented since April of 2008, 

despite Plaintiff’s transmission of several subsequent notifications of repeat and “new” infringing 

activity.  Furthermore, the information provided by Defendants as exhibited in the CPRO excerpt, 

attached hereto as Exhibit A, is not the version that was viewed on Defendants’ systems. 

3. I am informed and believe that the servers inspected, were discovered at the 

inspection to belong to Alice Chen, and “noraq” among others.  These customers were the subject 

of a number of prior notifications by Defendants themselves, just a few of which are identified and 

attached hereto as Exhibit B. 

4. Attached hereto as Exhibit C is a true and accurate copy of portions of the transcript 

from the deposition testimony of Steve Chen, individually and as the Rule 30(b)(6) witness for 

each of the two corporate defendants in this matter. 

 I declare under penalty of perjury that the foregoing is true and correct and this declaration 

was executed the 28th day of April, 2009 at Glendale, California. 

 
 
      _____/s/ J. Andrew Coombs_________ 
       J. ANDREW COOMBS 
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