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CLAIM CONSTRUCTION ORDER
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extendedMarkmanhearing, the court issued an order from the bench construing five of the par
disputed terms. The court provided a written summary of its constructions a fevaay The
court now explains its reasoning below.
|. BACKGROUND

In this suit, Paintiffs Acer, Inc., Acer America Corp., Gateway, Inc., HTC Corp., and HTC
America, Inc? seek adeclaratorjudgment that they doot infringe patents owned byeRerdants
Technology Propertie®atriot Scientific, and Alliacengeollectively “TPL”). All of the patents at
issue relate to various aspects of microprocessors.

On November 30, 2012, the court held a claim construction heargansidefive disputed
terms. Prior to the case being reassigned to the undersigned, Judge Ware cdhsidenedfive
terms® He construed three of them and asked for more briefing on two of them, although he also
provideda tentative constructidior the two*

The Eastern District of Texas also has considered related terms in ano#tteatBESL
filed in 2006 against unrelated third partiés.that caseJudge Ward held a claim construction
hearing and issued a decision construing terms basedpapamts witlithe same specification as th
patentsat issue in this suk Severalterms he construed overlajith terms at issubere Although
the caseaesolved before proceeding to trial, TPL appealed a portion of the claimumiostrruling
to the Federal Circuit with respect to one of the three patents in suit; the Fedarala®irmed the

district court’s judgment against TPL.

! SeeDocket No 381.

2 BarcoN.V. was originally a party and was a party to the motions at issue, but is no longer
involved in the case.

3 SeeDocket No. 336.
4 Sedid.

®> See Tech. Properties Ltd. v. Matsushita Elec. Indus. Co,,3%d.F. Supp. 2d 916, 927 (E.D. Te
2007)aff'd sub nom.276 F. App’x 1019 (Fed. Cir. 2008). At issue were United States Patent N
5,809,336, 6,598,148, and 5,784,584.

® See Tech. Properties Ltd., Inc. v. Arm, L6 F. App’x 1019 (Fed. Cir. 2008).
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The termsat issue are found in United States Patent No. 5,44Qtid9749 Pateri)) titled
“High Performance, Low Cost Microprocessor Architectirgnited States Patent N§,809,336
(the “336 Pateny titled “High Perfomance Microprocessor Having Variable Speed System
Clock”® andUnited States Patent N§,530,89(the “890 Pateri), titled “High Performance, Low
Cost Microprocessor?” All three patentderive from the same original patent applicatitat was
subjectto a teAaway restriction requirememindeventually resulted in six different patents known
the Moore Microprocessor Portfolio patents, all of which share a common speaoificati

The’749 Patent claims an inventidhat accelerates the operatafimicroprocessors by
fetching multiple instructions from memory per memory cycle. Becausd hoan execute
instructions faster than it can fetch them from memory, fetching multiple instrsigg@nmemory
cycle can improve overall performance.

The’336 Patent claims an invention that allows the frequency of a CPU to fluctuate bas
upon conditions. Traditional microprocessors fissed frequencyclocks to regulate the freqacy
with which the CPU operated-ixed clocks generally have to be lester than the CPU$
maximum possible frequency to ensure proper operation under the worst-case conditei&36
Patent claims an invention that solves this problem by placing a ring oscillator santke
microchip as the CPU to act as the clock. Becauesérl oscillator is on the same microchip ang
made out othe same componentstage CPU, it is subject to the same environmerdalitions
and thus it will operate at a variable speed based upon conditions allowing the CPlat® aiper
higher rates dumg good conditions and lower rates during bad.

The '890 Patentealates tanicroprocessor architectuamd claims a direct memory access
mechanism. Most microprocessors have a direct memory access cotitadll@ndles the slow
operation of reading a@writing to memory so that the CPU can execute other instructions whils
waiting. The patent discloses a direct memory access CPU, which can executessoicteins in

addition to reading and writing to memory for the CPU.

" SeeDocket No. 358-2.
8 SeeDocket No. 358-6.
® SeeDocket No. 368-2.
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. LEGAL STANDARDS

Claim construction is exclusively within the province of the cdUrtTo construe a claim
term, the trial court must determine the meaning of any disputed words fromgpeqgie of one
of ordinary skill in the pertinent art at the time dii.”** This requires a careful review of the
intrinsic record, comprised of the claim terms, written description, and prasebigtory of the
patent*? While claim terms “are generally given their ordinary and customary mganie claims
themselvesand the context in which the terms appear “provide substantial guidance as to the
meaning of particular claim term$* Indeed, a patent’s specification “is always highly relevant {
the claim construction analysis!”Claims “must be read in view of tispecification, of which they
are part.*

Although the patent’s prosecution history “lacks the clarity of the specdfitatid thus is
less useful for claim construction purposes,” it “can often inform the meaning daiimelanguage
by demonstrating how the inventor understood the invention and whether the inventor limited
invention in the course of prosecution, making the claim scope narrower than it would sgherw
be.”® The court also has the discretion to consider extrinsic evidence, inclictiogaties,
scientific treatises, and testimony from experts and invengush evidence, however, is “less
significant than the intrinsic record in determining the legally operative meahaigim
language.®’

Judge Ware has already considered alheftermsurrentlybefore the court. Although the

court granted leave for parties tefmotions for reconsideration viill take as its starting point thal

19 SeeMarkman v. Westview Instruments, |17 U.S. 370, 387 (1996).
1 Chamberlain Group, Inc. v. Lear Cor®16 F.3d 1331, 1335 (Fed. Cir. 2008).

12 Sedd.; Phillips v. AWH Corp415 F.3d 1303, 1312 (Fed. Cir. 2005) (internal citations omitted).

13 phillips, 415 F.3d at 1312, 1314.
11d. at 1312-15.

15 Markman v. Westview Instruments, 12,F.3d 967, 979 (Fed. Cir. 1995) (en baaffd, 517
U.S. 370 (1996)see also Ultimax Cementfiyl Corp v. CTS Cement Mfg. Carp87 F. 3d 1339,
1347 (Fed. Cir. 2009).

16 phillips, 415 F.3d at 1317 (internal quotations omitted).

71d. (internal quotations omitted).
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the earlier constructi@arecorrect. Consistent with Local Ruled7 absent newly discovered
material facts, change in law, or manifest failure to consider material faatguoments, theourt
will not alteranyearlier construction&®

[ll. CLAIM CONSTRUCTION

A. “instruction register”

Plaintiffs’ Proposed Construction TPL'’s Proposed Construction

Register that receives and holds one or mor¢ Register that receives and holds one or more
instructions for supplying to circuits that instructions forsupplying to circuits that interpret
interpret the instructionsn which any the instructions
operands that are present must be rjgstified
in the register

The partes dispute the construction of “instruction regists’usedn claim 1 ofthe’749
Patent. The term “instruction register” was added to a wherein clause in claitnel7db patent

during reexamination. The pateritimsa microprocessor system

whereinthe microprocessor system comprises an instruction register
configured to store the multiple sequential instructions and from which
instructions are accessed and decaoded.

Judge Ware tentativelgonstrued “instruction register” in the '7#8tentas havingts plain
and ordinary meaning. Quoting a dictionary,ddetermined thanstruction register meant a
“register in a central processing unit that holds the address néxténstrudon to be executetf*
After construing the term, the court noted that the prosecution history might cothenoaurt to
limit its construction and requested more brieffig.

The parties agrethat the term has a slightly differemeaning thanhe one the court
previously adopted because the court’s previous definition came from a softvieneatycand tle

patents are hardwarelated. The parties agree that the meaning of “instruction register” in the

18 See Therasense, Inc. v. Becton, Dickinson & 8&0,F. Supp. 2d 835, 844 (N.D. Cal. 2008)
(following courts in the Northern District of California that “have requisddigant to meet the
Civil Local Rule 79 standard when requesting reconsideration of a claim constfiyction

1% SeeDocket No. 358-2, BexamCert, col.1 11.55-60.

0 seeDocket No. 336 at 11.

11d. at 10 (quoting McROSOFTCOMPUTERDICTIONARY 276 (5th ed. 2002)).
??Seed. at 11 n.23.
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context of hardware is a “register that receiaed holds one or more instructions for supplying td
circuits that interpret the instructiahsThe court takes this constructian its starting point.

TPL urges the court to keep this constructidnle Plaintiffsargue for anore limited
constructiorrequiring thathe operands in the registagright-justified. Even thougldudge Ware’s
prior orderindicated he was interested in an explanation of the prosecution histqogy ties’
arguments remaifocused on the specification.

Plaintiffs arguethat the specificatiorequires the righgastified limitation for the register
that it seeks The Federal Circuit has instructed that “the specification may reveal a special
definition given to a claim term by the patentee that differs from the meanuogld otherwise
possess” or “reveal an intentional disclaim&r.However, only &lear disclaimer can justify
narrowing the constructioff. Where a patent consisténteferences a certain limitation ar
preferred embodiment as the present inventlwat, @also caserve to limit the scope of the invention
where no other intrinsic evidence suggests otherfvise.

Here Plaintiffsrely on a section of thgatent specificatiothatexplains that the patented
invention is able to use variable width operabdsauséoperands must be right justified in the
instruction registet?® The specification describes this limitation as necessary to makm#ugc
of the patent possibfé. Plaintiffs argue that this is the equivalent of defining the “present
invention,” butthe intrinsic evidencdoes not clearly support this limitation.

First, the right justified limitatioms not a clear and consistent limitation given the overall
context of the patent and the specification. TH4® patent is derived from an apgtion that was
subject to a temvay restriction requiremetthat eventually resulted in six different patenit$he

original application, which eventually issued as the 749 patent discidiseidthe inventions in

23 phillips, 415 F.3cat 1316.

24 See Voda v. Cordis Corfs36 F.3d 1311, 1320 (Fed. Cir. 2008).
2> SeeAbsolute Softwardnc., 659 F.3d at 1136.

26 seeDocket No. 358 atcol.18 1.43-45.

2Td.
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what is now theiextensive sharespeification.?® Plaintiffs rely on one small secticof the
common specificationwith the heading “Variable Width Operands,” covering about twenty line
the thirtythree column specificatiofi. Although this small section contains strong limiting
langua@, because the specification is common tadiffierent inventions, it does not necessarily
apply to the '74%atent. In factjudge Ware previousheldthat one of those inventions, disclose
in the '584 patent, deals specifically with variable widteramds®® But variable width operands
are notessential to what is claimedtine’749 Patent Claim 1 of the749 Patent, the claim at issug
here, @es not contain the term operand or require variable width operands. Although parties
on the '749 ptent, the same reasoning apptieshe '890 Patent.

Second, the specification actually discloses an embodiment where the operarudsighe
justified. In one embodiment, the instruction regiseeives four it instructions™ The
specificaton disclosed two instructions, thRéadLocalVariable XXXX" and “Write-Local
Variable XXXX,” which are fixed width instructions that have a 4-bit opcode and a 4-bit op&ral
These instructions can go into any of the folitSslots in the instructioregister and thus would
contain operands that are not right justifiédAt oral argumentPlaintiffs disputedTPL’s
characterization of these embodimeatguing that the4-bit operands” are not actually operands
but the location in temporary storagiere the operand actually exitsEven if the location in
temporary storage is not a traditional operandcts similarly to onand adds further intrinsic
evidence supporting a finding that the right justified limitation doegpply to the '74%nd '890

patents.

28 See generallyDocket No. 358 at col1-35.
29 SeeDocket No. 358 atcol.18 11.35-56.

%0 SeeDocket No. 336t 11

31 SeeDocket No. 358-2 at col.7 1.50-58.

%2 seeDocket No. 3582 atcol.31-32 1.45-15.
¥ See generallyid. at col.7 11.50-58.

34 SeeDocket No. 382 at 106-07.
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Plaintiffs do briefly cite to the prosecution history where, in a handwrittemsuynof an in-
person interview in response to a Patent Office Action rejecting several dhtims of a related
patent, the examiner stated “Claim 1: Operavidth is variable + right adjusted>” Because
various claims were withdrawhpweverit is unclear to exactly what claim the examiner referred
This is not clear and unmistakable disavowal by the appli€ant.

The parties agreed upon meanatgneshould contral Accordingly, the court construes
“instruction register’as thée'register that receives and holds one or more instructions for supply

to circuits that interpret the instructiohs

B. “ring oscillator”

Plaintiffs’ Proposed Construction TPL'’s Proposed Construction

an oscillator having a multiple, odd number ¢ an oscillator ving a multiple, odd number of
inversions arranged in a loop, wherein the | inversions arranged in a loop

oscillator is(1) non-controllable; anR)
variable based on the temperatureltage and
process parameters in the environment

The parties asthe court to construe the term “ring oscillatag’it is used in claim 1 of the
'336 Patent. Judge Ware helthat one of ordinary skill in the art would understand tha te
mean fnterconnected electronic components comprising multiple odd numbiesseders
arranged in a loop® However,heordered more briefing as to whether the court should give th
terms a specialized meaning based upon the statements of the inventors dxaimgnigen to
distinguish their invention from the Talbot Patéht.

Once again, the parties agree on the basic meahihg term, but dispute additional

limitations Theyagreethat the meaning of the termasleast'an oscillator having a multiple, odd

% Docket No. 363t9 at 2.
30 See Univ. of Pittsburgh of Commonwealth Sys. of Higher Educ. v. H&s#&K.3d 1290, 1297

ng

D

(Fed. Cir. 2009]finding a “patentee may limit the meaning of a claim term by making a clear and

unmistakable disavowal of scope during prosecution,” but an examiner's summamvoidibs
may only create a “weak inference” of the disavgwail Innovative Properties Co. Avery
Dennison Corp 350 F.3d 1365, 1373 (Fed. Cir. 2003) (finding that prosecution history “canno
used to limit the scope of a claim unlessdpplicanttook a position before the PTO.” (emphasis
the original)).

3" Docket No. 336 at 13.
%81d. at 1416.
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number of inversions arranged in a Ido@PL urges the court to adopt meanaignewhile the
Plaintiffs argue that the term must be further limited to be: (1)aomtrollable and (2yariable
based on temperatungltage and process parameters in the environmBfdintiffs argue that the
prosecution history and specification support their position. As explained below, theupmse
history is tooambiguous to support Plaintiffs’ construction in full, but the specification and
espedlly the claim languagdo support Plaintiffssecond limitation.
1. Prosecution history

A “clear and unmistakabledisavowal by the patentee during prosecution or reexaminati
can narrow the scope of a clafhHowever, because tHengoing negotiationbetween the
inventor and the examinecan“often produceambiguities; the doctrine only applies to
“unambiguous disavowal$®

In the patent examiner summary of his meeting withe patenbwner,he wrote that

the patenbwner further argued thatehreferencef Talbot does not teach

of a ‘ring oscillator.” The patent owners discussed features of a ring
oscillator, such as being non-controllable and being variable based upon
the environment. The patent owner argued that these features distinguish
over what Talbot teachés.

The examiner finished his summary noting that he wordddhsider the current rejection based
upon a forthcoming response, which will include argumsintilar to what was discusset?"The
subsequent written response arguet the Talbot reference did not teach a ring oscillator
generally,and didnot specificallyargue that the ring odkitor was “noncontrollable.*® The

examiner accepted thisgument anevithdrew the rejectiof?

39 Grober v. Mako Products, Ind586 F.3d 1335, 1341 (Fed. Cir. 2012), reh'g denied (Sept. 14,
2012).

4014d.

*1 Docket No. 357-5 at 5. The interview summary relates to the '148 patent, but itisba@@ne
specification with thé336 patent.

421d.

“seeid.
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Plaintiffs arguehatthe examiner’'s sumaryis a clear disavowal thahould limitthe scope
of the claim. The courtdisagrees. The Federal Circuit has suggested that where, abéere,
“disavowal” is onlyanexaminels summary of gatenteks statement, it onlgreates dweak
inferencé of adisavowal*® The subsequent prosecution history does not supgsrttiffs’ claim
constructiorbecausehe patent owner appears to havade a different argumeint his written
reply, simply stating that the Talbot reference did not include a ring oscigjaterallyand not
distinguishing the ring oscillator of the '336 Patent based on the examinesd sxamplary
features of ring oscillator®

During prosecution, the patent owradso stated that ti¢he oscillator or variable speed
clock vares in frequency but does not require manual or programmed inputs or external or ex

components to do sd”

This statemens not a disavowabecausdt only affirms that eternal
inputs are “not required.The statemerdoes not clearly impose a prohibition on all types of
control.
2. Specification
Plaintiffs also argue that the specification supports their proposed construchien. T
specification describes the “ring oscillator” as having its frequencyrfdeted by the parameters
of temperature, volge, anl process.® Although this portion of thepecificationappears to

disclose the preferred embodiment rather tt@mstitute an express limitation tre claimed

invention?® Claim 1 of the336 Patentclaimsthat the processing frequency of the CPU and the |

> SeeUniv. of Pittsburgh573 F.3cht 1297.

¢ See generallynnova/Pure Water, Inc. v. Safari Water Filtration Sys.,,|881 F.3d 1111, 1124
(Fed. Cir. 2004) (describing a series of exchanges between the patentamd the examiner as th
parties "talking past one another" and finding no clear evidence of a disavowahe confused
exchangg

4" Docket No. 363-4 at 6.
48 seeDocket No. 358 atcol.16 11.59-60.

9 See Brookhill-wilk 1, LLC. v. Intuitive Surgical, In834 F.3d 1294, 1301-02 (Fed. Cir. 2003)
(“statements from the description of the preferred embodiment are simptieHuaiptions of a
preferred embodiment . Absent a clear disclaimer of particular subject matter, the fact that the
inventor anticipated that the invention may be used in a particular manner doestrtbelisebpe

to that narrow context.”)
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oscillator vary together due to manufacturing variations, operating vpiagegemperatur®. The
claim itself provides that the “ring oscillatas “constructed of the same process technology with
corresponding manufacturing variations” e samesingle integratedircuit sothat its
performance will fluctuatavith the CPU because they are subjectite same rhanufacturing
variationg and “operating voltage and temperaturPé.During oralargumentTPL admitted tha&
ring oscillator on the same microprocessor as the CPU will vary based upon veltagerature,
and process variation’$. Therefore based upon the claim language and the specification, the cq
finds that the disclosed “ring oscillator” varies with voltage, temperatume process variations.

Even though thelaimed“ring oscillator” is “determined by the parameters of temperaturg
voltage, and process,” it does netassarily follow, as Plaintgf argue, that the “ring oscillator”
must be non-controllabf€. Theclaims do nomention“controllable” or “nonrcontrollable” in
relation to thé‘ring oscillatot and neither does the specification. Taem“non-controllable” is
only usedby the patent examinam the prosecution history discussed above. Additionally, in the
preferredembodimentthe“ring oscillatot is “determined”by temperature, voltage, and procéss,
which suggestsit leasbne embodiment in whictine ring oscillator is controlled.

Because of the cleéimitation in the claims thatemperature, voltage, apdocessletermine

the “ringoscillator’s' frequency, the court includes those limitations in the construction of the te

but does not find similar support for importing the “non-controllabfeitation. The ourt
thereforeconstrues “ring oscillatorés “an oscillator having a multiple, odd number of inversions
arranged in a loop, wherein the oscillator is variable based on the temperatuge, aottgprocess

parameters in the environment.”

*0 SeeDocket No. 358-6, Reexam. Cert. col.2 II.3-5.
*11d. at col1-2 1.59-05.

2 SeeDocket No. 382 at 49:3-7.

>3 See, e.gBrookhill-Wilk, 334 F.3d at 1301-02.

>* SeeDocket No. 358 atcol.16 1.59-60.
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C. “separate DMA CPU”

Plaintiffs’ Proposed Construction TPL’s Proposed Construction

a central processing unit that accesses mem Electrical circuit for reading and writing to
and that fetches arekecutes instructions memory that is sepate from a main CPU
directly, separatelyand independently of the
main central processing unit

Judge War@reviously construethe term“separate direct memory access central

processing unit(“*separate DMA CPU”"from Claim 11 of the '89®atent Claim 11 claims

A microprocessor, which comprises a main central processingnuhg
separate direct memory accéd$MA] central processing uiCPU] in a
single integrated circuit comprising said microprocessor

The court construed “separate DMA CPUonsistent with its plaiand ordinary meanings“a
central processing urihat accesses memory and that fetchesaadutes instructions directly,
separatelyand independently of the main central processing thiPlaintiffs urge the court to
keep this construction while TPL argues that previously unaddressed parts of tbatmogsestory
support a different construction broad enough to include standard DMA controllers, which do
execute instructions.

TPL's primary argument is that thestory of the Moore patents supports a broader
construction. TPL argues thatie DMA CPU that fetches and executes its own instrustwaisone
of the ten categories of inventions derived from the original application, but navérgionthat
eventually became thgatent at issue, the '‘8®atent. As explained above, the originzdtent
application for what became th&19 Patent was subject to a temmy restriction. A restriction
indicates that “two or more independent and distinct inventions are claimed in onatapplf®
Oneof these 10 categoried inventions was focused on mitroprocessor system having a DMA
for fetching instuction[s] for a CPU and itself* The patentee eventuatypandonethis
application The 890 Patent came from a different category of invention “drawn to a

microprocessor architectuté® TPL argues thabecause thi890 Patent came from a different

>°> Docket No. 336 at 13.
*35U.S.C. § 121.

>" Docket No. 368-7 at 3.

*8|d. See alsdocket No. 356 at 3-4.
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invention categoryit should nobe read toncludethedefinition of the DMA CPU’ that was the
subject of another invention.

The court disagrees. The fact tbae abandoned patent focuseth particular subject
matterdoes nohecessarily meathat same subject matter cannot be within the scope of anothe
related patenbased upon the same specificatifiirst, restriction requirements have little, if any,
evidentiary weight? Second, there is nothing in the claims to suggest that “DMA CPU” should
have anything other than its plain and ordinary meaning. Third, the specification subpgtain
and ordinary meaning. The specification discloses a “DMA CPU” in figures 2 and 9. When
descibing figure 2 the specification states that tiaVIA CPU 72 controls itself and has the ability
to fetch and execute instructioni$.operates as a garocessor to the main CPU 78" The“DMA
CPU 314" in figure 9 is part of another microprocessortti@tspecification describ@sequivalent
to the microprocessor in figure®2.A separate passage iteger section of the specification

describes another embodiment where"BMA processor 72 of the microprocessor 50 has been

replaced with a more tra@inal DMA controller 314.%2 The specification goes on to describe the

charactestics of a DMA controller. Thessectiors areclear that a DMA controller is distinct from
a DMA CPU and the patent refers to each by name where appropriate. Thus where the patel
claims a DMA CPU, it means a DMA CRPandnot a DMA controller.

TPL also argues that statements made during reexamination by the requegdter and t
examiner support its position. The court disagrees. First, the examiner anckémeimagon

requester made the cited statements, not the patent dWr@econd, regardless of who made the

*9 SeeHoneywell Int'l, Inc. v. ITT Indus., In&52 F.3d 1312, 1319 (Fed. Cir. 2008ambus Inc. v.
Hynix Semiconductor Inc569 F. Supp. 2d 946, 962 (N.D. Cal. 2008) (“In laying out the details
the original restriction requirement, the court recognizes its limited evidengaificcance’).

0 SeeDocket No. 368 atcol.8 11.22-24.
%1 Seedl. atcol.9 11.5-6.
®21d. at col.12 11.62-65.

®3 See 3M Innovative Properties C850 F.3d at 1373 (finding that prosecution history “cannot 4
used to limit the scope of a claim unlessdbplicanttook a position before the PTO.”(emphasis i
the original)).
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statements, thego notclearly show that the ternDMA CPU’” was understood to includeDMA
controller®

During oral argumenflPL arguedthat the ternfindependatly” in the original construction

is unsupported® The court agreesith this point. Even if the DMA CPU fetches and executes it$

own instructions, it cannot do so independently. The reason for putting the CPU and DMA CJ
the same chip is so they can work togeffieBtherwise the evidence in support of changihg
court’s prior constructiors unpersuasive.

The court construes “separate DMA CP&$"a central processing unit that accesses
memory and that fetches and executes instructions directly and separdtelynaiin central

processing unit.”

D. “supply the multiple sequential instructions”

Plaintiffs’ Proposed Construction TPL’s Proposed Construction

provide the multiple sequential instructions i provide the multiple se@untial instructions in
parallel (as opposed to obg-one) to said parallelto said catral processing unit integrated
central processing unit integrated circuit duripgircuit during a single memory cycle

a single memory cycleithout using a prefetch
buffer or a onanstructionwide instruction
buffer that supplies on instruction at a time

The parties ask ¢hcourt to construe the phrase “supply the multiple sequential instructiq
to said central processing unit integrated ctrduring a single memory cycleffom clam 1 of the
749 patent.Judge Wargreviously determined that this phrase was composed of commonly us
words that the patentee intended to have their plain and ordinary meBtangiffs argue for a
narrower construction based upon disavowals durigxamination while TPL argues for a broad
construction The parties specifically disputéhat limitations the patent places on how the

“multiple sequentiainstructions” are provided to the CPU.

% See idat 134647 (“An applicant's silence in response to an examiner's characterization of a
claim does not reflect the applicant's clear and unmistakable acquiescencehartheterization if
the claim is gentually allowed on grounds unrelated to the examiner's unrebutted
characterization.”).

% SeeDocket No. 38zt 12122,

% SeeDocket No. 368-2, Reexam. Cert., col.1 11.22-24; Docket No.2B&8:0l.8 1.22-24 (the
DMA CPU “operates as a quocessor tothe main CPU”).
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During reexamination, TPL unambiguously disavowed that instructions could be provid
the CPU ondsy-one. The PTO issued a reexamination rejecting claims ii74B8dPatent,
including claim 1, based upon the “Edwards” pdteand an article by Doug MacGred®r.To
distinguish the Edwards patent, TPL adulat in the Edwards patent, “instructions are supplied
a onemstructionwide ingruction buffer, one at a time,” while for the '78atent ff] etching
multiple instructions into a prefetch buffer and then supplying them one at & tmaesufficient to
meet the clen limitation—the supplying ofmultiple sequential instructions to a GRluring a
single memory cycle.®® Similarly, in distinguishing the inventioin MacGregor, TPL wrote that
“non-parallel supplying of instructions to the CPU is not syppglthem to the CPU during a singld
memorycycle as required by the claimi®’ By this language, TPL clearly and unambiguously
disavowed supplying instructions to the CPU byesne.

Plaintiffs dso urge the court to find TPL disavowsplecific structure or components in the
above statementbut thesestatementas to structures are not clearly disavowals becdeseare
made in the context of describing the prior arhee may be ways of incorporating such structur
consistent with not supplying the instructions d@ysene.

Accordingly,the court construes the phraseipply the multiple sequential instructions to
said central processing unit integrated circuit during a single memowgy @gclprovide the
multiple sequential instructions in pdedl(as opposed to ore+one) to said central processing ur

integrated circuit during a single memory cytle

E. “clocking said CPU”

Plaintiffs’ Proposed Construction TPL’s Proposed Construction

timing the operation of the CPU such that it | timing the operation of the CPU
will always execute at the maximum frequengy
possible, but never too fast

®7U.S. Patent No. 4,680,698.

% Doug MacGregoet al, “The Motorola MC68020,” IEEE Micro 101 (August 1984).
% Docket No. 35 at 27.

01d. at 46.
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The parties sk the court to construe “clocking said CPU,” which appears in claims 1, 6,
10 of the '336Patent. Generally speaking, “clocking the CPU” referssing the system clock to
control the speed of the CPUudge War@reviously considered “clocking said CPU” dmaked
upon the plain and ordinary meaning of the term, consitweiproviding a timing signal to said
central processing urit The caurt considered other language in the written description that
suggested more limited construction, but ultimatedetermined that the patentee had not
“demonstrated a clear intentionlitit the claim scope® Similarly, Judge Ward construed a
longer £rm’from claim 1 containing the term “clocking said CPU"” as “an oscillator that gener
the signal(s) used foining the operation of the CPU¥ In construinghe term Judge Ward
similarly did not adopt the type of limiting language that Plam@ffvocate.

As discussed above and explained in the patent, the disclosed invesgtavariable speed
clock—a ring oscillator—that varies with tempenaite, voltage, and processhd& specification
states thaft[b] y deriving system time from the ring oscillator 430, CPU 70 will always execute 3

the maximum frequency possible, but never too f&sPlaintiffs argue that this is a clear limitatio

and

ates

at

n

that should be read into the clains.general, absent a clear intention to limit the scope of a clajm,

a cescription of an embodiment should not limit claim language that otherwise haslarbroa
effect.”> This rule applies even if the patent only describes a single embodfmamdge Ware
previouslyconsidered and rejected Plaintiffs attempt to limit thentlaased upon the specification
and this court agrees. There is no support in the claim languagéoitsbE requirenentthat the

clock alwaysforcesthe CPU to operate at its maximum frequency. The court finds that operati

" Docket No. 336 at 17-18 (quotiignova/Pure Water381 F.3d at 1117).

_72 Judge Ward construeari entire ring oscillator variable speed system clock in said single
integrated circuit and connected to said central processing unit for cl@athgentral processing
u_r]it_”

3 Tech. Properties Ltd. v. Matsushita Elec. Indus. Co., Bt4 F. Supp. 2d 916, 927 (E.D. Tex.
2007) aff'd sub nom., 276 F. App'x 1019 (Fed. Cir. 2008).

" SeeDocket No. 358 atcol.16-17 11.63-2.
> See Innova/Pure Wateg81 F.3dat 1117.

®sSeeid.
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the maximunfrequency is merely the preferred embodiment and not the only manner in which
invention can operate.

Plaintiffs also try to introduce evidence from the prosecution history to support t
argument. Although Plaintiffs quote a section from the prosecutiorohjsthere the applicants
used the magic words “the present inventiavhatthe applicantsliscloseds that thepresent
invention includes &ariable speed clock on the same microprocesstine CPU anthusits speed
will vary based upon environmental conditiddsThis isexactly what is claimed in claim 1. The
excerpt goes on to explain that one advantage of the variable speed clock isatloatstthe
microprocessor to operate at its fastest safe operating s{jdmet,againthis is just one
embaliment and not necessardyequiremenbf the invention. Plaintiffs’ otheritations tothe
prosecution history are similarly unconvincing.

Because the parties have not convinced the courthit&airior construction was in error, the
Courtdeclines to change itonstruction. Accordingly, the court construektking said CPU” as
“providing a timing signal to said central processing unit.”

V. CONCLUSION

For the reasons set forth above, the court construes the claims as follows:

CLAI M TERM CONSTRUCTION

“instruction register” Register that receives and holds one or more
instructions for supplying to circuits that
interpret the instructions

“ring oscillator” an oscillator having a multiple, odd number o
inversions arranged in a loop, wherein the
oscillator is variable based on the temperature
voltage and process parameters in the
environment

a central processing unit that accesses mem
and that fetches and executes instructions
directly and separately of the main central
processing unit

“supply the multiple sequential instructions| provide the multiple sequential instructions in
said central processing unit integrated circuiparallel (as opposed to ohg-one) to said
during a single memory cycle” central processing unit integrated circuit during

“separate DMA CPU”

" seeDocket No. 358 at 45.
®1d. at 5.
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a single memory cycle

“clocking said CPU” Providing a timing signal to said central
processing unit

Dated: August 21, 2013 e S A‘U‘"e/

PAUL S. GREWAL
United States Magistrate Judge

. -00877-P
CLAIM CONSTRUCTION CRDER 18-




