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The court DENIES HTC’s motion for partial summary judgment of non-infringewiethie
'336 patent.

The courtDENIESHTC’s motion for summary judgment of mallful infringementof the
'336 patent.

The court GRANTS HTC'’s motion for partial summary judgtm@imon-infringement of
the '890 patent.

The courtGRANTSIN-PART HTC's motionfor partial summary judgment ab willful
infringement of the '890 patent.

The court sets forth its reasoning below.

. BACKGROUND

HTC Corporations aTaiwan corporation with its principal place of business in Taoyuan
Taiwan, R.O.C. HTC's subsidiari g TC Americg is a Texas orporation withits principal place
of business in Bellevue, WashingtoDefendants Technology Properties Limited and Alliacense
Limited (“Alliacense”) are California corporations with their principal placewsiness in
Cupertino, California; Patriot Scientific Corporation (“Patriot”) is a Delaveanporation with its
principal place of business in Carlsbad, California. These defendants — Technologid2rope
Limited, Alliacenseand Patrio(collectively “TPL”") —claim ownershimf a family ofrelated
microprocessor patentSPL refers tahosepatents as thiloore Microprocessor Portfolio patents
(“MMP patents”), in recogition of co-inventor Charles Moore’s contributionsiTC filed this suit
on February 8, 2008geking a judicial declaration thaur of the MMP patents- U.S. Patent Nos.
5,809,336 (“the 336 patent”), 5,784,584 (“the '584 patent”), 5,440,749 (“thepdtnht”) and

6,598,148 (“the '148 patent”) ate invalid and/or not infringed. TPL counterclaimed for

! SeeDocket No. 1.
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infringement of the '336, '749, '148, and '890 patents on November 21, 2@8 April 25, 2008,
TPL filed two complaintsn the Eastern District ofexasagainst HTC alleging infringement of the
four patents at isstie the pending declaratory judgment actfo@n Junet, 2008, TPL filed
additional patent infringement actioagainst HTC in the Eastern District of TexasertingJ.S.
Patent No. 5,530,890 (“the 890 paterit’On July 10, 2008HTC amended its complaitiefore
this court,adding claims for declaratory relief with respect to 8&0’ mtent® On February 23,
2009 the parallel Texas litigation was dismissed without prejddilmaving Judge Fogel’'s
decision to deny TPL’s Motion to Dismiss, or in the Alternative, to Transfer & anthe
California action® OnMarch 25 2010,the court accepted the partistipulation todismissthe
'584 patenfrom this litigation’ On August 24, 2012, Technology Properties Limited, Patriot, a
Phoenix Digital Solutions initiated an International Trade Commission (“IT@§gtigation
regardingHTC's allegedinfringementof the '336patent® On July 17, 2013, the court accepted
the parties’ stipuléon to dismiss the '148 and '749 patents from this litigation.

The bottom linas thatonly the '336 and '89@atens remain at issue for the purposes of
this litigation

A. The '336 Patent

2 SeeDocket No. 60 at 6-8.
% SeeDocket No. 16 at 3.

* SeeDocket No. 35 at 5.

> SeeDocket No. 34.

® See Docket Nos. 49 (denying motion to dismiss, to transfer venue, and to stay) andtB&)(gra
motion for leave to file motion for reconsideration and denying motion for recongia@rat

" SeeDocket No. 152.

8 SeeDocket No. 561-1. Claims 1, 6, 7, 9-11, and 13-16 were asserted in the investigation.
September 6, 2013, Administrative Law Judge James Gildea issued an InitratiDatien from

in the ITC proceeding holding that HTC did not violate Section 337 of the Tariff Act of 1930.
Seead.

¥ SeeDocket No. 462.
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The’336 patentissued on September 15, 1998 and describes a microprocessor with an
internal variable speed clock, or oscillator, that drives the processor’sl geot@ssing unit
(“CPU’). Traditional microprocessors use external, fixed speed crystals to cldCRthe A
CPU’s maximum possible praggingcapacitydepends on process, voltage, and temperature
(“PVT parameters”). An external clock must therefore setithiag of the CPU tesuboptimal
PVT conditions, resulting in waste of the CPU’s processing speed aptieral conditions The
interral, variable clocldescribed in the '336 pateciaims realime adjustment othetiming of the
CPUDby placing the cloclon the chip itself. Thus, tH@PU canperform optimallyunder any set of
parameters. The microprocessor nevertheless requires a second external elostdbeices
other tharthe CPUdo not operate at variable speed.

TPL claims that HTC’s accused products infringe the '336 patetitdiginternal, variable
speed oscillator otheir microprocessorsAt issue are claims, 6, 10, 11, 13, and 1'8.

Claim 1 provides:

A microprocessor system, comprising a single integreitedit including a central

processing unit and an entire ring oscillator variable speed system cloott in sai

single integrated circuit and connected to said central processing unit kingloc

said central processing unit, said central processing unit and said ringtascil

variable speed system clock each including a plurality of electronic devices

correspondingly constructed of the same process technology with corresponding

manufacturing variations, a processing frequency capability of saickcentr

processing unit and a speed of said ring oscillator variable speed system clock

varying together due to said manufacturing variations and due to at leasingperat

voltage and temperature of said single integrated circuit; achgninput/output

interface connected to exchange coupling control signals, addresses anifhdata w

said central processing unit; and a second clock independent of said ring oscillator

variable sped system clock connected to said input/output interfalcerein a

clock signal of said second clock originates from a source other than said ring

oscillator variable speed system clock.

Claim 6 provides:

A microprocessor system comprising:

10 Docket No. 494t 7.

Case No.: 5:0800882PSG
ORDER




United States District Court
Forthe Northern District of California

© 00 N o o A w N Pk

N N N N DN DN DN NN R R R R R R R R R R
0o N o 0NN WN P O ©OW 0o N O o dN WwN B O

a central pocessing unit disposed upon an integrated circuit substrate, said central
processing unit operating at a processing frequency and being constructestof a
plurality of electronic devices; an entire oscillator disposed upon said irgegrat
circuit substrate and connected to said central processing unit, said arscillat
clocking said central processing unit at a clock rate and being constructed of a
second plurality of electronic devices, thus varying the processing frequieseig o
first plurality of dectronic devices and the clock rate of said second plurality of
electronic devices in the same way as a function of parameter variation in one or
more fabrication or operational parameters associated with said integjrated
substrate, thereby enalijisaid processing frequency to track said clock rate in
response to said parameter variation; an on-chip input/output interface, connected
between said central processing unit andféthip external memory bus, for
facilitating exchanging coupling contrsignals, addresses and data with said central
processing unit; and aff-chip external clock, independent of said oscillator,
connected to said input/output interface wherein sttghip external clock is
operative at a frequency independent of a clock frequency of said oscillator and
wherein a clock signal from said affiip external clock originates from a source
other than said oscillator.

Claim 10 provides:

In a microprocessor system including a central processing unit, a method for
clocking said central processing unit comprising the steps of: providing saidl centr
processing unit upon an integrated circuit substrate, said central processing unit
being consucted of a first plurality of transistors and being operative at a
processing frequency; providing an entire variable speed clock disposed upon said
integrated circuit substrate, said variable speed clock being constructegtohd s
plurality of transistors; clocking said central processing unit at a cléekising

said variable speed clock with said central processing unit being clocked by said
variable speed clock at a variable frequency dependent upon variation in one or
more fabrication or operainal parameters associated with said integrated circuit
substrate, said processing frequency and said clock rate varying in the @&ame w
relative to said variation in said one or more fabrication or operational paramete
associated with said integratedctiit substrate; connecting an [on chip] on-chip
input/output interface between said central processing unit and an oxtkipal
memory bus, and exchanging coupling control signals, addresses and data between
said input/output interface and said central processing unit; and clocking said
input/output interface using arff-chip external clock wherein saaff-chip external
clock is operative at a frequency independent of a clock frequency of said variable
speed clockand wherein a clock signal from said offip external clock originates
from a source other than said variable speed clock.

Claim 11 provides:

A microprocessor system, comprising a single integrated circuit includingralce
processing unit and an entire ring oscillator variable spestdrmyclock in said
single integrated circuit and connected to said central processing unit kingloc
said central processing unit, said central processing unit and said ringtascil
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variable speed system clock each including a plurality of electdavices
correspondingly constructed of the same process technology with corresponding
manufacturing variations, a processing frequency capability of saickcentr
processing unit and a speed of said ring oscillator variable speed system clock
varying together due to said manufacturing variations and due to at leasingperat
voltage and temperatureof said single integrated circuit; afipninput/output
interface connected to exchange coupling control signals, addresses andihdata w
said central processj unit; and a second clock independent of said ring oscillator
variable speed system clock connected to said input/output interface, wherein said
central processing unit operates asynchronously to said input/output interface.

Claim 13 provides:

A microprocessor system comprising: a central processing unit disposed upon an
integrated circuit substrate, said central processing unit operating aeagngc
frequency and being constructed of a first plurality of electroniccdsyan entire
oscillabr disposed upon said integrated circuit substrate and connected to said
central processing unit, said oscillator clocking said central processtrag an

clock rate and being constructed of a second plurality of electronic devices, thus
varying the processing frequency of said first plurality of electroniccds\and the

clock rate of said second plurality of electronic devices in the same way as a
function of parameter variation in one or more fabrication or operational parameter
associated with said integrated circuit substrate, thereby enabling sesedng
frequency to track said clock rate in response to said parameter variation; ap on-chi
input/output interface, connected between said central processing unit and an off-
chip external memory bufor facilitating exchanging coupling control signals,
addresses and data with said central processing unit; and@nppéxternal clock,
independent of said oscillator, connected to said input/output interface wherein said
off-chip external clock iserative at a frequency independent of a clock frequency
of said oscillator and further wherein said central processing unit operates
asynchronously to said input/output interface.

Claim 16 provides:

In a microprocessor system including a central praegssit, a method for locking
said central processing unit comprising the steps of providing said central
processing unit upon an integrated circuit substrate, said central processing unit
being constructed of a first plurality of transistors and beimgaijve at a

processing frequency; providing an entire variable speed clock disposed upon said
integrated circuit substrate, said variable speed clock being constructegtohd s
plurality of transistors; clocking said central processing unit at a cktekusing

said variable speed clock with said central processing unit being clocked by said
variable speed clock at a variable frequency dependent upon variation in one or
more fabrication or operational parameters associated with said integjrated
substrate, said processing frequency and said clock rate varying in the 3ame w
relative to said variation in said one or more fabrication or operational paramete
associated with said integrated circuit substrate; connecting-@mmput/output
interface between said central processing unit and an off-chip external memory bus,

6
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and exchanging coupling control signals, addresses and data between said
input/output interface and said central processing unit; and clocking said
input/output interface usingn off-chip external clock wherein said afhip external
clock is operative at a frequency independent of a clock frequency of said variable
speed clock, wherein said central processing unit operates asynchronoagly to s
input/output interface.

B. The '890 Patent

The’890 patentfirst issued on June 25, 1996 amrdyinally included ten claims, nine of
which dependeétom the sole independent claim, claint1On January 19, 2009, the '890 patent
was subjected to ex parte reexaminatforin amended versioof the patent emergesh
March 1, 2011*® The reexamination proceeding resulted in the cancellation of cla#ms 1
confirmationof the patentabity of claims 510, and addition aoflaims 1220. At issue in this suit
areclaims 11, 12, 13, 17, and 19.

Claim 11, the amended independent claim on which all of the other claims depend,
describes:

A microprocessor, which comprises a main central processing unit and a separate
direct memory access central processing unit in a single integrated circuit
comprising said microprocessor, said main central processing unit having an
arithmetic logic unit, a first push down stack with a top item register and a next item
register, connected to provide inputs to said arithmetic logic unit, an output of said
arithmetic logic unit being connected to said top item register, said top item register
also being connected to provide inputs to an internal data bus, said internal data bus
being bidirectionally connected to a loop counter, said loop counter being connected
to a decrementer, said internal data bus being bidirectionally connected to a stack
pointer, return stack pointer, mode register and instruction regiatdrstack

pointer pointing into said first push down stack, said internal data bus being
connected t@ memory controller, to a Y register of a retpush down stack, an X
register and a program counter, said Y register, X register and progratarcoun
providing outputs to an internal address bus, said internal address bus providing
inputs to said memoryoatroller and to an incrementer, said incrementer being
connected to said internal data bus, said direct memory access central processing

1 SeeDocket No. 458 at 2.
12 Sedd.
3 Sedd.
4 Sedd.
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unit providing inputs to said memory controller, said memory controller having an

address/data bus and a plurality of control lines for connection to a random access

memory.
During reexamination, the patentee added the phrase “said stack pointer pointinglifitsts
push down stack,” which did not appear in claim 1.

. SUMMARY JUDGMENT STANDARDS

Summary judgment is appropriate only if there is “no genuine dispute as to amgimate
fact and the movant is entitled to judgment asadter of law.™® The moving party bears the
initial burden of production by identifying those portions of the pleadings, discarehgffidavits
which demonstrate the absence of a triable issue of materiaf fate standard for summary
judgment differs depending on whether the moving party bears the burden of persugisibHf at
If the moving party bears the burden of persuasion atttet party must present “credible
evidence” showing that he is entitled to a directed vel8idthe burden of production then shifts
to the non-moving party to produce evidence raising a genuine issueeniahfact'® On the
other hand, if the moving party does not bear the burden of persuasion hetcafprevail on a
motion for summary judgmeint two ways: by proffering “affirmative evidence negating an
element of the non-moving party’s claim,” or by showing the non-moving party hagaresuf

evidence to establish an “essential element of thenmmring party’s claim.?® If met by the

moving party, the burden of production then shifts to the non-moving party, who must then pr

> Fed. R. Civ. P. 56(a).

8 SeeFed. R. Civ. P. 56(c)(1Celotex Corp. v. Catretd77 U.S. 317, 323 (1986).
17 See Celotex Corp477 U.S. at 331.

81d.

YSeeid.

291d.
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specific facts showing a genuine issue of material fact for’triéh. both instanceshe ultimae
burden of persuasion remains on the moving party reviewing the record, the court must
construe the evidence and the inferences to be drawn from the underlying evicedegit
most favorable to the non-moving pafty.

[ll. DISCUSSION

A. HTC’s Motion for Summary Judgment of Non-Infringement and No Willful
Infringement of the '336 Patent

1. Non-Infringement of the '336 Patent

The court first considers HTC’s motidor summary judgmentf “full” non-infringement
of the 336 ptgent HTC argues that summary judgment is warranted because when the
independent claims of the '3%&tentare properly construed, HTC’s products do not perform the
claimed invention. HTC specifily points to three terms that each appear in two claims:

(1) “entire ring oscillator variable speed system clock” (claims 1 and2)l)entire oscillator”
(claims 6 and 13)nd (3) “an entire variable speed system clock” (claims 10 and 16).

HTC arguesas follows. The prosecution history of the '33&tpnt demonstrates the
applicantsrepeated and express disclaimer thatcthenedtiming element-the oscillator or
variable speed clock had any connectidio or dependence anreference signal from an external
crystal or other fixed timing piece. To further distinguish the 'B&&ni the applicants added the
“entire” term to explicitly claim only a timing element that wholly and exclugiegpeared with

the CPU on the chipHTC's processors, in contrasgly on an external crystal timing piece (calle

21 See idat 330:T.W. Elec. Service, Inc. v. Pac. Elec. Contractors A€98 F.2d 630, 630
(9th Cir. 1987).

22 5ee id.

3 SeeAnderson v. Liberty Lobby, Ine@77 U.S. 242, 248 (1986yjatsushita Elec. Indus. Ce.
Zenith Radio Corp475 U.S. 574, 587 (1986).
9
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a phasdocked loop or “PLL"). Unlike the inventiorithereforethe timing elements dMiTC’s
processors do not sit entirely on the chip and do not vary with PVT parameters.

TPL responds that HTC improperly seeks reconsideration of this court’s prelaous
construction. Te court properly construed the “entire variable speed system clock” tettmisnd
construction shouldxtendto the other three “entire” terms. HTC’s additional limitatiores raot
supported by the specification, whichedmot speak to whether the oscillator or variable speed
system clock alsoould work with an external crystahs for any disclaimer, the applicants never
disclaimed all reliance or reference to andfiip crystal. Instead, he disclaimer to avoid the
Magar reference was to an-affip oscillator that generated the-omp clock. As to the Sheets
reference, the applicants distinguishie€lir clock reference by pointing out that it was not an
on-chip oscillator but rather an off-chip clock, and that off-chip clock required a anchmput to
change its frequency. The oscillator taught by the [&&6nt in contrast, is self-generating on the
chip itself and does not require an outside command to eHegguency.As to the variation
argumenteven by HTC’s own admission, the onip HTC oscillators vary and the PLLs in fact
serve to limit that variation. That the net reso#ty bea minimal change ithefrequency of the
clock is not enough to take HTC’s accused products beyond the claim language.

HTC repliesthat the on-chip oscillator does not “generate” the CPU clock unless it
communicates with the PLL, making the PLL necessary to “generate” the-choekthereby
outside of the claim language (@nstrued in light of the disclaimers). HTC furthepliesthat
frequency control in fact is generation of the clock because the oscill&®ndbbegin to run
independently. The PLL contradlse oscillator andets the frequency, which generatesdioek.
As tothe variation issue, HTC argues that a person of ordinary skill in the art wouldtandehse

de minimis variation experienced by its prodwdsenderinghe timing element essentially fixed.

10
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The court agrees with HTC that the disputedtations areproperly understood to exclude
anyexternalclock used to generate a sighalNevertheless, there remains a factual dispute
whether HTC’sproducts contain an oehip ring oscillator that is setfenerating and does not rely
on an input control to determine its frequentyhile HTC’s expert says that the PLLs generate
the clock, TPLs expertcounters that the ring oscillators generate the clock and the PLLs mere
buffer or fix the frequenc$” This is a classic factual question that requires a trial to answer.

2. Willful Infringement of the '336 Patent

To “establish willful infringement, a patentee must show by clear and conviecidgnce
that the infringer acted despite an objectively high likelihood that its actionstotetst
infringement of a valid patent® A patenteehereforemust establish two elementBirst, the
patentee must show the accusedrigfer acted with “objective recklessness.” Objective
recklessness remains a question of law “predicated on underlying mixed questammsnd
fact.”?” The objective recklessness prong “entails an objective assessment of potéerisesl
based on the risk presentddl/ the patentvhich “may include questions of infringement but also

can be expected in almost every case to entail questions of validity that aezessarily

4 The patentee’argumentsraversingheprior artnarrowed the claimsSeeFesto Corp. v.
Shoketsu Kinzoku Kogyo Kabushiki Ci85 U.S. 722, 740 (2002) (“*A patentee’s decision to
narrow his claims through amendment may be presumed to be a general disclanaégitory
between the original claim and the amended clairaf’)Saeilo Inc. v. Colt's Mfg. Co.

26 F. App’x 966, 973 (Fed. Cir. 2002)Where an amendment narrows the scope of a claim for 3
reason related to the statutory requirements for patentability, prosecutany bstoppel acts as a
complete bar to the application of the doctrine of equivalents to the amendedletaente’).

2> CompareDocket No. 457 at 16 (“the oscillators in the accused products indisputably rely on
external crystal or clock generator to clock” the CRAddy Docket No. 47@&t 14 (“Each HTC
product includes a CPU/system clock rng oscillator within a PLL—thatgenerates a clock
signalon itsown, as long as it has a power supply.”) (emphasis in original).

%% In re Seagate Tech., LL.@97 F.3d 1360, 1371 (Fed. Cir. 200&) pany.

2" SeeBard Peripheral Vascular, Inc. v. W.L. Gore & Assocs.,,1682 F.3d 1003, 1006-07
(Fed.Cir. 2012) (holding that the objective determination of recklessness, even though predic
on underlying mixed questions of law and fact, is decided by the judge as a questiosuddj&y
to de novo review).

11
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dependent on the factual circumstances of the particular party accusechgemient.*®> Second,
if the reauisite threshold objective recklessness is established, then the patentesbanwistat the
“objectively-defined risk”of infringement determined by the record develoipetthe infringement
proceedingwas either known or so obvious that it should have been known to the accused
infringer.”?

HTC argues that TPL has not presented sufficient evidence to make a prima facie cast
willful infringement, in view of its“clear, legitimate, and objectively reasonable defenses” to
HTC's claims of infringement® In particular, its proposed constructions have been adopted by
other tribunals and the ITC in particulddTC’s non4infringement position at the ITC was
“sufficiently compelling and reasonable” tHadththe ITC staff attorneyandJudge Gildea himself
agreed withHTC'’s position>*

TPL takes issue with HTC's reference in this césthe ITC litigation. Differenttheories
of infringement and different products are implicated by the two caséferet claim
constructions have issued in the cases. The staff attorney’s pasiticludge Gildea’s

conclusions aréhereforerrelevant. Separatel{f,PL's successful licensing of the MMP patent

portfolio suggestghat HTC could not reasonably or realistically expect its invalidity or

?81d. at 1006.
29 Seagate497 F.3d at 1371.

30| ooking to Fed. R. Civ. P. 37(c)(1) HTC further points out that TPL failed to substantively
respond to its interrogatory about willful infringeme®eeFed. R. Civ. P. 37(c)(1) if‘a party

fails to provide information or identify a witness as required by Rule 26(a),ahéeparty is not
allowed to use that information or witness to supply evidence on a motion, at a heariragtral a
unless the failure was substantially justified or is harnilesBut TPL’s response raising a host of
objections appears substantially justified, even if it is not ultimately peveyasd in angvent
HTC does not appear to have taken any steps whatsoever in the intervening four yeapet@c
more complete response.

31 Judge Gildea’s Initial Determination (“ID”) did not issue ut@ptember 6, 2013, after the
papers for this motion were filed.
12
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non-nfringement defases to succeed in this litigatiorFinally, direct presuit communication
between HTC and TPL establishtbat HTChadnotice of its allegedly infringing activities.

District courtsappearsplit as to whether current evidence that a party’s actions were
objectively reasonablis relevant to a willfulness analysis undgragate Ini4i Ltd. P’ship v.
Microsoft Corp, Judge Davis held that tleerrectwillfulnessanalysis‘focuses on whether, given
the facts and circumstances priofttee accused infring&s] infringing actions, a reasonable
person would have appreciated a high likelihood that acting would infringe a valid pataig’
“number of creative defenses that Microsoft is able to muster in an infringaatiem after years
of litigation and substantial discovery is irrelevant to the objective prong Siethgatenalysis’ >
Judge Davishenexplained that the court should more properly faousvhether defenses would
have been objectively reasonable and apparent before Microsoft infringed and wislsued.
Uniloc USA, Inc. v. Microsoft CorpJudge Smith wa$iot convincedhat such a ‘before and after
line is so easily dram or for that matter appropriate, to measure the objective likelihood (or lag
thereof) that a party acted to infringe a valid patéhtJudge Smitemphasizethat ‘the inquiry
is casespecifi¢ and should focus on an objective view of the rec8rd.

Thecourtagres with HTC that favorable court rulingsansupport the objective
reasonableess of its non-infringement positions. The court cannot help but take note of the
analogous issue of the “book of wisdom” when addressing patent damages. fdmetiqurt

has affirmed that aftearising“[e]xperience . . . is a book of wisdom that courts may not

32670 F. Supp. 2d 568, 582 (E.D. Tex. 2009).
4.
3 Seeid.
35640 F. Supp. 2d 150, 177 n. 33 (D.R.I. 2009).
4.

13
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neglect.®” Nonetheless, “as the party moving for summary judgment” HTC “must do more thg
persuade [the court] that its defenses were reasong&blasteadHTC “must establish that ‘there
IS no genuine dispute as to any material fact’ and that [the accused infriagarfitied to
judgment as a matter of lawin other words, thato reasonable fact-finderould find willful
infringement.®

Viewing the eviénce in the light most favorable to TPL, the court concludes that a
reasonable fact finder could plausibly find facts sufficient to support a carchfwillful
infringement. TPL’s burden to show willful infringement by clear and convincingacelisa
steep one But where factfinding is necessary, trial courts generally reserve wédslantil after a
full presentation of the evidence on the record to the*urjhe record supports a finding that
HTC knew about the patents and TPL'’s claims aimgement before it began the activities that
allegedly infringe and asxplained above, here there remains an important issue regarding the
of the external crystal in HTC’s products in generating a siinelnder these circumstances

summary judgmenn the issue of willfulness is not warranted.

B. Partial Summary Judgment of Non-Infringement of the '336 Ratent and the '890
Patent and No Willful Infringement of the '890Patent

HTC nextmoves for partial summary judgment of non-infringement of the "2@érp and
the 890 patent based on the doctrine of absolute intervening right$is samemotion, HTC

also seeks summary judgment of no willful infringement under the 890 patent.

37 Sinclair Ref. Co. v. Jenkins Petroleum Process U.S. 689, 690 (1933).

38 Kimberly-Clark Worldwide, Inc. v. First Quality Baby Products, LLCase No. 1:08v-1685,
2013 WL 1465403, at *2 (M.D. Pa. Apr. 11, 2013)

3 d. (citing Fed. R. Civ. P. 56(a)).

“0Seege.g.Bard, 682 F.3d at 1008 ujitsu Ltd. v. Belkin Int'linc., Case No10-cv-03972LHK,
2012WL 4497966, at *39 (N.D. Cal. Sept. 28, 2012).

“1 SeeDocket No. 470-1, Ex. A (Nov. 7, 2006 correspondence from Alliacense to HTC);
DocketNo. 470-1, Ex. B (Nov. 20, 2006 correspondence from Alliacense to HTC).
14
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Under 35 U.S.C § 307(b), a patent owner may not recover for infringerhelaims that
are invalidated or amended through the reexamination prétdgse “reexamination statute
restricts a patentee’s ability to enforce the patent’s original claims te thaims that survive
reexamnation in ‘identical’ form.** “Identical’ does not mean verbatim, but means asmo
without substantive chang&®” The court mustherefore determine whether the scope of the clair
are the same, not just whether the same words aréuSsttion307 shields “those who deem an
adversely held patent to be invalid; if the patentee later cures the infirnméysisye or
reexamination, the making of substantive changes in the claims is treatedrabgtable
presumption that the originalaims were materiallffawed.”® The*“statute relieves those who
may have infringed the original claims from liability during the period beforeltims are
validated.*’

Whether‘amendments made to overcome rejections based on prior art are substantive
depends on the nature and scope of the amendments, with due consideration to the facts in &
given case thgustice will be done® “An amendment that clarifies the text of the claim or makq
it more definite without affecting its scopegenerally viewed as identicat® To make its
determinatiorunder theso-called doctrine of intervening rights, the court must consider “the scg

of the original and reexamined claims in light of the specification, with attention tefdrences

2 SeeFresenius USA, Inc. v. Baxter Intern., [rig21 F.3d 1330, 133%éd. Cir.2013).
*31d. (listing cases).
“1d.
> See id.
“®Bloom Eng’g Co. v. N. Am. Mfg. Gd29 F.3d 1247, 1249 (Fed. Cir. 1997).
“71d.
% 1d.
“d.
15

Case No.: 5:0800882PSG
ORDER

ns

iny

pe




United States District Court
Forthe Northern District of California

© 00 N o o s~ w N P

N N N N N DN DN N DN R R R R R R R R R
0o N o 0N WN P O ©OW 0o N O 0N WwN B O

that occasioned the reexamination, as @aglthe prosecution history anayaother relevant
information.”®®

1. Non-Infringement of the '336 Patent

As notedearlierthe '336 patent issued September 15, 1998, and included ten
originally-issued claims! A series of ex parte reexamination requests were filed against the '3
patent between October 2006 and January 200¥hen the reexamination proceedings
completed, claims 1, 6, and 10 emerged with modified language, and new independent claim
13, and 16 were added. TPL amended claim 1 to further describe the “second clock indegien
said ring oscillator” to say that “wherein a clock signal of said clock origsfieim a source other
than said ring oscillator variable speed system clock.”nCtawas amended to describe the
“off -chip external clock” to likewise derive its “clock signal” “from a source other thah s
oscillator.” Claim 10 includes a similar amendment that adds that thetipfexternal clock” has
a “clock signal” that “orignates form a source other than said variable speed clock.” Claims 6
10 also added “off-chip” references to the descriptions of the second clocks. Claims hdl, 1163, §
were based on independent claims 1, 6, and 10, but during rieexamTPL addedan additional
clause to the end of each claim: “wherein said central processing unit opessatelsronously to
said input/output interface.”

In HTC's view, it should not be held liable for infringement of the '336 patent claims 1,
10, 11, 13, and 16 bausehoseclaimswere eithesubstantiallynarrowed or newlyaddedhrough
reexamination.Any recovery for the336 patentshould be limited to the date of the issuance of
the reexamination certificate on December 15, 20666ause the amendments wearkisiently

substantive to preclude recovery from before the amendments.

04,
51 seeDocket No. 458 at 5.

521d.
16

Case No.: 5:0800882PSG
ORDER

511

dent

and




United States District Court
Forthe Northern District of California

© 00 N o o s~ w N P

N N N N N DN DN N DN R R R R R R R R R
0o N o 0N WN P O ©OW 0o N O 0N WwN B O

TPL responds that these amendments serve as nothing more than ctari6t#tie claim

language and that the scope of the claims have not chaBgeeralexcerpts from the prosecution

history of thereexaminatiordemonstrate that the patentee believed the amended claim language

only clarified how the second clock was “independéh#ind thathe “external” conponents were

in fact “off-chip”>*,

HTC repliestha the original claims differ from the amended claims in scope because the

original claims spoke only to the difference in frequency contesid-that is what “independence”

really references in these claim terms. Because a clock with signal oraymthé ring oscillator

but with an independent frequency could exist under the original claims but not under thedamende

claims,the claim is narrower and therefore substantively different. For claims 11dl36athe
“independent” clock signals could heaa “readily predictable phase relationshiBecause of that
possibility, the claims are narrower and thereby substantively diffefemtther, the court should
notcredit selfserving testimony from the prosecution histoty.

On balance, the court finds that the amended claim language added during reexaminaf
did not substantivelgmendthe asserted '336 claimscope. “Independent” in the disputeldims
must be understood to be just that: without dependeraeytind. While HTC offers a more
nuancednterpretatiorthat focuses exclusively drequency contrglit citesno intrinsic —or for
that matter extrinsic evideneeto support its position. Coupled with tieéerences in the
prosecution historindicatingthatthe amendments really were fdarification purposes only,

TPL’s argument is more persuasive.

53 SeeDocket No. 471-5, Ex. E at 2; Docket No. 471-6, Ex. F at 11, 27; Dbktket71-7,
Ex. Gat8-12, 14.

54 SeeDocket No. 471-7, Ex. G at 12, 16.

%> SeeMoleculon Research Crop. v. CBS, |93 F.2d 1261, 1270 (Fed. Cir. 1986) (holding thaf
documents submitted by the patentee during prosecution may be considered fortelairatation
purposes, but “might very well contain merely self-serving statementé \ikety would be
accorded no more weight than testimony of an interested witness or argunamslclssues of
evidentiary weight are resolved on the circumstances of each case.”)

17
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2. Motion for Partial Summary Judgment of Non-Infringement and No Willful
Infringement of the '890 Patent

a. Non-Infringement of the '890 Patent

The court next considers HTC’s motion for summary judgment of non-infringement of t
'890 pdent claimsll, 12, 13, 17, and 19. As noted above, claims 12, 13, 17, and 19 all depen
independent claim 11.

HTC againargues the doctrine of absolute intervening rightsles it to summary
judgment of norinfringement. During reexarnmation, TPL added claim language further defining
a staclpointer as “pointing into said first push down sta@dtérthe examinerdentifiedno
function for the stack pointer in the origirclaim language The examiner noted that the
amendmento claim 1preventedheclaim frombeing anticipated by therior artunder
35 U.S.C. § 102. This change to the '890 patent during reexamination was substaritiat ded
absolute intervening rights doctribars liability arising before the reexaminatienminated

TPL initially responds that HTC’s assertion of the absolute intervening rights doctrine i
untimely because it did not include the affirmative defense in its answer ts T&tplint.>® As
to the meritsTPL says thathe amendmerdnly clarified the claim scope but did not substantivel
amendhe claim precluding the absolute intervening rights doctrikarther, n Norwood v.
Vancethe Ninth Circuithotedthatpartiesmayraiseaffirmative defenses for the first time at
summary judgmeranly if the opposing party is not prejudic&d Allowing HTC to asserthe
defense- four years intahis litigation— wouldsubject it to unfaiprejudice.

The court is not persuaded that TPIs lestablished the prejudice necessatyar HTC'’s

assertion of the absolute intervening rights doctrine at this stage in the litighRtdoes notfor

*® The initial declaratory judgment complaint in this case was filed Feb8,2008.
Seesupranote 1. The '890 patent did not reissue following reexamination until March 1, 2011
Seesupranote 13.

7591 F.3d 1062, 1075 (9th Cir. 2010).
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example, articulate the discovery it might have otherwise taken had HTC pyronoped to
amend itsanswer in 2011.

Turning to the meritHTC assertestoppel anadrguesclaim 11lemerged from
reexanmation substantivelyifferent from formerclaim 1 During reexamination, the examiner
found claim 1 invalid. In an August 12, 2010, advisory actiorelaniner noted that claim 1
failed to provide a function for the “stack poiritand the claim languaganly identified thestack
pointeras ‘bidirectionally connected to an internal busan-error claim 11 corrected. The
examiner also observed that the additional language in claim ldeavibie May reference,
U.S.Patent No. 4,758,948 (“the 948 patent”), that teaches using a push down stack but not
expressly a stack pointer performing the function thatamended language defindherefore,
that the absolute intervening rights doctribarsinfringement liability prior to the issuance of the
reexamination certificate.

TPL sees it differently.The changé¢o claim 11only makestheclaim more definite. Te
examiner’s primar concern with claim tertered on the discussion in the May paterdrof
instruction pointer. The instruction pointdentifiesthe instructions of a process and under the
broadest interpretation the stack pointer likewise could be construed to read ontorthd.gxo
persa of ordinary skill in the art would understaadtack pointer could not perform equivalently
to an instruction pointer. As described in claim 1, the stack pointer would be understood by &
person of ordinary skill in the art to point to only to the first push down stack referencadariricl
— and so the additional language only explicitly states what a person of ordinkiry thldlart
already would understand claim 1 to teach.

HTC repliesthat TPL’s arguments rely on extrinsic evidence and that thesit evidence
reveals that absent the added limitation, the stack pointer was impermissitdyavabtne

amendment substantively narrowed the claim.

19
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The courtagres with HTC As the examiner’s office actions indicatéa the original
claim languagéhe stack pointer did nothing except connect to the internal data bus, but TPL'’s
argument that a person of ordinary skill in the art necessarily would color imthguaty with an
understanding that the stack pointer points only to the first push down stack is not pergisasive
HTC points out, claim 1 (and claim 11) employs the term “comprising,” whiclaleteat the
claim is “inclusive or opeended and does not exclude additional, unrecited elements or methc
steps.”™® Given that the specification in fact references a second push down stack, the seon(
must be presumed to be distinct from the return stack identified in the claim langteggush
down stacks potentially could be used and still fall wittieam 1. Thus, where the stack pointer
points mattes. If multiple push down stacks were included in a processor, it is unclear under t
language of claim Whether the stack pointer points to on¢haf stacksall of the stacks, or some
multiple in beéween.

At bottom, the court finds the added language limits the stack pointer to the first push
stack andubstantively}changes the scope of the claiBecause the added claim language narroy
the scope of the claimspyclaims of infringement beferthe date of the issuance of the
reexamination certificate must be precluded.

b. Willful Infringement of the ‘890 Patent

The courffinally addressethe issue of willful infringement related to the 890 patent.

HTC asserts thatnder the objective recklessness prong, the reexamination and amend
of the '890 patent suppork$TC’s position that itvas not objectively reckles$dTC points out
that TPL has offered no evidence thaenknew of the '89(atentbefore the suit. HT@lso
argues that the failure by TPL to pursue a preliminary injunction suggestdlthatinfringement

is not at issue.

%8 CollegeNet, Inc. v. ApplyYourself, Ind18 F.3d 1225, 1235 (Fed. Cir. 2005).
20
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TPL responds that it provided notice to HTC of the patento#itsl infringing behavior in
2006. The reexamination process actyaluts against HTC because most of the substance of th
patents in fact survived intact with a “second stamp of validity from the P¥@le PTO accepts
92% of reexamination applicatiorsythe PTO’s grandf patent reexaminatioils not enough to
underait willful infringement®® A “substantial question of patentability raised by a reexaminati
request is not dispositive” mwillfulness inquiry®*

Although te record at least suggests tHaiC was made aware of tipatentsin-suitas
early as Novembe2006°? as discussed abotiee reexamined '890 patent bars claims of
infringement before the date of the issuance of the certificate because tleabidihguage
added to independent claim 11 narrowed the scope of the ®dinfollows that becausdTC
cannot be held liable for infringement before March 1, 2011, willful infringement p#riods
precluded.

The court next turns to whether HTC can be found to have willfully infringed the '890
patent following reexamination. Generally, a “pagenivho does not attempt to stop an accused

infringer’s activities [by moving for a preliminary injunction] should not beve¢d to accrue

¥ Docket No. 469 at 17.
%0 See idn.11.

%L Plumley v. Mocketi836 F. Supp. 2d 1053, 1075 (C.D. Cal. 20$6p als®See Lucent Techs.,
Inc. v. Gateway, IncCaseNo. 07-ev—2000-H, 2007 WL 6955272, at *7 (S.D. Cal. Oct. 30, 200]
(“The Court does not assume that a reexamination order will always prevemitif fiam

meeting their burden on summary judgment regarding willful infringement, butdtadeeider

this as one factor among the totality of the circumstances.”

%2 SeeDocket No. 469-12, Ex. C (correspondence from Alliacense notifying HTC that HEC wa
infringing the patents contained in the MMP Portfoli@luding the '890 patent).

%3 Moreover, aleast one district court has noted, albeit in dicta, tagtetentes willful
infringement claim fails as a matter of law where the PTO requires amendmérggpatent
before issuing a reexamination certificat®lumley 836 F. Supp. 2dt 1075 (explaining court’s
opinion INTGIP, Inc. v. AT & T Corp.527 F. Supp. 2d 56E(D. Tex. 2007)).
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enhanced damages based solely on the infringer’s post-filing corfduBtt asTPL happily
highlights HTC concededn prior litigation “thatSeagatelid not create per sebar to claims for
post-filing willful infringement where an injunction was not sougft.*BecauseSeagatadid not
create ger sebar, the determination of whether a patentee may pursue a claiviilfial
infringement based on post-filing conduct without seeking a preliminary injunctibrépend on

the facts of each case®®

Patentees who neither practice the invention nor directly compete wi
the accused infringer are “excused fr8emagate’sule that a patentee must seek an injunction to
sustain a claim for poditing willful infringement.”®” There may be circumstances “where an
infringer’s post-filing conduct was found to be willfuWhere ‘some material change that could
create armbjectively high likelihood of infringing a valid patent, such as a patent surviving a
reexamination proceeding without narrowed claiffs.”
Viewing the evidence in the light most favorable to Tl drawing all reasonable

inferences in its favorespecialf TPL's successfuicensing program related to the pateintsuit,

the court concludes that a reasonable fact finder could pladisid facts supporting a conclusion

of willful infringement following the reexamination of the 890 patent.

®4 Seagate497 F.3d at 137Zee alsdAnascape, Ltd. v. Microsoft CorCase No. 9:06v-158,
2008 WL 7182476 (E.Drex.Apr. 25, 2008)patentee who did not move for preliminary
injunction was not entitled to benefit from its lack of diligence by obtaining enhanoeatda for
willfulness during the post-filing period).

% DataQuill Ltd. v. High Tech Computer Cor887 F. Supp. 2d 999, 1015 (S.D. Cal. 2011).
®d. (citing Seagatet97 F.3d at 1374).
*"1d.

%8 LML Holdings, Inc. v. Pac. Coast Distrib. In€ase No. 1tv-06173-YGR, 2012 WL 1965878
(N.D. Cal. May 30, 2012citing St. Clair Intellectual Prop. Consultants, Inc. v. Palm, Inc.,
CaseNo. 04-14363JFLPS 2009 WL 1649751, at *1 (D. Del. Jun.10, 2009ge alsdNebmap
Technologies, LLC v. Google, In€ase No2:09-ev—343-DFCE, 2010 WL 3768097, at *2-3
(E.D.Tex. Sepl0, 2010).
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IT IS SO ORDERED.

Dated: September 17, 2013
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PAUL S. GREWAL
United States Magistrate Judge




